VOLUME I

APRIL, 2017

ISSUE 1

EDITORIAL
Software Patents: Dead or Alive?
Utsav Mukherjee
ARTICLES
IP in a World without Scarcity
Mark A. Lemley
Colombia – A Place where you could be sentenced to Two Years in Jail for
Plagiarism: A Crime that does not exist!
Marcela Palacio Puerta
Exhausting Patents: Understanding the Conflicting Notions
K.M. Waziri & O.F. Awomolo
Just Keep Calm & Carry On: The Impact of Brexit on Intellectual Property Laws in
Britain & the European Union
Alexandra George
LAW REVIEW INTERVIEW
The Significance of the Data Exclusivity Debate and its Impact on Generic Drugs
Srividhya Ragavan

JOURNAL OF INTELLECTUAL PROPERTY STUDIES
VOLUME 1:1

APRIL, 2017
PATRON
Poonam Saxena
FACULTY-IN-CHARGE
Gargi Chakrabarti
EDITOR-IN-CHIEF
Saahil J. Dama
MANAGING EDITOR

TECHNICAL EDITOR

Devvrat Joshi

Kartavi Satyarthi
SENIOR CONTENT EDITORS

Amulya Chinmaye

Vasundhara Majithia

Inika Charles

CONTENT EDITORS
Pranay Bali

Achyuth Anil

Nikhil Variyar

Mallika Kamal
COPY EDITORS

Reeya Benedict

Tanmaya Negi
Yogitha Ramu

Deepika Jena

Samvid Shetty

ADVISORS
V.C. Vivekanandan

Peter K. Yu

Prashant Reddy T.

Gargi Chakrabarti

2

Utsav Mukherjee
Henning Grosse Ruse-Khan

FROM THE EDITOR’S DESK
We live in a shackled world. Our freedom and liberty are proscribed by rights conferred
upon others. In most cases, such a notion is necessary – it operates on the Lockean
argument that an individual must be allowed to reap rewards from the efforts the said
individual invests in creating something. For instance, in its most elementary form, this
idea prevents people from stealing bread since the creator of the bread is entitled to
profit from the bread by the virtue of him/her having invested labour into creating the
bread. This entitlement is treated as a legal right. To receive just deserts, the creator of a
work must be allowed to benefit from his/her creations.
This, however, is an extremely deontological argument because it views justice from the
lens of what is categorically fair detached from what the outcome of a measure would
be. Taken to an extreme, this idea can have negative effects on society. As is seen
through the battle over access to medicines and pharmaceutical patents, allowing
creators to enjoy unlimited rights is not a very tenable argument if this results in the
death of millions of patients who cannot afford medicines at the creators’ prices. The
deontological viewpoint fails to address issues that arise when society is gravely harmed
by the creator reaping unrestricted benefits of the creation.
The justification for providing certain rights to creators is fortified by a more
consequentialist argument. In intellectual property, this takes the form of the incentive
theory which was first used by William Nordhaus while determining an appropriate term
of protection for patents. This theory justifies the grant of monopoly rights to creators on
the basis that such rights would enable creators to profit from their creations which, in
turn, would incentivize them to create in the future.
In absence of such incentive, the theory argues, societal progress would be halted. If
creations that are generally protected by intellectual property laws – such as original
creative works, designs and novel inventions – are made publicly available, owners of
intellectual property would be unable to obtain financial returns. Consequently, they
would stop creating, and the world would be deprived of new literature, cinema,
designs, technologies and even medicines.
Rapid technological progress has posed a severe challenge to this perception. The
internet, for example, has created a plethora of avenues for enabling access in breach of
rights of intellectual property owners. Piracy of movies, music, books and academic
works has become rampant. In response, the creative industry has initiated lawsuits
against access-enabling entities such as Napster, Megaupload, The Pirate Bay, Aaron
Swartz, and Aaaarg. In many of these cases, the industry has even obtained favourable
verdicts. Despite such extensive litigation, online piracy is still thriving. New-age
technologies such as 3D printing will exacerbate this problem by allowing consumers to
self-produce goods that are protected by intellectual property laws.
3

But what is even more significant is the change is mind-set caused by these technologies.
Instead of the traditional creator-centric approach that has popularly been used for
defending intellectual property rights, the discourse has now begun leaning towards
users’ right to access.
This change has, in part, been caused by the extreme polarization between the haves and
the have-nots. Even though intellectual property has led to progress, its effects have
failed to trickle down to the masses; instead they have coagulated with the owners of the
intellectual property. Developing and Least Developed Countries have suffered health
crises due to the unaffordability of patented medicines; universities and students have
been deprived access to academic works that are locked behind paywalls; and inequality
of bargaining power has meant that owners are able to charge arbitrary prices for their
goods.
The growing frustration has led to a clarion call against the unbridled exploitation of
monopolies by owners of intellectual property. This was apparent in the public furore
against the Bills for the Stop Online Piracy Act and Protect Intellectual Property Act in
the U.S. The dissatisfaction is also evident around the world, as supporters of the access
movement are engaging in various defiant acts of civil disobedience.
Despite being prosecuted relentlessly, The Pirate Bay still manages to stay afloat for most
part of the year, as do websites that enable access to literature such as Libgen and
Aaaarg. In India, the case between Oxford University Press and Rameshwari Photocopy
led to the Delhi High Court broadly interpreting the fair dealing exception, in recognition
of the fact that copyright laws can, at times, be disabling. Free trade agreements like the
Trans Pacific Partnership (TPP) and the Regional Comprehensive Economic Partnership
(RCEP) are being vehemently opposed for containing many TRIPS Plus provisions that
would adversely impact access to medicines.
Instead of being at loggerheads with access-activists, owners of intellectual property need
to accept that the archaic principles that originally governed intellectual property can no
longer exist. The advent of new technologies has created a user-centric world wherein
the rights of creators and owners need to be balanced with the legitimate interests of
users.
While the incentive theory still remains relevant, these incentives need to coexist with
users being able to access goods protected by intellectual property with better ease. For
instance, the frequent demonization of online piracy completely disregards the benefits
that arise out of such piracy. Online piracy can prove advantageous for intellectual
property owners because it considerably improves the popularity of the pirated material
by making it accessible to large groups of people.
Shows like Game of Thrones and musical artists such as Coldplay have become
renowned over the world partly because online piracy created an audience among people
4

who would otherwise not have, or would choose not to, access to this content through
legal channels. This increased popularity allows intellectual property owners to profit in
other tangible ways – such as through sale of merchandise, and an increased likelihood
of people legally accessing content in the future. The latter includes purchasing
CDs/DVDs, attending live events, and obtaining new releases through Netflix or other
online distribution networks.
Professor Michael Geist of the University of Ottawa makes a similar case for piracy of
books. He classifies potential purchasers into three categories. The first category includes
librarians, universities and people working on digital issues who would buy books
irrespective of whether an open access copy is available for free. The second group
consists of readers who would have purchased the work if not for the open access version
– this group, thus, represents a financial loss to the publisher. The third group includes
people who would not have even been aware of the book but for open access platforms.
People belonging to this group could decide to buy a copy of the book, or even buy
future works because they enjoyed what they got through open access. As long as the
number of people in group three exceeds those in group two, open access would benefit
the publisher.
Emphasis, therefore, needs to be laid on finding avenues for mutual development. At its
inception, intellectual property was seen as a device to promote progress for mankind.
The Powers, however, have contorted this perception and have made intellectual
property into a self-serving tool which promotes the interests of the owners at the
expense of the users. With technology decentralising the ability to create and distribute,
the time is now ripe for the Powers to take cognizance of this new reality. Intellectual
property can only serve a meaningful purpose if it makes the world a better place instead
of constricting it with shackles.
The Journal of Intellectual Property Studies is a step in that direction. By embracing ideals
of open and free access, the Journal seeks to disseminate academic literature without
financial, geographical or other restrictions. Equally important is the symbolism attached
to this move – in the polemic between strong intellectual property rights and open
access, the Journal is taking a pro-access stand. The need of the hour is to create a better
access paradigm, one that balances the incentive to create with users’ right to access
works protected by intellectual property.
It is with this sacrosanct hope that we are launching this Journal.
Saahil J. Dama
Editor-in-Chief
Journal of Intellectual Property Studies
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SOFTWARE PATENTS: DEAD OR ALIVE?
UTSAV MUKHERJEE*
Software patents have been a thorny issue for patent laws across the world. Many
countries either opt not to grant patents on software at all – such as India,1 or institute a
tougher regime as has been done in the EU.2 The U.S. is, however, the most open and
important jurisdiction where patents relating to software have thrived and driven a large
section of economic growth. From global giants like Google and Facebook to patent trolls
like Intellectual Ventures, software patents have driven a large chunk of their patent
portfolio and consequently, their growth.
A spanner was thrown into the world of software patents by the U.S. Supreme Court in
the form of Alice v. CLS Bank.3 Much has been discussed about the impact of the case and
it has comprehensively changed the approach of many companies globally. Since this
case, the Federal Circuit Court and the district courts have had the distinct responsibility
of operating within the bounds of the Supreme Court judgment, while trying to keep the
possibility of granting patents on software alive. Since 2014, there have been several
about-turns with courts either leaning towards validity of certain software patents and
other courts simply shutting them down.
Two major cases in the past six months have impacted the murky area in this respect.
The first is Intellectual Ventures v. Symantec (“Intellectual Ventures”),4 of which the most
important takeaway is Justice Haldane Mayer’s concurrence. While it was alluded to in
Alice, the first amendment argument against software patents had not been used this
forcefully by a judge before. Essentially, the argument states that granting patents for
software restricts the right of free speech since software is undoubtedly also a form of
literary work. In his ruling, Justice Mayer stated that Alice decision should be taken to
mean that software itself is not patentable. He also held that software is inherently
abstract because it is only an idea without physical embodiment.
Justice Mayer, in analyzing 35 U.S.C § 101, stated that courts have carved out certain
subjects as being outside the scope of patentability so as to protect freedom of
expression. In particular, abstract ideas and mental process have been found too
threatening to the free exchange of ideas to permit them to be locked up in patents. 5
Justice Mayer states, “[m]ost of the First Amendment concerns associated with patent

* The author is an Advisor of the Journal of Intellectual Property Studies. He can be contacted at
utsav.mukherjee@berkeley.edu.
1
The Patents Act 1970, No. 39 of 1970, § 3(k).
2
Convention on the Grant of European Patents, October 5, 1973, 13 INT’L LEGAL MATS. 268 (1974),
Article 52.
3
134 S. Ct. 2347.
4
Case number 13-cv-00440-LPS, in U.S. District Court for the District of Delaware, 2016.
5
Id., at 10.
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protection could be avoided if this court were willing to acknowledge that Alice sounded
the death knell for software patents.”6
Justice Mayer explains – “software lies in the antechamber of patentable invention.
Because generically-implemented software is an ‘idea’ insufficiently linked to any
defining physical structure other than a standard computer, it is a precursor to
technology rather than technology itself.”7 And concludes with “…all software
implemented on a standard computer should be deemed categorically outside the bounds
of section 101.”
Justice Mayer faced a lot of backlash from a large chunk of the patent community
because his views were considered as being against the very fabric of patent law.
However, organizations such as the Electronic Frontier Foundation found validation in
the judgment and fully endorsed his views.8 It is important to note that this is only a
concurrence and not a majority opinion, which at least left the door open in that it is not
binding, settled law.
This brings us to the opposite end of the spectrum – just a month after the Intellectual
Ventures case – in Amdocs (Israel) Ltd. v. Openet Telecom Inc. (“Amdocs”).9 The majority in
Amdocs emphasized that the concept of an abstract idea has no set meaning. According
to the majority, there cannot be “a single universal definition of ‘abstract idea’” because
“it is difficult to fashion a workable definition to be applied to as-yet-unknown
inventions.”10 Instead, the court held that it must be determined whether a patent is
directed to an abstract idea by comparing the claims at issue with prior cases involving
similar claims.
The court stressed on the finding of an “enhanced” solution by the invention, which goes
over and beyond the abstract idea concept. One unique aspect was the emphasis on
claim construction, which uses a plethora of tools available during patent prosecution to
interpret claims. This will most certainly be a useful crutch used by proponents of
software patents and software patent applicants. Practitioners may be well advised to
emphasise improvements and concurrently include complete description of the technical
problem and solution in the specification. It goes without saying that Amdocs stresses on
claiming a combination of structural elements that is beneficial over the prior solutions.
As with Intellectual Ventures, there was a vocal dissent against the majority, based on the

6

Id., at 6.
Id., at 7.
8
Ryan Davis, Fed. Circ. Judge's Proposed Software Patent Ban is a Reach, LAW 360,(Oct 4th, 2016)
available at: https://www.law360.com/articles/847594/fed-circ-judge-s-proposed-software-patent-ban-isa-reach.
9
841 F.3d 1288, 1294 (Fed. Cir. 2016).
10
Id., at 9.
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fact that the majority had glossed over the first step of the Alice test – determining
whether the claims are directed to a patent-ineligible concept.11
With the number of high-stakes players involved, both within the U.S. and
internationally, the growing dissent between the interpretations of Alice in different
judgments is soon going to force the U.S. Supreme Court to take a stand in the matter. A
case must be selected to finally set the record straight, and spell out whether software
patents should be to be allowed in any form and if so, what needs to be done beyond a
cursory inclusion of the pre-Alice recital of “a non-transitory computer-readable medium”
to gain patentability or dangling off the high arbitrary threshold of evading an “abstract
idea.”

11

Id., at 1-2 (Reyna, J., dissenting).
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IP IN A WORLD WITHOUT SCARCITY
MARK A. LEMLEY*
Things are valuable because they are scarce. The more abundant they become,
the cheaper they become. But a series of technological changes is underway
that promises to end scarcity as we know it for a wide variety of goods. The
Internet is the most obvious example, because the change there is furthest
along. The Internet has reduced the cost of production and distribution of
informational content effectively to zero. More recently, new technologies
promise to do for a variety of physical goods and even services what the
Internet has already done for information.
The role of intellectual property (“IP”) in such a world is both controverted
and critically important. Efforts to use IP to lock down the Internet have so
far failed to stem the unauthorized distribution of content. But contrary to
the predictions of IP theory, the result of that failure has not been a decline in
creativity. To the contrary, creativity is flourishing on the Internet as never
before despite the absence of effective IP enforcement. That is a problem for IP
theory, which may not be the main driver of creativity in a world where
creation, reproduction, and distribution are cheap. That is increasingly the
world in which we will live.

 Copyright © 2015 by Mark A. Lemley, William H. Neukom Professor, Stanford Law School; partner,
Durie Tangri LLP. Thanks to Yochai Benkler, Ryan Calo, Julie Cohen, Deven Desai, Graeme Dinwoodie,
David Engstrom, Paul Geller, Paul Goldstein, Rose Hagan, Dan Ho, Martin Kretschmer, Mike Linksvayer,
Mark McKenna, Lisa Larrimore Ouellette, Josh Walker, and participants in workshops at Yale Law
School, Stanford Law School, Notre Dame Law School, Hastings Law School, WIP-IP, and the EPIP
conference for comments on an earlier draft.
This Article was first published in the NEW YORK UNIVERSITY LAW REVIEW, Vol. 90:460, 2015, available
at http://www.nyulawreview.org/sites/default/files/pdf/NYULawReview-90-2-Lemley.pdf.
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INTRODUCTION
Economics is based on scarcity. Things are valuable because they are scarce. The more
abundant they become, the cheaper they become. But a series of technological changes is
underway that promises to end scarcity as we know it for a wide variety of goods. The
1

Internet is the most obvious example, because the change there is furthest along. The
Internet has reduced the cost of reproduction and distribution of informational content
effectively to zero. In many cases it has also dramatically reduced the cost of producing
that content. And it has changed the way in which information is distributed, separating
the creators of content from the distributors. On the Internet today, a variety of
intermediaries like search engines and Web hosts enable access to information for free or
at a very low cost. Those intermediaries are agnostic about (and quite often ignorant of)
the content they are distributing. In short, the Internet has not only slashed the cost of
creation, production, and distribution; it has also disaggregated creation and
distribution. I can create without distributing, secure in the knowledge that my works
will be disseminated by others who distribute without creating.
More recently, new technologies promise to do for a variety of physical goods and even
services what the Internet has already done for information. 3D printers can manufacture
2

physical goods based on any digital design. While home 3D printers are so far quite
limited in size and materials, there are tens of thousands of printing designs available on
the Internet already, and larger commercial-scale printers can print anything from circuit
boards to rocket engines to human organs on site for the cost of the raw materials and
some electricity. Synthetic biology has automated the manufacture of copies of not just
existing genetic sequences, but also any custom-made gene sequence, allowing anyone
who wants to create a gene sequence of their own to upload the sequence to a company
3

that will “print” it using the basic building blocks of genetics. And advances in robotics
generalize the principle beyond goods, offering the prospect that many of the services
humans now supply will be provided free of charge by general-purpose machines that
4

can be programmed to perform a variety of complex functions. While none of these
technologies are nearly as far along as the Internet, they share two essential
characteristics with the Internet: They radically reduce the cost of production and
distribution of things, and they separate the informational content of those things (the
design) from their manufacture. Combine these four developments—the Internet, 3D
printing, robotics, and synthetic biology—and it is entirely plausible to envision a nottoo-distant world in which most things that people want can be downloaded and created

1

See infra Part I.B.
See infra Part I.C.1.
3
See infra Part I.C.2.
4
See infra Part I.C.3.
2
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on site for very little money—essentially the cost of raw materials. Jeremy Rifkin calls
5

this the “zero marginal cost society.” The role of IP in such a world is both controverted
and critically important. IP rights are designed to artificially replicate scarcity where it
would not otherwise exist. In its simplest form, IP law takes public goods that would
otherwise be available to all and artificially restricts their distribution. It makes ideas
scarce because then we can bring them into the economy and charge for them, and
economics knows how to deal with scarce things. So on one view—the classical view of
IP law—a world in which all the value resides in information is a world in which we
need IP everywhere, controlling rights over everything, or no one will get paid to create.

6

7

That has been the response of IP law to the Internet so far, but that response is
problematic for a couple of reasons. First, it does not seem to be working. By
disaggregating creation, production, and distribution, the Internet democratized access
to content. Copyright owners have been unable to stop a flood of piracy even with
50,000 lawsuits, a host of new and increasingly draconian laws, and a well-funded public
8

education campaign that starts in elementary school. They might have more success
targeting the intermediaries rather than the individuals consuming content, but because
those intermediaries distribute content without regard to what it is, IP law can block
piracy there only at the cost of killing off what is good about the Internet. Utility patent
and design patent owners may soon face the same conundrum: Unless they strictly
control and limit the sale and manufacture of 3D printers and gene printers, they may
find themselves unable to prevent the production of unauthorized designs. And even
targeting the intermediaries may prove futile; among the things you can print with a 3D
9

printer is another 3D printer. The world of democratized, disaggregated production may
simply not be well-suited to the creation of artificial scarcity through law.
Second, even if we could use IP to rein in all this low-cost production and distribution of
stuff, we may not want to. The rationale for IP has always been not to raise prices and
reduce consumption for its own sake, but to encourage people to create things when they
otherwise wouldn’t. More and more evidence casts doubt on the link between IP and
creation, however. Empirical evidence suggests that offering money may actually stifle
10

rather than encourage creativity among individuals. Economic evidence suggests that
quite often it is competition, and not the lure of monopoly, that drives corporate

5

JEREMY RIFKIN, THE ZERO MARGINAL COST SOCIETY 9 (2014).
See infra notes 104–106 and accompanying text.
7
See infra notes 111–114 and accompanying text.
8
For a discussion of the copyright owners’ response to the Internet, see infra notes 110–114 and
accompanying text.
9
Lauren Orsini, 10 Crazy Things 3D Printers Can Make Today, READWRITE (Feb. 14, 2014),
http://readwrite.com/2014/02/14/3d-printing-printers-projects-applications-prints.
10
See infra note 163 and accompanying text.
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innovation. The Internet may have spawned unprecedented piracy, but it has also given
rise to the creation of more works of all types than ever before in history, often by
several orders of magnitude. Perhaps the Internet has so reduced the cost of creation that
more people will create even without an obvious way to get paid. Or perhaps they never
needed the motivation of money, just the ability to create and distribute content. Either
way, if the goal of IP is to encourage the creation of new works, the example of the
Internet suggests that for an increasingly important range of creative works, radically
reducing the cost of production decreases rather than increases the need for IP law.
Some scholars have responded to doubts about the traditional justification for IP by
offering alternative justifications for IP. But the most common alternatives fare no better
than the incentive story in this new world. Commercialization theory, which postulates
that we need IP not to encourage creation but to encourage production and distribution
12

of works, is particularly vulnerable to disruption by cost-reducing technologies like the
Internet, 3D printers, and gene printers. It may once have been true that even if a book
was cheap to write, printing and distributing it took a substantial investment that had to
be recouped. But the development of technologies that disaggregate creation from
production and distribution, and reduce the cost of the latter to near zero, mean that
commercialization-based theories cannot justify IP in the face of new technologies. And
the theory that we need IP rights to prompt disclosure of things that would otherwise be
13

kept secret also seems rather quaint. Perhaps it made sense in a world where
transmission of information was difficult, but in a world in which information flows
freely keeping secrets becomes the exception rather than the rule.
Far from necessitating more IP protection, then, the development of cost-reducing
technologies may actually weaken the case for IP. If people are intrinsically motivated to
14

create (as they seem to be), then the easier it is to create and distribute content, the
more content is likely to be available even in the absence of IP. And if the point of IP is to
encourage either the creation or the distribution of that content, cost-reducing

11

See, e.g., Kenneth J. Arrow, Economic Welfare and the Allocation of Resources for Invention, in THE
RATE AND DIRECTION OF INVENTIVE ACTIVITY: ECONOMIC AND SOCIAL FACTORS 609, 619–20 (Richard Nelson
ed., 1962), available at http://www.nber.org/chapters/c2144.pdf (“[T]he incentive to invent is less
under monopolistic than under competitive conditions.”).
12
See infra note 167.
13
For discussion, see, for example, Jeanne C. Fromer, Patent Disclosure, 94 IOWA L. REV. 539, 542
(2009) (explaining disclosure theory and its role in the patent system); Mark A. Lemley, The Myth of the
Sole Inventor, 110 MICH. L. REV. 709, 745 (2012) (critiquing the theory for being unable to justify the
modern patent system); Lisa Larrimore Ouellette, Do Patents Disclose Useful Information?, 25 HARV. J.L. &
TECH. 545, 557 (2012) (explaining that many patent scholars are critical of disclosure theory).
14
See infra notes 159–160 and accompanying text.
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None of this is to say that IP will, or should, disappear entirely or overnight. The cost of
producing and distributing content has fallen (and will continue to fall) at uneven rates.
Some content, like blockbuster action movies and video games, may be expensive to
make for years to come. Other content, like pharmaceuticals, may remain expensive
because regulatory barriers raise the cost even as design and manufacturing become
cheap. 3D printing, too, may work cheaply and easily for some kinds of goods but less
well for others, at least at first. And the case for IP is at its strongest for things that are
very expensive to make but cheap to copy. But increasingly, those justified instances of IP
will become islands in a sea of cheap goods, content, and even services delivered to your
home in the form of digital information.
I have argued elsewhere that IP rights are a form of government regulation of market
16

entry and market prices. We regulated all sorts of industries in the twentieth century,
from airlines to trucking to telephones to electric power, often because we couldn’t
conceive of how the industry could survive without the government preventing entry by
competitors. Towards the end of that century, however, we experimented with
deregulation, and it turned out that the market could provide many of those services
17

better in the absence of government regulation. The same thing may turn out to be true
of IP regulation in the twenty-first century. We didn’t get rid of all regulation by any
means, and we won’t get rid of all IP. But we came to understand that the free market,
not government control over entry, is the right default position in the absence of a
persuasive justification for limiting that market. The elimination of scarcity will put
substantial pressure on the law to do the same with IP.

15

To be sure, there are some who make non-consequentialist moral claims for IP ownership. See, e.g.,
ROBERT P. MERGES, JUSTIFYING INTELLECTUAL PROPERTY 3 (2011) (noting a tendency of courts to talk about
IP rights as rights, despite the use of current economic tools); Adam Mossoff, Who Cares What Thomas
Jefferson Thought About Patents? Reevaluating the Patent “Privilege” in Historical Context, 92 CORNELL L.
REV. 953 (2007) (arguing that patent rights were historically defined using social contract doctrine and
the labor theory of property). There is also literature that makes moral claims for some limits on IP. See,
e.g., Anupam Chander & Madhavi Sunder, Copyright’s Cultural Turn, 91 TEX. L. REV. 1397, 1404 (2013)
(reviewing JULIE E. COHEN, CONFIGURING THE NETWORKED SELF: LAW, CODE, AND THE PLAY OF EVERYDAY
PRACTICE (2012)) (hoping to supplement the traditional economic approach to IP by looking at the social
3
sciences and humanities); Madhavi Sunder, IP , 59 STAN. L. REV. 257, 313–15 (2006) (elaborating on a
cultural analysis of IP law in the hopes of offering normative guidance); cf. Amy Kapczynski, The Cost of
Price: Why and How to Get Beyond Intellectual Property Internalism, 59 UCLA L. REV. 970 (2012)
(attempting to move beyond price, though not necessarily beyond utilitarianism, in evaluating IP).
Because those theories treat having an IP right as an end in itself, and one whose value cannot be
measured on a utilitarian scale, their advocates may not be swayed by evidence that IP will in the future
do more harm than good. While I find those theories thoroughly unpersuasive, it is not my intention to
address them here.
16
Mark A. Lemley, Taking the Regulatory Nature of IP Seriously, 92 TEX. L. REV. SEE ALSO 107, 107
(2014); Mark A. Lemley, The Regulatory Turn in IP, 36 HARV. J.L. & PUB. POL’Y 109, 110–11 (2013).
17
See infra note 216 and accompanying text (providing several examples of successful deregulation).
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A world without scarcity requires a major rethinking of economics, much as the decline
18

of the agrarian economy did in the nineteenth century. How will our economy function
in a world in which most of the things we produce are cheap or free? We have lived with
scarcity for so long that it is hard even to think about the transition to a post-scarcity
economy. IP has allowed us to cling to scarcity as an organizing principle in a world that
no longer demands it. But it will no more prevent the transition than agricultural price
supports kept us all farmers. We need a post-scarcity economics, one that accepts rather
than resists the new opportunities technology will offer us. Developing that economics is
the great task of the twenty-first century.

19

In Part I, I discuss the traditional economics of scarcity and outline the new technologies
that are poised to create an economics of abundance. In Part II, I explore how IP will and
should react to those new technologies, using evidence from the Internet as an example.
Finally, in Part III, I offer some speculations both as to what an economics of abundance
would look like and what role IP might play in such a world.

I. BEYOND SCARCITY
A. THE TRADITIONAL ECONOMICS OF GOODS AND INFORMATION
Our economy is based on scarcity. We pay for things because it takes resources—land,
raw materials, human labour—to produce them. In general, the more resources it takes
20

to produce them, the more we pay. The most fundamental graph in economics shows a
21

supply curve and a demand curve. The supply curve slopes up because resources are
scarce, and the demand curve slopes down because money too is scarce. Generally
speaking, markets meet in the middle—when it costs more to make something than

18

See infra notes 249–253 and accompanying text (describing the need to devote less labour and
capital to food production as the first move towards a post-scarcity world).
19
To be sure, economics has a variety of tools for analyzing markets that differ from the norm. We
have economic theories to deal with public goods and natural monopolies in which the marginal cost of
producing and distributing goods is zero or very small in relation to the fixed cost of creating those
goods. E.g., PAUL A. SAMUELSON & WILLIAM D. NORDHAUS, ECONOMICS 173–75, 272 (19th ed. 2010). But to
date those theories have taken the form either of attempts to raise the marginal cost through
mechanisms like IP or having the government provide the good on the assumption that private parties
won’t. See, e.g., Harold Hotelling, The General Welfare in Relation to Problems of Taxation and of Railway
and Utility Rates, 6 ECONOMETRICA 242, 242 (1938) (discussing the need for government regulation of
public goods); J. Bradford DeLong & Lawrence H. Summers, The “New Economy”: Background, Historical
Perspective, Questions, and Speculations, ECON. REV., Fourth Quarter 2001, at 29, 51, available at
http://www.kc.frb.org/publicat/econrev/Pdf/4q01delo.pdf (defending IP as a way to “give producers
the right incentives”).
20
See SAMUELSON & NORDHAUS, supra note 19, at 4 (explaining how the price of goods is dependent on
the limited resources we have to produce them).
21
Id. at 55 fig.3-7.
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people are willing to pay for it, manufacturers stop making it. When there are
exceptions—when customers are willing to pay a great deal for something that is cheap
to make—the producer may make a substantial profit in the short term. But in the long
run, other producers, attracted by the high profit margin, enter and offer the cheap
product at a lower price, competing away the extra profit margin. Price settles at
marginal cost.

22

The economics of information are somewhat different. Information is a public good; that
23

is, “one that is non-rivalrous and difficult to exclude non-payers from using.” Unlike,
say, ice cream, my consuming information doesn’t prevent you from also consuming it.
Accordingly, the marginal cost of producing information approaches zero (though the
physical goods in which information has traditionally been encapsulated, such as books,
do cost money to produce and distribute).
Economists worry that things—goods or information—that cost a lot to develop but little
or nothing to copy will be under produced because the ease of copying means producers
won’t be able to charge enough to recoup their investment in making the thing in the
24

first place. For most public goods, the traditional solution is to regulate market entry,
designating one company as the exclusive provider of, say, electric power or telephone or
cable service, for a particular region and allowing that company to make up its fixed
25

costs by charging its captive customers a price above marginal cost. The IP laws take a
similar approach, creating a right to exclude competition in a particular piece of
information so that the creator can make up its fixed costs by charging customers a price
26

above marginal cost. Unlike more traditional regulated industries, however, the
government does not regulate the price IP owners can charge, but instead relies on some
combination of the temporary duration of the IP right and imperfect competition from

22

See, e.g., DeLong & Summers, supra note 19, at 16 (“[T]he most basic condition for economic
efficiency [is] that price equal marginal cost.”).
23
Tim Wu, The Law & Economics of Information 1 (2013) (unpublished manuscript) (on file with the
New York University Law Review); see also ROBERT P. MERGES ET AL., INTELLECTUAL PROPERTY IN THE NEW
TECHNOLOGICAL AGE 12–13 (6th ed. 2012) (“Selling information requires disclosing it to others. Once the
information has been disclosed outside a small group, however, it is extremely difficult to control.”). But
see Wu, supra, at 5 (“Some scholars, like Christopher Yoo, Amy Kapczynski, and Talha Syed argue that
non-excludability shouldn’t be considered a defining feature of information at all.”).
24
WILLIAM M. LANDES & RICHARD A. POSNER, THE ECONOMIC STRUCTURE OF INTELLECTUAL PROPERTY LAW
11 (2003); see also F.M. SCHERER, INDUSTRIAL MARKET STRUCTURE AND ECONOMIC PERFORMANCE 444 (2d ed.
1980) (“If pure and perfect competition in the strictest sense prevailed continuously . . . incentives for
invention and innovation would be fatally defective without a patent system or some equivalent
substitute.”).
25
See SAMUELSON & NORDHAUS, supra note 19, at 175 (discussing how governments give franchise
monopolies to utilities).
26
LANDES & POSNER, supra note 24, at 11; Mark A. Lemley, The Economics of Improvement in
Intellectual Property Law, 75 TEX. L. REV. 989, 993–97 (1997).
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other inventions to keep prices in line.

In effect, the point of IP laws is to take a public good that is naturally nonrivalrous and
make it artificially scarce, allowing the owner to control how many copies of the good
can be made and at what price. In so doing, IP tries to fit information into the traditional
economic theory of goods. The fit is imperfect, though, both because IP’s restriction on
competition creates a deadweight loss to consumers who would have bought the good at
a lower price and because the very existence of the IP right means that competition
cannot discipline pricing in the same way it does for goods.
A series of technological changes promise to remake this basic economics in the coming
decades. They will do so not by repealing the basic laws of economics, but by
fundamentally changing both the cost and the nature of the supply side of the equation.
B. THE INTERNET AND INFORMATION ECONOMICS
I begin with the most familiar example: the Internet. It has become trite to observe that
the Internet has remade the economics of information. Many lament the risk to old
28

business models,

while others praise the benefits of instant access to almost all the
29

world’s information. I will discuss the effects of these changes below. For now, though,
it is worth focusing attention on what exactly the Internet changed about content
distribution.
1. Content Creation and Distribution before the Internet
Before the Internet, the creation and distribution of content was a large-scale business
operation. While anyone could write a song or a movie script, actually producing a
record or a movie required commercial facilities. Further, even for industries where the
creation of content was fairly cheap (say, writing a book, which didn’t require much
more than a typewriter), distributing that work to a wide audience required a
commercial network. Writing a book may have been cheap, but printing that book

27 On imperfect competition in IP, see, for example, Michael Abramowicz, An Industrial Organization
Approach to Copyright Law, 46 WM. & MARY L. REV. 33, 45–48 (2004) (explaining how imperfect
competition arises in copyright); Christopher S. Yoo, Copyright and Product Differentiation, 79 N.Y.U. L.
REV. 212, 218–19 (2004) (noting that copyright law does not necessarily confer monopoly power, but
rather limited power to differentiate products); Christopher S. Yoo, Copyright and Public Good Economics:
A Misunderstood Relation, 155 U. PA. L. REV. 635, 706–14 (2006) (treating copyright as an impure public
good). For an argument that more IP rights confer more power over price than previously suspected, see
Mark A. Lemley & Mark P. McKenna, Is Pepsi Really a Substitute for Coke? Market Definition in Antitrust
and IP, 100 GEO. L.J. 2055, 2081–91 (2012).
28
See, e.g., JARON LANIER, WHO OWNS THE FUTURE? 51 (2013) (“Copying a musician’s music ruins
economic dignity.”).
29
See, e.g., LAWRENCE LESSIG, THE FUTURE OF IDEAS: THE FATE OF THE COMMONS IN A CONNECTED WORLD
265 (2001) (quoting John Gilmore, “I think we should embrace the era of plenty, and work out how to
mutually live in it”).
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required a substantial factory, and distributing it to the masses required a fleet of trucks
and a network of brick-and-mortar stores. And the companies that owned those factories,
trucks, and stores invested the most in producing and distributing a work and
accordingly took the lion’s share of the revenue from the sale of that work (often 80% or
more, as with major label record and book publishing contracts).

30

Notably, it was not just the distribution of legitimate copyrighted content that required a
31

substantial investment; counterfeiting did too. Anyone who wanted to sell fake records
or counterfeit books in the 1970s had to invest in a facility to manufacture the physical
goods, a network to distribute those copies to “retailers,” and a group of people to sell
the goods—all while avoiding the watchful eyes of the police. True, the retailers may
have had lower overhead operating from a card table on a street corner than they would
operating from a permanent store. But as counterfeiters grew in scale, they faced
increased costs and a greater chance of detection.
Copying other types of works, like movies, was virtually impossible until the
development of the VCR in the late 1970s. In the 1980s, the development of
audiocassette tapes allowed individual consumers to copy music from each other or over
the airwaves. Both technologies prompted dire warnings that counterfeiting would cause
32

the collapse of the content industries. In fact, however, both technologies suffered from
many of the same limitations as previous ones. They may have allowed end users to
engage in small-scale personal copying more easily, but they did nothing to change the
fundamental economics of counterfeiting as a business.
2. The Internet Changes Things
The Internet (and digital media more generally) brought two related changes that
fundamentally altered this dynamic. First, the rise of digital media permitted the
separation of the act of creation from the acts of production and distribution. A new
creative work could now be instantiated entirely as information, rather than as a physical
product that itself had to be reproduced. Creative works had (mostly) always existed as
conceptual things separate from their physical form; the 1976 Copyright Act makes it
clear that the copyrighted “work” is separate from a “copy” that embodies that work,
even if (as with an oil painting) the only embodiment of the work is in that physical

30

See, e.g., Courtney Love, Courtney Love Does the Math, SALON (June 14, 2000),
http://www.salon.com/2000/06/14/love_7/ (explaining how the economics of record label contracts
are stacked against artists, and noting that getting even 20% of revenues before recoupment is unlikely).
As Love puts it, “[t]he system’s set up so almost nobody gets paid.” Id.
31
See Mark A. Lemley & R. Anthony Reese, Reducing Digital Copyright Infringement Without
Restricting Innovation, 56 STAN. L. REV. 1345, 1373–74 (2004) (documenting this shift in costs).
32
For discussion of this history, see Mark A. Lemley, Is the Sky Falling on the Content Industries?, 9 J.
ON TELECOMM. & HIGH TECH. L. 125 (2011).
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copy. Buying a physical copy of something—even the only physical copy—doesn’t give
you rights in the copyrighted work embodied in that copy. But with the rise of digital
technology, the work could be created entirely as information. This happened first with
text; books have been written in computers rather than on paper for some time. Today,
music, movies, and art can all be made entirely of information.

34

This led to a second, related change: the democratization of content distribution. Once a
work could be instantiated entirely in information, the copying of that work no longer
required a factory to produce it or a fleet of trucks and stores to distribute it. The work
could be transmitted to others with no loss of quality and at virtually no cost. The fact
that distribution was so cheap, in turn, meant that anyone could do it. Artists didn’t have
to distribute their own work (or have book publishers or record companies do it for
them). Anyone can (and almost everyone does) distribute content in digital form.
The combined effect of these changes was to fundamentally alter the economics of the
35

creative industries. Existing content is no longer scarce. Once created, it costs virtually
nothing to reproduce, and anyone can copy and distribute it. On the one hand, this is an
enormous boon to artists. You no longer need to turn over 80% of your revenues to a
major label record company in exchange for the company mass-producing hundreds of
thousands of plastic discs and shipping them to retail stores around the country. Want
your music available to a global audience? Click a few buttons and it’s done.
On the other hand, the democratization of content distribution has also fundamentally
changed the nature of IP infringement. Counterfeiters too no longer need to build
factories or hire trucks and teams of retailers. Indeed, counterfeiting as a business seems
in just as much jeopardy as the major record labels from the rise of the amateur copyist.
The democratization of copying and distribution has made it far easier than ever before
in history to communicate content to others. But by eliminating scarcity, it may have
made it harder than ever before to get paid for doing so.

33

36

17 U.S.C. § 101 (2012) (defining both “fixed” and “literary work” by distinguishing the intellectual
creation from its tangible physical embodiment). For a discussion of the history of copyright as moving
further and further away from protecting physical embodiments toward protecting more abstract
information concepts, see David Nimmer, Copyright and the Fall Line, 31 CARDOZO ARTS & ENT. L.J. 803,
811–13 (2013).
34
Notably, some kinds of creative works, like choreography or sculpture, are harder to instantiate in
digital form. What is captured in information is usually a representation of the thing that differs in
certain respects from the thing itself. But works of that sort have always been the hardest to copy.
35
See John M. Newman, Copyright Freeconomics, 66 VAND. L. REV. 1409, 1412 (2013) (describing how
readily available, zero-price content has given rise to an era of “copyright freeconomics”).
36
Harry Surden argues that the true scope of IP law is a function not only of the law on the books but
also of the technological cost of creation and copying. Harry Surden, Technological Cost as Law in
Intellectual Property, 27 HARV. J. L. & TECH. 135, 137 (2013). Thus, as the cost of reproduction changes
and technology exceeds its past limits, the implicit constraints of positive law can dissipate, and
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C. THE COMING INFORMATION ECONOMICS OF THINGS
While the changes the Internet has wrought in digital content are well known, what is
less well known is that a similar set of changes is poised to sweep through the economy
of goods and even services. In this section, I discuss three new technologies that promise
the same sort of changes for goods and services that the Internet has brought for
37

content. Each of these technologies is at an early stage; there are many obstacles on the
path to success. But each has the potential to revolutionize a sector of our economy—not
next year, but certainly in our lifetimes.
1. 3D Printing
Perhaps the best known of these new technologies is 3D printing. As the name suggests,
3D printing is a developing technology that converts information into a physical item,
just as regular computer printing does—with the twist that the physical item exists in
three dimensions rather than only two. A typical 3D printer will use as input a form of
extruded plastic. The user loads a blueprint into the computer attached to the 3D printer,
and the printer deposits the plastic, layer by layer, until it has made a 3D object.

38

3D printing is in its infancy as a technology, but already the potential for transformation
is clear. Cheap, home 3D printers can already print spare parts, small sculptures, and a
variety of household goods. 3D printers can print operable mechanical objects, including
39

clocks and (infamously) a plastic gun. Larger, more expensive 3D printers, though once
mostly in use at manufacturing facilities or at foundries like Shapeways,
available for consumer use at Staples.

41

40

are also

They can print from a variety of different raw

materials, including metal powders, fabrics,

42

and even paper that can simulate wood

“activities can become dramatically more expansive in capacity and can acquire entirely new and
expansive properties that were previously infeasible.” Id. at 139.
37
Rifkin offers other examples, notably crowd-sourced production of renewable energy, the sharing
economy, and the Internet of Things. RIFKIN, supra note 5, at 69–88, 234–40.
38
For a discussion of the basics of 3D printing, see, for example, Daniel Harris Brean, Asserting
Patents to Combat Infringement via 3D Printing: It’s No “Use,” 23 FORDHAM INTELL. PROP. MEDIA & ENT. L.J.
771 (2013); Charles W. Finocchiaro, Personal Factory or Catalyst for Piracy? The Hype, Hysteria, and Hard
Realities of Consumer 3-D Printing, 31 CARDOZO ARTS & ENT. L.J. 473 (2013).
39
See, e.g., Nora Freeman Engstrom, Essay, 3-D Printing and Product Liability: Identifying the
Obstacles, 162 U. PA. L. REV. ONLINE 35, 36 (2013) (describing 3D-printed guns); MAKERBOT (May 12,
2014), http://www.thingiverse.com/thing:328569 (showing images of 3D-printed clocks). For a catalog
of other remarkable 3D printing successes, see Matthew Adam Susson, Watch the World “Burn”:
Copyright, Micropatent and the Emergence of 3D Printing 12–18 (April 2013) (unpublished
manuscript),
available
at
http://works.bepress.com/cgi/viewcontent.cgi?article=1005&context=matthew_susson (describing
other 3D-printed objects such as small-scale Aston Martins, a prosthetic beak, and jet engines).
40
SHAPEWAYS, http://www.shapeways.com (last visited Sept. 12, 2014).
41
Sean Buckley, Staples is Launching an In-Store 3D Printing Service, ENGADGET (Apr. 10, 2014, 11:05
PM), http://www.engadget.com/2014/04/10/staples-is-launching-an-in-store-3d-printing-service/.
42
Category Archives: Fashion, 3D PRINTING INDUSTRY, http://3dprintingindustry.com/fashion (last
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products,

and can therefore make much more complicated devices.

anything from clothes to kayaks.

45

44

People print

3D printers are even printing functional electronic

46

equipment. Some manufacturing facilities have switched to making complex devices
such as jet turbines and rocket engines on 3D printers because the printers replicate
47

things exactly every time and therefore reduce error tolerance. The ground-up
assembly process makes it possible to print shapes that cannot be cut or shaped from a
block of existing material.
organs.

48

Companies today even 3D print artificial human limbs and

49

While the current state of 3D printing makes it useful only for certain types of products,
there is reason to think that 3D printing will become both cheaper and better in the not50

too-distant future. 3D printers look right now like the computer industry did in 1976—
a set of large, expensive machines used by businesses and a fringe of cheap, homemade

visited Nov. 4, 2014).
43
RIFKIN, supra note 5, at 95 (“Staples, the office supply company, has introduced a 3D printer,
manufactured by Mcor Technologies, in its store in Almere, the Netherlands, that uses cheap paper as
feedstock. The process, called selective deposition lamination (SDL), prints out hard 3D objects in full
color with the consistency of wood.”).
44
See Brean, supra note 38, at 780 (citing more examples like food-safe ceramics for dishware and a
titanium replacement jaw).
45
Paul Ridden, World’s First 3D-Printed Kayak Takes to the Water, GIZMAG (Mar. 24, 2014),
http://www.gizmag.com/3d-printed-kayak/31343/.
46
See, e.g., Lucas Mearian, This 3D Printer Technology Can Print a Game Controller, Electronics and All,
COMPUTER
WORLD
(Apr.
25,
2014,
5:09
PM),
http://www.computerworld.com/s/
article/9247934/This_3D_printer_technology_can_print_a_game_controller_electronics_and_all
(describing a 3D-printed game controller).
47
See, e.g., Leslie Langnau, 3D Printer Helps Window Treatment Maker Reduce Design Cycle, MAKE
PARTS FAST (Nov. 13, 2011), http://www.makepartsfast.com/2011/11/2756/3d-printer-helps-windowtreatment-maker-reduce-design-cycle/ (noting that 3D printers reduce manufacturing errors and
rework); Jason Paur, NASA Fires Up Rocket Engine Made of 3-D Printed Parts, WIRED (Aug. 28, 2013,
4:28PM), http://www.wired.com/autopia/2013/08/nasa-3d-printed-rocket-engine/ (describing how
NASA used a 3D printer to create an injector for a rocket engine).
48
MICHAEL WEINBERG, IT WILL BE AWESOME IF THEY DON’T SCREW IT UP: 3D PRINTING, INTELLECTUAL
PROPERTY, AND THE FIGHT OVER THE NEXT GREAT DISRUPTIVE TECHNOLOGY, PUBLIC KNOWLEDGE 2 (Nov. 2010),
available at http://www.publicknowledge.org/files/docs/3DPrintingPaperPublicKnowledge.pdf.
49
See, e.g., Harrison Jacobs, A UK Surgeon Successfully 3D Printed and Implanted a Pelvis, BUSINESS
INSIDER (Feb. 17, 2014, 8:21 AM), http://www.businessinsider.com/uk-surgeon-implanted-a-3d-printedpelvis-2014-2 (describing a 3D-printed pelvis); Martin LaMonica, 3D Printer Produces New Jaw for
Woman, CNET (Feb. 6, 2012, 12:59 PM), http://news.cnet.com/8301-11386_3-57372095-76/3dprinter-produces-new-jaw-for-woman (describing a 3D-printed titanium jaw); ROBOHAND,
http://www.robohand.net (last visited Sept. 12, 2014) (describing a company that has printed and
attached more than 200 3D-printed artificial hands).
50
Even a relative sceptic like Vivek Wadhwa acknowledges that “[w]e will surely see Star Trek-like
replicators and large-scale 3D manufacturing plants one day. But this won’t be until sometime in the
next decade.” Vivek Wadhwa, Let’s Curb Our 3D-Printer Enthusiasm, Folks, WASH. POST (Aug. 2, 2013),
http://www.washingtonpost.com/blogs/innovations/wp/2013/08/02/lets-curb-our-3d-printerenthusiasm-folks/.
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51

computers used primarily by hobbyists. But computers rapidly joined the mainstream in
the 1980s as processing power increased and size and cost decreased, making a personal
computer a plausible investment.

52

We should expect similar trends in 3D printing. The raw materials for most applications
are relatively cheap. Printer designs and products that can be designed on them are
53

increasingly available.

The range of things that can be 3D printed will grow rapidly;
54

one company began 3D printing human organs in 2013, and there is even a prototype
55

of a 3D printer that can print a house. Researchers are working on 3D printers that can
56

print food. The development of commercial printers and their increase in use should
reduce the cost of manufacturing more sophisticated printers, and as demand grows,
economies of scale should bring the cost down even further. Most notably, 3D printers
can even print the parts for assembling new 3D printers,

51

57

which suggests that 3D

See N.V., Difference Engine: The PC All Over Again?, ECONOMIST (Sept. 9, 2012, 7:31AM),
http://www.economist.com/blogs/babbage/2012/09/3d-printing (“In many ways, today’s 3D printing
community resembles the personal computing community of the early 1990s.” (internal quotations
omitted)). I actually think a better analogy is the Homebrew Computer Club of DIY computer enthusiasts
in the 1970s. See Homebrew Computer Club, WIKIPEDIA, http://en.wikipedia.org/wiki/Homebrew_
Computer_Club (last visited Nov. 4, 2014) (describing a group of amateur computer hobbyists that
spawned many of today’s high-profile computer entrepreneurs).
52
See History of Personal Computers, WIKIPEDIA, http://en.wikipedia.org/wiki/History_of_
personal_computers (last visited Nov. 4, 2014) (describing “an explosion of low-cost machines known
as home computers that sold millions of units before the market imploded in a price war in the early
1980s”).
53
3D printers are available now for less than $1000—comparable to what a laser printer cost in
1985. Cyrus Farivar, California’s First 3D Printer Retail Store to Sell $600 Model, ARS TECHNICA (Sept. 21,
2012, 6:45 PM), http://www.arstechnica.com/business/2012/09/californias-first-3d-printer-retail-storeto-sell-600-model. There are dozens of repositories for 3D printer designs. 37 Marketplaces to Share, Buy
and
Sell
Designs
for
3D
Printing,
MAKING
SOCIETY
(July
11,
2013),
http://makingsociety.com/2013/07/37-3d-printing-marketplaces-to-share-buy-and-sell-3d-designs/. Just
one of those repositories, Autodesk 123D, has over 10,000 designs. AUTODESK 123D,
http://www.123dapp.com/ (last visited Mar. 18, 2015).
54
Lucas Mearian, The First 3D Printed Organ—a Liver—Is Expected in 2014, COMPUTERWORLD (Dec.
26,
2013,
7:05
AM),
http://www.computerworld.com/s/article/9244884/The_first_3D_printed_organ_a_liver_is_expected_i
n_2014.
55
Ryan Bushey, Researchers Are Making a 3D Printer That Can Build a House in 24 Hours, BUSINESS
INSIDER (Nov. 20, 2013, 9:53 AM), http://www.businessinsider.com/3d-printer-builds-house-in-24hours-2014-1; Laura Secorun Palet, Who Built My Home? A 3-D Printer., OZY (May 7, 2014),
http://www.ozy.com/fast-forward/3-d-printed-houses/31179; Lucas Mearian, 3D Printer Constructs 10
Buildings in One Day from Recycled Materials, COMPUTERWORLD (July 2, 2014, 4:12 PM),
http://www.computerworld.com/article/2489664/emerging-technology/3d-printer-constructs-10buildings-in-one-day-from-recycled-materials.html.
56
Adam Clark Estes, 3D Printing Now Lets Us Manufacture Blood Vessels, Organs, Food, THE ATLANTIC
WIRE (Sept. 16, 2011, 6:02 PM), http://www.theatlanticwire.com/technology/2011/09/3d-printingblood-vessels/42608/.
57
See 3D Printer Parts, MAKERBOT THINGIVERSE, https://www.thingiverse.com/explore/newest/3d22
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printers can effectively improve themselves over time.

58

A world in which sophisticated 3D printers are widely available would change the
economics of things in a fundamental way.

59

3D printers, like the Internet, separate
60

things into their information content and their manufacturing. By doing so, they
eliminate the cost of distribution (since the thing of interest can be printed on site) and
substantially reduce the cost of manufacturing (since the only costs will be the raw
materials and electricity). Like the Internet, the democratization of production of things
can be both good and bad. A world in which everyone has advanced 3D printers at home
or available in a public facility is a world in which manufactured goods no longer have to
61

be produced in bulk and are no longer scarce. But it is also a world in which the
manufacture and sale of newly-designed things becomes harder and harder to control.
All someone needs to do is download a design from the Internet and they can print that
design without paying. Deven Desai and Gerard Magliocca have already described the
62

resulting Napsterization, but while the Napster music file-sharing service and the
Internet implicated copyright law, 3D printing is likely to affect the owners of utility
patents and design patents, which cover the making of physical things.
2. Synthetic Biology and Bioprinting
If manufacturing things in your own home with 3D printers sounds a bit like science
fiction, how about the automated manufacturing of new genes? The emerging discipline
of synthetic biology promises to take what has been a craft—combining gene fragments
from two different species to create genetically modified organisms—and make it into a
true engineering discipline.

printing/3d-printer-parts/ (last visited Nov. 10, 2014) (cataloging designs for 3D printer parts to be
printed on a 3D printer).
58
Researchers have already developed self-assembling robots that use 3D printers. Loren Grush, MIT
Researchers Develop 3D-Printed Robots that Self-Assemble when Heated, DIGITAL TRENDS (May 31, 2014),
http://www.digitaltrends.com/cool-tech/mit-researchers-developed-3d-robots-self-assemble-heated/. If
we can print devices that can assemble themselves into functioning pieces, we are a long way towards
allowing 3D printers to print their own replacements.
59
For a skeptical view that 3D printers are unlikely to pose the same challenges as the Internet, see
Finocchiaro, supra note 38, at 491–92.
60
Indeed, Jeremy Rifkin refers to the production of goods in a 3D printer economy as “infofacturing.”
RIFKIN, supra note 5, at 89.
61
See Neil Gershenfeld, How to Make Almost Anything: The Digital Fabrication Revolution, 91 FOREIGN
AFF. 43, 56 (2012) (describing how digital design and production of physical goods can reduce scarcity).
62
Deven R. Desai & Gerard N. Magliocca, Patents, Meet Napster: 3D Printing and the Digitization of
Things, 102 GEO. L.J. 1691, 1692, 1718 (2014) (describing the “digitization” of things and comparing 3D
printing sites to Napster); James Grimmelmann, Indistinguishable from Magic: A Wizard’s Guide to
Copyright and 3D Printing, 71 WASH. & LEE L. REV. 683, 696 (2014) (“Music and movies have had
enforcement problems in spades since Napster . . . . Now that the world of bits is colonizing the world of
atoms, the makers of things are about to learn that they are less special than they may have thought.
They confront exactly the same enforcement challenges . . . . ”).
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Traditional biotechnology is a hit-or-miss discipline. Scientists try to figure out what
existing genes do, and then take snippets of genes from one organism and splice them
into another in hopes of generating a modified organism with some of the characteristics
63

of both sources. This has led to some dramatic successes, from the cheap production of
human growth hormone (“HGH”) in bacteria
crops.

65

64

to the development of disease-resistant

But it is at its base guesswork, and it has produced many more failures than

successes, particularly in the area of human gene therapy.

66

Synthetic biology offers something much more radical: the opportunity not just to take
genetic pieces already created in nature and move them around, but the ability to build
something entirely new. At its most extreme, synthetic biology involves engineering a
67

genome from the ground up to create new characteristics. But even modifications to
existing organisms represent something different than traditional biotechnology has
given us so far. Scientists have already engineered E. coli bacteria to change their
smell—not just by replacing the gene that causes the odor, but by creating an if-then
statement in the genetic code, causing the bacteria to give off a different smell
68

depending on whether it is reproducing. Potential applications include medical
diagnostic tests that can alert people to diseases or health risks by changing the color or
69

smell of their urine or feces. Scientists have also programmed genes to do things
unrelated to their own functions, such as storing bits of information or acting as a logic

63

See Drew Endy, Foundations for Engineering Biology, 438 NATURE 449, 449 (2005) (describing some
applications of synthetic biology and noting that each has “uncertain times to completion, costs and
probabilities of success”). For a discussion of the IP issues synthetic biology presents, see Sapna Kumar &
Arti Rai, Synthetic Biology: The Intellectual Property Puzzle, 85 TEX. L. REV. 1745 (2007).
64
See The Big Story Behind Synthetic Human Growth Hormone, NAT’L MUSEUM OF AM. HISTORY (Oct. 18,
2012), http://americanhistory.si.edu/blog/2012/10/human-growth-hormone.html (describing how the
use of gene splicing “turned . . . bacteria into little factories to pump out HGH, leading to a limitless
source of pure HGH with little risk of contamination”).
65
See, e.g., Bowman v. Monsanto Co., 133 S. Ct. 1761, 1763 (2013) (adjudicating a dispute over a
patent on genetically modified soybean seeds).
66
See, e.g., Adam J. Kolber, Will There Be a Neurolaw Revolution?, 89 IND. L.J. 807, 828 (2014)
(“[G]ene therapies have been slower to develop than many expected . . . .”); Stephen J. Morse, Avoiding
Irrational Neurolaw Exuberance: A Plea for Neuromodesty, 62 MERCER L. REV. 837, 837 (2011) (“The
genome was fully sequenced in 2001, and there has not been one resulting major advance in therapeutic
medicine since.”).
67
See, e.g., Andrew Pollack, Scientists Add Letters to DNA’s Alphabet, Raising Hope and Fear, N.Y.
TIMES, May 8, 2014, at A1 (describing the addition of two new nucleotides, X and Y, to the normal A, C,
G, and T).
68
See, e.g., Steve Darden, MIT’s Drew Endy on Synthetic Biology, SEEKER BLOG (Jan. 8, 2007),
http://seekerblog.com/2007/01/08/mits-drew-endy-on-synthetic-biology/ (“[MIT students] engineered
the E. coli to smell like mint while it was growing and to smell like banana when it was done.”).
69
Tanya Lewis, Incredible Tech: How to Engineer Life in the Lab, LIVE SCIENCE (Nov. 18, 2013, 2:49
PM), http://www.livescience.com/41287-incredible-technology-how-to-engineer-life.html.
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gate to perform a simple mathematical calculation.

70

More radically, they have made
71

entirely new forms of bacteria different than anything found in nature. Genes might
become not only computers, but builders. Imagine a plant genetically modified to grow
into the shape of a building. Voila: cheap, organic, self-constructing housing.

72

These new technologies depend on a completely different form of biotechnology
manufacturing. Rather than taking genes from existing organisms, a scientist who wants
to create, say, a NAND logic gate in genetic material that will return a positive signal
unless both of the input signals are positive, must start from scratch. Accordingly, at the
73

base of all new synthetic biology is a gene assembler. This is a machine that serves as a
sort of 3D printer for genes, drawing from streams of the four base pairs that make up all
genetic material (As, Cs, Gs, and Ts) and linking them together into a new, synthetic
74

strand of genetic material. Write the (genetic) code you want, and the machine
assembles it, base pair by base pair. Gene assemblers already exist, and their cost is
75

falling substantially. And with a gene assembler and bottles of each of the four base
pairs, you can “print” any gene you want, whether an existing one or one you have just
made up.
Gene assemblers promise to do what 3D printers will do and the Internet already does:
separate design from manufacturing, eliminate the need for distribution, and put
manufacturing in the hands of the masses. The design of an organism, like the design of
76

a rocket engine or the notes of a song, is just information. That information is already
being stored in open-source databases from which anyone can download it.
70

77

Plug that

See, e.g., Nicolas Koutsoubelis, Quantitative in Silico and in Vivo Characterization of the
Recombinase Addressable Data Storage 7 (July 16, 2012) (unpublished B.S. thesis, Albert-LudwigsUniversity of Freiburg), available at http://openwetware.org/images/c/cb/Koutsoubelis_BS
_Thesis_Stanford_Freiburg.pdf (“Notable achievements, including . . . the engineering of cells that can
perform behavior like logic gates, have been reached within the last years.”).
71
See Synthetic Genomics Applauds the Venter Institute’s Work in Creating the First Synthetic Bacterial
Cell,
SYNTHETIC
GENOMICS
(May
19,
2010),
http://www.syntheticgenomics.
com/media/press/051910.html (announcing the creation of the first synthetic bacteria cell).
72
See, e.g., Tom McKeag, Will Synthetic Biology Lead to Truly Living Buildings?, GREENBIZ (June 16,
2010, 8:00 AM), http://www.greenbiz.com/blog/2010/06/16/will-synthetic-biology-lead-truly-livingbuildings (suggesting that emerging trends are already on the trajectory toward growing buildings).
73
See generally Monya Baker, De Novo Genome Assembly: What Every Biologist Should Know, 9 NATURE
METHODS 333 (2012) (describing gene assemblers).
74
Id. at 333.
75
Id.
76
See Ass’n for Molecular Pathology v. Myriad Genetics, Inc., 133 S. Ct. 2107, 2118 (2013) (noting
that the value of DNA is its informational content).
77
The BioBricks Foundation, for instance, collects available gene sequences, cataloged by function.
About, BIOBRICKS FOUND., http://biobricks.org/about-foundation/ (last visited Nov. 10, 2014); see also
Registry of Standard Biological Parts, IGEM FOUNDATION, http://parts.igem.org/Main_Page (last visited
Nov. 10, 2014) (“The iGEM Registry is a growing collection of genetic parts that can be mixed and
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information and a stream of simple raw materials into a gene assembler, and you can
78

make the basic components of any living thing you can imagine. And as the Internet
has shown, information in its pure form is cheap and easy to copy and notoriously hard
79

to control.
As genetic information becomes just that—information—and as
manufacturing becomes cheap and distributed, the economics of biotechnology will
begin to look more and more like the economics of content distribution. One application
of this technology is copying existing genes.
involve creating entirely new organisms.

80

But the more interesting applications

Developing an organism from scratch is likely to be hard. But there is a second way in
which the separation of information from production will drive advances in synthetic
biology. Scientists can develop individual, modular building blocks that others can
assemble into organisms that serve a desired function. If I want a gene component that
stores data, I shouldn’t have to recreate one from scratch; someone has probably already
81

coded such a component. Synthetic biologists are developing collections of
“biobricks”—individual modules that can be put together in organisms. Because these
bricks are information, they can be shared and recombined in numerous ways.
Combining this technology with 3D printing has a synergistic effect. We have already
82

seen that 3D printers can generate artificial human limbs and body parts, but add in
the ability to generate biological material and you get the possibility of bioprinting—the
automated generation of living cells with whatever genetic material you desire.
Bioprinters are already generating human cartilage tissue,
implanted a 3D printed skull in a person.

84

83

and in 2014 doctors

And scientists are working on bioprinting

machines—devices based on cellular tissue that can move on their own.

85

Further, we

matched to build synthetic biology devices and systems.”).
78
To be sure, the gene you print isn’t ready to use; it still needs to be put into a living organism. But
that too is increasingly easy to do. See, e.g., Jennifer Schuchert, Insertion of Foreign Genes and Vectors,
http://filebox.vt.edu/users/chagedor/biol_4684/Methods/genes.html (last visited Nov. 10, 2014)
(describing a new method for inserting foreign genes into an organism).
79
See supra Part I.B.2.
80
See Andrew Pollack, Developing a Fax Machine to Copy Life on Mars, N.Y. TIMES, Nov. 18, 2013, at
B1 (discussing Craig Venter’s project—based on the idea that “the genetic code that governs life can be
stored in a computer and transmitted just like any other information”—to copy and, transmit DNA
information before transposing it into a blank cell ).
81
Not yet, it turns out, but they’re working on it. See Koutsoubelis, supra note 70, at 5 (taking “a first
step” towards engineering cells to store information).
82
See supra notes 49, 54 and accompanying text.
83
Henry Fountain, At the Printer, Living Tissue, N.Y. TIMES, Aug. 20, 2013, at D1.
84
James Eng, Medical First: 3-D Printed Skull Successfully Implanted in Woman, NBC NEWS (Mar. 27,
2014), available at http://www.nbcnews.com/science/science-news/medical-first-3-d-printed-skullsuccessfully-implanted-woman-n65576.
85
Henry Fountain, Printing Out a Biological Machine, N.Y. TIMES, Aug. 20, 2013, at D2 (discussing
bioprinted machines that can behave autonomously after being printed).
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have seen the development of do-it-yourself biolabs, suggesting that as the cost of these
technologies declines they will be widely accessible, if not in the home then in a variety
of locations for public use.
Synthetic biology is at an earlier stage than 3D printing; I don’t expect to be printing my
own organisms any time soon. But it is certainly possible to imagine a time in which
every doctor’s office can generate custom genes to order. The ability to manipulate
organisms to do anything imaginable may lead to new products that are currently
87

unimaginable. We allow the patenting of newly-created organisms and of shorter DNA
88

sequences so long as they are not taken from nature. But those patents are essentially
directed to the informational content of the genes, and their owners will face many of
the same issues copyright owners face on the Internet.
3. Robotics
Both 3D printing and synthetic biology promise to revolutionize the making of various
types of things. But the revolution will not end there. Advances in robotics may bring the
same sorts of disruption to the service economy, and for similar reasons. Robots have
already remade substantial sectors of the industrial economy by replacing human
workers for certain sorts of repetitive tasks.

89

And certain very simple robots like the
90

Roomba vacuum cleaner have made it into the mass consumer market. But robots are
poised to greatly expand the number and complexity of tasks they can perform, a fact
that has significant implications for both industrial and consumer services. Robots may
91

clean our houses, but they may also serve us meals and drive our cars. Though these
tasks were traditionally thought to be beyond machine capabilities because they required
judgment, Google’s driverless cars have demonstrated that machines can engage in
92

adaptive learning of complex tasks. Some studies have suggested that in twenty years

86

See, e.g., Melissa Pandika, The Biopunk Revolution, OZY, http://www.ozy.com/fast-forward/thebiopunk-revolution/30060 (last visited Nov. 23, 2014) (discussing the development of do-it-yourself
biology “hackerspaces”).
87
Diamond v. Chakrabarty, 447 U.S. 303, 318 (1980) (holding that human-made microorganisms are
patentable subject matter).
88
Ass’n for Molecular Pathology v. Myriad Genetics, Inc., 133 S. Ct. 2107, 2111 (2013).
89
E.g., David J. Hill, 1 Million Robots to Replace 1 Million Human Jobs at Foxconn? First Robots Have
Arrived, SINGULARITY HUB (Nov. 12, 2012), http://singularityhub.com/2012/11/12/1-million-robots-toreplace-1-million-human-jobs-at-foxconn-first-robots-have-arrived/ (discussing a Chinese manufacturer’s
implementation of 10,000 robots as part of its plan to replace one million human workers with robots
within three years).
90
See generally Roomba, IROBOT, http://www.irobot.com/us/learn/home/roomba.aspx (last visited
Nov. 10, 2014) (providing information on the Roomba).
91
See, e.g., Anne Eisenberg, More Roles for Robots as Prices Fall, INT’L N.Y. TIMES, Mar. 3, 2014, at 16
(“[R]obots could help with tasks like folding laundry and dispensing medications . . . .”).
92
See, e.g., Aaron M. Kessler, Technology Takes the Wheel, N.Y. TIMES, Oct. 5, 2014, at B1 (noting that
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93

The robots mentioned above have one thing in common: They are special-purpose
machines designed to achieve a single goal. A car-body-welding robot welds car bodies; a
94

Roomba cleans the floor. By contrast, the coming generation of robots will be generalpurpose machines that can be programmed to achieve a variety of goals. And that
programming will be updatable; as people design new programs for a robot to run, the
robot will be able to download that new programming and learn new tasks.

95

That is a critical difference for two reasons. First, it means that consumers and small
businesses need not buy a different robot for each task. The ability to buy a robot that
will perform multiple functions will help robots break into the consumer and retailservice markets. Indeed, we have already seen robots make substantial inroads into
96

logistics, retail, and even white-collar service industries. Second, the updatability of
general-purpose robots means that the technology can advance with the speed of
97

software, not hardware. New features can be implemented and bugs fixed without
having to buy and ship a new device. Anyone can develop the software tools to
98

customize their own robots. When combined with 3D printers, robots may eventually

driverless cars are “no longer the stuff of science fiction” and that they will “radically reshape[]” “the
very nature of driving”). Chunka Mui, Will the Google Car Force a Choice Between Lives and Jobs?, FORBES
(Dec. 19, 2013, 9:52 AM), http://www.forbes.com/sites/chunkamui/2013/12/19/will-the-google-carforce-a-choice-between-lives-and-jobs/.
93
E.g., Coming to an Office near You, ECONOMIST, Jan. 18, 2014) at 9. Honda projects that it will sell
as many robots in 2020 as it does cars. Juha Ainoa et al., The Digital Evolution—from Impossible to
Spectacular, in BIT BANG: RAYS TO THE FUTURE 8, 31 (Yjrö Neuvo & Sami Ylönen eds., 2009), available at
http://lib.tkk.fi/Reports/2009/isbn9789522480781.pdf.
94
Ryan Calo refers to this as closed robotics. Ryan Calo, The Need to Be Open: U.S. Laws Are Killing
the Future of Robotics, MASHABLE (Jan. 1, 2014), http://mashable.com/2014/01/01/us-law-roboticsfuture/.
95
See M. Ryan Calo, Open Robotics, 70 MD. L. REV. 571, 574 (2011) (explaining that open robots will
run third-party software and therefore can be altered and extended). While the distinction between
open-source and proprietary code is related to that between general-purpose and special-purpose
machines—open source systems tend to be general purpose—the two issues are distinct. A system can be
proprietary yet general-purpose, as the Apple computer architecture is. Calo uses the term “open
robotics” to refer to general-purpose robots not dedicated to a particular use, whether they run
proprietary or open-source software. Id. For a discussion of the general-purpose nature of computers,
see, for example, JONATHAN ZITTRAIN, THE FUTURE OF THE INTERNET—AND HOW TO STOP IT 19–20 (2006).
96
See RIFKIN, supra note 5, at 125–27 (discussing Amazon’s roboticized warehouses, self-driving cars,
and the rise of vending machines and self-checkout terminals at stores and airports).
97
See CALO, supra note 94 (“Consumer robotics started off closed, which helps to explain why it has
moved so slowly.”). Calo argues that we need a form of legal immunity for the designer of open robots,
just as we do for providers of general-purpose computers or Internet service providers. Id. Like those
technologies (and like 3D printers and gene assemblers), the maker of the device in this world is
divorced from the uses to which the device might be put.
98
See CHRIS ANDERSON, MAKERS: THE NEW INDUSTRIAL REVOLUTION 17–18 (2012) (explaining how the
creation and design of physical goods is becoming increasingly software based).
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even be able to upgrade their own hardware.

99

The nature of a general-purpose robot has much in common with the previous three
100

technologies. As with the Internet or 3D printing, we are in the process of separating
the informational content of a design (here, software for performing a service) from the
physical implementation of that design in a general-purpose robot. Once we do that, the
101

automation revolution that has already hit factories and distribution centers
will
expand to other sectors of the economy. Services that once required specialized expertise
in stores or factories will increasingly be performed by robots in homes or small
102

businesses. The marginal cost of implementing that design drops towards zero because
for many services all that is required is to program an existing robot with data over the
Internet. Services, like content, products, and biologics, will cease to be scarce.
Robotics implicates a range of IP rights, including copyright, patent, and design patent.
Robots are a combination of hardware and software, and the hardware must still be
manufactured, although there are intriguing prospects for using 3D printers to help
103

generate robots. But the ability to upgrade robots by downloading information will
present many of the same challenges the Internet has presented for content. Some of
those challenges are to IP; general-purpose robots could replace the copyrighted software
and patented methods of many special-purpose tools. Other challenges are not so much
to IP as to the economics of the service industry, as general-purpose robotics begins to
displace cab drivers, construction workers, doctors, and the like.

II. IP IN A POST-SCARCITY WORLD
A. THE INTERNET EXPERIENCE
If technology offers a world in which goods and services are no longer scarce, how
should IP law respond? Basic IP theory suggests a clear answer: A world in which

99

See Grush, supra note 58 (describing self-assembling robots).
For an explicit comparison, see Ryan Calo, Robotics and the New Cyberlaw, 103 CALIF. L. REV.
(forthcoming 2015) (manuscript at 103), available at http://www.roboticsbusinessreview.
com/pdfs/roboticscyberlaw.pdf (discussing the legal parallels between the development of Internet law
and the coming law of robotics).
101
See David Rotman, How Technology Is Destroying Jobs, 116 MIT TECH. REV. 28, 32 (2013), available
at
http://www.technologyreview.com/featuredstory/515926/how-technology-is-destroying-jobs/
(discussing Amazon’s use of robots to select, pack, and ship goods from warehouse shelves).
102
For example, a restaurant in China is now using robot chefs to prepare and serve food. Arrun
Soma, Robot Chefs Take Over Chinese Restaurant, BBC NEWS CHINA (Apr. 22, 2014, 3:43 AM),
http://www.bbc.com/news/world-asia-china-27107248.
103
See Grush, supra note 58 (describing an early self-assembling robot and noting the possibility of a
robot hardware compiler). Self-assembling robots: What could possibly go wrong?
100
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content is separated from production needs more and stronger IP to restore the scarcity
we have lost. The logic goes like this. IP is designed to solve a public goods problem that
arises because it is cheaper to be an imitator than an inventor. The greater the disparity
between the cost of inventing or creating and the cost of copying, the more need there is
104

for IP to encourage people to be creators rather than imitators.
In effect, IP law
artificially raises the cost of imitation in order to make it at least as costly as creation.
The technologies I described in Part I separate the act of creation from the acts of
reproduction and distribution, and dramatically reduce the cost of the latter two.
Accordingly, they exacerbate the public goods problem of IP theory by making it much
cheaper to imitate than to create. Standard IP theory predicts that lots of people will
105

engage in illegal copying but no one will create under those circumstances, so we
must artificially increase the cost of production and distribution by strengthening IP
rights to rebalance incentives. And because the technology makes reproduction and
distribution so cheap and easy, we must increase the cost a lot in order to restore the
scarcity that is the foundation of our economic order. As Rob Merges puts it, “[i]n an
economy where intangible assets are more valuable than ever, IP is more important than
ever.”

106

We have seen these arguments play out with the Internet, the technology that is furthest
advanced of the four I have discussed. Consistent with IP theory, as the cost of
reproduction and distribution dropped to zero, piracy became rampant on the
107

Internet. The companies that produced content in the pre-Internet world worried that
they could not make money in an environment where copying was so easy. Many have
108

lamented the Internet as the end of the content industries, and indeed some (though
not all) of those industries saw their revenues decline as consumers switched from

104

For discussions of this classic economic theory of IP, see, for example, LANDES & POSNER, supra note
24, at 40–41; Wendy J. Gordon, An Inquiry into the Merits of Copyright: The Challenges of Consistency,
Consent, and Encouragement Theory, 41 STAN. L. REV. 1343, 1435–38 (1989); Lemley, supra note 26, at
993–97.
105
LANDES & POSNER, supra note 24, at 40–41; Lemley, supra note 26, at 993–97.
106
MERGES, supra note 15, at 290.
107
The U.S. government estimates the cost of pirated products for G20 nations at as much as $650
billion per year. U.S. DEP’T OF JUSTICE, PROSECUTING INTELLECTUAL PROPERTY CRIMES 2–3 (4th ed. 2013),
available
at
http://www.justice.gov/criminal/cybercrime/docs/prosecuting_ip_crimes_manual_2013.pdf. But those
numbers are almost certainly wildly inflated, because the government assumes that every item copied for
free and every $20 Rolex knockoff would in fact have been purchased at full price. As one report put it,
that number “is as fake as an imitation Tommy Hilfiger T shirt.” Adam L. Penenberg, Cops, Cash and
Counterfeits,
FORBES
(Dec.
28,
1998,
12:00
AM),
http://www.forbes.com
/global/1998/1228/0120038a.html.
108
See, e.g., Lemley, supra note 32, at 125 (inquiring whether the Internet has “doomed” the content
industries).
30

IP IN A WORLD WITHOUT SCARCITY

buying content in physical form to downloading it, often for free.

109

The content industries responded just as IP theory said they should. They persuaded
Congress to pass a multitude of new laws, criminalizing copyright infringement on the
Internet even if done for no financial gain
infringement to an extreme degree.

111

110

and ramping up the penalties for copyright

They filed tens of thousands of lawsuits against
112

people who posted copyrighted content online. They sued anyone with even a vague
connection to the pirates, from sellers of software to content-hosting services, to search
engines, to providers of Internet access, to the lawyers and venture capitalists who
113

supported those intermediaries. They even sought to change the basic nature of the
Internet itself, seizing entire Internet domains and proposing legislation that would have
prevented Internet sites from connecting to each other.

109

114

Music industry revenues have declined from nearly $20 billion to only $7 billion per year. Glynn S.
Lunney, Jr., Copyright’s Mercantilist Turn: Do We Need More Copyright or Less? 2 (Tulane Univ. Sch. of
Law Pub. Law & Legal Theory Working Paper Series, Working Paper No. 12-20, 2012), available at
http://ssrn.com/abstract=2158874. Newspapers have also seen declining revenues. Mark Cooper,
Structured Viral Communications: The Political Economy and Social Organization of Digital
Disintermediation, 9 J. TELECOMM. & HIGH TECH. L. 15, 38 (2011). By contrast, book publishers are
making record revenues. See Joel Waldfogel & Imke Reimers, Storming the Gatekeepers: Digital
Disintermediation in the Market for Books 28 tbl.5 (June 11, 2014) (unpublished manuscript), available
at http://imkereimers.weebly.com/uploads/2/7/9/9/2799121/storming_the_gatekeepers.pdf (showing
peak revenues from 2008 to 2012 occurring in 2012). Movie studios are a more mixed bag; total
revenues are down somewhat, but so are costs, and profit margins are up. Cynthia Littleton, Major Film
Studios
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VARIETY
(April
18,
2013,
3:00
PM),
http://variety.com/2013/biz/news/major-film-studios-prosper-on-the-margins-1200376494/.
110
See 17 U.S.C. § 506(a)(1)(B) (2012) (criminalizing willful infringement without requiring
financial gain).
111
Criminal copyright infringement is a felony that carries a sentence of up to ten years in prison. 18
U.S.C. § 2319(b)(2) (2012). By contrast, a Justice Department study in the 1990s found that the average
prison sentence for rape was 9.75 years. LAWRENCE A. GREENFELD, BUREAU OF JUSTICE STATISTICS, PRISON
SENTENCES
AND
TIME
SERVED
FOR
VIOLENCE
1
(1995),
available
at
http://www.bjs.gov/content/pub/pdf/PSATSFV.pdf. Of course, the fact that a copyright infringer can be
sentenced to ten years in prison doesn’t mean he will be.
112
See Mark F. Schultz, Reconciling Social Norms and Copyright Law: Strategies for Persuading People
to Pay for Recorded Music, 17 J. INTELL. PROP. L. 59, 72–73 (2009) (noting the lawsuits filed by the
Recording Industry Association of America (RIAA)). For a discussion of that strategy, see, e.g., Lemley &
Reese, supra note 31, at 1395–405.
113
Lemley & Reese, supra note 31, at 1346–47, explain that copyright owners have sued direct
facilitators like Napster; makers of software that can be used to share files; those who provide tools to
crack encryption that protects copyrighted works; providers of search engines that help people find
infringing material; “quasi internet service providers” such as universities, eBay, and Yahoo!
Auction; and even credit card companies that help individuals pay for infringing activity. And that was in
2004; many more suits against facilitators have been filed since that time. E.g., Viacom Int’l, Inc. v.
YouTube, Inc., 676 F.3d 19 (2d Cir. 2012).
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The government has seized hundreds of domain names in the United States, effectively shutting
down entire websites. See John Blevins, Uncertainty as Enforcement Mechanism: The New Expansion of
Secondary Copyright Liability to Internet Platforms, 34 CARDOZO L. REV. 1821, 1861 n.247, 1856–64
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The reason is

116

simple: the democratization of content distribution. The content industry sued tens of
thousands of file sharers, and may well have deterred those it sued, but there were tens
of millions of people sharing files. It persuaded the government to seize thousands of
117

Internet domains, but many more were beyond the government’s reach. It sued and
shut down dozens of software providers, but there were always more who stepped in to
take their places. And while it is possible that some of the more draconian measures the
content industry has tried—suing the people who provide Internet service, or passing
legislation to prevent interconnection altogether—would have eliminated that
democratization, those measures have so far failed, simply because they would destroy
so much social value along with reducing copyright infringement. The result was that as
marginal costs for online content declined to zero, prices too dropped to zero—first for
pirated content, but increasingly for legitimate content.

118

According to IP theory, the result is predictable: With rampant infringement and no
effective way to block it, the Internet should have dramatically weakened the incentive to

(2013) (discussing the government’s domain name seizure campaign). For a more detailed description of
the government’s domain name seizure campaign, see Karen Kopel, Note, Operation Seizing Our Sites:
How the Federal Government Is Taking Domain Names Without Prior Notice, 28 BERKELEY TECH. L.J. 859
(2013). Legislative proposals in 2011 and 2012 would have gone further, allowing the government to
block legitimate websites from passing Internet traffic through to sites on a blacklist. Mark A. Lemley,
David S. Levine, & David G. Post, Don’t Break the Internet, 64 STAN. L. REV. ONLINE 34 (2011).
115
The RIAA estimates that twenty-four percent of global Internet traffic is pirated content. Scope of
the Problem, RIAA, https://www.riaa.com/physicalpiracy.php?content_selector=piracy-online-scope-ofthe-problem (last visited Nov. 18, 2014). Although this figure may be inflated given the RIAA’s interest
in suppressing digital copyright infringement, it nevertheless suggests that a significant amount of
Internet traffic is related to pirated content.
116
See, e.g., Rebecca Giblin, The P2P Wars: How Code Beat Law, IEEE INTERNET COMPUTING, May/June
2012, at 92–94 (arguing that law enforcement strategies against digital copyright infringement are
ineffective because the law is unable to adequately regulate illegal behavior based on virtual
technologies).
117
Studies of the shutdown of Megaupload, a cyberlocker where users uploaded files to share with
others, found that although the site accounted for almost three percent of global Internet traffic at its
peak, shutting down the site had only a minor and temporary effect on Internet piracy. Kevin Fogarty,
MegaUpload Takedown Didn’t Slow Pirate Downloads, Just Moved Them Offshore, IT WORLD (Feb. 7,
2012), http://www.itworld.com/article/2732230/security/megaupload-takedown-didn-t-slow-piratedownloads—just-moved-them-offshore.html. Similarly, attempts by some countries to block access to the
Swedish BitTorrent site The Pirate Bay also failed to dramatically reduce Internet piracy. See, e.g., Joost
Poort et al., Baywatch: Two Approaches to Measure the Effects of Blocking Access to The Pirate Bay, 38
TELECOMM. POL’Y 383, 391 (2014) (noting no lasting impact on illegal downloads). But see Brett Danaher
& Michael D. Smith, Gone in 60 Seconds: The Impact of the Megaupload Shutdown on Movie Sales, 33 INT’L
J. OF INDUS. ORG. 1, 7 (2014) (finding that while piracy may not have declined, lawful movie sales
increased after the Megaupload shutdown in countries with higher Megaupload usage).
118
See, e.g., Greg Lastowka, Digital Attribution: Copyright and the Right to Credit, 87 B.U. L. REV. 41,
54–55 (2007) (discussing the growth of zero-price models on the Internet); Newman, supra note 35, at
1411–12, 1437 (2013) (“Today, the array of legitimate, ‘professional’ content that is accessible at zero or
negligible prices is truly incredible.”).
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create new content. But the Internet carries a surprising lesson for IP theory: Despite
the prevalence of infringement and the teachings of IP theory, people are creating and
120

distributing more content now than ever before, by at least an order of magnitude.
Economic scholarship suggests that while recording industry revenues have declined
121

substantially from their high in 1999, there are more songs being released than ever
before, more new artists than ever before, and more purchases of music than ever before,
122

and the songs released seem to be of at least as high quality as before the Internet.
The rise of sites like YouTube has led to an astonishing outpouring of videos from
outside Hollywood, to such an extent that more than 300 hours of new content is
uploaded to YouTube every minute;

123

more content is added to YouTube every month
124

than the major TV networks created in sixty years.
At the same time, the movie
industry is faring better than ever before in history, with profits at an all-time high and
125

more movies being released.

People are buying more books than ever before, thanks in

substantial part to Internet downloads.

126

119

And while the price of those books has

See supra note 24 and accompanying text (describing the inadequacy of traditional IP theories for
explaining the continuous creation and proliferation of content on the Internet).
120
RIFKIN, supra note 5, at 21 (observing that collaborative creation on the Internet, 3D printing, and
other new tools has produced “a surge in creativity that is at least equal to the great innovative thrusts
experienced by the capitalist market economy in the twentieth century”).
121
Lunney, supra note 109, at 2 (reporting that sales dropped from $20 billion to $7 billion per year).
The 1999 number was itself much higher than the long-run average. See id. at 31 fig.1. This could reflect
not only the presence of a booming economy, but also higher sales from people replacing vinyl records
and cassette tapes with CDs. Cf. Bart Cammaerts et al., Copyright & Creation: A Case for Promoting
Inclusive Online Sharing 7 (The London Sch. of Econ. and Pol. Sci., Media Policy Brief No. 9, 2013),
available at http://www.lse.ac.uk/media@lse/documents/MPP/LSE-MPP-Policy-Brief-9-Copyright-andCreation.pdf (finding that while revenue from recorded music dropped substantially from 1998 to 2011,
revenue from other segments of the music industry grew during that period).
122
See, e.g., Lunney, supra note 109, at 2 (reporting that the number of albums released rose from
38,900 in 1999 to 76,875 in 2011, and that more new artists broke into the top fifty songs after file
sharing than before); Joel Waldfogel, Copyright Protection, Technological Change, and the Quality of New
Products: Evidence from Recorded Music Since Napster, 55 J.L. & ECON. 715 (2012) (describing the results
of a study that found no decline in the quality of music released since widespread file sharing began).
The fact that revenues are declining can coexist with the fact that more people are purchasing music
because people used to buy music in bundles called albums, and now primarily buy individual songs.
123
Statistics, YOUTUBE, http://www.youtube.com/yt/press/statistics.html (last visited Mar. 9, 2015).
124
Great Scott! Over 35 Hours of Video Uploaded Every Minute to YouTube, YOUTUBE OFFICIAL BLOG
(Nov. 10, 2010), http://youtube-global.blogspot.com/2010/11/great-scott-over-35-hours-of-video.html.
125
See Felix Oberholzer-Gee & Koleman Strumpf, File Sharing and Copyright, 10 INNOVATION POL’Y &
ECON. 19, 20, 49 (2010), available at http://www.nber.org/chapters/c11764.pdf (finding a substantial
increase in movie production since file sharing began).
126
E-Reading Rises as Device Ownership Jumps, PEW RES. CTR., Jan. 16, 2014, at 1, available at
http://www.pewinternet.org/files/2014/01/PIP_E-reading_011614.pdf (reporting a Pew study
documenting the growth in e-reading); Hannibal Travis, Myths of the Internet as the Death of Old Media,
42 AIPLA Q.J. 1, 8 (2014) (“Copies of books sold more than doubled from one billion in 1993 to 2.3
billion in 2007. The number of titles produced increased to more than 70,000 in 2002 and to almost
300,000 in 2012.” (footnote omitted)). When we factor in self-published and print-on-demand books,
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writers are also publishing more books than ever before, including

a surprising number of successful self-published books.

128

Print newspapers have seen

129

revenues decline because of the Internet, but that doesn’t mean news reporting has
declined; more news is reported more quickly from more sources as individual citizens
are increasingly capable of documenting the world around them. Nor has the quality of
journalism necessarily fallen; indeed, one recent study finds that “newspaper content
appears to be getting more sophisticated in response to increased Internet
penetration.”

130

And despite piracy, both the film and publishing industries reported

higher profit margins in 2012 than they did a decade before.

131

Live music and shows

132

have also reached unprecedented levels of revenue and profit. Overall, the picture of
the entertainment industry is far from bleak; the overall industry grew from $449 billion
in 1998 to $745 billion in 2010.

133

Perhaps most surprising, people are creating an astonishing array of content specifically
for the purpose of giving it away for free on the Internet. Early on, scholars worried that
no one would create content for the Internet because they couldn’t see a way to get
134

paid,
but it is hard to think of a prediction in all of history that has been more
dramatically wrong. People spend hundreds of millions—or even billions—of hours a
year creating content online for no reason other than to share it with the world. They
create and edit Wikipedia pages, post favorite recipes, create guides to TV shows and
video games, review stores and restaurants, and post information on any subject you can

that number rose to “more than three million in 2010.” Id. (manuscript at 8).
127
See United States v. Apple, Inc., 952 F. Supp. 2d 638, 647–48 (S.D.N.Y. 2013) (holding that book
publishers violated antitrust laws by trying to force an increase in ebook prices from $9.99 to $14.99).
128
See Oberholzer-Gee & Strumpf, supra note 125, at 20 (finding a substantial increase in book
publishing since file sharing began); Waldfogel & Reimers, supra note 109, at 15–16 (finding that more
books are published now than ever before, and a majority of all books and many of the best-selling ones
are now self-published).
129
Rick Edmonds et al., Newspapers: By the Numbers, in THE STATE OF THE NEWS MEDIA 2012 (Amy
Mitchell & Tom Rosenstiel eds., 2012), http://www.stateofthemedia.org/2012/newspapers-buildingdigital-revenues-proves-painfully-slow/newspapers-by-the-numbers/ (showing a fifty percent decline in
newspaper ad revenue from 2006 to 2011).
130
Abdallah Salami & Robet Seamans, The Effect of the Internet on Newspaper Readability (NET Inst.,
Working Paper No. 14–13, 2014), available at http://ssrn.com/abstract=2506422.
131
JONATHAN BAND & JONATHAN GERAFI, POLICYBANDWIDTH, PROFITABILITY OF COPYRIGHT-INTENSIVE
INDUSTRIES 3 (2013), available at http://infojustice.org/wp-content/uploads/2013/06/Profitability-ofCopyright-Industries.pdf.
132
Travis, supra note 126 (manuscript at 10).
133
Id. (manuscript at 13).
134
See, e.g., Jane C. Ginsburg, Putting Cars on the “Information Superhighway”: Authors, Exploiters,
and Copyright in Cyberspace, 95 COLUM. L. REV. 1466, 1467 (1995) (“One can build the highway, but it
does not follow that the cars will choose to come. Unless they can become author-friendly, digital media
may remain just that: media, without content.”).
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imagine.

135

If, as Doctor Johnson famously suggested, “[n]o man but a blockhead ever
136

wrote except for money,” we are a world of blockheads, gleefully creating and sharing
all sorts of content with the world.
Why are people creating so much content without the incentive of IP rights? And why
hasn’t the sky fallen on the content industries? There are at least six reasons. The first is
the very reduction in reproduction and distribution cost that created the infringement
problem in the first place. Twenty years ago, most of the costs associated with generating
content were not from paying artists to create. Indeed, as noted above, artists normally
137

got only a small fraction of the sales price of their work. The Internet makes most of
that cost disappear. As a result, content owners can charge a much lower price online
and still be profitable. An eBook may retail for quite a bit less than a hardcover book, but
it also costs a lot less to produce. Alternatively, content companies may decide (as the
music industry has) to jack up their profit margins on digital content by charging the
138

same price online as they would offline. If they do that, they will make fewer sales, but
they will make more profit on the sales they do make, since they don’t have to pay much
for reproduction and distribution of that content. Companies that take this strategy can
remain profitable even with a much higher level of piracy, simply because their costs
have declined so dramatically.
Second, many of the same technologies that reduced the cost of reproducing and
distributing content also reduced the cost of producing that content. High quality music
recording no longer requires a trip to a sound studio in Hollywood or Nashville; online
tools enable emerging artists to produce a professional recording at a fraction of the
139

previous cost. Producing videos is no longer the province of professionals; most people
now carry a sophisticated video camera in their pockets, and video production tools

135

See, e.g., YOCHAI BENKLER, THE WEALTH OF NETWORKS: HOW SOCIAL PRODUCTION TRANSFORMS MARKETS

AND FREEDOM 5–6 (2006) (discussing the social production of websites like Wikipedia and other Internet

content); Yochai Benkler, Lecture, Freedom in the Commons: Towards a Political Economy of Information,
52 DUKE L.J. 1245, 1255–58 (2003) (same). The challenge posed to traditional notions of copyright by
collective production sites like Wikipedia is not just one of the need for incentives. Collective production
challenges the whole concept of authorship. See Matthew Rimmer, Wikipedia, Collective Authorship and
the Politics of Knowledge, in INTELLECTUAL PROPERTY POLICY REFORM 172–84 (Christopher Arup & William
van Caenegem eds., 2009).
136
JOHNSONIANA: LIFE, OPINIONS, AND TABLE-TALK OF DOCTOR JOHNSON 310 (R.W. Montagu ed., 1884).
137
See supra note 30 and accompanying text.
138
Songs typically retail on iTunes for $0.99 or $1.29, roughly the same price per song a physical CD
with 14 songs cost ten years ago. See Christopher Sprigman, The 99¢ Question, 5 J. ON TELECOMM. & HIGH
TECH. L. 87, 88 (2006) (describing the efficiency of the 99¢ per song pricing structure for digital music
when compared to legacy formats such as CDs). At the same time, the move from sales of albums to
sales of songs has reduced revenue, as fewer people buy all the songs on an album.
139
See Lunney, supra note 109, at 3 (noting that digital technologies have “radically reduced the costs
and risks associated with the production of new music and the introduction of new artists. Instead of
expensive studio and production time, we can now use inexpensive software on a home computer”).
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enable amateurs to make at least medium-quality video content quickly and cheaply.
Digital technologies have similarly reduced the cost and complexity of photography and
the ease of generating original content on the web in the form of blogs and other
websites. If the cost of creation drops alongside the cost of distribution, IP theory should
worry less about the latter.

141

Third, “fewer sales” does not mean “no sales.” One of the lessons of the Internet is that a
surprising number of people will pay for content they like even when they don’t have
to.

142

zero,

While the increased efficiency of the Internet has driven marginal cost towards

143

there are still many purchases of digital content. For example, people made more
144

online purchases in 2010 than they ever did before the Internet, whether because it is
more convenient, because it is legal, or because people actually want to support
145

musicians they like.
Indeed, the fact that music is available illegally for free may
encourage people to try more music, and many of those people then end up paying for
146

music they like. Even those creators who depend on copyright revenues for incentives
don’t need to make money from every copy. A hybrid ecosystem in which sales coexist

140

See, e.g., Richard Quinlan, How Much Does a Video Cost?, Q MEDIA SOLUTIONS (Sept. 29, 2013),
http://qmediasolutions.com/how-much-does-a-video-cost/ (finding that today “[a] young film school
grad with 5K worth of gear can shoot and rival the quality of a professional crew using 150K worth of
gear”).
141
See supra notes 23–26 and accompanying text (providing the economic justification for IP).
142
See, e.g., Tobias Regner, Why Consumers Pay Voluntarily: Evidence from Online Music, J. OF BEHAV.
&
EXPERIMENTAL
ECON.
(forthcoming
2014)
(manuscript
at
27),
available
at
http://ideas.repec.org/p/jrp/jrpwrp/2010-081.html (describing the results of an empirical study
demonstrating that people are strongly influenced by social norms to pay a suggested price even if they
could get that content for free).
143
RIFKIN, supra note 5, at 19.
144
The number of music sale transactions rose from 845 million in 2000 to 1.5 billion in 2010 and
1.65 billion in 2012. Travis, supra note 126 (manuscript at 12).
145
See David Gerard, Culture Is Not About Aesthetics. Punk Rock Is Now Enforced By Law., ROCKNERD
(Sept. 13, 2013), http://rocknerd.co.uk/2013/09/13/culture-is-not-about-aesthetics-punk-rock-is-nowenforced-by-law/ (“I was actually surprised iTunes works at all, ever, for anyone—people paying $1 for
something of zero marginal cost. Every sale is made because the people wanted to pay for the unit in
question. Convenience is worth more than I’d thought.”).
The rise of streaming services like Spotify changes this calculus somewhat, as consumers switch from
buying individual songs to paying a monthly fee for access to an unlimited number of songs. It does not,
however, change the fact that people are paying for music, just the way in which they are doing so (and
the rights that come along with it).
146
See, e.g., Ram D. Gopal & Sudip Bhattacharjee, Do Artists Benefit from Online Music Sharing?, 79 J.
BUS. 1503, 1529 (2006) (finding that when individuals are able to sample music for free they are more
likely to purchase the music that they like later); Felix Oberholzer-Gee & Koleman Strumpf, The Effect of
File Sharing on Record Sales: An Empirical Analysis, 115 J. POL. ECON. 1, 38 (2007) (finding that illegal
downloading did not cut into music sales); cf. George Barker & Tim Maloney, The Impact of Free Music
Downloads on the Purchase of Music CDs in Canada 12 (Ctr. for Law and Econ., Austl. Nat’l Univ. Coll. of
Law, Working Paper No. 4, 2012), available at http://ssrn.com/abstract=2128054 (finding that a 10%
increase in P2P downloads reduces CD demand by roughly 0.4%).
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with piracy may provide sufficient incentive to keep those artists creating, even if they
make less money than they would in a world without piracy. Artists are also finding new
(or sometimes old) ways to get paid, from musicians touring and selling T-shirts to
147

writers turning to serialized content. And offering content to others for free radically
expands the number of consumers of that content by eliminating financial transactions,
enhancing social welfare.

148

Fourth, the combination of reduction in the costs of creation, reproduction, and
distribution has opened the doors to numerous new creators who could not find an
audience in the pre-Internet world, either because creation was too costly or because
they were not identified by the content-distributing intermediaries like record
149

companies, publishing houses, or movie studios. Even if traditional content creators
had less incentive to create after the development of the Internet, the Internet enabled
the rise of a mass of amateur, semiprofessional, and small-scale professional creators that
150

more than made up the difference. Chris Anderson refers to this as the “Long Tail”—a
vast multitude of works that are not hits, but which collectively are consumed by more
151

people than blockbuster content. Notably, a major study by Peter DiCola finds that
professional musicians make over seventy-five percent of their earnings from sources
unrelated to copyright.

152

Kate Darling finds something similar in adult entertainment:

147

See, e.g., David Streitfeld, Web Fiction, Serialized and Social, N.Y. TIMES, Mar. 24, 2014, at B1
(describing how authors use free, serialized content to develop a fan base that can be leveraged to pitch
work to publishers).
148
Economic research suggests that zero is not simply a price like any other; people behave
differently when faced with free things. See, e.g., DAN ARIELY, PREDICTABLY IRRATIONAL: THE HIDDEN FORCES
THAT SHAPE OUR DECISIONS 49–65 (2008) (discussing “the zero price effect”); Newman, supra note 35, at
1444 (“[U]tility does not map linearly onto prices; rather, the positive affect [sic] associated with zero
prices causes an outsized increase in valuation as indicated by consumers’ revealed preferences.”);
Kristina Shampanier et al., Zero as a Special Price: The True Value of Free Products, 26 MARKETING SCI.
742, 742 (2007) (proposing that people’s decisions about zero price products differ from other
products).
149
See, e.g., CHRIS ANDERSON, THE LONG TAIL: WHY THE FUTURE OF BUSINESS IS SELLING LESS FOR MORE 77,
128 (2008) (describing how most authors are not attractive to the commercial publisher, and most films
are not going to get major distribution).
150
For a discussion of new kinds of production these trends enable, such as networked collaboration
and peer production, see, for example, Benkler, supra note 135, at 5, 8–9, 63, 66, 70, 74, 82 (discussing
advantages of networked collaboration and peer production); Julie E. Cohen, Copyright as Property in the
Post-Industrial Economy: A Research Agenda, 2011 WIS. L. REV. 141, 154–55 (2011) (describing copyright
as facilitating combination and coordination).
151
ANDERSON, supra note 149, at 6–10, 15–26, 121.
152
Peter DiCola, Money from Music: Survey Evidence on Musicians’ Revenue and Lessons About
Copyright Incentives, 55 ARIZ. L. REV. 301, 304–05 (2013). Only composers make most of their money
from copyright-related sources. See id. (noting that, although musicians in general earn only a small
portion of their revenue directly from copyright, composers earn sixty-eight percent of their revenue
directly from copyright); see also Martin Kretschmer, Does Copyright Law Matter? An Empirical Analysis
of Creators’ Earnings 33–34 (May 21, 2012) (unpublished manuscript), available at
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despite the losses professional creators have suffered from widespread piracy, there is
153

more content generation than ever before. Any decline in professional production has
been more than made up for by the entry of new content providers as the cost of photo
and video production technology dropped precipitously.
Studies by Eric von Hippel have found that even before the Internet, the amount of
amateur user innovation dwarfed that by professional research and development
facilities.

154

He argues that technology permits more and more democratization of

155

innovation.
If the goal of IP is to encourage new creation, the fact that we have
opened new avenues to implement and distribute that creativity may serve that goal
even as traditional paid content creation jobs decline. When it comes to creation, the
evidence suggests that we want many different eyes on a problem, not just a few, no
matter how concentrated their incentives.

156

Fifth, opening the door to new creators by reducing costs and barriers to entry doesn’t
just give us the new works those creators make; it may actually encourage creativity by
others. A growing body of economic literature finds that “spillovers”—third-party
benefits provided by a work that its creator can’t capture—actually drive further
157

innovation. Being around people with good ideas, whether geographically or in a
product space, actually makes it more likely that you will have good ideas of your

http://ssrn.com/abstract=2063735 (finding that most copyright revenues go to a few superstars).
It is possible that creators create in hopes of being one of the few superstars whose work is actually
rewarded by copyright law. It is well known that people systematically overvalue the prospect of a large
but unlikely reward; that’s why they buy lottery tickets. Some scholars have suggested that the same
effect may be at work in IP. E.g., F.M. Scherer, The Innovation Lottery, in EXPANDING THE BOUNDARIES OF
INTELLECTUAL PROPERTY: INNOVATION POLICY FOR THE KNOWLEDGE SOCIETY 3, 3 (Rochelle Cooper Dreyfuss et
al. eds., 2001) (discussing the lottery-like effect of the patent system); Dennis D. Crouch, The Patent
Lottery: Exploiting Behavioral Economics for the Common Good, 16 GEO. MASON L. REV. 141, 142 (2008)
(same); Mark A. Lemley, What’s Different About Intellectual Property?, 83 TEX. L. REV. 1097, 1102–03
(2005) (same). But if so, the incentive on which we rely is, as Kretschmer puts it, “based on a systematic
cognitive mistake.” Kretschmer, supra, at 1. In effect, we are coaxing works out of these creators by lying
to them about their chances of getting paid.
153
See, e.g., Kate Darling, IP Without IP? A Study of the Online Adult Entertainment Industry, 17 STAN.
TECH. L. REV. 709, 727, 739 (2014) (noting how the Internet and related technology provided
opportunities for new market entrants in the adult entertainment industry).
154
See, e.g., Eric von Hippel et al., Comparing Business and Household Sector Innovation in Consumer
Products: Findings from a Representative Study in the United Kingdom, 58 MGMT. SCI. 1669, 1669 (2012)
(finding that consumers’ annual product development expenditures are 1.4 times larger than product
R&D expenditures of all U.K. firms combined).
155
See ERIC VON HIPPEL, DEMOCRATIZING INNOVATION 121–24 (2005) (discussing the accessibility of
design and creation given new available technologies).
156
See, e.g., Arrow, supra note 11, at 619–20 (arguing that the threat of competition, not the lure of
monopoly, is the primary driver of invention); ORLY LOBEL, TALENT WANTS TO BE FREE 9 (2013)
(“[M]ovement and competition are good for innovation.”).
157
E.g., Brett M. Frischmann & Mark A. Lemley, Spillovers, 107 COLUM. L. REV. 257, 268–71 (2007).
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own. So opening up creativity to newcomers may actually make existing creators more
productive.
Finally, it may simply be that IP theory is wrong about what motivates people to create.
There is substantial evidence in the innovation and psychology literatures that
159

motivation to create is largely internal or problem driven. People create because they
have an inspiration, because they are driven to do so, or because they want to solve a
problem.

160

They seem to be motivated more by rights of attribution and recognition

158

See id. at 259–61 and sources cited therein; see also LOBEL, supra note 156, at 9 (“[A] touchstone
of talent mobility is the interaction between inventive people. New data continue to reveal that when
innovators collaborate they become greater than the sum of their parts.”).
159
LOBEL, supra note 156, at 170–79. For a discussion of the neuroscience of creativity, see generally
NEUROSCIENCE OF CREATIVITY (OSHIN VARTANIAN ET AL. EDS., 2013); Erez Reuveni, Copyright, Neuroscience,
and Creativity, 64 ALA. L. REV. 735 (2013).
160
The literature on this in IP is recent, but growing. See, e.g., Henry Biggs, Towards a More
Comprehensive Approach to the Promotion of Creativity, 38 U. DAYTON L. REV. 401 (2013) (exploring the
various things besides money that motivate creativity); Chander & Sunder, supra note 15, at 1402–03
(listing numerous works that show creation being motivated by something other than just money); Julie
E. Cohen, Creativity and Culture in Copyright Theory, 40 U.C. DAVIS L. REV. 1151, 1178, 1183, 1190
(2007) (discussing some of the factors affecting creative output other than monetary incentives); Jeanne
C. Fromer, A Psychology of Intellectual Property, 104 NW. U. L. REV. 1441, 1443–44 (2010) (discussing the
creative process as being made up of problem finding and problem solving); Eric E. Johnson, Intellectual
Property and the Incentive Fallacy, 39 FLA. ST. U. L. REV. 623, 627 (2012) (discussing the flaws of the
incentive theory, and the tendency for creativity to flourish even without external rewards); Gregory N.
Mandel, Left-Brain Versus Right-Brain: Competing Conceptions of Creativity in Intellectual Property Law, 44
U.C. DAVIS L. REV. 283, 285–86 (2010) (discussing the intuitive and analytical elements of artistic and
inventive creativity); Gregory N. Mandel, To Promote the Creative Process: Intellectual Property Law and
the Psychology of Creativity, 86 NOTRE DAME L. REV. 1999, 2000 (2011) (discussing experimental
cognitive research that reveals intrinsic motivation is highly conducive to creative production, while
purely extrinsic motivation tends to be the opposite) [hereinafter Mandel, Promote]; Jessica Silbey,
Harvesting Intellectual Property: Inspired Beginnings and “Work-Makes-Work,” Two Stages in the Creative
Processes of Artists and Innovators, 86 NOTRE DAME L. REV. 2091, 2092–93 (2011) (discussing the role of
intrinsic and serendipitous forces and pleasure in work); Sara K. Stadler, Incentive and Expectation in
Copyright, 58 HASTINGS L.J. 433, 478 (2007) (discussing the circularity of expectations and incentives in
copyright); Rebecca Tushnet, Economies of Desire: Fair Use and Marketplace Assumptions, 51 WM. & MARY
L. REV. 513, 515 (2009) (discussing how creativity is often grounded in a desire for creation, sometimes
beyond rationality and economic incentives); Diane Leenheer Zimmerman, Copyright as Incentives: Did
We Just Imagine That?, 12 THEORETICAL INQUIRIES IN L. 29, 35–36 (2011) (describing examples of
innovation influenced by pragmatism, spirituality, and other noneconomic incentives). But see Daniel J.
Hemel & Lisa Larrimore Ouellette, Beyond the Patents-Prizes Debate, 92 TEX. L. REV. 303, 353–55 (2013)
(challenging the idea that creation is driven by nonmonetary motivations by noting that they often
coexist with monetary ones). Cf. Laura G. Pedraza-Fariña, Patent Law and the Sociology of Innovation,
2013 WIS. L. REV. 813, 813 (2013) (documenting the various sociological factors that play into scientific
discovery and how quickly that discovery is accepted).
One might view the idea that creators aren’t primarily motivated by money as a rejection of
economics, but I don’t think it is. Economics, properly understood, is about understanding the incentives
that motivate human behavior. Sometimes that is money, but not always. Evidence that people are
motivated to create by things other than money may mean the classic IP incentive story is wrong, but it
doesn’t mean that economics is wrong.
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than by money. Free riding doesn’t seem to stop them from innovating. Indeed,
there is even evidence that monetary incentives can reduce creativity: Works created
because of a demand or promises of payment are less creative than those created for
163

other reasons, because “doing it for the money” seems to dampen intrinsic motivation.
And the way they create seems to rely on networks of people and information that

161

See MIHALY CSIKSZENTMIHALYI, CREATIVITY: FLOW AND THE PSYCHOLOGY OF DISCOVERY AND INVENTION
107–08 (1996) (finding that creative people often value enjoying their work more than money); JESSICA
SILBEY, THE EUREKA MYTH: CREATORS, INNOVATORS, AND EVERYDAY INTELLECTUAL PROPERTY 14 (2015)
(surveying creators about their motivations); Jeanne C. Fromer, Expressive Incentives in Intellectual
Property, 98 VA. L. REV. 1745, 1777 (2012) (“[C]reators’ beliefs in their moral rights typically seem to
dominate their pecuniary interests in creating.”); Fromer, supra note 160, at 1483 (noting that people
are most creative when intrinsically motivated, although creators require extrinsic support to publicize
and distribute their work); William Hubbard, Inventing Norms, 44 CONN. L. REV. 369, 369 (2011) (stating
that inventors are motivated to invent because of societal norms that result in personal satisfaction and
esteem from friends for successful invention); Rebecca Tushnet, Naming Rights: Attribution and Law,
2007 UTAH L. REV. 789, 822 (2007) (noting that attribution is a powerful incentive for creative
production).
162
See, e.g., Christoph Engel & Marco Kleine, Who Is Afraid of Pirates? An Experiment on the
Deterrence of Innovation by Imitation, 44 RES. POL’Y 20, 30 (2015) (finding in an experimental study that
there is more imitation than expected, but that that imitation does not deter innovation).
163
See TERESA M. AMABILE, CREATIVITY IN CONTEXT 171 (1996) (noting that research indicates that the
offer of rewards undermines creativity); LOBEL, supra note 156, at 190–95 (explaining that people are
most productive and creative at work when they feel useful and connected to their work and workplace);
Beth A. Hennessey & Teresa M. Amabile, Reward, Intrinsic Motivation, and Creativity, 53 AM.
PSYCHOLOGIST 674, 675 (1998) (noting that extrinsic motivation can sometimes improve motivation and
creativity, but usually only under limited conditions or with specialized training); Mandel, Promote,
supra note 160, at 2010 (“As motivation moves from the extrinsic toward the intrinsic side of the
motivation spectrum, individuals’ work product tends to become more creative.”); John Quiggin & Dan
Hunter, Money Ruins Everything, 30 HASTINGS COMM. & ENT. L.J. 203, 214–15 (2008) (discussing the role
of non-commercial motivations for amateur content creation in the privacy of homes); cf. Yuval Feldman
& Orly Lobel, The Incentives Matrix: The Comparative Effectiveness of Rewards, Liabilities, Duties, and
Protections for Reporting Illegality, 88 TEX. L. REV. 1151 (2010) (discussing the efficacy of monetary
incentives in a non-IP context). For an empirical test of this question, see Christopher Buccafusco et al.,
Experimental Tests of Intellectual Property Laws’ Creativity Thresholds, 92 TEX. L. REV. 1921, 1972–73
(2014) (finding that high creativity thresholds for monetary rewards did not impede creativity and may
have enhanced it).
There is another factor at work here: People in any occupation traditionally work less as they are paid
more, because they substitute leisure time for additional money. Economists call this the “income effect.”
Nice Work if You Can Get Out, ECONOMIST, Apr. 19, 2014, at 71, 71, available at
http://www.economist.com/news/finance-and-economics/21600989-why-rich-now-have-less-leisurepoor-nice-work-if-you-can-get-out. That is true of creators as well as other kinds of employees. Thus,
Mike Scherer finds that Italian composer Giuseppi Verdi substantially reduced the number of operas he
wrote each decade once copyright was introduced in Italy and his earnings increased. F.M. Scherer, The
Emergence of Musical Copyright in Europe from 1709 to 1850, 5 REV. ECON. RES. COPYRIGHT ISSUES, no. 2,
2008, at 3, 11. Lunney makes this point more general: beyond a certain point, artists will create less as
they are paid more. Lunney, supra note 109, at 16–18. That is particularly true with copyright, which
provides a continuing revenue stream for past works rather than conditioning payment on future
creativity.
Interestingly, however, one corollary of the income effect—that rich people should enjoy more leisure
time than poor people—has recently stopped being true. Nice Work, supra (reporting evidence on this
“substitution effect”). I discuss some of the implications of that fact in the final Part of this Article.
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creators draw on as inputs.

164

Collaboration may be inherently more productive than

165

isolated work.
If this is true, the Internet may have spurred an unprecedented
outpouring of creativity for the simple reason that many people are now free to create
and share their works with the world for the first time. More input plus more minds at
work means more creative works.
This last hypothesis, if true, does not mean that IP never played a role in the creative
process, or that it cannot continue to do so in some ways. It may be that even if artists
166

and inventors are not primarily motivated by money, corporations are.
Those
corporations might pay the artists and inventors to create, or acquire their work and do
the costly job of bringing it to the masses. A number of scholars have suggested that
167

what IP truly encourages is not the act of creation but the act of commercialization. I
have elsewhere been critical of the idea that we should give one company control over
investing in bringing a product to market.

168

And the empirical evidence suggests that IP

164

See Reuveni, supra note 159, at 747–55 (discussing the internal and external information
networks that form the cognitive architecture of creativity).
165
See YOCHAI BENKLER, THE PENGUIN AND THE LEVIATHAN: THE TRIUMPH OF COOPERATION OVER SELFINTEREST (2011) (making this argument).
166 Julie Cohen suggests that IP is fundamentally about generating property rights for corporations,
not creators. Cohen, supra note 150, at 142–43.
167 See Michael Abramowicz & John F. Duffy, Intellectual Property for Market Experimentation, 83
N.Y.U. L. REV. 337, 405, 408 (2008) (arguing for a system that allows “commercialization” patents,
which would provide for patents in cases where commercialization is daunting, although traditional
patentability requirements are not strictly met); Michael Abramowicz, The Danger of Underdeveloped
Patent Prospects, 92 CORNELL L. REV. 1065, 1106–10 (2007) (discussing how to encourage further
development of an invention towards commercialization with patent incentives); Jonathan M. Barnett,
Copyright Without Creators, 9 REV. L. & ECON. 389, 404–14 (2013) (discussing copyright’s role in efficient
distributing and marketing of content); F. Scott Kieff, Property Rights and Property Rules for
Commercializing Inventions, 85 MINN. L. REV. 697, 710 (2001) (discussing incentives from patent law to
commercialize); Ted Sichelman, Commercializing Patents, 62 STAN. L. REV. 341, 345 (2010) (discussing
possible changes to improve patent law’s commercialization incentives).
168 E.g., Mark A. Lemley, Ex Ante Versus Ex Post Justifications for Intellectual Property, 71 U. CHI. L.
REV. 129, 142–48 (2004); Lemley, supra note 13, at 738–45. There is good empirical evidence that
patent rights do not drive technology transfer and may in fact impede it. See, e.g., Rochelle Cooper
Dreyfuss, Double or Nothing: Technology Transfer Under the Bayh-Dole Act, in BUSINESS INNOVATION AND
THE LAW 52, 61–62 (Marilyn Pittard et al. eds., 2013) (“[S]cientists do appear to be influenced by patent
status, and to avoid projects that require licensing.”); Bhaven Sampat & Heidi L. Williams, How Do
Patents Affect Follow-on Innovation? Evidence from the Human Genome 25 (Feb. 12, 2015)
(unpublished manuscript), available at http://economics.mit.edu/files/9778 (finding no significant
value to patents in driving ex-post commercialization, even in biotechnology); SECRETARY’S ADVISORY
COMM. ON GENETICS, HEALTH & SOC’Y, DEP’T OF HEALTH & HUMAN SERVS., GENE PATENTS AND LICENSING
PRACTICES AND THEIR IMPACT ON PATIENT ACCESS TO GENETIC TESTS, 89–90 (2010), available at
http://oba.od.nih.gov/oba/sachgs/reports/SACHGS_patents_report_2010.pdf (finding that gene patents
have the potential to give one party a stranglehold on treatment technology); Heidi L. Williams,
Intellectual Property Rights and Innovation: Evidence from the Human Genome, 121 J. POL. ECON. 1, 22, 24
(2013) (finding that products based on genetic data in public databases were more likely to be
commercialized than products based on proprietary databases); cf. Michael J. Burstein, Exchanging
Information without Intellectual Property, 91 TEX. L. REV. 227, 282 (2012) (arguing that IP is not
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rights actually impede rather than encourage commercialization. But even those who
believe that IP law traditionally served the goal not of encouraging creation but of
encouraging its distribution should acknowledge that the Internet renders that
justification irrelevant. An IP regime based on the idea that reproduction and distribution
are costly and need to be encouraged becomes unnecessary in a world where
reproduction and distribution become costless.
Related justifications focus on the value of the commercializer as an intermediary,
170

picking the valuable books and songs so the consumer doesn’t have to.
But that
justification too collapses with the arrival of the Internet. Crowds do a surprisingly good
job of picking the content they want. Indeed, in some modern content markets it is
crowds that perform the intermediation function, with the content industries publishing
works only after they have been pre-selected by the audience. For example, Joel
Waldfogel and Imke Reimers show that an astonishing ten percent of best-selling books
were first self-published, and that in some popular genres that percentage is over thirty
percent; those books got mainstream publishers only after they proved their value in the
marketplace.
Bieber,

172

171

Similarly, many superstars in music and even television, such as Justin

were relative unknowns disdained by the major studios but discovered by

173

fans.
And even if crowds can’t be relied upon to pick books, music, and movies,
software is getting better and better at doing it for us as artificial intelligence improves

necessary for commercialization in many circumstances).
169
See, e.g., Paul J. Heald, How Copyright Keeps Works Disappeared, 11 J. EMPIRICAL L. STUD. 829, 829
(2014) (finding in an empirical study that “[t]ogether with publishing business models, copyright law
seems to deter distribution and diminish access”); Paul J. Heald, Property Rights and the Efficient
Exploitation of Copyrighted Works: An Empirical Analysis of Public Domain and Copyrighted Fiction
Bestsellers, 92 MINN. L. REV. 1031, 1034 (2008) (presenting empirical data that suggests copyright
extension imposes deadweight losses without offsetting gains).
170
Jonathan Barnett, for example, argues that while the Internet reduces costs of creation,
reproduction, and distribution, it increases the costs of finding and evaluating that content. Barnett,
supra note 167, at 391–92, 414, 416; see also id. at 425–26 (arguing that copyright owners are necessary
to pick future superstars for us). Patent theory has similarly focused on the role of patents as signalling
devices. Clarisa Long, Patent Signals, 69 U. CHI. L. REV. 625 (2002); see also Mark A. Lemley, Reconceiving
Patents in the Age of Venture Capital, 4 J. SM. & EMERGING BUS. L. 137, 144 (2000) (noting that patents
can be indicators of a company’s market model, product differentiation or branding, and progress in
research and development).
171
Waldfogel & Reimers, supra note 109, at 22; see also Alexandra Alter, Publishers Turn to the Crowd
to Find the Next Best Seller, N.Y. TIMES, Aug. 12, 2014, at B1 (describing efforts to crowd source the
selection of a work for publication).
172
OK, bad example.
173
See Joel Waldfogel, And the Bands Played On: Digital Disintermediation and the Quality of New
Recorded Music 25, 31 (June 25, 2012) (unpublished manuscript), available at
http://ssrn.com/abstract=2117372 (finding that independently produced albums that would not have
made it to market under a pre-Internet regime account for a growing share of commercially successful
albums).
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and as Big Data gives it more detailed information about our likes and dislikes.

174

There is still a role for IP on the Internet. There are some works that are so costly to
create even in the digital world that they are unlikely to be made without effective IP
protection. Big-budget movies and video games cost hundreds of millions of dollars to
make. No amount of creative fire will drive someone who doesn’t have hundreds of
175

millions of dollars to make Peter Jackson’s Lord of the Rings trilogy.
They need
corporate backing, and the corporate backers need a revenue stream. But in the Internet
era those works are increasingly the exception, not the rule. The law therefore needs to
figure out ways to protect those exceptional works without blocking the creativity that is
happening despite, not because of, IP.
B. LESSONS FROM THE INTERNET EXPERIENCE
The Internet offers valuable lessons for the coming economy of plenty. In a world where
goods, services, and biologics share the economic characteristics of content distributed
over the Internet, what can we learn about IP and innovation in those spaces? Here are
several lessons.
1. IP Owners Will Fight the Death of Scarcity
Content owners fought tooth and nail to prevent the development of digital content.
They sought to shut down the technology, to sue the people who used it, and to sue
176

anyone associated with those people. Ironically, at least one reason that copyright
infringement is so prevalent on the Internet is that, for many years, consumers who
wanted access to digital content on demand had no legal alternative. The music industry
spent years trying to shut down digital music before actually offering a realistic, legal,
digital music service, and when they finally did agree to license a legal alternative—
iTunes—they priced their songs to protect their offline music market rather than to make
digital music attractive. Book publishers conspired to raise the price of eBooks so they
wouldn’t cut into the sales of hardback books; it took a successful government antitrust
177

case to force competition in eBook pricing. And even today, the labyrinth of rules
around lawful access to television shows is so great that it is impossible to know what

174

See RIFKIN, supra note 5, at 130 (describing companies picking potential hits in music and movies
by using Big Data).
175
The Lord of the Rings trilogy reportedly cost a total of $281 million to create and The Hobbit even
more. Nick Perry, AP NewsBreak: ‘Hobbit’ Trilogy Costs $561M So Far, THE BIG STORY (Oct. 4, 2013, 9:54
AM), http://bigstory.ap.org/article/apnewsbreak-hobbit-trilogy-cost-561m-so-far.
176
See supra notes 110–114 and accompanying text.
177
United States v. Apple Inc., 952 F. Supp. 2d 638 (S.D.N.Y. 2013).
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episodes of a show will be available when, from what source, and for how long.

178

Some of that resistance is irrational, a fear that the sky is falling whenever things change.
But some of it is rational even if it is not socially optimal. While I suggest society would
179

benefit from the explosion of content on the Internet, and I think that on balance
creators would too, it does not follow that existing copyright industries will benefit. The
history of technological disruption of copyright law is almost always one of more people
180

creating more content and making more money, but the people making money from
content in the new regime are not always the same ones who made money in the old
one. The phonograph was a godsend to both musicians and consumers, but those in the
business of printing sheet music probably didn’t see it that way. Similarly, while record
companies, movie studios, and book publishers will all likely survive the digital
transition, it is doubtful they will be able to hold on to a business model in which they
take the lion’s share of the revenue, leaving only a small percentage for the artists. It may
well be rational for record companies and movie studios to fight the digital transition,
even if it is rational for everyone else concerned to hope they lose that fight.

181

The same dynamic is likely to play out in each of the new technologies I discussed in Part
182

I. Professional industrial design firms will resist having their works “Napsterized”
because they fear losing control over who can use their design and not getting paid when
people do.

183

Indeed, some have already called for strengthening IP laws to try to block

the distribution of designs for patented products to 3D printers.

178

184

Large biotechnology

This problem has even been mocked in a cartoon. I Tried to Watch Game of Thrones and This Is
What Happened, THE OATMEAL, http://theoatmeal.com/comics/game_of_thrones (last visited Nov. 21,
2014) (detailing the adventures of someone who tries and fails to watch Game of Thrones legally on the
Internet). Warning: As with most of the Oatmeal cartoons, this one is NSFW.
179
See supra Part II.A.
180
See Lemley, supra note 32, at 125–32 (offering several examples from the nineteenth century to
the present where technological disruption created a new boom in content consumption even though
content industries predicted disaster).
181
See RIFKIN, supra note 5, at 6 (“Powerful industry leaders often strive to restrict entry of new
enterprises and innovations.”); Mark P. McKenna, Fixing Copyright in Three Impossible Steps, 39 J.C. &
U.L. 715, 724 (2013) (“It is, of course, inevitable that economic interests will harden around existing
rules and technologies. But that is all the more reason to be skeptical of claims by rights owners that new
technologies threaten creativity—what they really mean is that those new technologies threaten certain
entrenched interests.”).
182
See supra note 62 and accompanying text (discussing the impact of 3D printing on patent
industries and comparing it to the technological disruption in the copyright industries).
183
See id. at 1705 (“The temptation to lobby for legal limits on 3D printing technology will be
strong.”); Finocchiaro, supra note 38, at 507–08 (noting the risk that incumbents will seek to regulate
3D printing to protect their own interests).
184
See, e.g., Nicole A. Syzdek, Five Stages of Patent Grief to Achieve 3D Printing Acceptance, 49 U.S.F. L.
REV. (forthcoming 2015) (manuscript at 10–11) (on file with the New York University Law Review)
(“Currently, it may be easy for enraged patent holders to persuade policy makers and judges to impose
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companies will resist the move to a modular, open-source synthetic biology. And while
the economics are less clear, robotics companies may well resist giving control over what
their robots do to a host of amateurs who can change and upgrade those robots,
preferring instead to keep control in the factory (and keep demand for new versions
strong).

185

IP law offers tools to each of those companies: design and utility patents in
186

the case of 3D printing,
utility patents for synthetic biology, and patents and
copyrights for robotics. We should expect to hear the same sorts of warnings about these
new technologies that we heard about the Internet, and we should expect to see the
same effort to use IP rights and the courts to bring those technologies under control.
2. IP Owners Will (Probably) Lose That Fight
IP owners lost the fight to keep content off the Internet, or alternatively to lock down the
Internet itself, for two reasons. First, there was simply too much value to the Internet as
a whole and the digital distribution of content. Courts were willing to shut down sites
like Napster, Grokster, and others that they viewed as designed entirely to profit from
187

copyright infringement, but they have so far balked at IP owner requests to ban sites
like Amazon, Google, or YouTube that clearly had large social value despite also
facilitating some infringement.

188

The second reason has to do with the democratizing

limits on the growth of 3D printing technology . . . . Patent holders may [also] try to teach the public
about the illegality of infringement through litigation.”). Notably, Syzdek does not support these efforts
to stifle the technology. Id. (manuscript at 25).
Futurist Cory Doctorow’s 2007 short story Printcrime is premised on the idea that governments
banned 3D printers because of their potential for illegal use. CORY DOCTOROW, Printcrime, in
OVERCLOCKED: STORIES OF THE FUTURE PRESENT 1, 2–4 (2007).
185
Manufacturers of robots and 3D printers may worry for other reasons as well, such as the risk of
liability if their devices are misused. See Engstrom, supra note 39, at 38 (discussing the difficulties in
assessing liability in a world of 3D printing).
186
Patent law has traditionally not applied to the movement or sale of information or blueprints for
creating devices rather than the devices themselves. See, e.g., Microsoft Corp. v. AT&T Corp., 550 U.S.
437, 451–52 (2007) (asserting that Congress purposely excluded “information” and “instructions” from
35 U.S.C. § 271(f)); Bayer AG v. Housey Pharm. Inc., 340 F.3d 1367,
1377 (Fed. Cir. 2003) (holding that “the production of information is not covered” by 35 U.S.C. §
271(g)). But the International Trade Commission recently ignored that precedent in issuing an order
barring the “importation” of digital files describing braces for teeth. Certain Digital Models, Digital Data,
and Treatment Plans for Use in Making Incremental Dental Positioning Adjustment Appliances, the
Appliances Made Therefrom, and Methods of Making Same, Inv. No. 337-TA-833, USITC Pub. 531073,
at 22 (Apr. 3, 2014) (final) (affirming an ALJ’s determination that the “electronic transmission of digital
data sets constitute[s] ‘importation of . . . articles’” and therefore meets the threshold for a patent claim).
187
See, e.g., Metro-Goldwyn-Mayer Studios Inc. v. Grokster, Ltd., 545 U.S. 913, 941 (2005) (finding
important Grokster’s “purpose to cause and profit from third-party acts of copyright infringement”);
A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004, 1015 (9th Cir. 2001) (highlighting Napster’s
“commercial use” of copyrighted material).
188
See, e.g., Viacom Int’l, Inc. v. YouTube, Inc., 676 F.3d 19, 26 (2d Cir. 2012) (holding that YouTube
could legally replicate, transmit, and display copyrighted videos as long as it did not have “actual
knowledge . . . of specific infringing activity”); Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1176
(9th Cir. 2007) (holding that Amazon may legally direct a user’s computer to a third party computer
displaying copyrighted images); Field v. Google Inc., 412 F. Supp. 2d 1106, 1109 (D. Nev. 2006)
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nature of the Internet. There is no central infringer on the Internet. When centralized
nodes for specialized services did appear, like Napster, courts promptly shut them down.
But because there was so much demand for content online, even when sites were shut
down, others promptly took their place. And those sites became more and more
189

decentralized, and correspondingly harder and harder to shut down.
reduced to playing Whac-a-Mole with infringing sites.

IP owners were

The same dynamic is likely to unfold with each of the three technologies I discuss in this
paper. We have already seen calls to ban content on 3D printers—not because of IP
infringement, but because people have distributed blueprints for 3D printing plastic guns
190

that can bypass traditional airport security. But precisely because the blueprint for the
3D-printed gun is nothing more than information, it turns out to be extremely hard to
suppress it. IP owners are likely to run into the same sorts of obstacles in suppressing
patented designs, code for robots, and genetic sequences distributed on the Internet.
IP owners in each of those industries may well turn, as the content industries did, to an
191

effort to shut down or regulate the new technology altogether. Lawmakers frustrated
by 3D-printed guns have already begun to talk about regulating the sale of 3D printers
192

themselves, just as copyright owners have sought to regulate Internet connections and
search engines. It is easy to imagine legislators similarly seeking to regulate gene printers
in an effort to stop smallpox or to regulate unauthorized modifications to robots that
might invade privacy or carry weapons.
I believe—and hope—that those efforts will fail, for the simple reason that the potential
(holding that Google did not violate IP rights by “allowing Internet users to access copies of . . .
copyrighted works”).
189
For instance, Napster was a single, centralized search function for peer-to-peer sharing of mp3
sites. Napster, 239 F.3d at 1011. When it was shut down, it was replaced by Grokster and Morpheus,
which did not use a central server but relied on “supernodes” run by individual users of the software to
distribute content across the peer-to-peer network. Grokster, 545 U.S. at 921. When Grokster was shut
down it was replaced by BitTorrent, which has no centralized nodes at all and relies on individual user
computers to pass along small bits of individual files, so that no user is transmitting all or most of a
particular work. See Carmen Carmack, How BitTorrent Works, HOWSTUFFWORKS (Mar. 26, 2005),
http://computer.howstuffworks.com/bittorrent.htm.
190
See, e.g., Engstrom, supra note 39, at 36 n.7 (noting that it is currently illegal to possess or
manufacture a firearm not detectible by a metal detector or an airport x-ray machine); Nick Bilton, The
Rise of 3-D Printed Guns, N.Y. TIMES, Aug. 14, 2014, at E2 (describing the proliferation and ease of access
to 3D-printed guns).
191
For the content industries’ response, see supra notes 110–114 and accompanying text.
192
See, e.g., Caitlyn R. McCutcheon, Deeper than a Paper Cut: Is It Possible to Regulate ThreeDimensionally Printed Weapons or Will Federal Gun Laws Be Obsolete Before the Ink Has Dried?, 2014 J.
TECH. L. & POL’Y 101, 127–30 (proposing to apply federal firearms regulations to 3D-printed guns); Ryan
W. Neal, 3D Printer Regulation Proposed: Democrats Fear Criminals Printing Guns, INT’L BUS. TIMES (May
13, 2013, 11:26 AM), http://www.ibtimes.com/3d-printer-regulation-proposed-democrats-fearcriminals-printing-guns-1254537 (reporting a legislative proposal by California State Senator Leland
Yee, which he later disavowed, for registration and background checks for 3D printers capable of
printing guns).
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social value in these new technologies, like the Internet, is enormous. But that outcome
is not certain. It depends on how established the technologies are when IP owners and
others try to ban them, how clear the benefits of those technologies have become, and
the farsightedness of courts and legislators asked to restrain innovation in order to
protect incumbent businesses.
It also depends on the particular characteristics of the IP regimes affected. Fairly early on
in the growth of the Internet, copyright law built in a limited immunity for
intermediaries that allowed the development of distribution technologies like
193

YouTube. But the IP laws that will apply to 3D printers, synthetic biology, and robotics
are not just copyright but also utility patent and design patent law, which have
characteristics that are much less hospitable to intermediaries.
Utility patent and design patent law do not require copying; independent creation of the
194

same technology is an act of infringement.
And while they were written with
manufacturing entities in mind, anyone who makes or uses the invention is an infringer,
creating a risk that end-users will be sued for patent infringement when they use 3D
195

printers. There is as yet no immunity for intermediaries from utility patent or design
patent infringement. And design patents at least have a draconian damages regime that
196

imposes a disproportionate cost on those found to infringe.
On the other hand,
copyright law is more easily adapted to information; depending on the way the claims
are written, owners of utility or design patents might have to sue the actual maker of a
thing rather than just the intermediary who provides a blueprint.

197

The Internet has survived repeated efforts by private parties to lock it down, and it seems
unlikely after the dramatic defeat of SOPA

198

193

that anything so draconian will pass, at

17 U.S.C. § 512 (2012) (giving immunity to service providers for material transmitted through an
“automated technical process”); see also Anupam Chander, How Law Made Silicon Valley, 63 EMORY L.J.
639, 660–61 (2014) (noting the importance of this immunity for websites dealing with third-party
content).
194
See, e.g., Allen Eng’g Corp. v. Bartell Indus., Inc., 299 F.3d 1336, 1351 (Fed. Cir. 2002)
(explaining that copying plays no role in the claim to allegedly infringing product or process
comparison); Mark A. Lemley, Should Patent Infringement Require Proof of Copying?, 105 MICH. L. REV.
1525, 1525 (2007) (explaining that patent infringement is strict liability offense and does not require
knowledge of the patent’s existence).
195
Skyler R. Peacock, Note, Why Manufacturing Matters: 3D Printing, Computer-Aided Designs, and the
Rise of End-User Patent Infringement, 55 WM. & MARY L. REV. 1933, 1934–35 (2014).
196
See 35 U.S.C. § 289 (2012) (awarding a design patent plaintiff the defendant’s entire profit from
the sale of the article, regardless of how much the patented design contributed to that profit). For
criticism of this rule, see Mark A. Lemley, A Rational System of Design Patent Remedies, 17 STAN. TECH. L.
REV. 219, 224–31 (2013).
197
Brean, supra note 38, at 807–13 makes this argument.
198
The Stop Online Piracy Act was proposed legislation that would have given courts the power to
prevent interconnection on the Internet to websites deemed to traffic in piracy. It was stopped by an
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least in the United States. But that was never a guaranteed outcome. One possible
future for 3D printing, synthetic biology, and robotics is a dystopian one in which a few
large companies get the right to decide what sorts of innovation are permissible, whether
by combining existing law with ubiquitous surveillance technology or by passing new
laws that restrict entry into the technology. That is a particularly worrisome outcome in
complex technologies like synthetic biology and robotics, because it is unlikely that any
one company is going to be the best at developing all the pieces of the technology
200

someone might want to use.
iRobot might make a great vacuum cleaner (the
Roomba), but there is no guarantee they will also make the best software for having a
robot drive you to work or wash your dishes.
3. IP Owners’ Loss Is (Mostly) Innovation’s Success
If we can avoid the dystopian future of lockdown, the future of technology is likely to
look quite a bit like the Internet. Lots of people will create lots of designs, code, and
biobricks. Other people will use, repurpose, and improve on those things, often without
paying. But people will continue to create, because some people will pay for their
creations, because there will be other ways to make money from being creative, because
they want to be known for something or want the feeling of accomplishment that comes
with creating, and, ultimately, simply because they can. More and more of these
creations will operate outside the IP system, either expressly (biobrick inventors who
choose not to patent their inventions, for instance) or by the simple virtue of ignoring
that system.

201

This future is not a utopia. None of the technologies I have described is perfect, and each
requires physical inputs that will in turn be subject to the laws of scarcity. Further, the
lesson of the Internet is that while cheap, democratized production drives more creation,
not less, it may also change the nature of that creation. Without IP rights we may see
more creation by amateurs and academics and less by professional creators, just as in
202

music we now see more new bands and fewer bands with multi-album staying power.
That is both a good and a bad thing; removing the requirement of a major label record
contract has let lots of new talent into music, but the decline of professional artists may

unprecedented coalition of Internet companies and individuals. See HACKING POLITICS: HOW GEEKS,
PROGRESSIVES, THE TEA PARTY, GAMERS, ANARCHISTS, AND SUITS TEAMED UP TO DEFEAT SOPA AND SAVE THE
INTERNET (David Moon et al. eds., 2013) (telling the story of SOPA).
199
Nor did the Internet emerge entirely unscathed from the lockdown efforts, as Mike Linksvayer
points out. Mike Linksvayer, Innovation Policy in a World with Less Scarcity, GONDWANALAND (Mar. 28,
2014), http:///gondwanaland.com/mlog/2014/03/28/ip-post-scarcity/.
200
See Lemley, supra note 26, at 1048–52 (observing that the first person to invent something might
not be the best person to change or improve it).
201
See VON HIPPEL, supra note 155, at 89–91 (noting how the willingness of user innovators to give
their ideas away calls into question the basic theory of IP).
202
See supra notes 150–156 and accompanying text (noting this trend).
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change the nature of music in ways that cause us to lose some music we’d like to have.
Similarly, it is possible to imagine both a wealth of new product designs for 3D printers
and a decline in the number of professional design firms. And in synthetic biology, where
at least some products, like viruses and FDA-controlled chemicals, are likely to be heavily
regulated, the cost and delay associated with that regulation may require some means to
recoup investment.
At least in the medium term, however, those professional firms are likely to coexist with
the amateurs, just as professional musicians and movie studios have found it possible to
coexist—even thrive—alongside the new entrants. The dramatic reduction in cost that
has spurred new entry also boosted the demand for content—people consume more
203

music and video content than ever before, for example —and people are willing to pay
for things they like if they are delivered in convenient packages. And IP rights are
unlikely to disappear even if they are increasingly flouted, so professional providers who
choose to rely on IP rather than sharing their work for free can still make some money by
204

doing so.

In short, the technologies I highlight in this Article offer a world in which people create
more things at less cost, largely despite rather than because of the IP laws. The IP laws
will continue to exist, and they will provide a necessary incentive for some forms of
creativity. But creation that relies on IP is likely to play a less and less significant role in a
post-scarcity world.
None of this is to say that these new technologies have no risks. A number of scholars
have worried about the health and safety risks of distributed access to technologies that
205

can 3D print guns or, worse, viruses. Some might conclude that we should regulate
these technologies, not in the hopes of encouraging innovation, but in order to prevent
206

innovation that can cause harm to society. But that is not what IP is supposed to be
about. If we want to regulate technologies because of their harmful social effects, IP
would seem an odd place to do it.

203

See supra notes 122–133 and accompanying text (noting a growth in demand for music, movies,
and books).
204
See Desai & Magliocca, supra note 62, at 1705 (“[F]irms would be better off embracing this
change in production to cultivate new markets instead of trying to win Pyrrhic victories in Congress and
the courts.”).
205
See, e.g., Bilton, supra note 190 (discussing the dispute over 3D-printed guns); Jordan Paradise &
Ethan Fitzpatrick, Synthetic Biology: Does Re-Writing Nature Require Re-Writing Regulation?, 117 PENN ST.
L. REV. 53, 61 (2012) (discussing the threat of synthetically manufactured organisms).
206
BENJAMIN WITTES & GABRIELLA BLUM, THE FUTURE OF VIOLENCE: ROBOTS AND GERMS, HACKERS AND
DRONES—CONFRONTING A NEW AGE OF THREAT 147–53 (2015) (arguing for a greater role for government
in regulating access to dangerous distributed technologies).
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III. BEYOND THE ECONOMICS OF SCARCITY
As we saw in Part II, IP law has significant implications for the development of a number
of different technologies. But those technologies also have broader implications for IP
law, and indeed for the economy more generally.
A. IP IN A POST-SCARCITY WORLD
I suggested in Part II that on the Internet, we increasingly get creativity in spite of, rather
than because of, IP law. If true, that fact has important implications for the role of IP. We
are still a long way from a post-scarcity world. But as more and more pieces of the
economy are based on information coupled with cheap, decentralized supplies of
physical goods, our IP rules will take on increasing importance. The point of the IP laws
is to encourage creation. If those laws are not promoting innovation and creation in that
new world, we need to rethink them.
The IP laws were created in a world of scarcity. They sought to take ideas that were
public goods—things that by their nature were not scarce—and artificially make them
207

scarce by designating them as owned by someone. The hope was that by bringing
those ideas within the traditional framework of economics, we would create market
incentives we could understand and accordingly encourage investment both in the
creation of new things and the distribution of those things to the world. By most
accounts, that approach has worked quite well for a long time.

208

But that doesn’t mean it always will. IP regimes have always coexisted with areas of
innovation not protected by IP, governed instead by open competition or informal norms
of sharing: food, fashion, comedy, and many others come to mind.

207

209

And as Jessica

See supra notes 24–27 and accompanying text.
See, e.g., MERGES, supra note 15, at 26–27 (arguing that IP “still makes sense” as a reward to
creators).
209
See, e.g., KAL RAUSTIALA & CHRISTOPHER SPRIGMAN, THE KNOCKOFF ECONOMY: HOW IMITATION SPARKS
INNOVATION 14 (2012) (“Fashion, food, football, and comedy are all industries in which creativity is
vibrant and the patent and copyright laws are either absent or irrelevant.”); Stefan Bechtold, The Fashion
of TV Show Formats, 2013 MICH. ST. L. REV. 451 (arguing that television thrives in part by not giving
broad protection to TV show ideas); David Fagundes, Talk Derby to Me: Intellectual Property Norms
Governing Roller Derby Pseudonyms, 90 TEX. L. REV. 1093, 1093 (2012) (detailing the self-governance
system that skaters have developed and implemented to “protect the uniqueness of their pseudonyms”);
Emmanuelle Fauchart & Eric von Hippel, Norms-Based Intellectual Property Systems: The Case of French
Chefs, 19 ORG. SCI. 187, 191–96 (2008) (describing an empirical study of appropriation norms among
chefs); Amy L. Landers, The Anti-Economy of Fashion; An Openwork Approach to Intellectual Property
Protection, 24 FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 427, 428 (2014) (arguing that “narrow protection
for fashion is . . . beneficial to the field because it facilitates spillovers . . . .”); Dotan Oliar & Christopher
Sprigman, There’s No Free Laugh (Anymore): The Emergence of Intellectual Property Norms and the
Transformation of Stand-Up Comedy, 94 VA. L. REV. 1787, 1787–88 (2008) (discussing norms against
copying among stand-up comedians); Aaron Perzanowski, Tattoos & IP Norms, 98 MINN. L. REV. 511, 513
(2013) (“Although tattoos fall squarely within the protections of the Copyright Act, copyright law plays
208

50

IP IN A WORLD WITHOUT SCARCITY

Litman has noted, we have seen robust innovation environments develop wherever there
are limits or exceptions to copyright law.

210

Even in domains in which IP offered protection, people have chosen to opt out of that
211

protection or change its rules to suit their needs. The Internet is one such domain;
most of the work created for the Internet is nominally copyrighted but, in practice,
212

subject to norms of non -enforcement under a wide range of conditions. It may be that
we simply do not need IP protection when both the cost of creation and the cost of
distribution fall below a certain point. If I am right about the trajectory of the
technologies I have discussed here, more and more pieces of the economy will fall below
that threshold.
That doesn’t mean IP can or will disappear, and certainly not overnight. It simply means
that how much (if any) IP we need in a given industry is a function of the characteristics
of that industry. As those characteristics change, so must IP. There are some industries,
like pharmaceuticals, that will need strong IP protection for the foreseeable future to
encourage innovation despite the cost of government regulatory barriers. Even in
industries that lack those barriers, there may be technologies or creative works (like bigbudget movies and video games) that cost so much to develop that no one will invest in
them without IP protection.

213

Further, the technologies I have described won’t eliminate

virtually no part in the day-to-day operation of the tattoo industry.”); Kal Raustiala & Christopher
Sprigman, The Piracy Paradox: Innovation and Intellectual Property in Fashion Design, 92 VA. L. REV. 1687,
1695–717 (2006) (describing copying in the fashion industry); Elizabeth L. Rosenblatt, A Theory of IP’s
Negative Space, 34 COLUM. J.L. & ARTS 317, 319 (2011) (describing industries where innovation thrives
without IP protection); Matthew Beasley, Note, Who Owns Your Skin: Intellectual Property and Norms
Among Tattoo Artists, 85 S. CAL. L. REV. 1137, 1141 (2012) (“[T]attoo artists have developed some social
norms which, in some respects, mirror formal intellectual property law.”). But see C. Scott Hemphill &
Jeannie Suk, The Law, Culture, and Economics of Fashion, 61 STAN. L. REV. 1147, 1170–80 (2009)
(disputing Raustiala and Sprigman’s claim that the lack of IP protection drives innovation in fashion).
For criticism of the reliance on informal norms, see Jennifer E. Rothman, The Questionable Use of Custom
in Intellectual Property, 93 VA. L. REV. 1899, 1946–60 (2007) (questioning the ability of industry-driven
solutions to achieve optimal results). Amy Kapczynski has even explored the role of innovation without
IP in high-cost areas like pharmaceuticals. Amy Kapczynski, Order Without Intellectual Property Law: A
Case Study in Influenza 3 (unpublished manuscript) (on file with the New York University Law Review).
210
Jessica Litman, Revising Copyright Law for the Information Age, 75 OR. L. REV. 19, 27–30 (1996).
211
See, e.g., BENKLER, supra note 135, at 63–67 (discussing open source as an example of opting out of
IP protection); Jonathan M. Barnett, Property as Process: How Innovation Markets Select Innovation
Regimes, 119 YALE L.J. 384, 390 (2009) (arguing that we can judge the proper strength of an IP regime by
whether private parties opt out of it); Mark A. Lemley, Intellectual Property Rights and Standard-Setting
Organizations, 90 CALIF. L. REV. 1889, 1952–54 (2002) (discussing standard-setting organization IP rules
as a means of opting out of too-strong IP protection); Mark A. Lemley, Contracting Around Liability Rules,
100 CALIF. L. REV. 463, 470–83 (2012) (showing that parties can bargain around inefficient liability
rules); Robert P. Merges, Contracting into Liability Rules: Intellectual Property Rights and Collective Rights
Organizations, 84 CALIF. L. REV. 1293, 1295–96 (1996) (showing that parties can bargain around
inefficient property rules); Perzanowski, supra note 209, at 564–66 (discussing social norms that ignore
IP entitlements).
212
See Tim Wu, Tolerated Use, 31 COLUM. J.L. & ARTS 617, 622 (2008) (discussing this phenomenon).
213
Or perhaps some other form of government subsidy. States in the United States spent $1.4 billion
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all scarcity, and certainly not right away. Rather, market disruption will come in fits and
starts as technologies develop and are deployed at differing rates. But in a post-scarcity
world, high-cost products will increasingly become the exception, not the norm. They
will be islands of IP-driven content in a sea of content created without the need for IP.
IP is essentially a form of government regulation. The government restricts entry into the
market, or alternatively controls the price at which that entry can occur, in order to serve
214

valuable social ends. But regulation is not a moral entitlement or something that we
must take for granted. In the past, the government regulated all sorts of industries—
railroads, trucking, electric power, gas, telephones—because it could not see, given the
economics of those industries, how a free market could produce socially optimal
215

results. But in a surprising number of cases, when we deregulated those industries we
found that the market could indeed find a way to supply goods we thought would be
216

provided only with government rulemaking. IP is no different in this respect than any
other form of regulation. Regulation as a whole shouldn’t disappear, but regulation of
particular industries often turns out to be a reflexive response to a failure of imagination,
something we do because we have done it for so long that we cannot imagine how a
market in that industry could function without it.
We must similarly be willing to question IP in a post-scarcity economy. Changing
217

economic characteristics may undermine the theoretical basis for IP.
The Internet
certainly undermines the logic of IP as an incentive to commercialize works once they
218

are created,

but it may also undermine the classic theory of IP as an incentive to

subsidizing films in 2010. Reihan Salam & Patrick Ruffini, The Internet and Its Enemies, in COPYRIGHT
UNBALANCED: FROM INCENTIVE TO EXCESS 23, 25 (Jerry Brito ed., 2012).
214
See sources cited supra note 16; see also Shubha Ghosh, Decoding and Recoding Natural Monopoly
in Intellectual Property, 2008 U. ILL. L. REV. 1125, 1152 (2008) [hereinafter Ghosh, Decoding] (noting the
regulatory character of IP law); Shubha Ghosh, Patents and the Regulatory State: Rethinking the Bargain
Metaphor After Eldred, 19 BERKELEY TECH. L.J. 1315, 1352 (2004) (same); Lunney, supra note 109 at 1
(same). Some suggest that property rights are not regulatory. E.g., Thomas B. Nachbar, The Antitrust
Constitution, 99 IOWA L. REV. 57, 70 (2013). But that presupposes a definition of property at some scale
smaller than a market. A “property right” to prevent competition is in essence regulatory. Yochai
Benkler, Some Economics of Wireless Communications, 16 HARV. J.L. & TECH. 25, 25–27 (2002).
215
See Ghosh, Decoding, supra note 214, 1154 (“Utilities such as electricity and telephone companies
are traditionally restricted in their ability to set prices for their services.”).
216
While people’s views of success may differ, for me, clear examples of successful deregulation
include the trucking industry, the railroads, the telephone network, wireless telephony, electric power
generation, and the airline industry. See, e.g., John Howard Brown, Jimmy Carter, Alfred Kahn, and
Airline Deregulation: Anatomy of a Policy Success, 19 INDEP. REV. 85 (2014) (“[T]he deregulation
movement that was largely initiated during [President Jimmy Carter’s] term in office was and remains a
very successful policy.”); Ghosh, supra note 114, at 1176 (asserting that “the move from a regime of
regulation was justified and correct” in the airline, telecommunications, and electricity industries).
217
See Newman, supra note 35, at 1407 (“In the face of the ‘magic’ of zero prices, the neoclassical
economic model that underpins modern U.S. copyright law largely collapses. Consequently, the shift
toward a freeconomic model carries with it sweeping implications for copyright law and discourse.”).
218
See supra notes 167–169 and accompanying text.
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create. Once creation is cheap enough, people may do it without the need for any IP
incentive. This suggests that we should pay more attention to alternative means of
219

encouraging production, rather than assuming the superiority of IP. IP will continue to
exist in a post-scarcity economy, but it is likely to recede in importance as a driver of
creation.
It is hard to translate this scepticism into immediate policy prescriptions, both because
the whole point is that the need for IP must be sensitive to individual industry
characteristics and because the technologies I am discussing are still in their infancy.
Nonetheless, the Internet experience offers some guidance in making laws for this new
world. First, we should resist the tendency to expand IP reflexively to meet every new
technological challenge. Incumbent industries are always threatened by new
technologies and they often turn to regulation to create barriers to those technologies in
order to protect the old way of doing things. IP owners will do the same thing.
Trademark owners used to a world in which only commercial counterfeiters reproduce
their brands will struggle with how to adapt trademark law to private home generation
220

of logoed products.

But it is not clear that they should have a right to prevent the mere
221

making of a thing that looks like a trademark when it is not sold in commerce.
Copyright owners will struggle with how to protect files that are effectively only
222

blueprints for the making of a useful article. While some changes in the economics of
production and distribution may call for IP rights as a response, others may suggest that
223

IP rights are unnecessary.
The post-scarcity technologies heighten the disjunction
between what the law covers and what the public thinks is fair because IP law will
increasingly purport to govern what individuals do for non-commercial purposes in their

219

See Michael Abramowicz, Perfecting Patent Prizes, 56 VAND. L. REV. 115, 122 (2003) (arguing that
prizes can sometimes be preferable to patents); Hemel & Ouellette, supra note 160, at 303 (arguing that
non-IP tools are sometimes better for encouraging innovation); Kapczynski, supra note 15, at 978
(arguing that IP overemphasizes price). For a more sceptical note, see Saul Levmore, The Impending
iPrize Revolution in Intellectual Property Law, 93 B.U. L. REV. 139, 161 (2013) (predicting that a move
from property rights to prizes will “involve significantly more interest-group activity” and “camouflage[]
spending and taxing decisions”).
220
See Desai & Magliocca, supra note 62, at 1712 (predicting 3D printing of trademarked logos).
221
See id. at 1711–12 (explaining how the use-in-commerce requirement is necessary to limit
trademark infringement since anyone can reproduce a trademark with a 3D printer); Stacey L. Dogan &
Mark A. Lemley, The Merchandising Right: Fragile Theory or Fait Accompli?, 54 EMORY L.J. 461, 478–95
(2005) (arguing against such a right); Jeremy N. Sheff, Veblen Brands, 96 MINN. L. REV. 769, 831 (2012)
(noting flaws in the post-sale confusion doctrine).
222
See Lucas S. Osborn, Of PhDs, Pirates, and the Public: Three-Dimensional Printing Technology and
the Arts, 1 TEX. A&M L. REV. 811, 832–35 (2014) (analyzing this issue); Kyle Dolinsky, Note, CAD’s
Cradle: Untangling Copyrightability, Derivative Works, and Fair Use in 3D Printing, 71 WASH. & LEE L. REV.
591, 626–81 (2014) (same).
223
See Susson, supra note 39, at 45 (arguing that legislators should refrain from expanding IP
protections in response to 3D printing until we see how the technology develops).
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224

own home.

Second, IP owners should not be allowed to reach beyond suing infringers to shut down
or modify the technology itself. The temptation for them to do so is powerful, and will
only grow as new technologies democratize the acts of reproduction and distribution.
But blocking technological development in order to protect IP rights is likely to do far
more damage than good to the economy. We have (so far) avoided that route with the
Internet,

225

but the expansive interpretation given to doctrines of secondary liability in
226

copyright makes it a continued risk. Patent law may pose an even greater risk, because
intermediaries and technology developers could be liable for direct rather than
contributory infringement depending on the way the claims are drafted.

227

IP laws should be reformed to give more breathing room to new technologies, even if
those technologies can be misused for infringement. We may well need a form of legal
immunity for the designers of the hardware for these technologies—3D printers, gene
assemblers, and open robots

228

—just as we do for providers of general-purpose

computers or Internet service providers.

229

We may also need immunity for those who

host the information content that runs on that hardware.

224

230

Like those technologies, the

As Pam Samuelson put it in the context of the Internet, “[c]opyright has suddenly become
significant not only to industry insiders who are steeped in this law’s complexities, but also to the
millions of people who access information on the Internet and who often share this information with
others.” Pamela Samuelson et al., The Copyright Principles Project: Directions for Reform, 25 BERKELEY
TECH. L.J. 1175, 1177 (2010).
225
Indeed, Anupam Chander argues that the protection the law provided to Internet intermediaries is
what allowed Silicon Valley to thrive. Chander, supra note 193, at 642.
226
See, e.g., Metro-Goldwyn-Mayer Studios Inc. v. Grokster, Ltd., 545 U.S. 913, 933–34 (2005)
(rejecting a narrow application of secondary liability).
227
For an argument that contributory rather than direct infringement liability is more likely, see
Syzdek, supra note 184, at 15–18. For a discussion of claims to patent the design files themselves, and
why we should be leery of such claims, see Timothy R. Holbrook & Lucas S. Osborn, Digital Patent
Infringement in an Era of 3D Printing, 48 U.C. DAVIS L. REV. (forthcoming 2015) (manuscript at 42–52),
available at http://ssrn.com/abstract=2483550.
228
See STEPHANIE JOYCE ET AL., POSITIONING SYNTHETIC BIOLOGY TO MEET THE CHALLENGES OF THE 21ST
CENTURY 34–36 (2013) (proposing such a regime for synthetic biology); Calo, supra note 94 (proposing
such a regime for open robotics); Calo, supra note 95, at 604–09 (same); Desai & Magliocca, supra note
62, at 1716–19 (proposing such a regime for 3D printing); Andrew W. Torrance & Linda J. Kahl,
Bringing Standards to Life: Synthetic Biology Standards and Intellectual Property, 30 SANTA CLARA HIGH
TECH. L.J. 199, 221–29 (2014) (discussing possible IP standards for synthetic biology).
James Grimmelman suggests that the legal issues posed by 3D printing are “as hard as some of the
most notoriously difficult parts of copyright—but [] also no harder.” Grimmelman, supra note 62, at
683–84. But 3D printing implicates not just copyright but also patent and design patent law, and the
rules those laws have traditionally applied are different. See supra notes 194–197 and accompanying text
(pointing out some of the differences between copyright and patent law implicated by 3D printing).
229
See, e.g., 47 U.S.C. § 230(c)(2) (2012) (immunizing computer service providers from tort liability
for publishing content they do not themselves originate).
230
Desai & Magliocca, supra note 62, at 1718–19. The Digital Millennium Copyright Act arguably
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makers of 3D printers, gene assemblers, and open robots are building a substrate
divorced from the informational content of the design, and hence from the uses to which
the device might be put.
231

Finally, IP law needs to make it easier for creators to opt out of the IP regime. The
Internet is littered with unnecessary copyrights automatically given to works that have
no need for them.

232

While there are ways to release an idea to the public irrevocably,
233

they are complex and seldom used. It is easier not to obtain a patent or a design
patent, but simply opting not to do so will not protect an inventor from being sued for
sharing her own invention with the world.

234

As a result, even inventors with no interest
235

in asserting IP rights often feel the need to obtain their own for defensive purposes. IP
law needs to protect inventors, not just by offering them exclusive rights, but by
shielding them from exclusive rights claimed by others.

236

protects those data host sites from copyright liability so long as they take down allegedly infringing
material when copyright owners complain. 17 U.S.C. § 512 (2012). But there is no corresponding safe
harbour for patent or design patent infringement. Mark A. Lemley, Rationalizing Internet Safe Harbors, 6
J. TELECOMM. & HIGH TECH. L. 101, 107 (2007). Whether a data host site is liable for patent infringement
will therefore depend on whether making a copy of the blueprint or information can itself be “making”
or “using” the invention. The answer will depend on how the claim is written. Software patent claims
may well cover program code hosted on a computer even if that code is not operated on that computer.
By contrast, at least one commentator has argued that copying a blueprint for a 3D printed object is not
“making” the object itself. Brean, supra note 38, at 789–90 (arguing that distributing plans for an object
does not “make” the object). If so, 3D printer design host sites will face little risk of patent infringement.
The direct infringer would be the individual printing the design; intermediaries will be liable for
inducement only if they know that the design is infringing. See Global-Tech Appliances, Inc. v. SEB S.A.,
131 S.Ct. 2060, 2068 (2011) (discussing the knowledge requirement necessary to sustain intermediary
liability).
231
See VON HIPPEL, supra note 155, at 115–17 (discussing the advantages and complications of an
intellectual property commons).
232
While it is possible to disclaim copyright, it is harder than it appears. See Timothy K. Armstrong,
Shrinking the Commons: Termination of Copyright Licenses and Transfers for the Benefit of the Public, 47
HARV. J. LEGIS. 359, 391 (2010) (“U.S. copyright law now supplies no clear statutory path for placing a
work in the public domain during the author’s lifetime.”).
233
See, e.g., Lior Jacob Strahilevitz, The Right to Abandon, 158 U. PA. L. REV. 355, 390–405 (2010)
(summarizing the law of property abandonment generally); Matthew W. Turetzky, Applying Copyright
Abandonment in the Digital Age, 9 DUKE L. & TECH. REV. 019, ¶ 22 (2010) (“Proving that a copyright
owner abandoned his copyright is a rather onerous process.”).
234
This is because patent and design patent law, unlike copyright law, do not require proof that the
defendant copied the technology from the plaintiff. It is enough that the plaintiff has a patent whose
claims cover what the defendant is doing. See supra note 194. Cotropia and Lemley find that in some
industries as many as ninety-seven percent of all patent suits are filed not against copyists, but against
independent inventors. Christopher A. Cotropia & Mark A. Lemley, Copying in Patent Law, 87 N.C. L. REV.
1421, 1445–46 (2009).
235
See, e.g., Mark A. Lemley & A. Douglas Melamed, Missing the Forest for the Trolls, 113 COLUM. L.
REV. 2117, 2129–30 (2013) (explaining how companies use their patent portfolio to cross-license with
other patent owners).
236
See Susson, supra note 39, at 48 (arguing against expanding IP protection for 3D printing); cf.
Clark D. Asay, A Case for the Public Domain, 74 OHIO ST. L.J. 753, 801–05 (2013) (arguing for legislation
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B. WHAT WILL A POST-SCARCITY ECONOMY LOOK LIKE?
While the focus of this paper is on the role of IP in encouraging (or retarding) creation in
the post-scarcity economy, it is worth ending with some thoughts on the broader
implications of that new economy. It is not just IP law that is based on scarcity; our
whole economy is. What happens when most of the things people need and want are no
longer scarce?
While getting things for free (or close to it) seems like a boon to the economy, a number
of commentators worry that salaries of most people in the country are based on jobs
237

performing tasks that may soon be obsolete. If the Internet delivers our goods for us
without trucks or stores, 3D printers manufacture our goods, gene assemblers take over a
growing share of our health care and agribusiness, and robots provide many basic
238

services, what is left for people to do? They could create the things machines will
produce and deliver, but as I have suggested in this Article, that creation may not be
accompanied by a healthy paycheck. Our productivity will continue to increase, but it
239

will be machines, not people, that generate that additional productivity. If the returns
to productivity accordingly accrue to capital, not labor, the result may be to deepen
240

income inequality.

Some worry about massive unemployment, the decline of the
241

middle class professional, and exacerbating the growing gap between rich and poor.
To the extent that our economy is based on an ever-expanding spiral of consumption, a
long-term drop in the cost of most goods could trigger a fundamental economic
contraction or social unrest. Work is central to human social identity, and in the past

that makes it easier to opt out of IP altogether). Sam Vermont has suggested that patent law should
include an independent invention defense. Samson Vermont, Independent Invention as a Defense to Patent
Infringement, 105 MICH. L. REV. 475 (2005). I have questioned whether that idea is appropriate as a
general matter, Lemley, supra note 194, at 1527–32, but as more and more inventions occur in postscarcity technologies, the case for an independent invention defense will grow stronger.
237
The number of people talking about this has gone from essentially zero a few years ago to legion
today. E.g., ERIK BRYNJOLFSSON & ANDREW MCAFEE, RACE AGAINST THE MACHINE: HOW THE DIGITAL
REVOLUTION IS ACCELERATING INNOVATION, DRIVING PRODUCTIVITY, AND IRREVERSIBLY TRANSFORMING
EMPLOYMENT AND THE ECONOMY 1–9 (2011); David H. Autor & David Dorn, How Technology Wrecks the
Middle Class, N.Y. TIMES, Aug. 25, 2013, at SR6; Rotman, supra note 101, at 29; Coming to an Office near
You, supra note 93; Jon Evans, VCs on Inequality, Unemployment, and Our Uncertain Future, TECHCRUNCH
(Feb. 15, 2014), http://techcrunch.com/2014/02/15/vcs-on-inequality-unemployment-and-ouruncertain-future/.
238
The Gartner Group estimated in 2014 that one in three of today’s jobs will be performed by
machines in 2025. Patrick Thibodeau, One in Three Jobs Will Be Taken by Software or Robots by 2025,
COMPUTERWORLD (Oct. 6, 2014), http://www.computerworld.com/article/2691607/one-in-three-jobswill-be-taken-by-software-or-robots-by-2025.html.
239
See JEREMY RIFKIN, THE END OF WORK 3, 13 (1995) (explaining how machines are replacing human
productivity); Rotman, supra note 101, at 29 (noting recent growth in productivity).
240
THOMAS PIKETTY, CAPITAL IN THE TWENTY-FIRST CENTURY 242–43 (Arthur Goldhammer trans., 2014).
241
Autor & Dorn, supra note 237; Evans, supra note 237.
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those displaced by technology have reacted violently against it. One might also worry
about vesting more and more power in the companies that control the networks over
which information flows, companies that face little competition and seem increasingly
243

less likely to be subject to common-carrier regulation. And other aspects of our legal
system, like torts, will have to change when the people who produce goods are no longer
large companies who design them, but rather the very individuals who might be injured
by them.

244

While the risks these commentators have identified are substantial, I am somewhat more
optimistic than many who have thought about this issue. This is not the first time
technology or market forces have fundamentally disrupted our economy. I was alive in a
time when the United States was considered a leader in manufacturing, and making
245

products employed a substantial share of our workforce. And I’m not that old. Today
only ten percent of our jobs come from manufacturing; the rest have been sent overseas
246

or replaced by automation.
The loss of manufacturing jobs created substantial
disruption, but it did not destroy our economy or lead to a long-term increase in
unemployment. Rather, it created transition issues for individual workers, but the
247

workforce as a whole transitioned into service and technology jobs. Even industries
still in transition, like the Internet, bring new opportunities along with disruption. A
study by the McKinsey consulting group, for instance, found that the Internet has created

242

See, e.g., Thomas L. Friedman, If I Had a Hammer, N.Y. TIMES, Jan. 12, 2014, at SR11 (discussing
modern analogiess to the 1830s Luddite movement, in which the unemployed attacked factory machines
that had displaced their jobs).
243
Kevin Werbach, The Battle for Marginal-Cost Connectivity, THE HUFFINGTON POST (Apr. 8, 2014),
http://www.huffingtonpost.com/kevin-werbach/the-battle-for-marginalco_b_5110512.html.
244
Law responds to risk either by regulating entry or by regulating consequences. Tort law has
generally regulated consequences, but that seems less and less feasible in a world in which production is
non-commercial and democratized. See Deven R. Desai, The New Steam: On Digitization,
Decentralization, and Disruption, 65 HASTINGS L.J. 1469, 1474 (2014) (discussing how centralized control
and regulation will be rendered more difficult by the advent of technologies such as 3D printing);
Engstrom, supra note 39, at 41 (“3-D printing severs the long-established identity between manufacturers
and sellers, on the one hand, and enterprises, on the other. And this decoupling, in turn, . . . unsettles
product liability law's traditional theoretical foundation.” . Entry regulation seems likely to be both
ineffective and a bad idea even if it could work. Desai, supra, at 1474. We may need to replace tort law
with a social safety net as it becomes harder and harder to find those who make unsafe products and
hold them liable.
245
Manufacturing represented thirty percent of all U.S. jobs in the 1950s and 1960s. Rotman, supra
note 101, at 32.
246
Rotman, supra note 101, at 32
247
Id. (“[N]o historical pattern shows these shifts leading to a net decrease in jobs over an extended
period. . . . ‘[W]e have never run out of jobs. There is no long-term trend of eliminating work for
people.’”).
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248

Going further back, there was a time when over 60% of the people in the United States
were primarily employed producing food.

249

250

Even in 1900 the number was 41%.

251

Today that number is below 2%. That transition was the first real move to a postscarcity economy. And it was a dramatic one, more dramatic than anything we face
today. What would people do when they no longer needed to grow food to survive? The
answer is instructive: They would do a whole array of things no one in 1800 had ever
imagined, simply because they could. They were freed from the need to work to feed
themselves and turned loose to create new things and new means of passing their time.
252

The result was the Industrial Revolution, which brought dramatic change but also
unprecedented improvement in the human condition.
Post-scarcity technologies promise the same sorts of improvements, reducing the cost of
253

material things, health care, and services and greatly expanding their availability.
They may even provide those benefits while reducing the environmental footprint of
consumption: the small bit of electricity it costs to download a song does far less harm to
the world than manufacturing plastic discs, putting them in plastic cases, trucking them
to retail stores, and having people drive to the stores to buy and sell them.
and robotics may offer similar environmental benefits.

254

3D printing

What will people do when they no longer have to work to produce the goods and
services they need and want? I don’t know. But I am doubtful the answer is “nothing.”
John Maynard Keynes predicted in 1932 that increases in productivity would mean that
people would only work fifteen hours a week; there was simply no need to work more

248

MATTHIEU PÉLISSIÉ DU RAUSAS ET AL., MCKINSEY GLOBAL INST., INTERNET MATTERS: THE NET’S SWEEPING
IMPACT
ON
GROWTH,
JOBS,
AND
PROSPERITY
3
(May
2011),
available
at
http://www.mckinsey.com/insights/high_tech_telecoms_internet/internet_matters (follow “Full Report”
hyperlink).
249
RIFKIN, supra note 239, at 110 (“In 1850, 60 percent of the working population were employed in
agriculture.”).
250
Rotman, supra note 101, at 32.
251
Id. at 30.
252
See, e.g., MARK OVERTON, AGRICULTURAL REVOLUTION IN ENGLAND: THE TRANSFORMATION OF THE
AGRARIAN ECONOMY 1500–1850, at 206 (1996) (attributing the Industrial Revolution in part to labor
freed up by improvements in farming).
253
See PETER H. DIAMANDIS & STEVEN KOTLER, ABUNDANCE: THE FUTURE IS BETTER THAN YOU THINK 9–11
(2012) (“[T]he advancement of new, transformational technologies . . . will soon enable the vast
majority of humanity to experience what only the affluent have access to today.”); Tyler Cowen, Who
Will Prosper in the New World, N.Y. TIMES, Sept. 1, 2013, at SR5 (speculating how new technologies will
positively impact certain goods and services).
254
See RIFKIN, supra note 5, at 92 (discussing how 3D printing can change our use of the
transportation network).
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than that to pay for necessities.
It didn’t happen—not because the productivity
increases didn’t materialize, but because there is something inherent in us that drives us
to compete. We may make that competition artificial, as Barton Beebe has argued
trademark law already does, recreating scarcity by declaring certain luxury goods to be
off limits to most.

256

We may direct it in a more socially useful fashion, rewarding people
257

in social “markets” for contributing to the world in positive ways. Or, most likely, we
will devote our time to doing, consuming, and making things that none of us can
imagine today. As Lawrence Katz puts it, “[p]eople have always been able to create new
jobs. People come up with new things to do.”

258

Notably, though, they will not necessarily do it within the framework of a scarcity-based
economics driven by physical things sold for a price. While one possible future involves
recreating scarcity, either by developing new goods that are scarce or by artificially
duplicating it with brands, that is not the only possible path. The economy we have
known for over a century may play a smaller and smaller role in defining how people
actually live their lives. As Jeremy Rifkin puts it, “[a]s more and more of the goods and
services that make up the economic life of society edge toward near zero marginal cost
and become almost free, the capitalist market will continue to shrink into more narrow
259

niches where profit-making enterprises survive only at the edges of the economy . . . .

. . . . [w]e have been so convinced of the economics of scarcity that we can hardly
believe that an economy of abundance is possible. But it is.”

260

We may spend more of our time inventing and creating, not because we are paid to do so
but simply because we have that time to spend. Post-scarcity technologies give more of
us the means to be more creative. They give us an abundant source of raw materials to
play with, mix, and remix.

261

They free us from constraints that demand our time and

255

John Maynard Keynes, Economic Possibilities for Our Grandchildren, in ESSAYS IN PERSUASION 358,
369 (1963).
256
See Barton Beebe, Intellectual Property Law and the Sumptuary Code, 123 HARV. L. REV. 809, 815
(2010) (arguing that trademark law creates scarcity in luxury goods in order to protect relative status,
even though that scarcity is artificial; knock-off purses are often of equal quality to their brand-name
counterparts).
257
See Katya Assaf, Trademarks and Social Competition 3–4 (Dec. 13, 2014) (unpublished
manuscript) (on file with the New York University Law Review) (arguing for an economy of good
deeds).
258
Rotman, supra note 101, at 32 (quoting Lawrence Katz, Harvard Economist); see also RIFKIN, supra
note 5, at 266–67 (predicting new sources of employment in a post-scarcity economy).
259
RIFKIN, supra note 5, at 5.
260
Id. at 150.
261
See generally LAWRENCE LESSIG, REMIX: MAKING ART AND COMMERCE THRIVE IN THE HYBRID ECONOMY
(2008) (discussing the creative value of remixing pre-existing works).
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our attention. And that, more than any legal regime designed to encourage creativity,
makes me optimistic for the future.

CONCLUSION
The Internet is a harbinger of things to come—of a raft of new technologies that offer the
promise of separating creativity from production and distribution, and reducing the cost
of all three. Those technologies challenge the basis for our IP system, and indeed the
basis for our economy as a whole. The lessons from the Internet experience are
surprising and encouraging: People will create when given the opportunity to do so, even
without effective IP protection. Those lessons will have relevance for patent and design
patent as well as copyright as post-scarcity technologies remake more and more of our
economy in the shape of the Internet.
The prospect of that reshaping has caused many to worry about the death of the middle
class and the collapse of an economy based on a scarcity that will no longer exist. The
disruptions we face are real, and I don’t have a good answer to what people will spend
their time doing over the next century or how (or even if) they will get paid. But I think
history gives us reasons to be optimistic. Thinking about such questions has so far been
263

mostly the province of science fiction authors, but understanding what a post-scarcity
economy will look like is the great task of economics for the next century.

262

See SENDHIL MULLAINATHAN & ELDAR SHAFIR, SCARCITY: WHY HAVING TOO LITTLE MEANS SO MUCH 6–7
(2013) (arguing that scarcity directs the mind towards the scarce thing at the expense of more
productive lines of inquiry); STEFAN HECK & MATT ROGERS, RESOURCE REVOLUTION: HOW TO CAPTURE THE
BIGGEST BUSINESS OPPORTUNITY IN A CENTURY 1–2 (2014) (arguing that as these technologies go
mainstream they will create enormous new efficiencies).
263
See, e.g., CORY DOCTOROW, DOWN AND OUT IN THE MAGIC KINGDOM (2003) (envisioning a reputationbased system of payment for creativity); NEAL STEPHENSON, THE DIAMOND AGE (1995) (envisioning a
world without scarcity due to advances in nanotechnology).
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COLOMBIA – A PLACE WHERE YOU COULD BE SENTENCED TO TWO YEARS IN
JAIL FOR PLAGIARISM: A CRIME THAT DOES NOT EXIST!
MARCELA PALACIO PUERTA*
Colombian copyright law does not expressly incorporate plagiarism as a
crime. Nonetheless, Colombian courts have proclaimed plagiarism to be an act
worthy of incarceration. Colombian copyright law protects moral rights of the
author as human rights. In this regard, moral rights enjoy special protection
that economic rights, for instance, do not have. Somewhat counter-intuitively,
protecting moral rights as human rights, without set boundaries, may
unbalance the copyright system and even violate other human rights, which is
the case in Colombia. First, this Article describes the special protection of
moral rights as a guaranteed human right under Colombian law. Second, it
explains the Sentencia de Casación No. 31403 from 2010, a case law
sentencing a professor to jail term for plagiarism. Finally, this Article analyses
the said case law and concludes that the protection of moral rights as human
rights in the terms established by the Colombian Supreme Court may
unbalance the copyright system and violate other human rights.

* Adjunct professor and researcher at Universidad Sergio Arboleda (Bogotá, Colombia), Doctor of
Juridical Science (SJD) and LL.M. in International Legal Studies from American University Washington
College of Law. The author can be contacted at marcelapalaciop@gmail.com.
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COLOMBIA – A PLACE WHERE YOU COULD BE SENTENCED TO TWO YEARS IN JAIL FOR PLAGIARISM: A
CRIME THAT DOES NOT EXIST!

I. THE CONSTITUTIONAL PROTECTION OF COPYRIGHT
Have you ever contemplated being jailed for committing plagiarism? You would be, if
you infringe rights of paternity in Colombia.
Article 61 of the Colombian Constitution mandates the protection of intellectual property
(“IP”).1 This concept of IP includes both industrial property and copyright.2 Nonetheless,
under this Article,3 Congress must decide the type of protection to grant according to
international standards and constitutional mandate.4 The Colombian copyright
framework consists of both regional and domestic law. At the regional level, Decision
351 of 19935 from the Andean Community establishes substantive provisions and
enforcement mechanisms for copyright protection.
The Andean Community is a forum for economic integration between four Latin
American countries: Colombia, Bolivia, Ecuador and Peru.6 In order to achieve this
economic integration, Andean countries decided to harmonise legislations over some
matters which included IP. Therefore, the Andean Commission is the organisation in
charge of enacting laws, called Decisions, over IP matters.7 Such Decisions have a direct
effect on the territories of Andean countries, meaning that Andean Decisions do not need
to pass through a domestic implementation process.8 At the domestic level, copyright law

1

CONSTITUCIÓN POLÍTICA DE COLOMBIA [C.P.] art.61.
Corte Constitucional de Colombia [C.C.] [Constitutional Court], Jan. 24, 2001, M.P: J. Gaviria,
Sentencia C-053/01 (Colom.), available at http://www.corteconstitucional.gov.co/relatoria/2001/C-05301.htm.
3
Corte Constitucional de Colombia [C.C.] [Constitutional Court], Feb. 3, 1993, M.S: A.Martinez,
Sentencia C-040/1994 (Colom.), available at http://www.corteconstitucional.gov.co/relatoria/1994/C040-94.htm.
4
Corte Constitucional de Colombia [C.C.] [Constitutional Court], Nov. 4, 2010, M.P: L. Vargas,
Sentencia C-871 de 2010 (Colom.), available at http://www.corteconstitucional.gov.co/relatoria/2010/C871-10.htm. [hereinafter M.P: L. Vargas, Sentencia C-871/10].
5
Andean Community, Decisión 351, Common Provisions on Copyright and Neighbouring Rights,
Dic.17, 1993 available at http://derechodeautor.gov.co/decision-andina.
6
Marcela P. Puerta, Conflicto de Leyes al Interior del Régimen Común de Derechos de Autor y Derechos
Conexos de la Comunidad Andina de Naciones [Conflict of Laws within the Common Regime of Copyright and
Related Rights of the Andean Community of Nations], 17 LA PROPIEDAD INMATERIAL, 205, 206 (2013)
(Colom.), available at http://revistas.uexternado.edu.co/ index.php/propin/article/view/3586.
7
Alberto J. Cerda Silva, Copyright Convergence in the Andean Community of Nations, 20 TEX. INTELL.
PROP.
L.J.
429,
430
(2012),
available
at
http://www.tiplj.org/wpcontent/uploads/Volumes/v20/v20p429.pdf; see also Acuerdo de Integración Subregional Andino
[Cartagena Agreement], art. 55, May 26, 1969, 8 I.L.M. 910, available at http://www19.iadb.org/
int/intradebid/DocsPdf/Acuerdos/CANDINA%20%20Acuerdo%20de%20Cartagena%20Decision%20563.p
df.
8
See Intelectual, Interpretacion Prejudicial, 90-IP-08, (Tribunal de Justicia de la Comunidad Andina
2008)
available
at
http://www.tribunalandino.org.ec/sitetjca1/index.php?option=com_
filecabinet&view=files&id=1&Itemid=92.
2
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is regulated mainly by Law 23 of 1982.9 The relationship between both bodies of law is
hierarchal. In other words, where the laws disagree, Decision 351 would prevail.10
Colombian copyright law follows the dualistic theory, therefore, the law grants a set of
economic and moral rights to the author as the original right holder.11 These rights go
beyond the minimum standards established in the main copyright treaties to which
Colombia is a signatory – 12 namely the Berne Convention,13 Agreement on TradeRelated Aspects of Intellectual Property (“TRIPS Agreement”)14 and the WIPO Copyright
Treaty (“WCT”).15 In this way, the law grants economic rights over all known and
unknown uses16 – it not only grants the right of reproduction,17 distribution,18 public
communication,19 and transformation,20 but also protects every present and future use of
the work. Economic rights are subject only to an exhaustive list of limitations and
exceptions that are usually interpreted narrowly.21 These exceptions are: quotation;22
illustration for education;23 reproduction for the illustration of teaching;24 exception for
libraries;25 use in the course of judicial proceedings or by the legislative or administrative
bodies of the State;26 use of articles on topical subjects, commentaries on economic,
political or religious subjects published in newspapers or magazines through the press;27
works seen or heard in the course of reporting current events;28 reproduction of a
photograph, illustration and commentary on a current event;29 exception for the use of

9

L. 23/1982, Jan. 28, 1982, DIARIO OFICIAL [D.O] (Colom.) modified by L. 44/1993, Feb. 5, 1993, D.O.
and complemented by L.1403/2010, July 19, 2010, D.O. (Colom.).
10
See MARCELA PALACIO PUERTA, DERECHOS DE AUTOR, TECNOLOGÍA Y EDUCACIÓN PARA EL SIGLO XXI 151
(2016), available at http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2827825.
11
L. 23/1982, supra note 9, art. 9 supra note 9.
12
See PALACIO PUERTA, supra note 10, at 152.
13
See WIPO Treaties and Contracting Parties, http://www.wipo.int/treaties/en/remarks.jsp?cnty_id
=932C (last visited Oct. 22, 2014 6:33 PM).
14
See Agreement on Trade-Related Aspects of Intellectual Property Rights, Annex 1C, Marrakesh
st
Agreement Establishing the World Trade Organisation, 15 April 1994, 1869 UNTS 3 (entered into force 1
January 1995) 1867 U.N.T.S. 154.
15
See WIPO, Other IP Treaties, WIPO http://www.wipo.int/treaties/en/text.jsp?file_id=295166. (n.d.)
16
See Interpretacion Prejudicial, 24-IP-98, (Tribunal de Justicia de la Comunidad Andina 1998)
available at intranet.comunidadandina.org/Documentos/Procesos/24-IP-98.doc.
17
L. 23/1982, supra note 9, art. 12(a); see also Decision No. 351 Establishing the Common Provisions
on Copyright and Neighbouring Rights art. 13(a).
18
Id.
19
L. 23/1982, supra note 9, art. 13(b), 12 (c); see also Decision No. 351, supra note 17, art. 13(b).
20
L. 23/1982, supra note 9, art. 13(e), 12(b); see also Decision No. 351, supra note 17, art. 13(e).
21
See 24-IP-98, supra note 17, at 9.
22
L. 23/1982, supra note 9, art. 22(a), 31; see also Decision No. 351, supra note 17, art. 22(a).
23
L. 23/1982, supra note 9, art. 32.
24
Decision No. 351, supra note 17, art. 22(b).
25
L. 23/1982, supra note 9, art. 22(c), 38; see also Decision No. 351, supra note 17, art. 22(c).
26
L. 23/1982, supra note 9, art. 22(d), 42; see also Decision No. 351, supra note 17, art. 22(d).
27
Decision No. 351, supra note 17, art. 22(e).
28
Decision No. 351, supra note 17, art. 22(f).
29
L. 23/1982, supra note 9, art. 33.
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news;30 speeches delivered or read on public;31 lectures or talks given at establishments
of higher, secondary or primary education;32 images located permanently in a place open
to the public;33 ephemeral recordings;34 performance or execution of a work in the
course of the activities of an educational institution;35 transmission or retransmission of a
work;36 and private copy.37
On the other hand, moral rights are inalienable and imprescriptible.38 Moral rights
granted by the law are paternity right,39 integrity right,40 modification right,41 retraction
right,42 and the right to conserve the work unpublished and unattributed.43 These rights
are only subject to exceptions and limitations in two cases:44 first, in architectural design,
where the author of such work cannot prevent the owner of the property from making
alterations to it;45 and second, in works created by public employees or officials, where
“moral rights shall be exercised by authors in so far as such exercise is not incompatible
with the rights and obligations of the public bodies concerned.”46
Under Colombian copyright law, there is an important difference between the legal
treatment of moral rights and economic rights. Moral rights are protected as human
rights,47 while economic rights are considered to have constitutional protection but are
not categorised as human rights.48 The reason behind protecting moral rights as human
rights, as the Constitutional Court has stated, is that a person’s ability to create and to
express ideas is fundamental to humanity. Moreover, the Court has stated that removing
someone’s authorship over a creation, equals disavowing men as rational creatures.49

30

L. 23 / 1982, supra note 9, art. 34.
L. 23 /1982, supra note 9, art. 22(g), 35; see also Decision No. 351, supra note 17.
32
L. 23/1982, supra note 9, art. 40.
33
L. 23/1982, supra note 9, art. 22(h); see also Decision No. 351, supra note 17.
34
Decision No. 351, supra note 17, art. 22(i).
35
L. 23/1982, supra note 9, art. 149, 164; see also Decision No. 351, supra note 17, art. 22(j).
36
Decision No. 351, supra note 17, art. 22(k).
37
L. 23/1982, supra note 9, art. 37.
38
L. 23/1982, supra note 9, art. 30; see also Decision No. 351, supra note 17, art. 11; Corte
Constitucional de Colombia [C.C.] [Constitutional Court], Nov. 13, 2002, M.P: R. Escobar, Sentencia C975/ 2002 (Colom.) available at http://www.corteconstitucional.gov.co/RELATORIA/2002/C-975-02.htm.
39
L. 23/1982, supra note 9, art. 11(b), 30(a); see also Decision No. 351, supra note 17, art.11(b).
40
L. 23/1982, supra note 9, art. 11(c), 30(b); see also Decision No. 351, supra note 17, art.11(c).
41
L. 23/1982, supra note 9, art. 30(d).
42
L. 23/1982, supra note 9, art. 30(e).
43
L. 23/1982, supra note 9, art. 11(a), 30(c); see also Decision No. 351, supra note 17, art. 11(a).
44
See M.P: L. Vargas, Sentencia C-871/ 10, supra note 5.
45
L. 23/1982, supra note 9, art. 43.
46
L. 23/1982, supra note 9, art. 91.
47
See Corte Constitucional de Colombia [C.C.] [Constitutional Court], Apr. 28, 1998, M.P: V. Naranjo,
Sentencia C-155/ 98 (Colom.), available at http://www.corteconstitucional.gov.co/ relatoria/1998/C-15598.htm.
48
See id.
49
See id.
31
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This categorisation of moral rights as human rights grants them special protection under
the Colombian legal system that economic rights do not have. Under the Colombian legal
framework, there is a concept called “Constitutional Block” [bloque de
constitucionalidad].50 The Constitutional Block is a construct composed of norms and
principles that without expressly being in the Constitution are deemed to be part of it,
and, consequently, are considered constitutional mandates that guide the interpretation
of the legal system. Under this construct, human rights treaty provisions and
international humanitarian law are considered to be part of the Constitutional text.
Domestic legislation therefore, cannot conflict with their provisions. 51
Since moral rights are human rights, the Constitutional Court has held that Decision 351
makes moral rights a part of the Constitutional Block. Under the same school of thought,
provisions of the Berne Convention pertaining to moral rights could also be made part of
the Constitutional Block, and are, therefore, human rights.52 The TRIPS Agreement,
which is economic in nature and silent about moral rights, is not a part of the
Constitutional Block.53
This incorporation of moral right protection into the Constitutional Block has disastrous
practical effects, especially in criminal law, as is discussed below.

II. The Case: Sentencia de Casación No. 31403 (28 de mayo de 2010)
Sentencia de Casación No. 31403 from 2010,54 is an important decision regarding
protection of moral rights under criminal law. In this case, the Supreme Court
interpreted criminal law to give a broad scope of protection to moral rights provisions in
order to enforce paternity rights.
The petitioner Rosa María Londoño pressed criminal charges against Luz María Giraldo,
alleging moral rights infringement for plagiarism. The case began in 1996, when Rosa
was a university student and wrote a dissertation in order to obtain her professional
degree in literature. Her dissertation was successfully approved. In 1997, however, Rosa

50

C.P., supra note 1, art. 93.
Corte Constitucional de Colombia [C.C.] [Constitutional Court], Feb. 4, 2003, M.P: M. Monroy,
Sentencia C-067/ 03 (Colom.), available at http://www.corteconstitucional.gov.co/relatoria/2003/c-06703.htm. [hereinafter M.P: M. Monroy, Sentencia C-067/03].
52
Corte Constitucional de Colombia [C.C.] [Constitutional Court], Oct. 12, 2004, M.P: H. Sierra,
Sentencia C-582/ 04 (Colom.), available at http://www.corteconstitucional.gov.co/relatoria/2004/C-98804.htm.
53
Corte Constitucional de Colombia [C.C.] [Constitutional Court], Aug. 11, 1999, M.P: A. Martinez,
Sentencia C-582/ 99 (Colom.), available at http://www.corteconstitucional.gov.co/relatoria/1999/c-58299.htm.
54
Corte Suprema de Justicia [C.S.J.] [Supreme Court], Sala. Penal, May 28, 2010, M.P: S. Espinosa,
Proceso de Casación 31403 (Colom.), available at http://derechodeautor.gov.co/corte-suprema-de-justicia.
51
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found out that an article published in the Mexican journal “La Casa Grande” authored by
Luz María, who was a professor at her university, had reproduced some extracts from her
dissertation. The professor did not quote nor cite Rosa’s work.
In 2004, the Attorney General’s office accused the professor of violating Article 51(3) of
Law 44 of 1993.55 Law 44 of 1993, which was in force immediately prior to the current
law, established a punishment of imprisonment for two to five years and a fine of five to
twenty times the legal minimum monthly wage to “any person who in any way or by any
means reproduces, disposes of, condenses, mutilates or otherwise transforms a literary,
scientific or artistic work without the express prior authorisation of the owners
thereof.”56 In 2004, the trial court held that the professor had violated the moral rights
provision, not under Article 51(3), but under Article 51(1) of Law 44 of 1993. This
Article prescribed the same punishment but to “any person who publishes an
unpublished literary or artistic work, or part thereof, by any means, without the express
prior authorisation of the owner of rights.”57
The problem over selecting which provision was infringed arose from the fact that
criminal law did not punish paternity right infringement. Regardless of the fact that the
professor had been accused of plagiarism, which constituted an infringement of paternity
rights, she was punished under Article 51(1), which protects the right of the author to
conserve the work, unpublished.58 Consequently, the professor was sentenced to twentyfour months of imprisonment and a fine of five times the legal minimum monthly wage
was imposed. In 2008, the Court of Appeals confirmed the trial’s court decision.
The defendant appealed [recurso de casación] to the Supreme Court, which has the role
of “Cour de Cassation” as in the French system. This was an extraordinary resort because
the Supreme Court proceeds only under certain circumstances established by the law.59
The Supreme Court decided to hear the case based on a possible violation of
fundamental rights of the defendant on the account of differences between the charges
used in the accusations and the charges used to convict the professor. According to the
defendant, this situation had made it difficult to present a proper defence because Article
51(3) and Article 51(1) incorporated different crimes. The defence arguments initially
presented when the defendant was accused of violating Article 51(3) did not apply
against the accusation of violating Article 51(1) which the Court used to sentence the
defendant.
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L. 44/1993, Feb. 5, 1993, DIARIO OFICIAL [D.O.] (Colom.).
Id., art. 51(3).
56
Id., art. 51(3).
57
Id., art. 51(3).
58
Moral right established in L. 23/1982, supra note 9, art. 30(c); see also Decision No. 351, supra note
17, art. 11(a).
59
L. 906/2004, DIARIO OFICIAL [art. 181, Sept. 1, 2004, D.O.]. (Colom.), art. 181.
56
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The Supreme Court determined the scope of application of criminal law to moral rights.
The Court described and explained each of the prohibited acts against moral rights under
the current legislation, which is similar to Law 44 of 1993. In 2000, the Criminal Code
compiled and updated criminal law subject matter. Therefore, Article 51 of Law 44 of
1993 became Article 270 of Law 599 of 2000 with very few changes. The Court
concluded that the current criminal legislation did not expressly protect against
violations of the paternity right even though it was one of the most commonly violated
moral rights. The criminal law provision was aimed at punishing acts that infringed
moral rights other than plagiarism – such as publishing an unpublished work without
authorisation;60 entering in the National Register of Copyright a work in the name of a
person other than the author or an altered work61 and mutilating and transforming a
copyrighted work without authorisation.62 The Court concluded that the paternity right
was not expressly included in the text of the law.
However, the Court gave a constitutional interpretation to the criminal legislation for
moral rights protection. The Court concluded that because moral rights were human
rights protected by several international treaties, the Colombian Constitution63 and case
law, their protection should be interpreted according to the “pro homine” principle. This
principle is used for interpretation in human rights cases which require a broader
interpretation of the law and it is directed at protecting internationally recognised
rights.64 Additionally, the Supreme Court stated that under Colombian law, human rights
treaties, such as those containing moral rights provisions, are understood to be
incorporated directly within the text of the Constitution due to the legal concept of the
Constitutional Block.65
Therefore, as per this understanding of the law, the Supreme Court established that
Article 270 of the Criminal Code,66 which covers moral rights protection, should be
interpreted in a broader sense to protect human rights, including paternity rights of the
author. Article 270 must be interpreted by judges to include and prohibit:
1) “Acts that through other forms of disclosure may require public
disclosure of unpublished work, without the express prior authorisation
of the owner rights; and,

60

L. 599/2000, July 24, 2000, DIARIO OFFICIALOFICIAL [D.O.] (Colom.), art. 270(1).
Id., art. 270(2).
62
Id., art. 270(3).
63
C.P., supra note 1, art. 61.
64
Corte Constitucional de Colombia [C.C.] [Constitutional Court], May 10, 2010, M.P: J. Araújo & C.
Vargas, Sentencia C-366/ 06 (Colom.), available at http://www.corteconstitucional.gov.co/
relatoria/2006/C-355-06.htm.
65
C.P, supra note 1, art.93; see also M.P: M. Monroy, Sentencia C-067/ 03, supra note 51.
66
L. 599/2000, supra note 60.
61
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2) Acts that lead to the violation of the right of paternity, in case of the
following eventualities:
a) When without prior express authorisation of the right holder, a person
discloses fully or partially, under a name other than its right holder, an
unpublished literary, artistic, scientific work, film, audio-visual or
phonogram, or computer program.
b) When without prior express authorisation of the right holder, a person
publishes in whole or in part, under another´s name, an already disclosed,
literary, artistic, scientific work, film, audiovisual or phonogram, computer
program or software character.”67
Based on this reasoning, the Supreme Court affirmed the trial court’s decision, stating
that despite the difficulties in deciding which Article of the law to apply, both the trial
court and the Court of Appeals established that the prohibited act was that of the
defendant taking extracts of someone else’s text and presenting it as her own. This was
an infringement of paternity rights, which the law prohibited under a pro homine
interpretation.

III. Comments on Sentencia de Casación No. 31403 (28 de mayo de 2010)
This case raises the question of whether protection of moral rights as human rights under
Colombian copyright law creates unwanted consequences. The case serves as an example
of how such excessive protection may unbalance Colombian copyright law and violate
other human rights under the garb of moral rights protection.
Colombia, a civil law country, has designated the role of law-creation to Congress.68 The
role of applying the law is given to the judiciary. This is especially true in IP, wherein the
Constitutional Court has established that under Article 61 of the Constitution (IP clause)
the legislative branch is in charge of designing IP protection.69
Nonetheless, over time, this strong distinction of roles between judges and legislators has
started to blur. One of the reasons for this blurring is the constitutionalisation of
Colombian law. This movement, which started under the 1991 Constitution, refers to the
direct application of constitutional mandates and principles to controversies between
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Unofficial translation made by the author.
C.P., supra note 1, art. 150.
69
See M.P: L. Vargas, Sentencia C-871/ 10, supra note 4.
68
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individuals.70 Moreover, it prescribes that Constitutional mandates should guide the
interpretation and application of the law.71
One way to achieve this constitutionalisation is through judicial power, where judges
make a “constitutional interpretation of the law.”72 Such an interpretation can lead the
judge either to reject one understanding of the law for going against the constitution or
to condition or complement the law to reflect such fundamental principles.73 In this case,
the judge becomes a law-creator.
The case discussed above is an example of the effects of the constitutionalisation
movement in copyright law. The Supreme Court became the creator of law with the
purpose of protecting moral rights as human rights.74 Although the purpose of the
constitutionalisation movement was to protect human rights, when applied to moral
rights protection, it has several unwanted consequences. The constitutionalisation of
moral rights has enhanced the overprotective nature of Colombian copyright protection.
A copyright regime where infringement is punished under criminal law, even when the
law does not expressly penalize such an activity, is an unbalanced copyright system. In
this situation, users do not know how the State would react to potential copyright
infringement, especially regarding moral rights protection, which grants significant
power to the creators of copyrightable works. For example, criminal law is silent about
the consequences of breaching the right to maintain the work unattributed, which is one
of the moral rights established under the copyright law.75 If a person breaches this right
and the creator decides to approach the criminal authorities, would the user be punished
under criminal law due to the application of the pro homine principle or would the case
be dismissed due to the lack of express crime under the law?
Moreover, another concern regarding balancing copyright protection is that even other
constitutional principles do not seem to have the ability to set boundaries to copyright

70

Fabricio Mantilla, La “Constitucionalización” del Derecho Privado [The "Constitutionalisation" of Private
Law], ½ REVISTA OFICIAL DEL PODER JUDICIAL, 245, 248 (2007) (Colom.) available at
https://www.pj.gob.pe/wps/wcm/connect/44bdcf8043eb7b8ea76ee74684c6236a/15.+Doctrina+Interna
cional+Fabricio+Mantilla+Espinoza+(Colombia).pdf?MOD=AJPERES&CACHEID=44bdcf8043eb7b8ea7
6ee74684c6236.
71
Corte Constitucional de Colombia [C.C.] [Constitutional Court], Mar. 30, 1993, M.P: A. Caballero,
Sentencia
C127
de
1993
(Colom.),
available
at
http://www.corteconstitucional
.gov.co/relatoria/1993/C-127-93.htm.
72
Mantilla, supra note 70, at 249.
73
Id.
74
For additional information regarding constitutionalisation of copyright law under Colombian law See
Karen Cabrera & Marcela Palacio, Los de Derechos de Autor: Objeto de Constitutcionalización y Sujeto
Constitucionalizante [The Copyright: Object of Constitutionalisation and Constitutionalizing Subject], 13 (1)
REVISTA
JURÍDICAS,
116,
131
(2017)
available
at
http://vip.ucaldas.edu.co/juridicas/downloads/Juridicas13(1)_8.pdf.
75
L. 23/1982, supra note 9, art. 30(c).
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protection. Under the Colombian legal system, criminal law protection is built on a set of
principles. Two of these principles are the principle of “legality” [legalidad] and the
principle of “law reserve” [reserve de la ley]. Both principles are constitutional
mandates.76 The legality principle states that the law is the only avenue to criminalise
acts and people can be punished only under a pre-existing law. This principle is meant to
control the punitive power of the state and curb arbitrariness.77 Analogizing to the
criminal law does not work because of the legality principle, as people who do not
infringe the law should not be punished.78 On the other hand, the law reserve principle
establishes that Congress is the only entity authorised to enact laws in the field of
criminal law, because it is the entity that represents people’s will.79
In this case, although the Supreme Court did not engage in a doctrinal discussion about
balancing moral rights and criminal law principles, the Court’s decision reflects the
prevalence of moral rights protection as human rights over criminal law principles. As
mentioned above, the Supreme Court acted as a law-creator by establishing a criminal
sanction against a paternity rights infringement, going against the legality principle and
the law reserve principle.80 This type of behaviour by the Supreme Court can also go
against human rights of the users. The legality principle has been recognised by
numerous human rights treaties: American Declaration of the Rights and Duties of Man
in Articles V and XXV,81 International Covenant on Civil and Political Rights in Articles 6,
9 and 14,82 European Convention for Human Rights in Articles 5, 6 and 783 among
others. This means that in addition to the express constitutional protection of the legality
principle under Colombian Law, this principle also falls under the Constitutional Block.84
Nonetheless, under the Supreme Court’s decision, moral right protection is significant
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See both principles are established in C.P., supra note 1, art. 29.
FERNANDO VELÁSQUEZ, DERECHO PENAL PARTE GENERAL, 131 (2009).
78
Corte Constitucional de Colombia [C.C.] [Constitutional Court], June 06, 2000, M.P: F. Morón,
Sentencia C- 739 de 2000 (Colom.), available at http://www.alcaldiabogota.gov.co
/sisjur/normas/Norma1.jsp?i=6970.
79
Id.
80
Nonetheless, this is not the first case where the Supreme Court has not protected the legality
principle. See Fernando Velásquez, La Flexibilidad del Principio de Legalidad y los Crímenes que Agravian a la
Humanidad [The Flexibility of the Principle of Legality and the Crimes that aggravate Humanity], 7
CUADERNOS
DE
DERECHO
PENAL
91,
104
(2012),
available
at
http://revistas.usergioarboleda.edu.co/index.php/cuadernos_de_derecho_penal/article/view/399/0.
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American Declaration of The Rights and Duties of the Man, May 2, 1948, OAS Doc.
OEA/Ser.L./V.II.23,
doc.
21,
rev.
6
(1948),
/I.4,
available
at
http://www.oas.org/en/iachr/mandate/Basics/declaration.asp.
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International Covenant on Civil and Political Rights, Dec. 16, 1966, Treaty Doc.95-20, 6 I.L.M. 368
(1967), 999 U.N.T.S. 171, available at http://www.ohchr.org/en/professionalinterest/pages/ccpr.aspx.
83
European Convention for the Protection of Human Rights and Fundamental Freedoms, Nov. 4, 1950,
213 U.N.T.S. 222, available at http://www.echr.coe.int/pages/home.aspx?p=basictexts.
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Alejandro Ramelli, Aspectos Controversiales del Bloque de Constitucionalidad en Colombia
[Controversial Aspects of the constitutionality Block in Colombia], ÁMBITO JURÍDICO (n.d.) (n.p), available
at http://www.ambitojuridico.com.br/site/index.php?n_link=revista_artigos_leitura&artigo_id=10614.
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enough to justify limiting other human rights. This situation evidences the overprotection
of copyright law under the Colombian legal framework.
Avoiding the application of criminal law principles to moral rights protection is especially
worrying, given that criminal law is the avenue preferred by copyright industries to
enforce copyright protection.85 Criminal protection also has been used as a lobbying tool
for free trade agreements.86 Furthermore, copyright protection is already strongly
protected under criminal law and should not be subject to expansion. Moral rights
infringement is punished with 32 to 90 months of imprisonment and a fine of 26.6 to
300 times the minimum wage.87 Economic rights infringement is punished with 4 to 8
years of imprisonment and a fine of 26.66 to 10,000 times the minimum wage.88
Additionally, the criminal law applicable to moral right infringements does not require a
commercial scale or intent to profit.89 Perhaps the reason for the absence of those
requirements is a lack of economic understanding of moral rights. Incidentally,
protection of economic rights in criminal law is as broad as moral rights protection. This
punishment is considerably high compared to other crimes; for example, sexual
harassment is sanctioned with 12 to 36 months of imprisonment without a fine.90
This case evidences that copyright law should strike a balance not only between
protection and access, but also between copyright protection and the protection of other
rights such as criminal law principles. Even a human rights oriented approach to
copyright protection, which endeavours to protect humanity in its most intimate
condition, when applied without fixed boundaries, may have unwanted consequences
and unbalance the copyright system.
Copyright law, especially moral rights, deserves protection due to its inherent connection
with the author. Nonetheless, the enforcement measures taken by the State should be
proportionate to the infringement. More importantly, such punishments must not violate
important human rights as happened in this case. Achieving the abovementioned balance
can result in the enactment of more proportionate punishments against copyright
infringement.
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See ALVARO DIAZ, TLC Y PROPIEDAD INTELECTUAL: DESAFIOS DE POLITICA PUBLICA-EN 9 PAISES DE AMERICA
LATINA Y EL CARIBE, 35 (2006); See also Ernesto Rengifo, Un Nuevo Reto del Derecho en la Edad de la
Información [A New Challenge of Law in the Information Age], 12 LA PROPIEDAD INMATERIAL 105, 116 (2008),
available
at
http://revistas.uexternado.edu.co/index.php?journal=propin&page=
article&op=view&path%5B%5D=626.
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See Rengifo, supra note 85, at 116 (stating that law 1032 of 2006 that the punishment for the
circumvention of the technological protection measures was promoted as a lobby strategy for the USCO).
87
See CODIGO PENAL (C. PEN.) art. 270.
88
See id., art. 270 amended by L. 1036/2006, July 25, 2006, D.O. (Colom.).
89
Id.
90
See id., art. 210-A.
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Finally, it is important for Colombian society and for the Colombian Government to
understand that criminal law is not the only alternative to protect authors’ moral rights.
There can also be non-monetary measures that can repair the damage, such as
publishing the name of the real author of the work in a communication media of great
diffusion to ensure that due credit is given. In this scenario, not only would moral rights
be protected and enforcement measures remain available, but a balance between
authors’ rights and proportionate punishments would also be maintained.
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EXHAUSTING PATENTS: UNDERSTANDING THE CONFLICTING NOTIONS
K.M. WAZIRI* & O.F. AWOMOLO**
The patent exhaustion doctrine limits a patent holder’s extent of monopoly
over patented goods. This exclusive right exists only while he maintains
ownership of the said goods, such that once he sells or authorises another to
sell any goods, he loses his rights to exercise any further control over them. Of
late, patent holders, in a bid to boycott this limit to their monopoly, control
the distribution of their goods and to extract additional royalties/rents from
downstream users, or reduce competition against their goods are attaching
conditions to the sale/license for sale of their goods. The manner in which
patent laws across jurisdictions have handled such situations has led to two
conflicting notions of patent exhaustion. While one notion makes patent
exhaustion mandatory regardless of whether the patent holder has subjected
the sale to express restrictions, the other treats patent exhaustion as
conditional, applying only where the patent holder imposes no such
restrictions. This Article seeks to present a clear, comprehensible discussion of
the exhaustion doctrine as well as its conflicting notions with a view to assist
nations codify their laws in ways which may eventually resolve the seeming
conflict of notions.
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I. INTRODUCTION
Patent law is one of the most popular classifications of intellectual property. It guides
patents which protect inventions and methods1 that have met certain criteria–that is,
they must meet the legally required patentability criteria of novelty/newness, inventive
step and industrial application for protection. Holders of such patents are granted a
monopoly over the patented goods–thus, such holders are given rights to preclude others
from making, using, selling or importing any patent-infringing product.2
The doctrine of patent exhaustion limits the rights of an intellectual property (“IP”)
owner,3 usually after the owner has exercised some or all of his/her rights. It restricts the
holder’s monopoly over patented goods to when he maintains ownership of the said
goods. Thus, once the holder sells or authorizes the sale of the patented goods for
consideration, he/she loses his/her right to exercise any further control over such goods
(which in the eyes of the law, now belong to a new owner).4 The premise of the doctrine
is that the patent holder, having already received value for his/her invention, cannot
impose any restrictions upon the rights of the purchaser of patented items−especially on
their rights of usage, repair and even resale of the goods to anyone of their choice. This
embodies the notion that legitimate purchasers and downstream users of a patented
product may “use or resell the product free of control or conditions imposed by the
patent owner.”5
If the exhaustion doctrine was as simple as it appears above,6 then patent laws would
prohibit patent holders from holding onto their monopoly, controlling the distribution of
their goods, extracting additional royalties/rents from downstream users, reducing

1

This is, however, subject to the provisions of any patent law under consideration at any point in time.
See Craig. L. Uhrich, The Economic Espionage Act--Reverse Engineering and the Intellectual Property
Public Policy, 7 MICH. TELECOMM. & TECH. L. REV. 147 (2001) (For definition of patent); See also Neil J.
Wilkof,
Patent
Exhaustion:
“Patent-by-Patent”
or
“Claim-by-Claim”?
THE
IPKAT
http://ipkitten.blogspot.com.ng/2014/04/patent-exhaustionpatent-by-patent-or.html (last visited on May
23, 2016).
3
The exhaustion doctrine is also applicable to the other classes of intellectual property, such as
Copyright (referred to as the first sale doctrine in the United States of America) and trademarks. However,
there exist several differences in its application depending on which aspect of the intellectual property is
being considered at any point in time, and which jurisdiction’s law is being applied. See Shubha Ghosh, The
Implementation of Exhaustions Policies: Lessons from National Experiences, UNIV. OF WISCONSIN LEGAL STUDIES
RESEARCH PAPER SERIES PAPER NO. 1248 (Feb. 3, 2014), available at http://ssrn.com/abstract=2390232.
4
Basically, patent exhaustion proclaims that an authorized sale of a patented article exhausts the patent
holders’ rights with respect to the article sold. See Wentong Zheng, Exhausting Patents, 63 UCLA L. REV.
122, 122-167, (2016)(Emphasis mine).
5
Benjamin P. Liu, Toward a Patent Exhaustion Regime for Sustainable Development, 32 BERKELEY J. INT'L
LAW 332 (2014), available at http://scholarship.law.berkeley.edu/bjil/vol32/iss2/6.
6
The application of this seemingly straightforward doctrine has indeed never been simple,
straightforward or consistent. See John W. Osborne, A Coherent View of Patent Exhaustion: A Standard
Based on Patentable Distinctiveness, 20 SANTA CLARA HIGH TECH. L. J. 643 (2004), available
athttp://digitalcommons.law.scu.edu/chtlj/vol20/iss3/3.
2
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competition against their goods and attaching conditions to the sale/license for sale of
their goods. However, rather than clearly refusing to enforce such post-sale restrictions
placed by patent holders, statutory law, case law and scholarly discussions have
produced two conflicting notions of patent exhaustion – one which considers patent
exhaustion to be mandatory, irrespective of whether the sale is subject to express
restrictions; and the other which considers patent exhaustion as conditional, permitting
the imposition of restrictions upon sales.7
This conflict has spanned several years due to lack of uniform application of the
doctrine.8 While some nations have codified the mandatory notion, others have codified
the conditional notion.9 The rest have no specific statutory provision for the doctrine but
deduce the same from other statutes or from case law, usually applied on a “case to case
basis.”10 This, coupled with the lack of an internationally accepted application of the
doctrine11 has given rise to an anomaly over which of these notions should be the
guiding principle with regard to whether, or to what extent, contractual restrictions may
be imposed on patent sales/licenses.12This is because the Agreement on Trade-Related
Aspects of Intellectual Property Rights (TRIPS Agreement) defers to individual nations
on this matter, allowing them to formulate their own exhaustion doctrine and determine
its scope.13

7

See Zheng, supra note 4, at 122; See also Vincent Chiapetta, Patent Exhaustion: What's it Good for, 51
SANTA CLARA L. REV. 1087 (2011) available athttp://digitalcommons.law.scu.edu/lawreview/vol51/iss4/3.
8
Ghosh, supra note 3.
9
See Nigerian Patent and Designs Act, Cap P2, Laws of the Federation of Nigeria (LFN) 2010.
10
See the most recent decision of the of the United States’ Court of Appeals for the Federal Circuit
which upheld limits to patent exhaustion and confirmed that a patentee that sells a patented article with
resale/reuse restrictions does not forfeit its rights to charge the buyer that engages in restricted acts with
infringement. The court concluded that the patentee preserves its rights to sue for infringement when "[a]
sale made under a clearly communicated, otherwise-lawful restriction as to post-sale use or resale does not
confer on the buyer and a subsequent purchaser the ‘authority’ to engage in the use or resale that the
restriction precludes.” In short, that a “first sale” does not exhaust patent rights when the patentee has
restricted the buyer's post-sale use. See Lexmark Int'l, Inc. v. Impression Prods. Inc., Nos. 14-1617, (Fed.
Cir. Feb. 12, 2016); See also Patentees Prevail as Federal Circuit Upholds Limits to Patent Exhaustion, WSGR
Alert, https://www.wsgr.com/WSGR/Display.aspx?SectionName=publications/PDFSearch/wsgralertpatent-exhaustion.htm (last visited on Dec. 20, 2016).
11
The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS Agreement)—the
multilateral agreement which sets the minimum standard of protection in many areas of IP law—basically
defers to individual nations on this matter, allowing them to formulate their own exhaustion doctrine and
determine its scope. This gives member states broad latitude in implementing the patent exhaustion
doctrine under its national laws, whether enacted by statute, articulated in judicial opinions, or formulated
in agency regulations or rules. Consequently, nation states show variation in the application of the
exhaustion doctrine. See Agreement on Trade-Related Aspects of Intellectual Property Rights, art. 6, Apr.
15, 1994, Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, 1867 U.N.T.S. 154
[hereafter TRIPS Agreement]; See also Ghosh, supra note 3, at 71.
12
See Pamela Samuelson, Quantafying the Value of Patent Exhaustion Rules, 51(11) COMM. ACM. 27
(2008), available at http://scholarship.law.berkeley.edu/facpubs/2365 (2008) (The questions left
unresolved so far by patent law).
13
See TRIPS Agreement, supra note 11, at art. 3(1), 6.
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This uncertainty surrounding the patent exhaustion doctrine has greatly affected patent
licensing practices in today’s economy and has become a central subject in scholarly
debates.14 This Article focuses neither on the historical or legal jurisprudence of the
conflict, nor on the need to unify the notions or determine a preferred notion for the
application of the patent exhaustion doctrine – it simply discusses the doctrine of patent
exhaustion and seeks to present the conflicting notions in a simple and clear manner.
The aim is to provide an understanding of the notions that will enfin demystify them and
aid various nations in applying the doctrine. Further, the Article suggests statutory
amendments in patent exhaustion laws so that nations can strike a balance to avoid
further conflict of positions under the patent exhaustion doctrine.15

II. THE EXHAUSTION DOCTRINE
The exhaustion doctrine states that once an IP owner makes the first sale of a good that
embodies his/her IP, the right to restrict, control or prohibit sales/distribution of that
good ceases.16
The doctrine is said to have emanated as a result of the law’s natural discomfort with
restraints and servitudes on personal property.17 Apparently, common law judges had
always been suspicious of post-sale restrictions on alienation,18 and could not fathom the
idea that a purchaser could at any time be viewed as a mere licensee without property
interest in the purchased goods simply because the IP owner so dictated by contract.19
The case was not different in civil law countries, especially those following German law
− as the exhaustion doctrine there was rooted in the implied license given to purchasers

14

Several writers and commentators have had analysed these competing and conflicting notions but no
unified single notion has had emerged as guidance for the application of the doctrine. See Dennis Crouch,
Patent Exhaustion: Licensing Handset Manufacturers did not Exhaust Patent as to Downstream Content
Providers PATENTLY-O (Feb. 13, 2015), http://patentlyo.com/patent/2015/02/exhaustion-manufacturersdownstream.html; Zheng, supra note 4, at 122.
15
See TRIPS Agreement, supra note 11, at art. 3, 6.
16
See Crouch, supra note 14 (On the Exhaustion doctrine); Alicia Carney, Patent Exhaustion 1 Year after
Kirtsaeng, (Sept. 23, 2014) LAW360, http://www.law360.com/articles/578419/patent-exhaustion-1-yearafter-kirtsaeng.html; Yonatan Even, Appropriability, first sale & exhaustion (Sept. 28, 2008), available at
http://ssrn.com/abstract=1274822; Ghosh, supra note 3, at 7-8; Samuel F. Ernst, The Federal Circuit’s
New “Authorized Acquirer” Restriction on Patent Exhaustion, PATENTLY-O ( October 28, 2015) ); Samuel F.
Ernst, Patent Exhaustion For The Exhausted Defendant: Should Parties Be Able To Contract Around
Exhaustion In Settling Patent Litigation? 2014(2) J. L. TECH. & POL’Y 446 [hereinafter Ernst, Authorized
Acquirer]; Amelia S. Rinehart, Contracting Patents: A Modern Patent Exhaustion Doctrine,23(2)HARVARD J. L.
& TECH. 484, (2010); Wolfgang Von Meibom & Matthias Meyer, Licensing and Patent Exhaustion, BIRD &
BIRD (Nov. 5, 2008) http://www.twobirds.com/en/news/articles/2008/licensing--andpatent-exhaustion.
17
Aaron Perzanowski & Jason Schultz, Legislating Digital Exhaustion, 29(3) BERKELEY TECH. L.J. 1535
(2015), available at http://scholarship.law.berkeley.edu/btlj/vol29/iss3/4.
18
Even, supra note 16.
19
Perzanowski & Schultz, Digital Exhaustion, supra note 17.
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of goods to contract with respect to the unburdened property –that is, a property not
encumbered with any burden.20
The exhaustion doctrine is quite controversial, mostly because it pits the rights of
purchasers/users/consumers against the rights of IP owners.21 It is usually argued that
the general rights of IP owners entitle them to royalties from the licensing, manufacture,
use and resale of their protected goods. Inhibiting them from exercising these rights
would eventually erode the incentives to create/invent, which forms the fundamental
reason to protect IP.22 Meanwhile, allowing exhaustion ensures alienability of goods in
the market and is in line with the rights of legitimate purchasers of goods to use and
resell them without restrictions and interference, having given value for the goods to the
IP owner or his licensee.23
The above notwithstanding, the doctrine has continued to endure over the centuries,
albeit with certain changes and limitations,24 and in spite of differences in its application
across the different classes of intellectual property such as Copyright, Trademarks and
Patent.25
2.1. Patent Exhaustion
Patent exhaustion is an aspect of the general exhaustion doctrine that deals specifically
with patents. It has been recognized for several years as a form of protection for
purchasers since it protects them from post-sale restrictions placed on patented goods by
patent holders; as a form of check on patent holders, ensuring that they did not receive
double compensation or overcompensation for their inventions;26 and as an
encouragement for free markets, by allowing for the free movement of patented goods in
commerce.27

20

Ghosh, supra note 3, at 11-12; CHRISTOPHER STOTHERS, PARALLEL TRADE IN EUROPE: INTELLECTUAL
st
PROPERTY, COMPETITION AND REGULATORY LAW 41 (1 ed. 2007).
21
Vincenzo Franceschelli, To what Extent does the Principle of Exhaustion of IP rights apply to the Online
Industry?,
LIDC
International
Report,
11-12
(2014),
available
athttp://www.ligue.org/uploads/documents/2014RapportinternationalB15septembre.pdf.
22
Ghosh, supra note 3, at 17-21.
23
Id. at 10.
24
See Fitch, Even, Tabin & Flannery, Federal Circuit to Tackle Significant Patent Exhaustion Issues En
Banc.
LEXIS
NEXIS
LEGAL
NEWSROOM
(April
23,
2015),
http://www.lexisnexis.com/legalnewsroom/intellectual-property/b/patent-lawblog/archive/2015/04/23/federal-circuit-to-tackle-significant-patent-exhaustion-issues-en-banc.aspx; See
also Bowman v. Monsanto, 133 S. Ct., 1766 (2013), (United States) (where it held that the planting of a
second generation of patented seeds was not protected by the exhaustion doctrine).
25
Ghosh, supra note 3, at 37.
26
See Lucas Dahlin, When Is A Patent Exhausted? Licensing Patents on a Claim-By-Claim Basis, 90 CHICKENT L. REV. 781, (2015); Osborne, supra note 6 (patent exhaustion precludes further royalty and
restrictions).
27
Rinehart, supra note 16, at 484.
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Basically, the patent exhaustion doctrine sought to prevent situations wherein a patent
holder could send inventions into the channels of trade, subject to any post-sale
restrictions as to use, resale, payment of additional royalty or subject to any other rights
of control to be imposed thereafter at the discretion of the patent holder.28
In the decision of Adams v. Burke,29 the US Supreme Court put it thus:
“[W]hen the patentee, or the person having his rights, sells a machine or
instrument whose sole value is in its use, he receives the consideration for
its use and he parts with the right to restrict that use... That is to say, the
patentee or his assignee having in the act of sale received all the royalty or
consideration which he claims for the use of his invention in that particular
machine or instrument, it is open to the use of the purchaser without
further restriction...”
The above notwithstanding, patent holders have continuously sought to push the limits
of the exhaustion doctrine by insisting on imposing such post-sale restrictions/conditions
as are generally forbidden by the doctrine. The question of exhausting patents has, thus,
become coloured by the consideration of such post-sale restrictions, which are in most
cases accepted and agreed to by the purchaser. This has also led to a seemingly
conflicting viewpoint or understanding of patent exhaustion as a doctrine.
The key determinant as to whether a patent is exhausted under this coloured variant of
the doctrine is whether the patent owner has sold the patented good outright or has
placed lawful restrictions/conditions on the sale. In case of the former, the patent stands
totally exhausted; however, in case of the latter, the patent is not totally exhausted as the
patent holder would retain certain rights over the goods subject to the post-sale
restrictions placed on the goods. This applies even in the case of a license, where a
licensee’s rights are subject to the rights of the patent holder by virtue of the conditional
license.30 However, to effectively preclude the operation of the exhaustion doctrine
under this notion, post-sale restrictions involving the sale of the patented good or an
article embodying a patented invention would have to be clear, explicit and otherwise
lawful.31
The policy justifications for the patent exhaustion doctrine would then go beyond the
fact that enforcement of resale/use restrictions would create an obstacle to the free use

28

See Ernst, Authorized Acquirer, supra note 16; See also Motion Picture Patents Co. v. Universal Film
Manufacturing Co., 243 U.S. 502, 518 (1917).
29
See Adams v. Burke, 84 U.S. 453-456 (1873).
30
Based on the principle of ‘Nemo Dat Quod Non Habet’ (one cannot give what he does not have); See
Rinehart, supra note 16, at 495.
31
Osborne, supra note 6.
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and alienability of the patented property.32 It would also go beyond the general disfavour
of servitudes on personal property,33 and take into consideration the freedom of contract
and agreement. The rationale for the conditional patent exhaustion doctrine is that
purchasers of patented goods who lack knowledge of any restrictions should be free to
use the goods in an unlimited manner.34
Irrespective of whether patent exhaustion is mandatory or conditional, once it is
established that the patents were indeed exhausted, the effect remains the same – the
patent holder ceases to have control over the patented goods and the purchaser becomes
entitled to use the goods as he sees fit, to repair35 the same when necessary and even
resell the same without further interference by the patent holder.
Patent exhaustion holds enormous benefits for consumers, for the patent system, for the
economy and even for the public at large. It promotes aftermarkets that complement IP,
such as markets for service and repair that can benefit consumers through price
competition from used versions of the goods.36 It fosters competition by allowing entry of
new distribution channels and provides a competitive source of goods that may in turn
allow new firms to enter industries, thereby limiting the concentration of existing firms.37
Patent exhaustion also creates economic opportunities through “learning by doing”38 and
studying consumer preferences.39 It relates, in many cases, to technologies which are
paramount to the development of any economy,40 and along with the demand for these
fundamental technologies comes the demand for repairers and re-furbishers of the same
for continuous use by consumers, thus widening the labour market and providing income
for citizens.41
Patent exhaustion, therefore, has far-reaching implications for economic development,42
as it provides consumers, the public at large, and the patent system itself with secondary

32

Liu, supra note 5, at 353-354.
See Rinehart, supra note 16, at 492; See also Carney, supra note 16.
34
See Osborne, supra note 6; Meibom & Meyer, supra note 16 (emphasis mine).
35
The purchaser’s right to repair, however, does not include the right to reconstruct the patented
technology and he cannot re-work or refurbish the good so completely that it amounts to making a new
article. See Liu, supra note 5; See also Chiapetta, supra note 7, at 1087; Ghosh, supra note 3, at 8.
36
Ghosh, supra note 3 at 71.
37
Id.
38
See Liu, supra note 5, (“Learning by doing” is conceptualized in economic theory whereby
productivity is achieved through practice self-perfection and minor innovations. An example is a factory
that increases output by learning how to use equipment better without adding workers or investing
significant amount of capital).
39
Liu, supra note 5, at 334.
40
See Tolu Ogunlesi & Stephanie Busari, Seven Ways Mobile Phones Have Changed Lives in Africa, CNN
ONLINE (Sept. 14, 2012), http://edition.cnn.com/2012/09/13/world/africa/mobile-phones-change-africa/.
41
See Liu, supra note 5 (According to the writer, in Nigeria, even apprentices who do not have any
regular income yet, are mostly positive about their career perspectives in the repair and refurbishment
industry and are usually even looking forward to starting their own businesses).
42
Ghosh, supra note 3, at 22.
33
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markets, available goods. It also provides protection and privacy for consumers in the
acquisition, enjoyment, and transfer of patented items as well as a steady support for
consumer-driven innovation and competition, which all are necessary for economic
development.43
2.2.

Levels of Application

Currently, the doctrine of patent exhaustion may be applied at three possible levels −
national, regional and international. Each nation determines the scope of its patent
exhaustion with regard to these territorial levels considering the likely benefits for their
economy and their citizens.
2.2.1. National Exhaustion
The concept of national exhaustion prevents the IP owner from controlling the
commercial exploitation of goods put on the domestic market by him or with his consent.
However, the IP owner or his authorised licensee could still oppose the importation of
original goods marketed abroad based on the right of importation. 44 Therefore, when a
patent holder sells the patented goods outside the nation’s borders, his patent rights are
not exhausted within the borders.45Nigeria is an example of the application of national
exhaustion by virtue of Section 6(3)(b).46
The practical effect of national exhaustion is that anyone intending to import an item
which is covered by a patent in such a nation would require the consent of the patent
holder whose rights remain intact in the nation, though he has sold the goods

43

See generally Ghosh, supra note 3, at 22; Aaron Perzanowski & Jason Schultz, Digital Exhaustion, 58
UCLA L. REV. 889 (2011) available at http://scholarship.law.berkeley.edu/facpubs/1246 [hereinafter
Perzanowski & Schultz, Digital Exhaustion]; Carney, supra note 16; Ruth A. Reese, The First Sale Doctrine
in
the
Era
of
Digital
Networks,
44
B.C.L.
REV.
577
(2003),
http://lawdigitalcommons.bc.edu/bclr/vol44/iss2/9;Perzanowski & Schultz, Legislating Digital Exhaustion,
supra note 17.
44
International
Exhaustion
and
Parallel
Importation,
WIPO,
http://www.wipo.int/sme/en/ip_business/export/international_exhaustion.htm (last visited Jan. 5, 2017).
45
Christopher J. Clugston, International Exhaustion, Parallel Imports, and the Conflict between the Patent
and Copyright Laws of the United States, 4 BEIJING L. REV. 95-99 (2013), available at
http://file.scirp.org/pdf/BLR_2013093010394822.pdf.
46
Patents and Designs Act - CAP. P2 L.F.N. (2004) §6(3) (Nigeria)–“The rights under a patent… Shall
not extend to acts done in respect of a product covered by the patent after the product has been lawfully sold in
Nigeria, except in so far as the patent makes provision for a special application of the product, in which case
the special application shall continue to be reserved to the patentee notwithstanding this paragraph.”
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elsewhere.47 Such a nation would benefit its patent holders at the expense of consumers
in other countries.48 This is one of the benefits of Most Favoured Nation (MFN).49
2.2.2. Regional Exhaustion
Some nations limit their patent exhaustion to a region. Regional exhaustion is usually
based on agreements between the nations that make up the region, such that for each of
these nations, sale by a patent holder of patented goods in any of them would exhaust
the patent in the entire region. In other words, the sale of the patented goods within the
region exhausts the patent in all the nations in that region, while the sale of the patented
goods outside of the region does not exhaust the patent holder’s rights in any nation
outside that region.50 The European Union has adopted a policy of regional
exhaustion.51a
2.2.3. International Exhaustion
In this case, the sale of patented goods anywhere in the world would exhaust the patent
holders’ rights in those goods.52 Therefore, when a nation adopts international
exhaustion, a patent holder who has sold or authorised the sale of his patented goods
anywhere in the world exhausts his patent rights in those goods and can no longer
exercise any rights over the said goods.53
International exhaustion rests on a vision of global free trade.54 It strongly favours
consumers by allowing retailers to find the cheapest goods on the world market and
resell them item at a lower price domestically.55
Only a handful of nations recognise international exhaustion of patent rights. For
example, India, Egypt and some emerging East African nations have included
international exhaustion provisions in their intellectual property statutes.56 Even the

47

See John S. Holley, Special Considerations for Patent Exhaustion in Software-Related Inventions, 26(2)
INTELL. PROP. & TECH. L.J.(2014), http://www.sughrue.com/files/Publication/498c7d5d-4968-4ddc-b3dd1bf0bb6042f9/Presentation/PublicationAttachment/ac1b7e80-6efd-4e66-bf80-1e867fbb06c5/IPT%20HOLLEY.pdf.
48
Ghosh, supra note 3, at 71.
49
“Most Favoured Nation” available at: https://en.wikipedia.org/wiki/Most_favoured_nation (last
visited 3rd March, 2016).
50
Clugston, supra note 45.
51
Holley, supra note 47.
52
Clugston, supra note 45.
53
See generally Daniel J. Hemel & Lisa L. Ouellette, Trade and Tradeoffs: The Case of International Patent
Exhaustion, 116 COLUMBIA L. REV. SIDEBAR 17 (2016), available at http://ssrn.com/abstract=2667338;
Holley, supra note 47; Mark Summerfield, The ‘Exhausting’ Topic of International Patent Rights,
PATENTOLOGY (Nov. 8, 2015), http://blog.patentology.com.au/2015/11/the-exhausting-topic-ofinternational.html.
54
Ghosh, supra note 3, at 71.
55
Holley, supra note 47.
56
Ghosh, supra note 3, at 24.
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United States has recently upheld international exhaustion in the case Lexmark Int'l, Inc.
v. Impression Prods. Inc..57 Japan has adopted what has been called default international
exhaustion, but its law allows the patent holder to opt out of the same and to have his
patented goods treated as if they are in a national exhaustion country.58
2.3.

Patent Law Systems and Patent Exhaustion

Since each country has its own approach to the exhaustion doctrine, varied practices of
the doctrine have evolved.
In the United States, for instance, patent exhaustion originates in judicial decisions,
based on a mixture of patent law, antitrust law, and common law principles of
property.59 Despite the lack of codification, the US is one of the most developed
jurisdictions for the enforcement, use and establishment of the doctrine.60 However, the
doctrine has also experienced the most confusion and internal conflict as far as the
mandatory and conditional notions of exhaustion are concerned. Several decisions of the
US courts have affirmed the doctrine of patent exhaustion,61 and swung back and forth
as to whether it is mandatory or conditional.62 The latest case in this regard was Lexmark

57

See WSGR ALERT, supra note 10; See also Fitch et al., supra note 24.
See BBS Kraftfahzeug Technik AG v. Kabushiki Kaisha Racimex, Japan Case No. Heisei 7 (wo) 1988
(delivered July 1, 1997); Canon Inc. v. Recycle Assist Co. Ltd., Saikō Saibansho [Sup. Ct.] Nov. 8, 2007,
Heisei 18 (jyu) no. 826 (Japan), available at http://www.courts.go.jp/hanrei/pdf/20080111155502.pdf.
59
Ghosh, supra note 3, at 37.
60
See generally Dahlin, supra note 26 (On exhaustion in the United States); Kia L. Freeman et al., The
U.S.
Supreme
Court
Clarifies
Patent
Exhaustion,
FINNEGAN
(Sept.
1,
2008),
http://www.finnegan.com/resources/articles/articlesdetail.aspx?news=2f28beea-b59e-4239-be871923cce2f378); Ernst, Authorized Acquirer, supra note 16.
61
See generally Even, supra note 16 (On exhaustion in the United States).
62
See Bowman, supra note 24 (“[B]y exhausting the [patentee’s] monopoly in that item, the sale
confers on the purchaser, or any subsequent owner, the right to use [or] sell the thing as he sees fit.”)
(alterations in original); Quanta Computer v. LG Electronics, 553 U.S. at 630 (2008) (“[W]hen a patented
item is once lawfully made and sold, there is no restriction on [its] use to be implied for the benefit of the
patentee.”) (alteration in original); United States v. Univis Lens Co., 316 U.S. 241, 250 (1942) (“[S]ale of
[a patented article] exhausts the monopoly in that article and the patentee may not thereafter, by virtue of
his patent, control the use or disposition of the article.”); Ethyl Gasoline Corp. v. United States, 309 U.S.
436, 457 (1940) (“[B]y the authorized sales of the fuel by refiners to jobbers the patent monopoly over it
is exhausted, and after the sale neither appellant nor the refiners may longer rely on the patents to exercise
any control over the price at which the fuel may be resold.”); Motion Picture Patents Co. v. Universal Film
Mfg. Co., supra note 28 (“[T]he right to vend is exhausted by a single, unconditional sale, the article sold
being thereby carried outside the monopoly of the patent law and rendered free of every restriction which
the vendor may attempt to put upon it.”); Bauer & Cie v. O’Donnell, 229 U.S. 1, 17 (1913) (“[A] patentee
who has parted with a patented machine by passing title to a purchaser has placed the article beyond the
limits of the monopoly secured by the patent act.”); Keeler v. Standard Folding Bed Co., 157 U.S. 659, 666
(1895) (“[O]ne who buys patented articles of manufacture from one authorized to sell them becomes
possessed of an absolute property in such articles, unrestricted in time or place.”); Adams v. Burke, supra
note 29 (“[W]hen the patentee, or the person having his rights, sells a machine or instrument whose sole
value is in its use, he receives the consideration for its use and he parts with the right to restrict that use.”);
Bloomer v. McQuewan, 55 U.S. (14 How.) 539, 549 (1852) (“[W]hen the machine passes to the hands of
the purchaser, it is no longer within the limits of the [patent] monopoly.”); See e.g., B. Braun Med., Inc. v.
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Int’l Inc. v. Impression Products Inc.,63wherein the Federal Circuit court adopted the
conditional notion of patent exhaustion by accepting that the doctrine may be subject to
contractual restrictions. The court, while also upholding the subscription to international
exhaustion in the US,64 reaffirmed two of its previous controversial decisions.
The first decision was Mallinckrodt, Inc. v. Medipart, Inc.,65 in which the court had held
that the exhaustion doctrine did not apply to a sale made subject to a post-sale restriction
other than a tie-in or a price fix,66 so that a patentee could lawfully impose conditions on
a purchaser’s use or disposition of a product, such as that the product be used only one
time.67 Thus the notion of conditionality of U.S.-patent sales was confirmed.
The second decision was that of Jazz Photo Corp. v. ITC,68wherein the court held that a
patentee who sold or authorised the sale of a US-patented article abroad did not thereby
authorise the buyer to import, sell and use the article in the US. In other words, contrary
to the principle in copyright law,69 under US patent law there is no international
exhaustion of rights and accordingly, importing patented articles sold abroad constitutes
infringement, unless the patentee has authorised the importation.70 These two holdings
may, however, conflict with recent decisions of the United States Supreme Court.71
Thus, in the United States, once a patented article is distributed or sold through a lawful
unconditional transaction, the same passes into the hands of the purchaser and is no
longer subject to the exclusive rights of the patent owner – the article can be further

Abbott Labs., 124 F.3d 1419, 1425 (Fed. Cir. 1997) (holding that a patentee could enforce an express
restriction imposed in a conditional sale through infringement actions); Mallinckrodt Inc. v. Medipart Inc.,
976 F.2d 700, 709 (Fed. Cir. 1992) (holding that a patentee could enforce, through infringement actions, a
“single use only” restriction on the use of patented articles against parties that reconditioned and reused
the articles).
63
Lexmark Int'l Inc. v. Impression Prods. Inc., Nos. 14-1617, at 1619 (Fed. Cir. Feb. 12, 2016).
64
See WSGR ALERT, supra note 10; See also Fitch et. al., supra note 24.
65
Mallinckrodt Inc. v. Medipart Inc., 976 F.2d 700 (Fed. Cir. 1992).
66
Tie-in sale pertains to those sales in which in order to purchase the desired item, the buyer is
obligated to also purchase one or more, usually, undesired items. Price fixing, on the other hand, refers to
an arrangement between participants on the same side in a market to buy/sell a
product/service/commodity only at a fixed price, or maintain the market conditions and prices at a given
level, by controlling supply and demand.
67
Mallinckrodt Inc. v. Medipart Inc., supra note 65.
68
Jazz Photo Corp. v. United States International Trade Commission, 264 F.3d 1094 (Fed. Cir. 2001).
69
See COPYRIGHT LAW: THE FIRST SALE DOCTRINE AND EXHAUSTION OF RIGHTS,
http://www.translegal.com/lesson/5932 (last visited: March 3, 2017).
70
Kevin D. Rorkey, En Banc Court Reaffirms Patentees’ Right to Place Lawful Restrictions on Sales of
Patented Articles and International Sales Constitute Infringement when Imported into the United States,
FEDERAL CIRCUIT IP BLOG (Feb. 12, 2016), https://federalcircuitipblog.com/2016/02/12/en-banc-courtreaffirms-patentees-right-to-place-lawful-restrictions-on-sales-of-patented-articles-and-international-salesconstitute-infringement-when-imported-into-the-united-states/.
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David Long, Supreme Court will review international patent exhaustion doctrine (Impression Prod. v.
Lexmark), ESSENTIAL PATENT BLOG (Dec. 2, 2016), http://www.essentialpatentblog.com/2016/12/supremecourt-will-review-international-patent-exhaustion-doctrine-impression-prod-v-lexmark/.
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distributed, used, repaired72 or sold without the original seller creating any
encumbrance.
In India, patent exhaustion is based on rules against restraints on alienation arising from
contract and property law. Most importantly, Section 107A(b) of the Indian Patents Act,
1970, allows importation of patented goods by persons duly authorised under the law to
produce and sell or distribute such goods.73 The provision, which clearly seems to allow
international exhaustion is however said to be un-interpreted by the Indian courts.74
In Japan, patent exhaustion is not codified by statute and has only been recognised by
case law, especially by the lower courts of Japan. In 2006, the Supreme Court of Japan
acknowledged patent exhaustion in BBS v. Japan-Auto Products.75 As has been mentioned
previously, although Japan has adopted a policy of default international exhaustion, its
laws allow patent holders to opt out of this default exhaustion, and to have their
patented goods treated as if they are in a national exhaustion country.76
In Germany, patent exhaustion has been recognized in the form that once a patent
holder wilfully brings his patented goods into the market by selling or transferring them,
his right of exploitation ceases and the goods come into the public domain.77
The German Federal Supreme Court stated in its lead decision “Fullplastverfahren”78 :
“This doctrine [of exhaustion] finds its justification in the argument that
the holder of the rights who puts into circulation the product produced
under the application of the protected procedure has had the opportunity
to avail himself of the advantages granted by the patent.”
A final example is Nigeria where the Nigerian Patent Act, 2004, recognises patent
exhaustion under Section 6(3)(b).79 This provision restricts the rights of patent holders
after patented goods are lawfully sold by them in Nigeria, to only situations where they

72

It is notable here however, that the U.S. courts distinguish a reconstruction from repair as an
impermissible making of the invention. A reconstruction has been defined as the making of another copy of
the patented invention while repair entails reconstituting an existing invention. See Ghosh, supra note 3, at
24.
73
See The Patents (Amendment) Act, 2005, No. 15, Acts of Parliament, 2005 (India), §107A(b)–
importation of patented products by any person from a person who is duly authorised under the law to
produce and sell or distribute the product, shall not be considered as an infringement of patent rights.
74
Ghosh, supra note 3.
75
See Ghosh, supra note 3.
76
See Kraftfahzeug Technik v. Saikō Saibansho, supra note 58.
77
Meibom & Meyer, supra note 16.
78
cf. Bundesgerichtshof [BGH] [Federal Court of Justice] Sept. 24, 1979, GRUR 1980, 38 (Ger.), cited
in Meibom& Meyer, supra note 16.
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make specific provisions for the use of the goods under the sale agreement.80 A judicial
interpretation of the said section is awaited.
The difference in the application of the patent exhaustion doctrine by different nations
has brought to light the inherent contradictions in the doctrine itself and in the notions
determining its application, thereby denying it one unified description either as a
mandatory notion or a conditional one.

III. UNDERSTANDING THE CONFLICTING NOTIONS
Generally, patent exhaustion is described as mandatory, automatically cutting off a
patent holder’s rights with respect to patented goods which he has sold or which have
been sold under his authority.81As has been explained above, different nations adopt
different notions while applying patent exhaustion, leading to a continuous state of
confusion as to the actual nature of the doctrine and its exact effects. The starting point
in attempting to resolve this confusion is to understand the two conflicting notions.82
3.1.

Mandatory Exhaustion

Mandatory exhaustion can be said to be the original notion in patent exhaustion, as the
patent exhaustion doctrine generally invalidates patent restrictions imposed on
purchasers. It compulsorily extinguishes all patent restrictions upon sale, and treats all
patent restrictions on purchasers as per se unlawful, whether agreed to by a purchaser or
not.
When employing mandatory exhaustion, there would not be any need to determine
whether there was any restriction or condition at the time of sale, or whether such
condition or restriction was expressly made, brought to the attention of the purchaser
and/or agreed to by such purchaser. There would also be no need to consider the nature
of any restriction placed, whether it is towards resale or use, or for additional royalty, or
to consider whether it is lawful or not because there is a blanket prohibition of all
restrictions.83 The patent holders’ rights would be completely exhausted upon a sale and
violations of any restrictions would not have remedies in patent law.84
The only factors that are considered in determining whether a patent is exhausted under
mandatory exhaustion are whether an actual sale or transfer amounting to a sale of
80

Id.; See also F. O. BABAFEMI, INTELLECTUAL PROPERTY: THE LAW OF COPYRIGHT, TRADE MARKS, PATENTS AND
INDUSTRIAL DESIGNS IN NIGERIA, 2007.
81
Zheng, supra note 4, at 125.
82
Ryan Davis, Fed. Circ. Could Weaken Patent Rights In Exhaustion Case, LAW360, (April 21, 2015),
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83
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84
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patented goods has occurred and whether the patent is exhausted internationally,
regionally or only in the nation where the sale occurs.
This notion favours purchasers and only entitles patent holders to compensation in the
form of payment upon the sale of the goods. It is viewed as leading to weak IP rights in
the form of diluted patent enforcement or narrow patent grants, which may stimulate
little innovation and cause progress to grind to a halt.85 This is largely because the aim of
IP is to stimulate innovation86 by protecting rights which serves as incentive to
innovators.87 However, this argument is balanced by the view that mandatory exhaustion
leads to more open markets and competition for goods because it gives more rights to
purchasers, thereby allowing free flow of goods.88
Several cases have discussed and upheld mandatory exhaustion, such as Quanta
Computer Inc. v. LG Electronics Inc.;89 Bloomer v. McQuewan;90 Adams v. Burke;91 Keeler v.
Standard Folding Bed Co.;92 Motion Picture Patents Co. v. Universal Film Manufacturing
Co.;93 Ethyl Gasoline Corp. v. United States;94 and United States v. Univis Lens Co.95 These
cases emphasise that a patent holder cannot add conditions to the patented article’s
license or sale, or restrict the same so as to control the conduct of the licensee or
purchaser of the patented goods after the goods have been sold.
Similarly, according to the German case of “Fullplastverfahren,”96 parties cannot limit
exhaustion directly by contractual means, as the legal principle of exhaustion is not at
the discretion of the parties to a license contract.97
Therefore, where patent exhaustion is mandatory, there is nothing left for the patent
holder once the patented goods are sold and all attempts at further holding on to control
of patented goods are forbidden.
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See Motion Picture Patents Co. v. Universal Film Mfg. Co., supra note 28, at 506-518.
94
Ethyl Gasoline Corp. v. United States, supra note 62, at 446-459.
95
United States v. Univis Lens Co., supra note 62, at 241- 252.
96
cf. GRUR 1980, 38 (Ger.), supra note 74.
97
Id.
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Conditional Exhaustion

It was the realisation by patent holders of the devastating effects of mandatory
exhaustion that led to the conditional notion of patent exhaustion. 98 Patent holders
began seeking ingenious ways to avoid exhausting their patents and one of such methods
was by the sale or licence of patented goods with various restrictions on their subsequent
use by companies at various levels in the supply chain.99 This was done by simply
inserting in any sale or license agreement, a provision that the purchasers or the
licensee’s customers are not permitted to either sell, or sell below a particular price, or
use outside certain jurisdictions or use after certain periods or process the subcomponent
further or combine the component with other parts to produce finished goods.100 Thus
patent holders began contracting around patent exhaustion by limiting the scope of the
authorisation.101
Conditional exhaustion recognises post-sale restrictions102 and only enforces patent
exhaustion where there is no “restricted sale” or “conditional sale.” Where the sale is
shown to be unconditional, patent exhaustion applies totally but where there is any
condition, patent exhaustion only applies to the portions that were not affected by those
conditions or restrictions.103 For instance, if there is a restriction on the right to repair
the patented goods, then all the rights of the patent holder would be exhausted upon
sale, save his right to the repair of the goods.
A caveat that usually applies is that for the conditional exhaustion to apply, the post-sale
restrictions ought to be imposed on the sale must be lawful and generally within the
patent rights of the patent holder.104 They must also have been made expressly and
agreed to expressly by the purchaser.105

98

Chiapetta, supra note 7.
See Freeman, supra note 59; Rinehart, supra note 16, at 496.
100
Freeman, supra note 59.
101
Ernst, supra note 16, at 445.
102
A “restricted sale” can be defined as any sale that includes conditions or requirements which must be
met by the purchaser. Post-sale restrictions are those that purport to restrict the use or sale of the patented
article once purchased and in the hands of an end user, not a licensee or distributor. Common post-sale
restrictions include “single use only” and “refill only with proprietary ink” notices. See Tod M. Leaven, The
Misinterpretation of the Patent Exhaustion Doctrine and the Transgenic Seed Industry in Light of Quanta v. LG
Electronics, 10 N. C. J. L. & TECH. 119 (2008), http://scholarship.law.unc.edu/ncjolt/vol10/iss1/4; See also
Rinehart, supra note 16, at 485.
103
Quanta Computer Inc. v. LG Electronics Inc., supra note 62.
104
A patentee is generally allowed by law to grant licenses to make, use or vend, restricted in point of
space or time, or with any other restriction upon the exercise of the granted privilege, save only that by
attaching a condition to his license he was not permitted to enlarge his monopoly and thus acquire some
other right which the statute and patent did not give. (This is the position for Patentees in most nations
and internationally as well). See Dahlin, supra note 26, at 758.
105
Id.
99
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Conditional exhaustion is criticised for affecting the distribution, consumption and the
incentive for the flow of goods in the markets.106 Since it allows patent holders to avoid
exhaustion through express post-sale restrictions and thereby maintain their monopoly, it
is said to stifle competition.107However, it is also said to encourage research and
development (R&D) and innovation, as it expands the incentives of patent holders.108
As with mandatory exhaustion, several cases have upheld conditional exhaustion such as
Henry v. A.B. Dick;109 Monsanto Co. v. Scruggs;110 Mitchell v. Hawley;111 General Talking
Pictures Corp. v. Western Electric Co;112 Mallinckrodt, Inc. v. Medipart, Inc.113 These cases
effectively state that patent exhaustion would only apply where the sale is an
unconditional one. Thus, it can be concluded that where exhaustion is conditional, the
restrictions placed on patented goods are valid.
3.3.

Moving from Understanding to Resolution

An understanding of the above-discussed notions of patent exhaustion indicates that
patent exhaustion applies once there is an unconditional sale.The only difference
between the two notions is the absolute refusal by the notion of mandatory exhaustion to
even consider post-sale restrictions and the consideration given by the notion of
conditional exhaustion to the same. This difference, which courts continue to struggle
with, may require a solution which is not necessarily a ‘one size fits all.’114
Several authors have come up with alternatives to the conflicting notions or ways of
balancing this difference. For instance, one alternative is the “default-plus” rule which
combines conditional exhaustion with a patent misuse test independent of the
exhaustion analysis.115 Rhinehart has proposed the use of the Pliability Rule rhetoric116
to justify limiting patent relief when a sale occurs with license restrictions, be they

106

Rinehart, supra note 16, at 487.
See generally Zheng, supra note 4, at 128; Chiapetta, supra note 7.
108
Id.
109
See Henry v. A. B. Dick, 224 U.S. 1, 49 (1912), at 23-30 (Was however later overruled in the case of
Motion Picture Patents Co. v. Universal Film Mfg. Co., supra note 28 at 506-518.).
110
Monsanto Co. v. Scruggs, 249 F. Supp. 2d 746, 753 (N.D. Miss. 2001) ("The exhaustion doctrine
only applies where the sale or license of the patented invention is an unconditional one.").
111
Mitchell v. Hawley, 83 U.S. (16 Wall.) 544 (1872), at 545-551.
112
General Talking Pictures Corp. v. Western Elec. Co., 304 U.S. 175 (1937), at 179-181.
113
Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700 (Fed. Cir. 1992), at 701-708.
114
Zheng, supra note 4.
115
Id. at 139.
116
Defined as comprising a shift from property to liability rule.
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restrictions to field of use, resale price, tying and territory.117 Several authors have
suggested balancing both notions or have shown preference for one or the other.118
The authors hold the view that these different notions have been created due to lack of
codification in some nations on the patent exhaustion doctrine which has subjected it to
several interpretations over the years.119 The first step, therefore, is for nations that are
yet to codify their patent exhaustion doctrine to introduce legislations that conform with
the provisions of the TRIPS Agreement.120
The next step is the determination to move ahead from the conflict. The doctrine is
clearly evolving from its basic mandatory form to make room for the conditional form,
bringing to fore issues regarding the obligatory nature of such agreements as well as the
fear of restraints on alienation by allowing the patent rights to exist as servitudes.121
Nations must, thus, at various legislative levels, consider this aspect of patent exhaustion
and by taking suggestions from several authors on the subject, determine very carefully
position which is most balanced and favourable to their citizens.
Only when each nation determines its position can there be some form of discussion for
an internationally unified position on the subject. This is the necessary next step which
nations must take to achieve the unification of the notions and to further fortify the
doctrine of patent exhaustion.

IV. CONCLUSION
Patent exhaustion, be it applied mandatorily or conditionally, is necessary for a healthy
intellectual property system.122 Despite notional differences in the application of the
doctrine in different nations, the differences can be balanced and unified by pro-active
legislative measures. Codifying the same is one of the best possible ways to move away
from the conflict towards a resolution. There is also a need for more international and
unified guidance for the application of the doctrine. Perhaps with some effort and time,
the doctrine may become universally uniform, just as the intellectual property from
which it is derived has almost become.

117

Rinehart, supra note 16, at 487 [citing Abraham Bell & Gideon Parchomovsky, Pliability Rules, 101
MICH. L. REV. 1, 25-26 (2002) (“Property + Liability = Pliability”).
118
See Chiapetta, supra note 7, at 1143 (shows preference for the conditional notion discussed therein
as the ‘default rule’).
119
The United States only recently upheld the conditional notion and has gone back and forth over the
years getting the hardest hit from the conflict, as a result of this lack of codification.
120
See TRIPS Agreement, supra note 11, Art. 6.
121
Molly S. Van Houweling, The New Servitudes, (96) THE GEORGETOWN L. J., 885-950 (2008).
122
In some countries such as Nigeria where it is codified, it is seldom enforced.
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JUST KEEP CALM & CARRY ON:
THE IMPACT OF BREXIT ON INTELLECTUAL PROPERTY LAWS IN BRITAIN AND
THE EUROPEAN UNION
ALEXANDRA GEORGE*
Britain’s decision to “Brexit” from the European Union (“EU”) has generated
great uncertainty about what will happen to existing and future intellectual
property laws and interests.
This Article examines the effects that Brexit seems likely to have upon
copyright, patent, trademark and design law in Britain and the EU. It
outlines the current frameworks in operation in each of these areas, and
discusses how these might be developed in response to Britain’s departure
from the EU. Brexit’s prospective impacts on plant variety rights, geographical
indications, semiconductor topographies, trade secrets, and intellectual
property practice issues in the EU and Britain are also considered.
The Article concludes that, from an intellectual property perspective, the
economic interests of both Britain and the rest of the EU are likely to be best
served in the mid- to longer-term by taking a “soft Brexit” approach to
intellectual property laws. Avoiding rhetorical posturing or retaliation for
perceived slights seems, ultimately, likely to produce the best intellectual
property-related consequences for both parties.
Britain and the EU both stand to damage their commercial environments if
their intellectual property arrangements are dramatically altered as a result
of Brexit. By contrast, if Britain maintains many existing single market
arrangements with respect to intellectual property law – even at the cost of
reducing the policy-making freedom that it would enjoy under a “hard(er)
Brexit” – the result may be mutually beneficial interdependence. This would
arguably produce the best commercial outcomes for the EU and Britain alike.
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I. INTRODUCTION
In June 2016, a majority of the British1 people voted to “Brexit” out of the European
Union (“EU”). The outcome was a surprise to many and, as post-Brexit arrangements
between Britain and the EU had not been determined in advance, it unleashed
immediate concern about the implications for intellectual property law and assets.
The ramifications for intellectual property will depend upon the administrative
arrangements agreed between Britain and the EU during pre-Brexit negotiations from
2017-2019, and any trade or other agreements concluded after Brexit takes effect.
The march towards Brexit formally commenced on 29 March 2017,2 when Britain
notified the European Council (“Council”) that it intended to withdraw from the EU. This
triggered Article 50 of the Treaty of Lisbon3 – which states that any Member State may
decide to withdraw from the EU – and marked the commencement of negotiations about
future arrangements between Britain and the EU. The separation process should occur
within two years4 and be finalized by mid-2019.
This Article identifies the effects that Brexit is likely to have upon different types of
intellectual property interests in Britain and the EU. To examine these issues, this Article
considers Brexit’s potential impact on copyright, patent, trademark and design law. The
Article outlines the current frameworks in operation in each of these areas, and
speculates as to how these might be developed in response to Brexit. The effect of Brexit
on plant variety rights, geographical indications, semiconductor topographies, trade
secrets, and practice issues are also surveyed.
The Article concludes that, from an intellectual property perspective, the mid- to longerterm economic interests of both Britain and the rest of the EU are likely to be best served
by keeping calm, avoiding rhetorical posturing, and taking a “soft Brexit” approach to
intellectual property laws. This would entail maintaining in Britain many existing single

* The author is Director of the LL.M. (Innovation Law) and LL.M. (Media and Technology Law) in the
Faculty of Law, University of New South Wales, Australia. Dr. George previously worked at universities in
the UK and Italy. Grateful thanks are due to the reviewers and to Deborah Healey, Donald Kenyon AM,
Patrick Lynch, Ralph Melano and Leon Trakman for their input and helpful feedback, which improved the
Article. Of course, any omissions or errors remain the responsibility of the author.
1
For the purposes of this Article, the names Britain and the United Kingdom (UK) are used
interchangeably to refer to the jurisdiction officially known as the United Kingdom of Great Britain and
Northern Ireland.
2
On 24 January 2017, the Supreme Court of the United Kingdom ruled that the government must seek
parliamentary approval before triggering Article 50: R (on the application of Miller and another)
(Respondents) v Secretary of State for Exiting the European Union (Appellant) [2017] UKSC 5. This approval
was obtained when the European Union (Notification of Withdrawal) Bill passed through Parliament on 13
March 2017, becoming law.
3
Treaty of Lisbon amending the Treaty on European Union and the Treaty establishing the European
Community, 2007 O.J. C 306/1 [hereinafter Treaty of Lisbon].
4
Id.
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market arrangements with respect to intellectual property law, even at the cost of
reducing the policy-making freedom that Britain would enjoy under a “hard(er) Brexit”.
Obversely, both Britain and the EU stand to damage their commercial environments if
their intellectual property arrangements are dramatically altered as a result of Brexit.

II. NEGOTIATING BREXIT
The specific changes that Brexit will bring to the substance and application of intellectual
property laws will depend greatly on the nature of the arrangements that are put in place
after the negotiating period concludes.
Upon Brexit, aspects of intellectual property law based on existing or future EU
Regulations will cease to apply in Britain unless Westminster legislates to incorporate
them directly into domestic law. The British Government has indicated a “Great Repeal
Bill” will be used to transpose existing EU law into British legislation, which can then be
amended, repealed or improved on a provision-by-provision basis.5 However, further
measures are still likely to be necessary to make EU-derived intellectual property laws
operate smoothly in a post-Brexit Britain, particularly where they refer to EU institutions
that will no longer have jurisdiction in Britain. Those measures will be heavily influenced
by whatever post-Brexit arrangements are put in place between Britain and the EU.
If the negotiators conclude a soft Brexit in which Britain remains within the European
Economic Area (“EEA”) and/or European Free Trade Association (“EFTA”), it can be
expected that relatively little will change in practice. However, a harder break from the
existing system could result in very significant differences in the ways rights holders
could protect various types of intellectual property across Europe. While such changes
would mainly affect the protection of intellectual property within Britain, some impact is
also likely to be felt in the remaining EU Member States.

5

All EU Member States are required to comply with EU laws known as Regulations and Directives, the
effect of which is to “harmonize” their national laws. EU Regulations are legally enforceable in all Member
States upon their commencement, and they override any inconsistent pre-existing domestic laws. By
contrast, Directives are binding and set out objectives that Member States must implement by way of their
domestic legislation, though individual states are allowed flexibility as to how the objectives will be
achieved.
These will no longer apply in Britain post-Brexit, unless they have been transposed into British law.
Hence, the Great Repeal Bill has been proposed. See Department for Exiting the European Union,
Legislating for the United Kingdom’s Withdrawal from the European Union (Great Repeal Bill White Paper),
30
March
2017,
available
at
www.gov.uk/government/uploads/system/uploads
/attachment_data/file/604516/Great_repeal_bill_white_paper_accessible.pdf. The Great Repeal Bill White
Paper sets out general principles but it lacks detail and does not specifically mention intellectual property
law. It therefore remains unknown at the time of writing how, for example, Britain intends to transpose
and/or amend laws referring to EU institutions such as the EUIPO. This may become clearer when the
draft text of the Great Repeal Bill is released.
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For rights holders, the major effect of a hard Brexit is likely to be the inconvenience and
cost of having to register trademarks, designs and patents twice (i.e. separately in Britain
and the EU) to maintain the level of protection that could have been achieved with a
single EU-wide registration but for Brexit. Likewise, commercial application of
intellectual property law (e.g. through licensing agreements) is likely to be affected by
Brexit, as is enforcement of intellectual property rights.
Basing the analysis on the default position of a hard Brexit – but always allowing for the
possibility of an agreement between Britain and the EU that could allow for a softer
Brexit – this Article explains relevant points about the way intellectual property laws
currently function in the EU, and discusses how they could be affected or reformulated in
a post-Brexit EU and Britain. It is entirely possible that a hard(er) Brexit could be
negotiated with respect to some areas of intellectual property (e.g. copyright), while a
softer approach is taken in other areas (e.g. trademarks and/or patents).
While the British government has sought to reassure interested parties,6 uncertainty
about these issues seems likely to persist for some time as the intricacy of the EU
intellectual property acquis means that post-Brexit arrangements could take quite a while
to resolve. The following discussion casts light on the various intellectual property
options and outcomes that Brexit could produce.

III. COPYRIGHT
Brexit seems unlikely to have a significant immediate effect on British copyright law as
many EU copyright principles have already been incorporated into British domestic
copyright law, and many fundamental principles are governed by international treaties.
While extensive in some respects, the harmonization of European copyright law has been
piecemeal and partial. The European harmonization agenda with respect to copyright
has been described as “ambitious”,7 yet copyright law remains the subject of domestic
laws with distinct variations across the EU. For this reason, copyright may well be the
area of intellectual property law that is the least affected by Brexit.
Copyright laws offer time-limited rights to the owners of certain creative output. Literary,
dramatic, musical and artistic works are protected, as are related materials such as sound
and video recordings, broadcasts and published editions. All EU Member States –
including Britain – are individually members of the Berne Convention8 and the World
6

INTELLECTUAL PROPERTY OFFICE, IP AND BREXIT: THE FACTS (2016), available at https://www.gov.
uk/government/news/ip-and-brexit-the-facts.
7
P. Bernt Hugenholtz, Harmonisation or Unification of European Union Copyright Law, 38 MONASH
UNIVERSITY L. REV. 4-16, 4 (2012).
8
The Berne Convention for the Protection of Literary and Artistic Works, 9 Sept. 1886.
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Trade Organization’s Agreement on Trade-Related Aspects of Intellectual Property Rights
(“TRIPS Agreement”),9 which set out basic standards and principles for subsistence of
copyright works. All must, therefore, host copyright laws that conform to the
requirements of those treaties, and all must offer protection under domestic copyright
laws to the nationals of other treaty partners. This principle will ensure continuity of
basic copyright protection for nationals of the EU and Britain despite Brexit.
While each EU Member State must also implement the principles of the EU’s copyright
acquis (thus placing a heavy burden on Member States’ legislative apparatus),10 no
comprehensive EU-wide copyright law exists and the requirements for copyright
protection have not been harmonized. As no copyright directive establishes the essential
elements of copyright law across the EU, the ways in which copyright principles
mandated by the Berne Convention and TRIPS Agreement have been implemented varies
from country to country within Europe. To the extent that harmonization has occurred, it
is with respect to specific copyright-related issues that the Council has legislated on. It
can also be argued that harmonization is slowly occurring with respect to specific points
that have arisen in cases before the CJEU.11
The EU’s copyright acquis with respect to copyright protection thus remains complicated,
fragmentary and incompletely harmonized. Eight copyright-related directives were
implemented between 1991 and 2004, one in 2012, and another in 2014.12 While most
provisions of the earlier Directives now seem quite uncontroversial, several of the more
recent Directives have been subjected to extensive criticism. Post-Brexit, Britain will have
the freedom to decide whether or not to maintain these legal principles in its domestic
law.
Arranged in chronological order of the Directives that introduced them, the areas of
distinctively EU copyright–related law that Britain may decide to maintain, amend or
jettison from its law post-Brexit relate to:
i. Software / Computer Programs
Computer Programs and their preparatory design material were identified as ‘literary
works’ (as defined by the Berne Convention) by a 1991 Directive 13 that gave authors
exclusive economic rights to reproduce, alter or distribute their programs. The Directive

9

Agreement on Trade-Related Aspects of Intellectual Property Rights, Annex 1C of the Marrakesh
Agreement Establishing the World Trade Organization, signed in Marrakesh, Morocco on 15 April 1994.
10
Bernt Hugenholtz, supra note 7, at 5.
11
See, e.g., Eleonora Rosati, ORIGINALITY IN EU COPYRIGHT: FULL HARMONIZATION THROUGH CASE LAW
(2013), arguing that the concept of ‘originality’ is being de facto harmonised by decisions of the CJEU.
12
Several of these were subsequently updated or codified, causing complexity as to their names and
citations.
13
Council Directive 91/250/EEC of 14 May 1991 on the legal protection of computer programs [1991]
OJ L 122.
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was amended in 1993,14 when the term of the rights was extended from 50 years to 70
years after an author’s death. It was updated by a 2009 replacement directive15 that
codified amendments, and was intended to clarify and remove differences between
existing rights.16
ii. Rental Rights
Rental Rights were introduced by a Directive in 199217 that enabled authors, performers,
phonogram producers, film producers and directors, and broadcasters to authorize or
prohibit the rental and lending of copyright works and material covered by related
rights.18 The original Directive was amended in 1993,19 when the minimum duration was
extended and harmonized. It was then repealed and replaced by a codification in 2006.20
iii. Satellite and Cable Transmission
The Satellite and Cable Directive 199321 provided that satellite transmission of copyright
works may occur only with the authorization of rights holders.22 Cable retransmission of
copyright works was to occur only with the contractual authorization of rights holders.23
iv. Copyright Term
In order to provide a uniform copyright term throughout the EU, the Term Directive
199324 extended the copyright term for much copyright material to 70 years post mortem
auctoris (i.e. after the author’s death).25 This resulted in the harmonization of copyright

14

Council Directive 93/98/EEC of 29 October 1993 harmonizing the term of protection of copyright
and certain related rights [1003] OJ L 290.
15
Directive 2009/24/EC of the European Parliament and of the Council of 23 April 2009 on the legal
protection of computer programs (Codified version) [2009] OJ L 111.
16
European Commission. (2009). LEGAL PROTECTION: COMPUTER PROGRAMS, available at http://
europa.eu/legislation_summaries/internal_market/businesses/intellectual_property/mi0016en.htm.
17
Council Directive 92/100/EEC of 19 November 1992 on rental right and lending right and on certain
rights related to copyright in the field of intellectual property [1992] OJ L 346.
18
Id. at art 1.
19
Supra note 13.
20
Directive 2006/115/EC of the European Parliament and of the Council of 12 December 2006 on
rental right and lending right and on certain rights related to copyright in the field of intellectual property
(codified version) [2006] OJ L 376.
21
Council Directive 93/83/EEC of 27 September 1993 on the coordination of certain rules concerning
copyright and rights related to copyright applicable to satellite broadcasting and cable retransmission
[1993] OJ L 248.
22
Id. at art. 2, compulsory licensing could apply only if simultaneous terrestrial broadcast occurred:
Article 3(2).
23
Id. at art. 8.
24
Council Directive 93/98/EEC of 29 October 1993 harmonizing the term of protection of copyright
and certain related rights [1993] OJ L 290.
25
For example, the term for literary and artistic works was extended to “run for the life of the author
and for 70 years after his death” (formerly 50 years after the author’s death, as required by the Berne
Convention); Id. at art 1(1).
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terms with respect to cinematographic and other audio-visual works, which acquired
protection for 70 years.
The CJEU has held that an effect of this law was to restore copyright to some works
whose copyright term had already expired.26
The Directive was amended in 2001, and replaced by a consolidated version in 2006.27
This was significantly amended in 201128 to extend the term of protection for performers
and sound recordings to 70 years.
v. Databases
The Database Directive 199629 provided for a two-tier system of protection for databases
within the EU. First, it created a sui generis economic right for producers of databases,
regardless of whether the database was original or innovative. This right is intended to
reward the “investment of time, money and effort”30 put into creating the database. It
lasts 15 years and is renewable if substantive investments occur. Second, the Directive
harmonized existing copyright law protecting original arrangements of material in
databases.
As this scheme offers copyright to database makers in the EEA, rights in Britain are likely
to be affected by Brexit. It is not yet clear what arrangements will be put in place after
Brexit. While it seems likely that British-based database makers would continue to be
covered by copyright, it remains to be seen whether database makers in the EU will
continue to be protected in the UK post-Brexit.
In any event, database law may be an area in which Britain decides to deviate from EU
law post-Brexit. The Database Directive has been criticized for providing protection that
is “confusing and overlapping”.31 The quest to standardize database protection was also
undermined by the inclusion of exceptions that Member States could choose whether or
not to enact.32 A 2005 review of the Database Directive by the Council identified a

26

Case C-60/98 Butterfly Music Srl v Carosello Edizioni Musicali e Discografiche Srl (CEMED), OJ no.
C246 of 28 August 1999, 5; ECR (1999) I-03939.
27
Directive 2006/116/EC of the European Parliament and of the Council of 12 December 2006 on the
term of protection of copyright and certain related rights (codified version) [2006] OJ L 372/12.
28
Directive 2011/77/EU of the European Parliament and of the Council of 27 September 2011
amending Directive 2006/116/EC on the term of protection of copyright and certain related rights [2011]
OJ L 265/1.
29
Directive 96/9/EC of the European Parliament and of the Council of 11 March 1996 on the legal
protection of databases [1996] OJ L 77.
30
European Commission, Legal Protection of Databases Directive Adopted, Press Release IP/96/171 (27
February 1996), available at http://europa.eu/rapid/press-release_IP-96-171_en.htm?locale=en.
31
David Vaver, Copyright in Europe: The Good, the Bad, and the Harmonised, 10 AUSTRAL. INTELL. PROP. J.
185-196, 187 (1999).
32
Supra note 29. Art 9 is titled “Exceptions to the sui generis right” and states: “Member States may
stipulate that lawful users of a database which is made available to the public in whatever manner may,
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variety of criticisms, including that its protection was “unclear in scope and ill-suited to
target areas where innovation and growth should have been stimulated”,33 that it “locks
up data and information to the detriment of the academic community or other industries
that depend on the availability of data and information to conduct their business or
research,”34 and that it “is too narrow in scope and thus fails to adequately protect
investors in database products.”35 Despite these problems, the review offered the fencesitting conclusion:
“The argument could be made that, despite its limited effectiveness in
creating growth in the production of European databases, the Directive
does not impose significant administrative or other regulatory burdens on
the database industry or any other industries that depend on having access
to data and information.”36
It may be that Britain will seize the opportunity provided by Brexit to depart from the
principles established in EU database law and redesign its approach to database
protection.
vi. Resale Rights (Droit de Suite)
The Resale Right Directive 200137 provides for artists to receive royalties when their
works are resold. Known by the French term droit de suite, resale rights are provided for
by the Berne Convention38 and had existed in some EU Member States prior to the
Directive. However, market distortion was thought to occur with resale of artworks being
attracted to EU Member States – such as Britain – that lacked a resale right.39
The resale right applies to art sales by an EU-national artist via an intermediary such as a
gallery or art dealer. It is an inalienable right, meaning it cannot be waived40 or
transferred41 by the artist.

without the authorization of its maker, extract or re-utilize a substantial part of its contents: (a) in the case
of extraction for private purposes of the contents of a non-electronic database; (b) in the case of extraction
for the purposes of illustration for teaching or scientific research, as long as the source is indicated and to
the extent justified by the non-commercial purpose to be achieved; (c) in the case of extraction and/or reutilization for the purposes of public security or an administrative or judicial procedure.”
33
European Commission, First Evaluation of Directive 96/9/EC on the Legal Protection of Databases, DG
INTERNAL MARKET AND SERVICES WORKING PAPER (European Commission: Brussels, 12 December 2005), 4.
34
Id.
35
Id.
36
Id. at 6.
37
Directive 2001/84/EC of the European Parliament and of the Council of 27 September 2001 on the
resale right for the benefit of the author of an original work of art [2001] OJ L 272.
38
Berne Convention, supra note 8, at art. 14.
39
Directive 2001/84/EC, supra note 37, preamble ¶ 8-11.
40
Id. at art. 1(1).
41
Id. at art. 6(1).
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Implementation of the resale right has been particularly controversial in Britain,42 where
it has been heavily criticized for making the British art market less competitive than
those of Hong Kong and New York. More generally, it has been criticized for failing to
introduce “a workable and stringent set of new rules” and for distorting the art market.43
Brexit would provide an opportunity to change or abandon the resale right in Britain,44
though artists would be likely to oppose such a move.
vii. Online Environment
The Information Society Directive 200145 (“InfoSoc Directive”) sought to harmonize EU
laws in preparation for assuming obligations under the World Intellectual Property
Organization’s (“WIPO”) Copyright Treaty (“WCT”) and the WIPO Performances and
Phonograms Treaty (“WPPT”) of 1996. In essence, these treaties responded to challenges
presented by the growth of the Internet. The InfoSoc Directive required EU Member
States to enact enabling legislation with respect to rights of reproduction,
communication to the public, distribution (particularly in an online context), and digital
rights management.
However, the InfoSoc Directive arguably had limited impact. This has been attributed to
the many compromises that were made during negotiations that resulted in an extensive
list of optional exceptions that Member States could adopt with respect to the new rights,
thus undermining the Directive’s harmonizing effect.46 Summarizing the criticisms, Peter
Yu argues:
“[the Infosoc Directive] was ridden with compromises made to the
copyright and communications industries, fails to address many important
problems concerning copyright in the digital environment, such as
applicable law, administration of rights and moral rights [and] also fails to
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Charles Lewis, Implementing the Artist's Resale Right Directive, 2(5) J. INTELL. PROP. L. PRAC. 298-304
(2007). The impact of the resale right was assessed negatively in a report prepared for the British Art
Market Federation: ARTS ECONOMICS, The EU Directive on ARR and the British Art Market (2014),
available at: http://tbamf.org.uk/wp-content/uploads/2014/09/ARR-Sector-Report-UK-2014.pdf.
43
Joerg Wuenschel, Article 95 EC Revisited: is the Artist's Resale Right Directive a Community Act beyond
EC Competence? 4(2) J. INTELL. PROP. L. PRAC. 130-136 (2009).
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See, e.g., discussion in: Christopher Silvester, Why Britain’s world-class galleries and auction houses
could
benefit
from
Brexit,
The
SPECTATOR
(5
March
2016),
available
at
http://www.spectator.co.uk/2016/03/why-britains-world-class-galleries-and-auction-houses-could-benefitfrom-brexit/.
45
Directive No. 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the
Harmonisation of Certain Aspects of Copyright and Related Rights in the Information Society [2001] OJ L
167.
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Bernt Hugenholtz, supra note 7, at 7.
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resolve significant differences between various EU member states and to
harmonize copyright laws within the European Union.”47
Again, Brexit presents an opportunity for Britain to depart from aspects of this law.
In light of a 2015 case48 that highlighted differences in attitude between the approaches
to private copying (an area covered by the InfoSoc Directive) of the British government
and those of other parts of the EU,49 a post-Brexit revision of the British law in this area
might not be surprising.
viii. Enforcement
The Enforcement Directive 200450 is concerned with harmonization of civil enforcement
mechanisms with respect to existing intellectual property rights. The Directive’s subject
matter includes copyright but also extends to EU intellectual property laws more widely.
Its goal is to ensure that “all Member States will have a similar set of measures,
procedures and remedies available for right holders to defend their intellectual property
rights (be they copyright or related rights, trademarks, patents, designs, etc.) if they are
infringed.”51 Rather than amending or introducing substantive rights, the Directive
harmonized the measures, procedures and remedies necessary to ensure the enforcement
of intellectual property rights. This includes provisions for the production of evidence
and the use of injunctions.52
Particularly if the negotiating parties seek a soft Brexit effect with respect to intellectual
property law, it seems likely that Britain would agree to maintain these legal principles
in its domestic law post-Brexit. Doing so would make it easier for rights holders to
enforce intellectual property laws within both Britain and the EU, without confronting

47

Peter Yu, An Overview of the EU Information Society Directive (2001), available at
http://www.peteryu.com/gigalaw1101.pdf.
48
British Academy of Songwriters, Composers and Authors Musicians’ Union & Ors, R (on the
application of) v Secretary of State for Business, Innovation and Skills & Anor [2015] EWHC 2041.
49
Id. In this case, the UK High Court held that it was unlawful for the British government to have made
the s28B amendments to the Copyright, Designs and Patents Act 1988 – which gave effect to the InfoSoc
Directive art 5(2)(b) and legalised personal copying by content purchasers for private, non-commercial use
– without introducing a mechanism for fairly compensating rights holders. The British approach had
reflected a desire to avoid creating a cumbersome compensation scheme by introducing private use
provisions that would cause little or no harm to rights holders. By contrast, the majority of EU Member
States that introduced the private copying exceptions had also introduced schemes that funded
compensation via levies.
50
Directive 2004/48/EC of the European Parliament and of the Council of 29 April 2004 on the
enforcement of intellectual property rights [2004] OJ L 157.
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European
Commission,
The
Enforcement
Directive
(2014),
available
at
http://ec.europa.eu/internal_market/iprenforcement/directive/index_en.htm.
52
In 2005, the Council proposed a second enforcement directive (Proposal for a European Parliament
and Council Directive on Criminal Measures aimed at ensuring the enforcement of Intellectual Property Rights,
COM (2005) 276/1’) to supplement the 2004 Directive by harmonizing criminal enforcement mechanisms.
However, this proposal was subsequently withdrawn (Official Journal C 252 of 18 September 2010).
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substantially different procedural rules during litigation. This would arguably increase
the attractiveness of both jurisdictions for investors and intellectual property-related
industries.
ix. Orphan Works
Orphan works are materials that are protected by copyright but whose copyright holders
cannot be identified or located to seek permission to use them. A 2008 European
Commission Green Paper explored the difficulties associated with orphan works, such as
those faced by libraries seeking to preserve such materials through digitization.53
In response, the Orphan Works Directive 201254 provides for the digitization and online
display of orphan works through a statutory exception-based model. To qualify, the
works must have been first published or broadcast in the EU, and must then be treated in
accordance with common rules established by the Directive. The orphan status may be
reversed if a copyright holder recognizes the work and asserts its claim to copyright, and
the Directive contains a mechanism by which a copyright holder may arrange return of
its rights and fair compensation for use made of its work under the Directive.
To give effect to the Directive’s requirements, in 2014, the EU launched a publicly
accessible online Orphan Works Database55 containing all orphan works56 that have been
identified after a diligent search for their copyright holders. Once a work is identified as
an orphan in one EU Member State and placed in the database, it is treated as an orphan
work throughout the EU.57 It may then be digitized, made available, indexed, catalogued,
preserved or restored by certain public interest organizations “in order to achieve aims
related to their public-interest missions, in particular the preservation of, the restoration
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Commission of the European Communities, Green Paper: Copyright in the Knowledge Economy
(Brussels,
COM(2008)
466/3),
available
at
http://ec.europa.eu/internal_market/copyright/docs/copyright-infso/greenpaper_en.pdf.
54
Directive 2012/28/EU of the European Parliament and of the Council of 25 October 2012 on certain
permitted uses of orphan works, [2012] OJ L 299, 5–12.
55
The database is located at: https://ukeuipo.europa.eu/orphanworks/.
56
The definition of ‘orphan works’ covered by the Directive (supra note 54) includes copyrightprotected works “published in the form of books, journals, newspapers, magazines or other writings
contained in the collections of publicly accessible libraries, educational establishments or museums as well
as in the collections of archives or of film or audio heritage institutions; (b) cinematographic or audiovisual
works and phonograms contained in the collections of publicly accessible libraries, educational
establishments or museums as well as in the collections of archives or of film or audio heritage institutions;
and (c) cinematographic or audiovisual works and phonograms produced by public-service broadcasting
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certain unpublished works and phonograms: art 1(3).
57
Id. art. 4: “A work or phonogram which is considered an orphan work according to Article 2 in a
Member State shall be considered an orphan work in all Member States. That work or phonogram may be
used and accessed in accordance with this Directive in all Member States.”
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of, and the provision of cultural and educational access to, works and phonograms
contained in their collection.”58
Britain had also grappled with orphan works issues for some time. Two government
reports recommended change,59 with the latter proposing implementation of an “efficient
digital copyright licensing system, where nothing is unusable because the rights owner
cannot be found”.60
The same day as the EU Directive took effect (29 October 2014), Britain launched a
national orphan works scheme.61 This includes a licensing system, which enables users to
apply to the UK’s Intellectual Property Office (“UKIPO”) for a license to use an orphan
work for commercial and/or non-commercial uses within Britain.62 Meanwhile, similar to
the EU scheme, a statutory exception also allows certain public interest organizations to
use orphan works under specified conditions.63
Britain’s orphan works provisions are much broader than required by the Directive. Given
criticisms of the EU scheme64 and recommendations about how the domestic scheme
could be improved,65 Brexit may provide an opportunity for Britain to revisit orphan
work issues free of the constraints of the EU’s Orphan Works Directive.
x. Collective Rights Management
The Collective Rights Management Directive 201466 followed an earlier Council
Recommendation67 and aimed to “provide for coordination of national rules concerning

58

Id. art. 6(2).
Andrew Gowers, Gowers Review Of Intellectual Property (2006), 69-72, available at
https://www.gov.uk/government/uploads/system/uploads/attachment_data/file/22884; and Ian
Hargreaves, Digital Opportunity: A Review Of Intellectual Property And Growth (2011), 38 [Hargreaves
Review],
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http://www.ipo.gov.uk/ipreviewfinalreport.pdf.
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Hargreaves Review, id. at 97, §11.4.
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64
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INTELL. PROP. L. PRAC., 303-310 (2013).
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https://www.gov.uk/government/publications/orphan-works-annual-report.
66
Directive 2014/26/EU of the European Parliament and of the Council of 26 February 2014 on
collective management of copyright and related rights and multi-territorial licensing of rights in musical
works for online use in the internal market, [2014] OJ L 84, 72–98.
59

101

[April 2017]

JOURNAL OF INTELLECTUAL PROPERTY STUDIES

[Vol. 1:1]

access to the activity of managing copyright and related rights by collective management
organizations, the modalities for their governance, and their supervisory framework”.68 It
includes provisions harmonizing rules concerning collective rights management
organizations, as well as provisions making it easier to grant cross-border licenses of
authors’ rights, particularly with respect to music.
This approach has been criticized as inadequate by the Max Planck Institute for
Innovation and Competition (based in Munich, Germany), which argues that further
harmonization of substantive copyright law is needed to facilitate cross-border
licensing.69 Brexit seems unlikely to assist with the fulfilment of this ambition.
xi. Brexit and the EU’s ongoing copyright harmonization project
The Max Planck Institute’s urging of further copyright harmonization accords with other
efforts to more closely integrate the EU’s copyright laws. Brexit makes it far less likely
that Britain will remain part of these harmonization initiatives, which are currently
twofold.
First, the EU has been working on a strategy to create a Digital Single Market (“DSM”) in
which the principle of the free movement of goods, persons, services and capital could be
extended online. With respect to copyright, this initiative involves further harmonization
of national copyright laws to reflect the impact of new technologies, and the streamlining
of online access to copyright-protected content across the EU.
The DSM centrepiece, the General Data Protection Regulation (“GDPR”),70 was adopted
on 27 April 2016 (prior to the Brexit referendum) and is due to take effect throughout
the EU by 25 May 2018 (before Brexit is likely to take effect). The British government
had been enthusiastic about the DSM71 and, despite Brexit, Britain may well decide to
incorporate GDPR principles into its domestic laws. Doing so could see Britain granted
“adequacy” status post-Brexit, meaning data could continue to flow freely between and
the EU. This outcome is likely to be in the best interests of the British and EU economies
alike.
67

Commission Recommendation of 18 May 2005 on collective cross-border management of copyright
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Id., at art. 8.
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Institute for Intellectual Property and Competition Law on the Proposal for a Directive of the European
Parliament and of the Council on Collective Right Management of Copyright and Related Rights and MultiTerritorial Licensing of Rights in Musical Works for Online Uses in the Internal Market COM (2012)372,
available
at
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Regulation on the Protection of Natural Persons with regard to the processing of Personal Data and
on the Free Movement of such Data, and repealing Directive 95/46/EC (General Data Protection
Regulation).
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See, e.g., for a statement of British government policy prior to May 2015: UK VISION FOR THE EU’S
DIGITAL ECONOMY, available at https://engage.number10.gov.uk/digital-single-market/.
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Whether Britain would continue further down the DSM harmonization path is likely to
depend on whether a soft or hard Brexit agreement with the EU is negotiated. However,
if the territory covered included the large British market, the EU’s DSM harmonization
goals would arguably be more effective and would make Europe a more attractive
investment destination for intellectual property-related industries.
The second initiative – linked to the more recent DSM approach to copyright
harmonization – has been an older push towards harmonizing copyright-related issues
that remain outside the EU acquis. Those are currently matters for British domestic law
and are unlikely to change as a result of Brexit. They include definition of the concept of
‘originality’, rules on ownership of copyright works (especially those created in the
course of employment), identifying “the public” in the context of communication of
works, identifying the “connecting factors” or “points of attachment" to a jurisdiction that
give rise to copyright in that territory, moral rights, and exhaustion of rights. 72 This is
contentious, and an earlier attempt arguably failed when the proposed Directive on
Copyright Harmonisation 199773 was wound down into the narrower InfoSoc Directive
in 2001.74
Even before Brexit became likely, the furtherance of this harmonization project was
stalling. In 2013-2014, the Council had engaged in a public consultation with a view to
modernize copyright law. Known as the “Communication on Content in the Digital Single
Market”,75 the review built on principles set out in the Council’s 2011 intellectual
property strategy document.76 These included: multi-territorial collective management
and cross-border licensing, creation of European digital heritage libraries, and measures
to combat piracy and to improve the legal framework for customs actions.77 With respect
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to the possibility of introducing a unified copyright title to replace national laws with a
harmonized EU copyright law, the document noted:
“Some see this as the only manner in which a truly Single Market for
content protected by copyright can be ensured, while others believe that
the same objective can better be achieved by establishing a higher level of
harmonisation while allowing for a certain degree of flexibility and
specificity in Member States legal systems”78
However, even before discussions of Brexit, Bernt Hugenholtz expressed scepticism about
the project:
“On balance, the process of harmonisation in the field of copyright and
related rights has produced mixed results at great expense, and its
beneficial effects on the Internal Market are limited at best, and remain
largely unproven. Twenty years of harmonisation of copyright law have
not produced a solid, balanced and transparent legal framework in which
the knowledge economy in the EU can truly prosper. Even worse, the
harmonisation agenda has largely failed to live up to its promise of
creating uniform norms of copyright across the EU.”79
In light of Brexit, it now seems even less likely that uniform copyright norms will be
implemented across Europe. However, Britain’s exit from the EU (and thus the removal
of the need to compromise between common law and civil law approaches to copyright)
might make it easier for the remaining Member States to reach consensus on some
copyright issues.

IV. DESIGNS
Unless other transitional arrangements are put in place, EU registered and unregistered
designs will cease to have effect in Britain as a result of Brexit. Brexit will not affect
British registered and unregistered designs, but – without transitional provisions – EU
design rights will not be able to be converted to British design rights due to novelty
restrictions.
Design laws protect “the appearance of the whole or a part of a product resulting from
the features of, in particular, the lines, contours, colours, shape, texture and/or materials
of the product itself and/or its ornamentation”.80 Registered designs must relate to a
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European Commission, Public Consultation on The Review of the EU Copyright Rules: Consultation
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particular product described in accordance with the Locarno Classification.81 While the
Paris Convention82 has required design protection since 1958, signatories are free to
select their own protection mechanisms.83 This gives the EU and Member States
(including Britain) flexibility about how to protect designs within their borders.
Since 2007, the EU has been a signatory to the WIPO-administered Hague System for the
International Registration of Industrial Designs, which – by enabling the registration of
multiple designs in multiple territories through a single international application – has
made it easier for EU rights holders to protect their designs outside the EU, and vice
versa. The UK Intellectual Property Office (“UKIPO”) has affirmed that the British
government intends to ratify the Hague Agreement in a national capacity,84 which will
allow designers to register in multiple jurisdictions – including the EU and Britain –
through a single international application.
In its 1991 Green Paper on the Legal Protection of Industrial Design,85 the Council
recommended harmonization of national design laws, and creation of a system of
registered and unregistered Community Designs. The EU’s Design Directive 86 was
adopted in July 1998, following years of consultation, and was described at its
instigation as “clearly a victory for the EU’s free trade concept.”87
In conjunction with the Design Regulation,88 the Directive provides the basis for unitary
design rights that give their owners protection throughout the whole EU. In effect since 1
April 2003, the system provides methods of protecting EU-wide registered and
unregistered design rights that operate in parallel with national design laws.
Subject to any contrary agreement between Britain and EU reached during the
negotiation period, it is expected that EU design rights will cease to apply in Britain
amended by Council Regulation No 1891/2006 of 18 December 2006 amending Regulations (EC) No
6/2002 and (EC) No 40/94 to give effect to the accession of the European Community to the Geneva Act
of the Hague Agreement concerning the international registration of industrial designs [2006] OJ EC No L
386 14, Art. 3 (a).
81
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82
Paris Convention for the Protection of Industrial Property (20 March 1883; effective 7 July 1884, and
amended 2 June 1934 and 14 July 1967).
83
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84
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following Brexit. However, the structure of the EU design framework means that it
would make sense for options to be put in place to enable rights holders to utilize
Britain’s national design system post-Brexit in a manner that maintains protection across
Britain as well as the EU.
The partial harmonization of EU design law has offered several ways of protecting the
appearance of products within the Member States, and this will leave designers with
various protection options post-Brexit. The Directive sets out uniform standards with
respect to substantive eligibility requirements,89 the scope of design protection,90 the
term of protection,91 and the circumstances in which design rights may be refused or
invalidated.92 In order to obtain protection in the EU, a design must be novel,93 meaning
no identical design has already been made available to the public.94 It must have
“individual character”,95 which is judged by whether an “informed user” would consider
it different from the overall impression of any design which has been made available to
the public,96 and it must not be composed of visual features dictated solely by the
product’s technical function.97 As the laws of all EU Member States must comply with the
Directive,98 British domestic law currently accords with these standards, though Britain
may have no obligation to ensure its design laws comply with EU standards following
Brexit.
The types of design laws currently offering protection within the EU (including Britain),
which will be impacted by Brexit, can be outlined as follows:
i. Registered Community Designs (RCD)
RCDs became available from 1 April 2003. They apply throughout the EU, so, unless the
EU and Britain agree otherwise, RCDs will no longer protect designs in Britain postBrexit.
Applications for RCDs may be made within a year (the “grace period”) from the date on
which the design was first made available to the public.99 Applications may be filed
either with the International Bureau of the WIPO (as an “international application”
under the Hague Agreement,100 designating the EU as a jurisdiction in which protection

89
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Id. at art. 9.
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Id. at art. 10.
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is sought), in national registries or the Benelux design office, or directly with the
European Union Intellectual Property Office (“EUIPO”). The application will be examined
for formalities by EUIPO, which will also assess whether the design described in the
application meets the legal definition of a RCD, and whether the design contains any
element that would offend public policy or morality in any part of the EU. No further
substantive examination is conducted before the design is registered.
Registration determinations are made by the relevant department within EUIPO, whose
decisions can be appealed to EUIPO’s Boards of Appeal. While rare,101 it is possible for
Board of Appeal decisions to be appealed to the General Court, whose decisions can in
turn be appealed to the CJEU on points of law. For this reason, practitioners have argued
“it will definitely take years before the European courts will have laid down a set of rules
and principles which is reliable enough to navigate through the trials and tribulations of
European design law.”102
RCDs may be renewed every five years, up to a maximum of 25 years. During this period,
an RCD provides its holder with exclusive rights to use the design and to prohibit its
unauthorized use. This covers “making, offering, putting on the market, importing,
exporting or using of a product in which the design is incorporated or to which it is
applied, or stocking such a product for those purposes” within the EU.103 While RCDs
may only be transferred with respect to the entire territory of the EU, they may be
licensed with respect to part or the whole of the EU.
It is not necessary to prove copying of the design when suing for RCD infringement. Civil
infringement actions may be brought in a national Community Design Court, but orders
against infringers can apply across the EU. Criminal enforcement actions may also be
used in cases involving the counterfeiting of designs. However, as these provisions have
not been harmonized throughout the EU, the options available to a RCD holder depend
on those offered under the national laws where the infringement occurs. A common
counterclaim in infringement proceedings involves a request for a declaration that the
RCD is invalid.104
It remains to be seen what Brexit will mean for existing RCDs. As RCDs are expected to
cease to cover British territory after Brexit, RCD owners may need to seek other avenues
by which to protect their designs in Britain. However, the requirement that a design be
novel to be registered105 may make it impossible to re-register an RCD under British
domestic design law. It would therefore make sense for Britain to put in place
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transitional provisions that, for example, would allow owners of RCDs to protect their
existing investments by converting their RCD rights to national British designs, or that
continue to recognize existing RCDs in Britain until their expiry dates.
Going forward, it would make sense for designers to use the priority period to register
both an RCD and a national British registered design (discussed below in (iii)) for new
designs, thus using both systems to seek protection in as much European territory as
would have been covered by an RCD prior to Brexit.
ii. Unregistered Community Designs (UCD)
UCDs came into effect on 6 March 2002 and provide rights that arise automatically when
an eligible design is first published or used within the EU. Subject to any agreement to
the contrary, they too can be expected to cease to apply in Britain following Brexit.
UCDs offer protection for three years from the date on which the design was first made
available to the public within the EU. They are valid throughout the EU – including preBrexit Britain – and provide useful short-term protection that is particularly suitable for
products that are likely to have a short lifespan on the market, and for those products
with respect to which designs have not been registered. The rights conferred by a UCD
are the same as those of an RCD, as are the mechanisms for enforcement. However, in
order to enforce a UCD it is necessary to prove the design has been copied by the
purported infringement.
Following Brexit, similar transitional principles would ideally apply to UCDs as have
been proposed above with respect to RCDs.
iii. National Designs
In addition to RCDs and UCDs, EU Member States may register national designs, and
may recognize rights in unregistered designs.
National design laws provide for protection of designs within domestic boundaries and
must comply with the Directive’s requirements. Member States are left to choose their
own procedures for registration, renewal and invalidation of national design rights, and
they may provide additional protection such as unregistered design rights and laws
against unfair competition.106
British law hosts both an unregistered design right107 and a design registration system108
administered by the UKIPO. The unregistered design right automatically gives 15 years
protection over the design’s shape or configuration from when it was first created, or ten
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years protection from when it was first sold.109 The registered design protects the
appearance (e.g. shape, configuration or decoration) for 25 years, subject to having been
renewed every five years.110
Following Brexit, this national system will be able to continue operating in Britain, and
may or may not continue to accord with the EU Directive.
iv. General Design Protection Considerations
In pre-Brexit Britain, designers therefore have the choice of four overlapping types of
protection – they can register a RCD or a UK national design, and they can rely on UCDs
or unregistered national design law. Following Brexit, only the two types of national
design rights will apply in Britain (unless law-makers enact arrangements to the
contrary), while RCDs and UCDs will continue to apply throughout the remaining EU
nations. As the validity requirements are more stringent, and the protection for national
unregistered designs in Britain is narrower than that conferred by the UCD, designers
may need to consider using registered designs to gain closer equivalence to UCD
protection post-Brexit.
Long before the Brexit referendum, the confusion caused by the complication of four
different types of design rights in the EU was already leading to calls for simplification
and reform. For example, Britain’s 2011 Hargreaves Review concluded:
“Designers believe a patchwork of intellectual property right (IPR)
provision[s] puts them at a disadvantage in comparison with sectors fully
covered by copyright law. With the emergence of fabrication through 3D
printing, new technological challenges also arise, indicating the need for a
thorough reassessment of IP and design”.111
British-based intellectual property scholars have likewise criticized the EU designs
framework. For example, Thomas Margoni has argued that the framework favours the
industrial sector rather than “modern, digitally based, individual or small-sized, 3D
printing, open designers and their needs”,112 and has criticized it for not prioritizing
protection of innovative products.113 Identifying “subject matter that defies strict
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definitional parameters”,114 artificial distinctions between functional and visually
appealing objects,115 and an awkward property-approach (when a misappropriation
approach may be more suitable),116 Uma Suthersanen similarly questions the rationale of
the EU’s design system. Concluding pessimistically that the law is moribund and of little
use to designers, she queries attitudes of law-makers that seem so out of step with the
ways in which industrial designs are created and consumed.117
In light of such criticisms, Britain may perhaps take the opportunity afforded by Brexit to
review design protection and to implement a post-Brexit design-rights system that covers
voids that will be left after the RCD and UCD cease to apply in its territory. Such a
review would also provide an opportunity to redress other problems that have been
identified with the existing regime.

V. PATENTS
Brexit seems likely to produce little immediate change from the current position with
respect to patent law, but it may lead to significant longer-term consequences.
Patents offer inventors in any field time-limited monopolies to exploit technologies that
are new, non-obvious (i.e. inventive), and capable of industrial application. The Paris
Convention and TRIPS Agreement require minimum standards of protection, but, despite
several aborted efforts to create an EEC/EU patent system,118 harmonization of European
patent law has not yet progressed significantly beyond general compliance with global
standards.
In a 2005 judgment, the CJEU stated:
“As Community [patent] law now stands, there is none… The fact is that
the Community has not yet exercised its powers in the sphere of patents or
that, at the very least, at [the] internal level, that exercise has not to date
been of sufficient importance to lead to the conclusion that, as matters
now stand, that sphere falls within the scope of Community law.“119

114

Uma Suthersanen, Function, Art and Fashion: Do We Need the EU Design Law?, QUEEN MARY
UNIVERSITY OF LONDON, SCHOOL OF LAW, LEGAL STUDIES RESEARCH PAPER NO.88/2011, 20.
115
Id. at 21.
116
Id.
117
Id. at 22.
118
Notable attempts were an attempt in the 1950s to create a unitary patent system for the EEC, and
the European Patent Litigation Agreement (formally, the Draft Agreement on the establishment of a European
patent litigation system, 2005), which was abandoned in 2007. See Justine Pila, The European Patent: An
Old and Vexing Problem, 62(4) INT’L & COMP. L.Q. 917–940 (2013); Charlotte Waelde et al., CONTEMP.
INTELL. PROP. L. POL’Y (3rd ed., 2013), 373, ¶ 10.29; Catherine Seville, 83 note at 77, 91.
119
Case C-431/05 Merck Genéricos - Produtos Farmacêuticos Ld v Merck & Co. Inc. and Merck Sharp &
110

JUST KEEP CALM & CARRY ON: THE IMPACT OF BREXIT ON INTELLECTUAL PROPERTY LAWS IN
BRITAIN AND THE EUROPEAN UNION

Relatively little has occurred in practice since that judgment was delivered but this has
been due to change during 2017, when a European unified patent and patent court have
been expected to come into effect.120 If they come to fruition, this will represent a
dramatic reform of EU patent law. Signs suggest that it may still happen, even though
the Brexit referendum outcome has beset these plans with uncertainty.
The result is that Brexit is unlikely to bring about much change from the prevailing
patent framework in Europe, but it might affect progress towards an EU-wide patent and
patent court in the future.
i. The Existing Patent Framework
The 1973 conclusion of the European Patent Convention (“EPC”)121 led to a degree of
harmonization of national patentability and validity standards up to the point of grant of
a patent.122 Patents can be applied for via national or European processes, and patents
issued in Europe remain national in character. Thus, patents only apply in Britain if
registered there, and the same applies with respect to patents in other EU Member
States.
Without a unified jurisdiction in which disputes can be heard, there is not a common
market with respect to patents, and a patent-holder may need to sue in multiple
European nations to address a single patent enforcement issue.
Brexit is, therefore, unlikely to have significant effect on the prevailing patent
arrangements within the EU, which can be summarized as follows (note that, although
separate, the various patent types are intertwined):


National applications: inventors apply to patent offices within individual nation
states. The resulting patents are valid only within the relevant national territorial
boundaries. Brexit is unlikely to have any effect on national patent applications,
whether in Britain or in other EU Member States.



European applications: the European Patent Office (“EPO”) is an administrative
office that issues patents that apply nationally within individual European states that
are members of the EPC.123 The system allows an applicant to file a centralized
patent application at the EPO nominating some or all of the 38 signatory states
(which includes all EU Member States) in which it wishes to hold a patent. Once
granted, this becomes a bundle of national patents.

Dohme Ld [2007] 3 CMLR 49 (¶¶ 40 and 46).
120
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The EPO is governed by the EPC, which is unrelated to the EU. Existing arrangements
are therefore unlikely to be affected by Brexit.
Headquartered in Munich, with other offices in The Hague, Berlin, Vienna and
Brussels, the EPO deals with patent applications which include filing, examination,
opposition and appeals. Infringement matters are heard in national courts, with the
consequence that the same patent might be litigated repeatedly in different national
courts. European patents can be revoked either by the EPO during opposition
proceedings, or by national courts during nullity proceedings. If revoked, the patent
falls in all jurisdictions in which it is registered.
Despite Brexit, inventors will still be able to obtain patents from the EPO covering all
EPC states (including Britain and other non-EU Member States, such as Turkey), and
patent attorneys from Britain and the EU will continue to be able to act before the
EPO. Brexit is therefore unlikely to affect the EPO’s existing arrangements for
awarding patents.


International applications: the EPO is a Receiving Office of WIPO’s Patent
Cooperation Treaty (“PCT”),124 which allows applicants to lodge an “international”
application to simultaneously seek national patents in up to 151 countries.
Applicants file a single application and pay a single set of fees, and searches are
performed by an International Searching Authority (“ISA”), one of which is the EPO.
After publication of the application and optional supplementary searches and/or an
optional additional patentability analysis by an ISA, the PCT-member patent offices
nominated by the applicant assess the patent application in accordance with their
domestic laws and practices. National patents are granted by any nominated offices
that find the application to be valid.
As this process involves a non-EU organization and domestic patent laws, it seems
unlikely that Brexit will have an impact on PTC applications.

ii. Unitary Patent and Unified Patent Court
A plan to introduce a patent with effect in all EU Member States has gained momentum
in recent years. With a view to simplifying procedures, reducing costs, and improving
efficiency and consistency, it is planned that the EPO will adopt responsibility for
registering patents with “unitary effect” throughout the EU. The introduction of Unitary
Patents and a specialized European patent court has been seen as a way of finally
harmonizing EU patent law. The system had been due to commence in early 2017,125 but
Brexit introduced complications, and its entry into force has been delayed.
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The Unitary Patent system’s commencement is dependent on certain preconditions being
reached, one of which is ratification of the Agreement on a Unified Patent Court (UPC
Agreement) by Britain.126 After the Brexit referendum, this step was in question as
membership of the EU is a requirement for participation in the Unitary Patent system and
Unified Patent Court (“UPC”). However, in late 2016, Britain announced that it would
ratify the UPC Agreement.127 Britain remains a member of the EU until Brexit occurs in
2019 (or beyond, if negotiations are delayed), and it can ratify the UPC Agreement
during this intermediate period. Along with ratifications from the other necessary EU
Member States, this would allow the Unitary Patent and UPC to commence as planned.
Negotiations could then occur with other Unitary Patent/UPC members about whether
Britain would remain in the system post-Brexit and, if so, how the system’s constitutional
arrangements would need to be modified to allow this.128
If/when the Unitary Patent becomes operational, patentees will be able to opt for a
single patent that will have effect across all jurisdictions participating in the scheme. The
EPO will apply EPC rules and procedures in assessing patentability and validity standards
for unitary patent applications, as it already does with respect to the existing system of
European applications.
Associated with the Unitary Patent is the establishment of the UPC.129 This is
independent from the EPC/EPO and the EU, but it implicates both. Consisting of a
Registry in Luxembourg, a Court of First Instance with seats in Paris, London (though
Brexit has thrown this into some doubt) and Munich (and in other locations if
established by participating states), and a Court of Appeal in Luxembourg, the UPC has
been designed to have exclusive jurisdiction over Unitary Patent infringement and
revocation proceedings in signatory EU Member States.
The planned effect is that litigation with respect to affected European patents would be
able to take place in a single court, rather than having to be heard separately by courts in
each Member State in which infringement occurs. Patent Arbitration and Mediation
statistics/annual-report/2015/highlights.html.
126
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Centres would be established in Ljubljana and Lisbon to offer alternative dispute
resolution options.
Prior to the Brexit referendum, all EU Member States except Spain (which opposed the
Unitary Patent package),130 Poland (which adopted a “wait and see” approach),131 and
Croatia (which joined the EU after work towards the Unitary Patent and UPC was well
progressed) were involved. Britain – a nation with high rates of patent activity – had
been a central participant. However, the impending Brexit creates uncertainty about how
the system may need to be adjusted in response.
If the Unitary Patent System and UPC are to go ahead despite Brexit, there will need to
be amendments to the system’s establishing instruments. If Britain is to leave the system
and UPC following Brexit, options would be to remove mention of Britain from the
instruments and/or move a seat of the UPC from London. This would result in Britain
being erased from the jurisdiction of the Unitary Patent system and UPC. However, this
would arguably weaken the system overall as Britain is a hub of patent activity, and the
new system will be more useful to patentees if it covers both Britain and the remaining
EU Member States.
Another possibility is that, during the negotiations concerning its withdrawal from the
EU, Britain might be able to arrange ongoing membership of the Unitary Patent system.
This is likely to appeal to proponents of the Unitary Patent, as the system will be
significantly more attractive if it extends to Britain’s large economy. If a way could be
found to allow a non-Member State to remain within the system, revisions of the
establishing instruments may enable the Unitary Patent and associated UPC to proceed
much as originally planned.
Interestingly, the system already lies outside the auspices of the EU due to a legal
challenge to an earlier proposal to create a “European and Community Patent Court”,
which had been found by the CJEU to be incompatible with EU law.132 As a result of that
case, the UPC has been established by an intergovernmental agreement that falls outside
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the EU institutional framework, even though it has involved only EU Member States.
While scholars have identified various aspects of the unitary proposal that may raise
similar disquiet as the earlier legal objections,133 the independence of the system from
EU control may ultimately assist Britain to remain in the Unitary Patent and UPC.

VI. TRADEMARKS
Following Brexit, and unless an agreement to the contrary is reached, EU-based
trademarks will cease to apply in Britain. However, national British trademarks will
continue unaffected.
Trademark law is one of the most harmonized areas of EU intellectual property law.
Trademarks protect “signs” — such as words, personal names, logos (known as
“devices”), designs, letters, numerals, the shape of goods and their packaging, slogans
and sounds — that connect goods or services with a particular trader in the minds of
consumers. Trademarks are often among a business’s most valuable assets but, in order
to be protected, they generally need to be registered in each jurisdiction in which they
will be used to brand goods and/or services.
The harmonization of its trademark law makes the EU a comparatively attractive market
in which to do business because of the ease with which a trader can obtain legal
protection for its brand across the whole common market. With Britain being such a
large economy within the current EU, the European trademark system will arguably
remain more useful to brand owners if it continues to cover Britain. If Brexit leads to the
withdrawal of Britain from the European trademark system, cost and complication will
increase for traders who will need to seek two types of trademark registrations to
maintain the degree of protection over their brands that they enjoyed with one type of
trademark pre-Brexit.
National trademarks and EU Trade Marks (“EUTMs”) may be registered within the EU.
Not only are national trademark systems and the EUTM standardized in accordance with
TRIPS Agreement and Paris Convention requirements, but both adhere to the same
fundamental legal principles under EU law. While it does not fully harmonize EU
trademark law, the Trademark Directive134 harmonizes the conditions under which
national trademarks must be registered and protected throughout the EU. Applicants
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may apply for a national trademark, which applies only in the domestic jurisdiction(s) in
which it is registered, and/or a EUTM, which has EU-wide application. EUTMs and
national trademarks can be assigned, cancelled and/or enforced only in the
jurisdiction(s) with respect to which they were granted.
Trademark applications are lodged with registries, which assess their registrability.
Applications for both national trademark and EUTM applications can be rejected on
“absolute grounds”,135 which are objections to the sign itself. They can also be rejected
on “relative grounds”, which involve a comparison between the proposed trademark and
prior EUTMs, national trademarks in Member States, and other signs used as trade
indicators (e.g. unregistered signs protected by passing off in Britain).
Applications for both a EUTM and a national trademark require that the applicant
nominate the goods and/or services with respect to which the sign will be used as a
trademark. As these are classified in accordance with the Nice Convention,136
administered by WIPO, this procedural aspect of trademark registration is unlikely to be
affected by Brexit.
Due to the large number of trademark cases that have come before it, the CJEU has
heard cases concerning most areas of EU trademark law.137 In doing so, it has built a rich
trademark jurisprudence in a relatively short period of time. At present, the principles
established by the CJEU apply to trademark registrations and enforcement actions in
Britain. While it seems likely that principles established prior to the point at which Brexit
occurs will continue to apply in the immediate future post-Brexit, these may then be
subject to legislative change and judicial interpretation by British law-makers if a hard
Brexit approach ultimately leaves Britain outside the EU’s trademark framework.
The various types of trademarks that are relevant to Brexit considerations are:
i. European Union Trade Mark (EUTM)
The European trademark system came into effect on 1 April 1996138 and allows an
applicant to file for an EUTM via a single European trademark registry at EUIPO in
Alicante, Spain. The EUTM – known until 23 March 2016 as the Community Trade Mark
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or CTM139 – is a unitary trademark with effect throughout the whole of the EU, and it is
therefore a cost-effective method of obtaining a trademark for use in all EU Member
States. The initial registration period is 10 years from the date on which the application
is filed, and registrations that remain valid can be renewed in 10-year blocks,
indefinitely.
When the EUIPO receives an application, the registry examines it for formalities140 and
for absolute grounds for refusal of a registration. A trademark will not be registered if a
ground of refusal is made out with respect to only part of the EU.141 However, if the
application passes this stage, it proceeds to registration.
A decade after its inception, the EUTM was hailed as “one of the great success stories of
the European intellectual property system.”142 Interviewed about its impact, lawyer John
Olsen summarized its success by reference to the goals of the EU more generally:
“The net effect of the CTM during the last 10 years has been profound. It
works to knit together the economies of all member countries as it was
intended to do. Brand owners must always now consider their branding
strategy in European terms – both affirmatively and defensively – with the
CTM firmly in mind. It is doubtful that the architects of pan-national
European institutions beginning with Jean Monnet himself have created
anybody with a more central role in uniting European commercial life than
the CTM.”143
While Brexit is unlikely to have much effect on the EUTM system, EUTMs will cease to
apply in Britain, and British trademarks (including unregistered rights protectable by
passing off) may no longer be considered for relative ground opposition or cancellation
proceedings involving a registered EUTM.
Post-Brexit, EUTMs that have been used only within Britain could become liable to be
struck off for non-use in the rest of the EU and may need to be registered as a UK
trademark to maintain protection in Britain. It is to be hoped that transitional provisions
– such as a conversion system and/or recognition of seniority claims based on earlier
rights – will be put in place to protect rights holders from Brexit-related collateral
damage.
If Brexit leads Britain out of the EU, an interesting possibility is that Britain might decide
its interests would nonetheless be well-served by maintaining the harmonization of its
139
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trademark law with EU trademark law. This could be achieved formally through a soft
Brexit (e.g. if Britain were to leave the EU but remain in the EEA; colloquially dubbed
“the Norway Option”) or by specific agreement with the EU, perhaps allowing Britain to
remain within the EUTM. Alternatively, it could be done informally through British
legislation, though this would allow Britain to follow EU trademark law but not to exert
any influence over that law directly, and common law interpretations may in time
diverge from those of the EU’s trademark decision-making authorities.
ii. UK Trademarks
National trademark systems pre-dated the EUTM and persisted after its introduction. In
accordance with this tradition, Britain continues to operate a national system that
registers trademarks that protect brands within Britain.
As well as or instead of applying for a EUTM, traders can choose to file a British
trademark (colloquially referred to as a “UK trademark”) at the UKIPO. This may be cost
effective if only trading domestically, and it may enable the national registration of a
new British trademark that would not be registrable as a EUTM (e.g. because it conflicts
with an existing trademark registered in another EU Member State).
If Britain were no longer part of the EUTM system following Brexit, little would need to
change with respect to UK trademarks. However, traders who have formerly held EUTMs
and who wish to maintain existing levels of protection for their trademarks in Britain
would need to convert that mark to a UK trademark (if that is offered as a transitional
option) or register a new British trademark. Meanwhile, infringement of EUTMs would
no longer occur in Britain.
iii. Passing Off
In addition to trademark law, British domestic law includes “passing off”, a common law
doctrine that effectively protects unregistered trademarks. The equitable tort of passing
off protects indicia of trading reputation that have gained “goodwill” in the minds of
local consumers of the relevant types of goods or services. If another trader then
misrepresents its goods or services in a manner that does — or will potentially — confuse
relevant consumers with respect to the source or quality of the plaintiff’s goods or
services, and if this results in actual or potential damage, a case for passing off may be
made out.
While passing off is particular to British law (and the laws of some former British
colonies), its effect’s can be felt throughout the EU. This is because an indicator of
reputation whose “goodwill” could be protected under British passing off law can
amount to an earlier “sign” that is relevant to EUTM relative grounds considerations if it
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has more than “mere local significance”.144 The result is that earlier goodwill can be
raised against EUTMs in opposition or cancellation proceedings after registration.
If EUTMs were to cease to apply in Britain post-Brexit, it would seem likely that the
reference to trading reputation protected under British passing off law would become
obsolete. As a result, new opportunities for EUTM registration may exist where
applications would previously have been blocked on the basis of goodwill in Britain.
iv. International Trademark Registration (Madrid System)
Following Brexit, the Madrid System of international registration may help to streamline
applications where trademarks are sought in both the EU and Britain. This could be
increasingly useful to traders if Britain were to leave the EUTM system.
The Madrid System is an international system by which applicants from one jurisdiction
may apply for trademark registration in other participating jurisdictions on the basis of
existing applications or registrations in their home jurisdiction. It comprises the Madrid
Agreement and the Madrid Protocol, and nationals of the signatories to each instrument
can apply through the system for trademark registrations in other jurisdictions that are
signatories to the same instrument.
Britain acceded to WIPO’s Madrid Protocol on the International Registration of
Trademarks in 1995, and the EU joined independently of its Member States in 2004. The
Protocol allows trademark holders and applicants in Member States to apply for
international protection of their trademarks in other Madrid Protocol jurisdictions on the
basis of a single application that relies on the priority date of a domestic trademark
(known as the “home application”).
While some EU Member States are signatories to both the Madrid Protocol and Madrid
Agreement – thereby broadening options for applicants with national trademark
registrations in other Madrid Agreement jurisdictions – neither Britain nor the EU have
acceded to the Agreement.
A trademark holder or applicant wishing to use the Madrid Protocol designates all
members in which registration of the trademark is sought. The application is lodged with
the International Bureau of WIPO, and it is then sent to the designated Madrid Protocol
jurisdictions for examination according to their national laws. If one or more of the
nominated jurisdictions rejects the application, it can still proceed to registration in other
designated jurisdictions in which it passes the examination process. Once registered as a
national trademark, it becomes part of the “international registration” that is recorded by
WIPO on the International Register of Marks. If the home registration on which an
International Registration is based is refused, withdrawn or cancelled, it may be possible
144
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to convert the International Registration and the associated applications into national
applications in each relevant jurisdiction. Post-Brexit, this process will remain unaffected
for British and EUTM applicants/holders wishing to use the Madrid Protocol.
Non-EU EEA nations are not covered by the EUTM, and nor are other non-EU European
nations. However, the Madrid Protocol enables a single application to be used to apply
for trademark registration in Britain, the EUTM, and some or all of the following nonEUTM European nations: Albania, Armenia, Azerbaijan, Belarus, Bosnia and
Herzegovina, Georgia, Iceland, Vatican City (including Italy in a Madrid Application
enables coverage of Vatican City, which is not part of the EU), Kazakhstan, Liechtenstein,
Moldova, Monaco, Montenegro, Norway, Russian Federation, San Marino, Serbia,
Switzerland, Turkey, and Ukraine.145 This enables broad trademark coverage throughout
Europe through a single Madrid application. While more complicated than simply
registering a EUTM, the Madrid Protocol will therefore continue to offer a path for
trademark registrations throughout Europe even if Britain is excised from the EUTM
post-Brexit.
v. Ongoing Trademark Harmonization
Within the EU, procedural issues as to how national trademark systems are administered
are left to the discretion of Member States, but they have been being gradually
harmonized.
A clear example lies in British trademark registration procedure. Until 1 October 2007,
the UKIPO persisted with its traditional practice of examining applications for
formalities, absolute grounds, and relative grounds before a trademark would proceed to
registration. When it changed this practice so that only objections on the basis of
formalities and absolute grounds would occur prior to registration (leaving objections on
the basis of relative grounds to be made by opponents following publication of the mark
in the Trade Mark Journal), the British registry fell in line with EUIPO registry practice.
Developments of this nature have gradually consolidated the harmonization of
trademark procedure within Europe. While it is likely that existing administrative
arrangements would persist for the foreseeable future, it remains to be seen whether the
UKIPO’s procedures would continue to conform to post-Brexit developments at the
EUIPO.
With a view to harmonizing national registry practices further, the EUIPO hosts the
European Trade Mark and Design Network (“ETMDN”). It describes its mission as
follows:
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A full list of Madrid Protocol contracting parties is maintained on the WIPO website, available at
http://www.wipo.int/treaties/en/ShowResults.jsp?country_id=ALL&start_year=ANY&end_year=ANY&se
arch_what=C&treaty_id=8.
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“Ever since the OHIM came into being in the mid-90s, it and the EU
national offices and BOIP have held annual Liaison Meetings to address
trademark and design issues with a view to further harmonization of
practices relating to the registration of these rights at the European level.
Nevertheless, there are still unnecessary differences of practices that need
to be addressed in order to strengthen the trademark and design
protection in Europe. It is now time to strive for a maximum level of
convergence.”146
Through its Convergence Program, this voluntary network seeks to establish agreed
“Common Practices” in areas in which registry practices have been diverse. It covers
areas such as harmonization of trademark classification practice, harmonizing certain
absolute and relative grounds for refusal of applications for registration, and the scope of
protection given to certain trademarks. It is ongoing work and the Network recognizes:
“It is not possible to establish any practice once and for all because the market constantly
evolves and the practice has to incorporate all those changes.”147
Whether Britain will be welcome or willing to continue as a participant in the ETMDN
post-Brexit is uncertain.148 Freedom from EU red-tape has been promoted as one of the
reasons for Brexit, and leaders of some other EU nations seem keen to punish Britain if it
is not willing to accept all aspects of EU membership.149 However, trademark applicants
and holders – whether from Britain, Europe or the rest of the world – are likely to
welcome the efficiencies instigated by the Convergence Program. In this context, it would
be unsurprising if the ETMDN were in time to become a supra-EU organization, even if
non-EU participants were not granted full membership (e.g. were admitted as observers).

VII. PLANT VARIETIES
The EU’s Regulation on Community Plant Variety Rights (“CPVR Regulation”)150 provides
protection — known as a Community Plant Variety Right or CPVR — for plant varieties

146

European Trade Mark and Design Network, Convergence Programme: Programme Brief (June 21,
2011),
at
4,
available
at,
https://www.tmdn.org/network/documents/89965/91990/3harmonization_programme-v1-1.pdf.
147
European Trade Mark and Design Network, Convergence Programme FAQ, Version 1.2 – 13/03/2012,
7, available at https://www.tmdn.org/network/documents/89965/91990/2-cp_faq.pdf
148
At the time of writing, there is no reference to ‘Brexit’ on the ETMDN website.
149
See, e.g., Michael McHugh, Europe adopting a ‘hardline' attitude to Brexit Britain, says Martin
McGuinness THE IRISH TIMES (Oct., 18, 2016); Alistair Sloan, The UK has no choice on 'hard' or 'soft' Brexit:
Brexiteers underestimate the level of spite European negotiators are willing to display, ALJAZEERA (Oct., 30,
2016) available at, http://www.aljazeera.com/indepth/opinion/2016/10/uk-choice-hard-soft-brexit161026065853568.html.
150
Council Regulation 2100/94 on Community Plant Variety Rights [1994] OJ L 227/1.
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that would be excluded from patentability as biological processes.151 Administered in
Angers, France, the Community Plant Variety Office (CPVO) receives applications for
CPVR protection (these may also be filed at national offices for forwarding to CPVO) and
claims to administer the world’s “most extensive system” of plant variety protection.152
Since 1995, the CPVR has provided for EU-wide protection that has existed in parallel
with national plant variety schemes. Although the systems are not formally harmonized,
commentators have noted similarities amounting to “cold harmonization” or “de facto
harmonization” between European plant variety laws.153 Equivalent national rights apply
only within the jurisdictions of specific member states, and breeders may select
protection under one or the other system.154
Under the Plant Varieties Act 1997 (“UK”), plant breeders’ rights (“PBR”) confer
protection only within the UK,155 and plant breeders currently have to choose between
obtaining a CPVR or a PBR. Both CPVR and PBRs last for 25 years for most plants, but
can extend to 30 years for vines, potatoes and trees.
Unless changes are made to the EU’s system, it seems likely that the CPVR will cease to
cover Britain post-Brexit, and that plant breeders seeking protection in Britain will need
to register separately for PBRs. However, novelty requirements complicate matters, and
Brexit may therefore narrow the options for plant breeders.

VIII. GEOGRAPHICAL INDICATIONS (GIS)
Geographical Indications is an area of EU intellectual property law that is related to – but
separate from – trademarks. It is also an area in which the EU’s views are at significant
odds with those of some of its trading partners, such as the US.156
GIs are signs that identify goods originating from a particular geographical location.
They are characterized by reputation, identifiable qualities, manufacturing traditions, or
other characteristics that are linked to the geographical area. For example, the GIs
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European Patent Convention, art 53(b).
CPOV, Protection of new plant varieties in Europe (2014), at 3, available at http://www.
cpvo.europa.eu/documents/brochures/Brochure_EN.pdf.
153
Annette Kur and Thomas Dreier, EUROPEAN INTELLECTUAL PROPERTY LAW: TEXT, CASES AND MATERIALS
(2013), 326.
154
If a national right has been granted, this becomes ineffective for the duration of a CPVR grant.
155
Plant Varieties Act 1997, §1(1).
156
See, e.g., Lina Monten, Geographical Indications of Origin: Should They Be Protected and Why - An
Analysis of the Issue from the U.S. and EU Perspectives, SANTA CLARA COMPUTER & HIGH TECH. L.J. 22, 315
(2005-2006); Tim Josling, The War on Terroir: Geographical Indications as a Transatlantic Trade Conflict,
57(3) J. AGRIC. ECON. (2006), 337-363.
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“Champagne”, “Parma ham” and “Bordeaux wine” describe products that are
recognizable by reference to the European regions in which they were produced.
Protection for GIs is required by the Paris Convention,157 the Lisbon Agreement for the
Protection of Appellations of Origin and Their International Registration 1958, and by
the TRIPS Agreement.158 However, GI protection is fragmented within the EU:159
producers can register for unitary protection and/or for national protection, and
geographical designations for non-agricultural products are only protected in some
jurisdictions.
Since 1993, GIs for agricultural products and foodstuffs have been granted unitary EU
protection under the Protected Food Name scheme. This system gradually developed
through a series of measures granting protection to wines,160 spirits,161 aromatized
wines,162 and other agricultural products and foodstuffs.163 Within this system, GIs for
agricultural products and foodstuffs from a particular area are known as Protected
Designations of Origin (“PDOs”),164 while those closely linked to an area are Protected
Geographical Indications (“PDIs”).165 The designator Traditional Specialty Guaranteed
(“TSG”) refers to items with a traditional character, either because of their method of
production or their composition. GIs for wines and spirits are dealt with under separate
provisions.166
To register a GI, EU producers apply to a national authority that examines the
specifications. If passed, these are forwarded to the Council for scrutiny. Non-EU
producers submit an application either via a national authority in their country of origin
or directly to the Council. If passed, the GI is published in the Official Journal. If no
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Paris Convention, supra note 82, art. 10, 10ter.
TRIPS, supra note 9, art. 22-24 (although note that Article 24 includes provisions allowing for the
continued use in some circumstances of terms that might otherwise be considered GIs).
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For an overview of the EU GI framework, see Matteo Gragnani, The Law Of Geographical Indications
in the EU, 7(4) J. INTELL. PROP. L. PRAC. (2012), 271-282.
160
Council Regulation (EC) No 491/2009 of 25 May 2009 amending Regulation (EC) No 1234/2007
establishing a common organisation of agricultural markets and on specific provisions for certain
agricultural products [2009] OJ L 154.
161
Regulation (EEC) No 1576/89 of 29 May 1989 laying down general rules on the definition,
description and presentation of spirit drinks [1989] OJ L 160.
162
Regulation (EU) No 251/2014 of the European Parliament and of the Council of 26 February 2014
on the definition, description, presentation, labelling and the protection of geographical indications of
aromatised wine products and repealing Council Regulation (EEC) No 1601/91 [2014] OJ L 84.
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Regulation (EU) No 1151/2012 of the European Parliament and of the Council of 21 November
2012 on quality schemes for agricultural products and foodstuffs [2012] OJ L 343/1.
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165
Either the production, processing or preparation stage of production must take place in the
geographical area.
166
Regulation (EC) No 479/2008 on the common organisation of the market in wine and Regulation
(EC) No 110/2008 on the definition, description, presentation, labelling and protection of geographical
indications of spirit drinks [2008] OJ L 39/16.
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successful opposition is filed, the GI proceeds to registration. The Database of Origin
Registration (“DOOR”) is a register of EU GIs.167 Under the 2003 Customs Regulation,168
goods bearing false GIs may be seized on import into the EU.
As PDOs, PDIs and TSGs are based on EU rules, it is expected they would cease to apply
in Britain following Brexit, but would continue to apply throughout the remaining EU
Member States. In response to Brexit, the British government may decide to introduce a
national “scheme of origin” for protection of these types of GIs.
Non-agricultural products have not yet been protected by the EU’s unitary system and
national frameworks vary considerably within Europe, albeit guided by the minimum
standards required by the TRIPS Agreement. The Council has therefore been considering
whether to expand harmonized GI protection to non-agricultural products.169 Domestic
legislation in many EU Member States – including sui generis legislation in Britain to
protect “Harris Tweed”170 – already contains some such provisions, although the
protection offered can be piecemeal and incomplete.
In Britain, the doctrine of “extended” passing off can be used to protect such collective
goodwill171 for agricultural and non-agricultural products alike. Registered trademarks
may also offer protection in some circumstances (e.g. it may be possible to register a
“collective trademark”), and unfair trading laws also offer some protection. Brexit is
unlikely to have an impact on the operation of these laws, but Britain will presumably be
left outside any future harmonization of non-agricultural GIs that is rolled out across the
EU.

IX. SEMICONDUCTOR TOPOGRAPHIES
Topographies (i.e. layout of circuitry elements) of semiconductor computer chips – aka
microchips, silicon chips, and integrated circuits – receive separate protection under EU

167

Database of Origin Registration, available at http://ec.europa.eu/agriculture/ quality/ door/
list.html;jsessionid=pL0hLqqLXhNmFQyFl1b24mY3t9dJQPflg3xbL2YphGT4k6zdWn34!-370879141.
168
Council Regulation (EC) No 1383/2003 of 22 July 2003 concerning customs action against goods
suspected of infringing certain intellectual property rights and the measures to be taken against goods
found to have infringed such rights [2003] OJ L 196.
169
European Commission, Green Paper on the protection of geographical indications for non-agricultural
products – Frequently Asked Questions (MEMO/14/486, 15/07/2014), available at,
http://europa.eu/rapid/press-release_MEMO-14-486_en.htm?locale=en.
170
Harris Tweed Act 1993.
171
See, e.g., Fage UK Ltd & Anor v Chobani UK Ltd & Anor [2013] EWHC 630 (Ch) (26 March 2013),
upholding a claim for collective goodwill in ‘Greek yoghurt’.
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law.172 This was the EU’s first harmonization Directive in the field of intellectual property
and Member States were required to incorporate compliant domestic law by late 1987.
Application of the requirement was fragmented. The majority of European countries
require registration to obtain protection, but some adopted unregistered copyright-like
rights. 173 In Britain, this is the “semiconductor design right”.174
Protection of a semiconductor chip covers its topographical layout, including preparatory
materials such as drawings of the layout. Other features (such as technical function or
arrangements) are excluded. Only chip topography that is “the result of its creator's own
intellectual effort and is not commonplace in the semiconductor industry175 will be
protected.
The rights holder gains the exclusive right to authorize or prohibit the reproduction,
commercial exploitation, and importation of the topography176 for 10 years from the date
of first protection, or 15 years from the date of creation if the chip has not been
registered or commercial exploited. Remedies for infringement vary widely across the
EU,177 and few disputes have been litigated.178
As these rights are national, Brexit is likely to have relatively little practical impact on
semiconductor topography rights within Europe.

X. TRADE SECRETS
The EU’s Trade Secrets Directive came into force on 5 July 2016.179 The Directive’s goal
was to standardize the EU Member States’ diverging national laws protecting against
misappropriation of trade secrets, and it was unanimously adopted by the Council.
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Council Directive 87/54/EEC of 16 December 1986 on the legal protection of topographies of
semiconductor products [1987] OJ L 24; See also 94/824/EC: Council Decision of 22 December 1994 on
the extension of the legal protection of topographies of semiconductor products to persons from a Member
of the World Trade Organization [1994] OJ L 349 and 96/644/EC: Council Decision of 11 November 1996
on the extension of the legal protection of topographies of semiconductor products to persons from the Isle
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Britain, Ireland and Belgium.
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See Copyright Designs and Patents Act 1988, Part III, as modified by the Design Right (Semiconductor
Topographies) Regulations 1989. This scheme replaced the sui generis “topography right” established by the
earlier Semiconductor Products (Protection of Topography) Regulations 1987.
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Council Directive 87/54/EEC of 16 December 1986, Art 2(2).
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Id. at art 5.
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Following its entry into force, Member States were allowed two years in which to
incorporate the Directive’s provisions into their domestic laws. This means the deadline
falls less than a year before Brexit is expected to occur.
Particularly as Britain’s existing law is largely compliant with the Directive’s
requirements, it remains to be seen whether Britain will take further steps to give effect
to the Directive’s provisions during the negotiation period prior to Brexit.
Meanwhile, the Directive will provide more clarity for businesses operating in the
remainder of the EU, and businesses operating in Britain will continue to be able to use
contract law and the broad protections conferred by the equitable doctrine of “breach of
confidence” to protect their trade secrets.

XI. INTELLECTUAL PROPERTY PRACTICE ISSUES
While uncertainty prevails as to the likely substance of intellectual property laws in
Britain post-Brexit, practical use of intellectual property rights will also be affected, as
outlined in this section.
i. Dealings
Brexit is likely to impact many intellectual property agreements, such as licenses and
assignments. If the EU is specified as a/the territory covered by an agreement,
intellectual property rights holders may need to re-negotiate to ensure that their
agreement continues to operate as originally intended and cover Britain.
ii. Competition Law
After Brexit, Britain will no longer be subject to the EU’s competition laws. This may also
have an impact on the effect of intellectual property agreements.
iii. Licensing of Intellectual Property Practitioners
Brexit raises concerns about whether intellectual property practitioners will be able to
continue practicing seamlessly between Britain and the EU.
The Lawyers' Services Directive180 and the Lawyers' Establishment Directive181 currently
enable British lawyers to practice and work in other parts of the EU, and vice versa. This
arrangement also ensures that issues such as legal professional privilege carry across the
acquisition, use and disclosure (Trade Secret Directive), OJ L 157, 15.6.2016, p. 1–18.
180
Council Directive 77/249/EEC of 22 March 1977 to facilitate the effective exercise by lawyers of
freedom to provide services, Official Journal L 078 , 26/03/1977 P. 0017 – 0018.
181
Directive 98/5/EC of the European Parliament and of the Council of 16 February 1998 to facilitate
practice of the profession of lawyer on a permanent basis in a Member State other than that in which the
qualification was obtained, OJ L 77, 14.3.1998, p. 36–43.
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EU’s internal borders. It is unclear what the implications of Brexit on cross-border
practising rights will be, though they are likely to affect lawyers equally, regardless of
practice area. The international commercial appeal of the law of England and Wales may
increase the chances that the EU will be keen for its lawyers to continue to be able to
practice in Britain (and particularly in the legal hub of the City of London), in which case
the inter-jurisdictional practicing rights granted would probably be reciprocal.
Patent and trademark attorneys are licensed professionals. At present, British patent and
trademark attorneys can conduct work (e.g. registration applications, oppositions and
appeals) before the UKIPO and European intellectual property registries. The British
Chartered Institute of Patent Attorneys has announced it “will work with the UK
Government and other interested parties to ensure that as many of these rights as
possible are retained after exit from the EU.”182 It would similarly be in the interests of
EU-registered patent and trademark attorneys to be able to continue working before the
UKIPO.
In any event, many British patent attorneys are also qualified European Patent Attorneys,
and they will continue to be able to conduct work before the intellectual property
registries of EU Member States, as well as the EPO and EUIPO. Britain is a contracting
party to the EPC, so it would seem likely that British patent professionals will remain
eligible to qualify as European Patent Attorneys post-Brexit.
iv. Enforcement
Brexit will affect the enforcement of intellectual property rights. It is not yet clear how
great the impact will be, but it seems likely that Britain will become less attractive as a
venue for intellectual property litigation if orders of British courts will no longer apply
across the EU.
One important enforcement consideration for intellectual property rights holders is that
of customs seizures. When movements of counterfeit and other infringing goods are
expected to cross EU borders, rights holders can currently notify EU customs authorities
and ask them to seize those goods at the border.183 Following Brexit, it may be necessary
to register rights independently with HM Revenue & Customs, thus requiring rights
holders to seek assistance separately from the EU customs authorities and the British
Border Force.
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Cipa, The Impact of Brexit on Intellectual Property (Aug., 21 2016): available at http
://www.cipa.org.uk/policy-and-news/briefing-papers/the-impact-of-brexit-on-intellectual-property/.
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Regulation (EU) No 608/2013 of the European Parliament and of the Council of 12 June 2013
concerning customs enforcement of intellectual property rights and repealing Council Regulation (EC) No
1383/2003; OJ L 181, 29.6.2013, 15–34.
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When litigating, it is currently possible for a rights holder to obtain a judicial order (e.g.
an injunction) with pan-European effect from a British or other EU court. While general
international law principles governing the enforcement of foreign judgments should
allow for British and EU courts to continue to be able enforce each other’s orders with
respect to intellectual property following Brexit, the extent to which this is likely to occur
in practice remains to be seen. For rights holders, relying on the hope of crossjurisdictional enforcement may constitute an unacceptable risk, and – despite the greater
expense, duplication and inconvenience associated with replicating actions in different
jurisdictions – business may prefer the certainty associated with obtaining orders
specifically covering each jurisdiction. Such considerations could affect existing orders,
as well those sought in the future.
Post-Brexit, it is likely that separate EU and British trademark and design registrations
will mean that, instead of litigating in a single jurisdiction to enforce their rights across
Europe, separate actions will be needed in the EU and Britain to comprehensively
enforce rights.
Whereas there has been significant movement towards single EU-wide patent
enforcement actions, uncertainty as to the fate of the proposed UPC means it may
continue to be necessary to take separate actions in Britain and each affected EU Member
State post-Brexit. This would be a disappointment to many patent holders, given the
well-publicized problems that had been motivating movement towards a single patent
jurisdiction for EU Member States.184
Uncertainty about litigation outcomes and the cross-jurisdictional enforceability of
judgments in the wake of Brexit may increase the appeal of arbitration. Arbitration
awards are enforceable throughout Britain and the EU (and 156 states worldwide) by
virtue of the UNCITRAL Convention on the Recognition and Enforcement of Foreign
Arbitral Awards (New York Convention).185 If Brexit makes litigation of European
intellectual property disputes too costly, difficult or uncertain, or otherwise too
complicated to negotiate, arbitration may become an increasingly attractive option.
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See, e.g., discussions in: Christopher J. Harnett and Amanda F Wieker, The EU Unitary Patent and
Unified Patent Court: Simplicity and Standardization, Challenge, and Opportunity, 25(4) INTELL. PROP. TECH.
L. J. (2013), 15-18; Jens Schovsbo, Thomas Riis and Clement Petersen, The Unified Patent Court: Pros and
Cons of Specialization – Is There a Light at the End of the Tunnel (Vision)? IIC Max Planck Institute for
Innovation and Competition, (2015), 46, 271–274; Aurora Plomer, A Unitary Patent for a (Dis)United
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Unified Court — What lies ahead? 8(6) J. INTELL. PROP. L. PRAC. (2013), 480-485.
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XII. CONCLUDING REMARKS
The clichéd exhortation to “keep calm and carry on”186 was developed as British
government propaganda during World War II. It appeals to national pride and a sense of
quiet strength in adversity,187 and it seems sensible advice in light of some of the panic
that followed the Brexit referendum outcome.
The vote for Brexit and freedom from the EU has been (at least in part) attributed to a
desire to assert British identity and independence.188 EU leaders have responded with
uncompromising messages that Britain will not be allowed to pick and choose which
parts of the EU’s laws it wishes to continue to engage with post Brexit, and that “out
means out”.189 Such polarized positions are contributing to uncertainty about how Brexit
will affect intellectual property laws and interests.
In this environment, intellectual property holders may be prudent to follow the old
British adage, and to keep calm and carry on, reassured by reasoning that
interdependence would be the optimal outcome for both Britain and the EU with respect
to intellectual property. Despite the posturing and tough talk, and even if it means
swallowing some pride, it seems unlikely that either the EU negotiators or the British
government would ultimately allow a situation to develop in which intellectual property
rights holders would lose existing protection due to Brexit. It also seems unlikely that
they would allow hard won efficiencies in the intellectual property system to be
significantly unravelled. To do so would surely come at too great a cost to both the EU
and Britain as business destinations.
Intellectual property rights are more useful and attractive to users if they cover territories
with larger populations and economies, and if they are administratively straightforward
to negotiate. Maintaining the EU’s intellectual property acquis’ influence over British
territory means it would reach over 65 million extra people, or an additional 13%
population, than if Britain were to be cast adrift. It would also be more streamlined and
cost efficient for users than having to negotiate two systems. Conversely, for both the EU
and Britain, divorcing their intellectual property systems from each other would weaken
186

Interestingly, this slogan has been registered as a US and UK trademark and as a EUTM by multiple
unrelated entities with respect to a vast array of goods.
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their appeal to users, and undermine their competitiveness with other jurisdictions
around the world.
In a region that is so dependent on investment and trade in intellectual property, both
the EU and British economies are likely to benefit from continuing to harmonize their
intellectual property laws in the future, from sharing intellectual property registries, and
from sharing courts. If this soft Brexit approach is followed with respect to intellectual
property, and if Britain continues to operate within – or in close cooperation with – the
EU intellectual property acquis, it should reduce the “red tape” involved with establishing
and enforcing intellectual property interests both in Britain and the EU. This would
strengthen the attractiveness of Europe generally as a target for investment in
intellectual property and its related industries.
By contrast, removing Britain from the harmonization project’s operation and leaving the
two parties to go their separate ways with respect to intellectual property would reduce
efficiencies, particularly for holders of registered trademarks, patents and designs. It
would also complicate enforcement actions for rights holders with interests in both
Britain and the EU.
If long-term pragmatism prevails over short-term pride, and if decisions about
intellectual property are determined on their merits, it therefore seems likely that
intellectual property arrangements will be negotiated so that they can continue much as
they have in recent years. Post-Brexit, such mutually beneficial interdependence would
arguably produce the best commercial outcomes for the EU and Britain alike.
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THE SIGNIFICANCE OF THE DATA EXCLUSIVITY DEBATE AND ITS IMPACT ON
GENERIC DRUGS
SRIVIDHYA RAGAVAN*
The following is a law review interview with Professor Srividhya Ragavan on
the issues in interpretation of data exclusivity provisions under the TRIPS
Agreement, and the impact of data exclusivity on generic drugs.

Q1. What is the role of Article 39 on trade secrets and data exclusivity?
The historic origin of data exclusivity is from unfair competition principles. Essentially,
Article 10bis of the Paris Convention for the Protection of Industrial Property,1 which is a
treaty administered by the World Intellectual Property Organization2 requires member
countries to provide for “effective protection against unfair competition.”3 In essence,
Article 10bis seeks to: a) establish “honest practices in industrial or commercial matters”4
and to b) prevent actions such as dishonest manufacturing and other practices that
mislead the public as to the nature and quality of the goods.
When the World Trade Organization (“WTO”)5 was established, the TRIPS Agreement6
incorporated the Paris Convention. Thus, the entire Part 7, including Article 39 of the
TRIPS Agreement which elaborates protection of “undisclosed information” and “data
submitted to governments or governmental agencies” as forming a part of the obligations
of members to establish protection against unfair competition, was weaved into the

* Professor Srividhya Ragavan is a Professor of Law specializing in intellectual property and
international trade law at Texas A&M University School of Law. She can be contacted at
ragavan.sri@law.tamu.edu.
1
Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, as last revised July 14,
1967, 21 U.S.T. 1583, 828 U.N.T.S. 305 at art. 10 [hereinafter “Paris Convention”].
2
See Convention Establishing the World Intellectual Property Organization, July 14, 1967, 21 U.S.T.
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TRIPS Agreement from the Paris Convention.7 Of these, the protection for undisclosed
information is essentially protection of trade secrets. In essence, it requires members to
guarantee protection of any information that the owner deems a secret from unlawful
disclosure and seeks to ensure honesty in commercial transaction.8 Thus information
such as customer lists, internal manuals, information about parts in factories, or such
other information can qualify for protection as long as the owner of the information
gains commercial value from it and keeps it a secret in the first place. It is important to
appreciate that the TRIPS Agreement does not necessitate a trade secret statute (such as
the state statutes in the United States which treat trade secret as a form of property).9 It
merely requires members to assure protection for undisclosed information which can be
structured using the law of contract or other areas of the law. Breach of contract, breach
of confidence and unlawful or fraudulent acquisition of undisclosed information by third
parties can also form a part of the cause of action under this Article.
Data exclusivity relates to the second requirement in Article 39 of the TRIPS Agreement
which is protection for data submitted to regulators, governments or governmental
agencies.10

Q2. What does Article 39.3 of the TRIPS Agreement say with regards to data
exclusivity?
Data exclusivity basically relates to the requirement of treating data (information)
submitted to regulators, governments or governmental agencies as protected and thus,
exclusive from third-party access. Typically, such data is submitted to regulators towards
obtaining marketing clearances of application materials. For example, clinical trial
information submitted to the federal agencies would be considered data submitted in
support of the application to approve a compound as a drug. The submitted data is
usually critical to prove the safety of the concerned drug. The details of such protection
are outlined in paragraph 3 of Article 39 of the TRIPS Agreement and the protection
relates solely to “the submission of undisclosed test or other data” as part of the approval
process for marketing of pharmaceutical or of agricultural chemical products which
utilize new chemical entities.11
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Id. at art. 39.
See TRIPS Agreement, supra note 6, at art. 39(1).
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§ 1839; see generally Overview: The TRIPS Agreement, WORLD TRADE ORGANIZATION, available at
https://www.wto.org/english/tratop_e/trips_e/intel2_e.htm.
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Supra note 6, at art. 39.
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This protection is envisaged against unfair commercial use of “undisclosed test or other
data” submitted to government regulators such as the U.S. Federal and Drug
Administration (“FDA”) or equivalent agencies in other countries, provided it involves a
“considerable effort” to generate the data.12 The Article enunciates protection of the data
to prevent disclosure and unfair commercial use of the information. There is one
exception, however, in Article 39.3, and it applies where the disclosure of the data is
deemed necessary to “protect the public.”13
For example, let us assume that Company A has a drug that is a subject of a patent
application. During this time, the company conducts clinical trials over 300 patients and
determines that the drug is safe to be used to treat say, acne. After the clinical trial is
concluded, Company A submits the information for getting marketing approval of the
drug. During this time, a competitor is able to oppose the patent application successfully
such that the patent is either not granted, or is invalidated if already granted. Now, the
information in the patent application will fall into public domain and can be used by
generic drug companies rightfully for immediate marketing.
But the data exclusivity regime under Article 39.3 of the TRIPS Agreement will prevent
generic drug companies from using the clinical trial data for a specific period of time,
such as a period of 5 to 7 years of exclusivity in the United States depending on the type
of drug. Thus even when the patent has failed, it results in Company A benefiting from
an indirect market monopoly over the drug during the period of data exclusivity. The
generic drug company is free to conduct its own clinical trials. But such duplication of
clinical trial will result in duplicating the trial over patients unnecessarily and involves
additional: a) cost to conduct the trial; b) delay in manufacturing the generic drug while
trial is being conducted. Thus if generic drug companies duplicate a clinical trial that has
already been conducted elsewhere, it will merely result in duplicative burdens in terms
of time and cost. While the cost of the trial will be added to the cost of the drug and
passed onto consumers, the delay from duplicating the clinical trial will result in delaying
access to the consumers. Further, the use of the innovator’s clinical data by the generic
drug company as part of its application for marketing approval before the end of the data
exclusivity period will be considered unfair commercial use. That is, under Article 39.3,
WTO Members mandating submission of clinical trial data are required to protect the use
of submitted data by third parties as unfair commercial use; although Members can
detail clear public interest exceptions allowing the use of the data for commercial
purposes.
Data submitted for marketing of pharmaceutical or of agricultural chemical products is
treated differently partly because of the powerful lobbies of pharmaceutical companies

12
13

Id.
Id.
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and interests they represent worldwide. This is an important issue for pharmaceutical
companies because data exclusivity represents protection of important patient-related
information on a drug or a compound. Protecting the information provides an economic
opportunity by creating a new market on information relating to safety of the drug, helps
preserve existing market for the compound, and, in some cases, provides market
exclusivity for the compound for a little longer post the expiry of the patent. The issue
here relates to access to medication and access to food which are critical for poorer
nations. Hence it is important for developing countries to have a coherent approach.
By protecting the data and preventing its disclosure, the clinical trial data becomes
exclusive information – that is, the information excludes access to other people. Under
Article 39.3, Members of the WTO have an obligation to protect data against unfair
commercial use. But members also have the flexibility to define the elements of “unfair
commercial use.”14 Most developing countries will allow use by government authorities
to assess the efficacy and toxicity of a pharmaceutical product. Such allowance will be in
public interest and will result in allowing the data to be used for getting the approval
thereby facilitating the immediate marketing of the drug as soon as the data exclusivity
period expires.
Importantly, given that access to medication has become a burden that the WTO,
especially under the TRIPS Agreement, continues to bear poorly, such allowance will fall
within the public interest exception of Article 39.3. Presumably, the definitions of public
interest under the Doha Declaration on TRIPS Agreement and Public Health become
applicable in this context as well, thereby enhancing the flexibility of Members to
determine the constituents of the data exclusivity regime.15

Q3. Is data submitted for marketing of pharmaceutical products and agricultural
chemical products treated differently?
The same assertions and logic that applies for pharmaceuticals applies for agricultural
chemicals as well. In both of these cases, data exclusivity essentially provides an
additional layer of protection. Both – innovator drug companies as well as agricultural
companies – benefit from powerful lobby groups capable of asserting and negotiating
benefits for their investors. In essence, what data exclusivity protects is the information
relating to clinical trial and resulting data.

14

Id.; see also WTO and the TRIPS Agreement, WORLD TRADE ORGANIZATION, available at
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See also World Trade Organization, Doha Declaration on TRIPS Agreement and Public Health, para.
6, Nov. 14, 2001, WTO Doc. WT/MIN(01)/DEC/1, 41 I.L.M. 746 (2002).
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For example, if Drug A whose patent is owned by innovator drug company AMBA Inc., is
effective against say, psoriasis, but results in arthritis pain in patients, clinical trial over
Drug A will show a pattern. The data from the clinical trial will be essential for FDA to
clear the drug for marketing after considering its safety. The data exclusivity regime in
the U.S., for example, prevents regulatory bodies such as the FDA from examining the
data to approve Drug A from any company other than AMBA Inc., during the exclusivity
period. As discussed in the previous question, even if Drug A falls within the public
domain, for whatever reason, during the term when data exclusivity prevails, a generic
drug company cannot get the FDA to approve the competing product thus indirectly
resulting in the innovator company having market exclusivity over a drug for the period
of data exclusivity. The same applies to agricultural chemical products as well.
During the data exclusivity period, a regulator of chemical products such as the U.S.
(FDA) will not use or apply information from the clinical trials of the first applicant to
approve a generic version of the same drug.16 The FDA grants new chemical entities
(NCEs) a total data exclusivity period of up to 5 years.17 However, in the case of
pharmaceuticals, even if a generic drug company is able to successfully challenge the
applicant’s patent, the FDA will process the generic company’s application for drug
approval after the 4th year of the data exclusivity period, but not before.18

Q4. How does data exclusivity operate in practice for drug companies?
Historically, data exclusivity represents a compromise between innovator drug
companies and generic drug companies, whereby innovator companies get a period of
exclusivity but once that exclusive period is over, a generic company can use the data for
its own drug approval.19 The compromise, first memorialized in the United States under
the Hatch-Waxman Act, 1984 provides a period of exclusivity of 5 years to protect the
original data of the clinical trials.20 The Hatch-Waxman Act essentially allows for generic
competition of off-patent products that are not protected by patents. In turn, it provides
some risk-protection for the data that the innovator collects towards submission for
16

See Federal Food, Drug, and Cosmetic Act, 1938, 505(c)(3)(E), 505(j)(5)(F); 21 USC § 355; See also
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See 21 USC 355 (b)(1) and (b)(2) under which applications for a new chemical entity can receive 5
years of exclusivity. See also Frequently Asked Questions on Patents and Exclusivity, U.S. FOOD AND DRUG
ADMINISTRATION, available
at
https://www.fda.gov/Drugs/DevelopmentApprovalProcess/ucm079031.htm#howlongexclusivity.
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Id.
19
See generally Novo Nordisk A/S, et al. v Caraco Pharmaceutical Laboratories, Ltd., et al., 719 F.3d
1346 (Cir. June 18, 2013).
20
See Drug Price Competition and Patent Term Restoration Act of 1984, 35 U.S.C. § 156 (1984)
[hereinafter Hatch-Waxman Act]. See also, 21 C.F.R. 314.108.
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regulatory approval. The enactment represents a compromise between two lobby groups
– innovator pharmaceutical companies and the generic drug industry. Data exclusivity
and the lack of a stock-piling exception are all by-products of such a compromise that is
unique to, and typical of, American lobby politics. The important aspect to remember is
that such compromises need not be emulated in every market, especially in a developing
country market such as India.
As mentioned earlier, data exclusivity protects clinical trial data submitted to regulatory
bodies as proof of safety. The exclusivity is a reward considering the risk that innovator
companies take in terms of the cost of conducting the clinical trial and in subjecting
patients to drugs that may be unsafe or even harmful.21 In effect, the data exclusivity
period allows drug companies to recoup the investment on clinical trials, which can run
up to four separate phases involving several patients, their confidential information,
treatment regimes and information on side effects and safety regimes of the medication.
Needless to specify, just like patents, data exclusivity represents another important tool
for innovator companies to preserve market exclusivity which helps keep the price of the
product high. Meanwhile, the access to medication debate has gained much support
globally on account of three reasons:
a) patent systems of countries such as the United States is emulated across the
globe but is now being subject to world-wide criticism for facilitating more
private property at the cost of public health in the case of pharmaceutical
patents;
b) escalating cost of the medications which has become an issue even in
developed nations; and,
c) important international reports, such as the UN High Level Panel Report on
Access to Medication,22 have underlined the need for access to medication in
poorer nations.
The current perception of patents as access barriers and the resulting unpopularity on
account of predatory pricing of pharmaceuticals (e.g., Bayer’s Nexavar in India) has
caused innovator pharmaceutical companies to find new tools to preserve market
exclusivity. Increasing drug prices have been become unpopular, and data exclusivity as
an alternative is becoming a potent tool to retain market exclusivity indirectly. That is
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partly why pharmaceutical lobby groups vigorously focused on increased data exclusivity
protection under the now-doomed Trans-Pacific Partnership.23

Q5. What is the current Indian position on data exclusivity?
The Indian Drugs and Cosmetics Act, 1940, under section 122E, provides for data
exclusivity for a “new drug” for a total period of 4 years from the date of approval.24 A
“new drug” is not defined as a patented drug but simply a drug which has not been used
in the country to any significant extent.25 A new drug is a product that has not been
recognized or licensed in India, or a drug recently licensed and approved for marketing,
or a combination of drugs individually approved earlier but marketed as a combination,
or vaccines and Recombinant DNA (r-DNA) derived drugs. Like the United States, the
Indian law requires an applicant for a new drug to engage in extensive testing and
clinical trials. But this requirement may be waived for purposes of “public interest” or if
the new drug has been approved and marketed for several years in other countries.26
Such a requirement is a standard norm to avoid duplication of trials in different
jurisdictions which can result in increasing the cost and delaying the introduction of the
drug in the market.
In the United States, the FDA approval of a drug for marketing is linked with patent
protection. That is, when a generic drug company makes an application (ANDA
application), the FDA will process the application only if there is no valid patent on the
same. The tying-in of patent information with data exclusivity is called patent linkage.27
Patent linkage results in delaying the entry of generic competition into the market. When
the Hatch-Waxman Act was enacted, innovator pharmaceutical companies realized that
they could not deny generic drugs market access anymore. Hence patent linkage was
proposed as an alternative to delay the entry of generic competition.
The question is not whether patent linkage is beneficial or not. Countries that house
innovator pharmaceutical companies would institute patent linkage because it is in their
best interests. Countries such as India, which predominantly house a generic drug

23

See generally What does the TPP say about Data Exclusivity and Biosimilars?, MANAGED CARE,
https://www.managedcaremag.com/focus/what-does-tpp-say-about-data-exclusivity-and-biosimilars.
24
See DRUGS AND COSMETICS ACT, 1940, No.23 of 1940, INDIA CODE (1993), section 122E (amended
1995) (India), available at http://cdsco.nic.in.
25
Id.
26
Id.
27
See G. Lee Skillington & Eric M. Solovy, The Protection of Test and Other Data Required by Article 39.3
of the TRIPS Agreement, 24:1 NORTHWEST JRNL OF INT. LAW 34(2003); See Ravikant Bhardwaj, K D Raju & M
Padmavati, The Impact of Patent Linkage on Marketing of Generic Drugs, 18 J. OF INTELL. PROP. RTS. 316
(2013), available at http://nopr.niscair.res.in/bitstream/123456789/20282/1/JIPR%2018(4)%20316322.pdf.
137

THE SIGNIFICANCE OF THE DATA EXCLUSIVITY DEBATE AND ITS IMPACT ON GENERIC DRUGS

industry, and other countries such as Brazil and Chile, which provide Universal Health
Coverage, would be disadvantaged by patent linkage because it largely serves to delay
generic drug companies from entering into the market. In effect, the generic drug
company cannot get marketing approval and be ready for manufacturing its product
until the patent expires. From the time the patent expires and until the generic drug is
cleared for the market, the innovator will indirectly enjoy a market monopoly despite the
expiry of the patent.
In India, marketing approval of the drugs is not linked with the status of patents. The
Drug Controller primarily examines whether the drug has been tested for safety
elsewhere and whether the data submitted to prove safety in another jurisdiction will be
adequate for the drug to be introduced in India. The Indian position is that linking patent
data with drug approval increases the burden of the generic drug company to prove the
existence or otherwise of patents, and adds another layer of responsibility over the
administrator in requiring them to verify patent data of application materials.
The question of patent linkage arose in India in relation to the approval of a generic
version of ‘sorafenib tosylate’ used to treat renal cell cancer.28 Bayer, the patent owner,
approached the Supreme Court of India to prevent the grant of marketing approval to
Cipla.29 Bayer asserted that the TRIPS Agreement necessitated the establishment of
patent linkage to prevent the Drug Controller from approving the marketing of drugs
whose patent was not owned by the applicant, Cipla. The Delhi High Court was
persuaded by the presence of a Bolar Provision under Section 107A of the Indian Patents
Act, 1970 which specifically exempted the use of data for regulatory approval from
infringement with a view to permit immediate availability of generic drugs in the market
when the patent expires.30 The Supreme Court sustained the judgment of the Delhi High
Court and rejected the applicability of patent linkage in India. Nevertheless, the United
States has repeatedly sought to pressurize India under the Special 301 process to
recognize patent linkage on the grounds that Article 39 of TRIPS requires it.31

Q6. Can you explain the debate on data exclusivity under the TRIPS Agreement?
Article 39.3 of the TRIPS Agreement requires members to protect data submitted to
regulators “against unfair commercial use.”32 The Article further requires Members to

28

Bayer Corp. v. Union of India, WP(C) No.7833/2008, (2008) (India), available at
http://lobis.nic.in/.
29
Id.
30
Id.
31
Sean M. Flynn, Special 301 of the Trade Act of 1974 and Global Access to Medicine, Journal of Generic
Medicines, American University, WCL Research Paper No. 2010-25, available at
http://digitalcommons.wcl.american.edu/cgi/viewcontent.cgi?article=1000&context=pijip_facsch.
32
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protect such data “against disclosure.” There is nothing in the TRIPS Agreement which
suggests that disclosing the data to a government regulator must be construed as “unfair
commercial use.” Such an interpretation would go against the construction of the
objectives of the TRIPS Agreement under Article 7 and 8.33 The commercial use of an
approved pharmaceutical does not begin until the term of the patents that cover the
application material expires. Indeed, if a patented drug is not approved and ready for the
market at the time of the expiry of the patent term, the consumer is unfairly denied
access to material that has fallen into the public domain. Also, the patent owner would
benefit from an unfair commercial advantage on account of the market exclusivity after
the expiry of the patent term to the detriment of consumers.
The TRIPS Agreement clearly does not advocate data exclusivity or patent linkage in a
manner that the developed nations, particularly the United States, seek. Developed
countries assert that data exclusivity is a requirement under the TRIPS Agreement. They
also claim that the TRIPS Agreement prevents regulatory authorities from considering
the status of patents before approving a generic substitute. Thus developed countries
believe that having a specific period during which drug regulators are prevented from
relying on test data submitted to approve generic substitutes is the way to keep data
exclusive.
Before the TRIPS Agreement was negotiated, most countries allowed reliance on
originator test data to approve generic products.34 Generic manufacturers only had to
prove bioequivalence, which is that their product was chemically identical to the brandname, original product. This approach was consumer-friendly in that it enabled
introduction of generics into the market as soon as the patent expired. The importance of
preserving this traditional approach is underscored by the recent UN High Level Panel
Report on Access to Medicines,35 the WIPO Development Agenda36 and the WHO
Studies,37 all of which highlight the importance of access to medicines.
Data exclusivity and patent linkage also affect the operation of compulsory licenses.
Basically, when there is a public health crisis, the presence of patent linkage and data
exclusivity should not operate to prevent a regulator from approving drugs that may be
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needed to resolve the crisis. Article 39.3 of the TRIPS Agreement is certainly not worded
to impose restrictions such that data exclusivity becomes a hurdle to public health.
However, even assuming that it was the case, such a reading of Article 39.3 would not
survive the Doha Declaration on Public Health.38

Q7. Does India need a better data exclusivity provision? If yes, what should such a
provision contain?
No, India has a perfectly fine data exclusivity provision.

Q8. The most common argument in favour of data exclusivity is that collecting test
data requires time and financial investment; therefore the entity gathering this data
should be entitled to a period of exclusivity. As you note in an article, "The cost of
undertaking tests is considerable, involves human subjects and is, therefore, an
arduous exercise." How should this concern be addressed?
The patent regime vests a monopoly with the innovator drug company for a term of 20
years during which time companies have a history of levying a cost price to cover over
200% to 300% of their investments. Recent cases such as Mylan’s pricing of Epipen and
Pfizer’s profits from Lipitor are great examples of the windfall that results when a drug is
patented.39 In order to get such a huge margin of profits, research and development
along with the associated activities are risks that every innovator undertakes, and, when
successful, is rewarded with a patent along with the resulting profits from the monopoly.
The cost of clinical trials is a part of the process of getting the patented product into the
market and is a risk that innovator drug companies need to undertake. There is no need
to add another layer of profit protection for conducting clinical trials.40
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Q9. While it might be true that data exclusivity negatively impacts generic drugs, are
generics really a long-term solution to the global healthcare crisis and the problem of
access to medicines?
There are three reasons why generics have become a part of the global pharmaceutical
industry. First, generics are a necessary part of the food-chain of global pharmaceuticals.
They are required to not just cater to the health needs of the poorer countries but also to
kick-start innovation in these nations.
Second, historically, copying has been the first step for innovation even in the developed
world. Thus for innovation in pharmaceuticals to proliferate all over the world, generics
will serve as the first step to kick-start the industry. Especially for least-developed
countries, the leap to innovation in pharmaceuticals in the future will occur only when
they take the first step of being able to establish generic drug manufacturing facilities
locally.
Third, even in developed nations that are obsessed with patents, like the United States,
the astronomical cost of medication has resulted in an increased appreciation for the role
of generics. Thus generics are viewed as important components to enable market
competition as well as to challenge bad patents. In all, the generic drug industry
represents an important industry catering to the healthcare needs of a large segment of
the global population.

141

