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OBSCENELY SUBJECTIVE:
ADJUDGING IP ELIGIBILITY OF OBSCENE INVENTIONS AND WORKS
TANMAYA NEGI & YOGITHA RAMU*
Obscenity is a permissible restriction on the freedom of speech and expression in the interest
of public decency and morality. Considering that it seeks to protect the public morality at
large, it is only natural that what is obscene, and hence prohibited, should be a reflection of
what the average person thinks is obscene. This is embodied in the ‘community standards
test’, which is the applicable test for determination of obscenity as per the Supreme Court in
Aveek Sarkar v. State of West Bengal [(2014) 4 SCC 257]. Since community perceptions are
not static, what is obscene must also remain a fluid concept. It should be distinct from the
standard of a vulnerable minor, a susceptible adult or even the romanticized morality of
Indian tradition and values. This is perhaps the reason that those of us who consider
ourselves the average reasonable adult are often left flabbergasted by the perceptions of
obscenity espoused by the Courts and more recently, the Patent Office.
Though, the Patent Act, 1970 does not mention ‘obscenity,’ Section 3(b) limits the concept of
an invention as precluding, inter alia, any invention the primary or intended use or
commercial exploitation of which could be contrary to public order or morality.
Unfortunately, the Patent Act does not lay down a threshold for what may be considered
contrary to public order or morality leaving much scope for subjectivity. For instance, as per
the decision on the application by Standard Innovation Corporation, pertaining to its ‘sexual
stimulating vibrator,’ the invention was considered to be ‘morally degrading’ and ‘obscene’.
Sex toys have been granted patents across jurisdictions for ages, albeit most Patent
legislations do no create this exception of public morality. Even in India, sex toys are not per
se illegal or obscene. The Calcutta High Court in the case of Kavita Phumbra v. Commissioner
of Customs Port [2011 SCC Cal 2378], where the appellant had sought to import of sexual
games which were seized as customs due to them being obscene, noted that considering the
standard for the pictures, newspapers and articles being published and are freely available in

*

Tanmaya Negi and Yogitha Ramu are final year law students at National Law University, Jodhpur and the Editors-inChief of the Journal of IP Studies for 2018-2019. The authors would like to thank Mr. Rohan Cherian Thomas and Dr.
Gargi Chakrabarti for their input and assistance in writing this editorial.
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OBSCENELY SUBJECTIVE
the market, a discernible shift in the moral and sexual standards is apparent over the years
and the judiciary must take cognisance of it.

Accordingly, the Court held that mere

“acquisition of knowledge for enjoyment of sex through various means is not by itself a
prohibited activity, provided it is not done through obscene language or pictures. The concerned
items are meant for adults and as such, their importation for restricted sale to adults only
should not be considered to be on the wrong side of the law.” Additionally, the Court also noted
that considering that the Customs Act only prohibits the import of obscene goods but does
not prescribe any parameter for adjudging the imported material as obscene, the failure to
provide tangible and substantial reasons and merely stating something to be obscene would
only be a reflection of the personalised and individualised value judgment of the Customs
Official and hence, unsustainable. Drawing a parallel to the Patent Office’s decision, the
Patent Officer did not review the prevailing standards of obscenity or rely upon the decision
of any expert, instead relying on his own judgment and Section 377 to hold that sex toys
were “morally degrading in law.” At the very outset, it must be clarified that Section 377
could not have been directly applied to sex toys since its scope is restricted to “carnal
intercourse against the order of nature with any man, woman or animal.” Moreover, it
arguably does not reflect contemporary community standards either. Under Section 377, ‘sex
against the order of nature’ has been equated with non-procreative sex and the Supreme
Court decision of Navtej Singh Johar v. Union of India [WRIT PETITION (CRIMINAL) NO. 76 OF
2016], has observed that this reflects the English morals of the colonial era and that
considering that even marriages can no longer be equated with procreation, non-procreative
sex is hardly against contemporary morality and cannot be considered unnatural.
Hence, sex toys are, in itself, not obscene unless accompanied by explicit pictures or
manuals. Read with this decision of the Patent Office it creates an absurd dichotomy, where
the sale and distribution of sex toys is not prohibited under Section 292 of the Indian Penal
Code but at the same time a patent cannot be granted on it on the grounds of public
morality and public order under Section 3(b).
The Supreme Court of India has continually held that obscenity under Section 292 of the
Indian Penal Code may be exempted when the work in question is of literary or artistic value
to the society and entrusts the scrutiny of such value into the hands of the Court. However,
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may a work be charged as obscene yet still be eligible for copyright protection? Copyright is
a statutory right defined within the four corners of the Copyright Act, 1957 (Copyright Act)
and the Copyright Act only mandates the criteria of originality for copyright protection.
Originality is understood distinct from novelty or literary merit. University of London Press
Ltd. v. University Tutorial Press Ltd. [(1916) 2 Ch. 601] interpreted ‘literary work’ to cover
work which is expressed in print or writing, irrespective of the question whether the quality
or style is high. Further, the Copyright Act does not bar works considered ‘obscene’ or
against public morality. In consequence, a particular work may be copyright eligible yet
guilty for obscenity under the IPC and thus, prohibited for sale or publication.
Justice Gautam Patel in his article titled Content Legitimacy and Copyright, further notes that
nowhere in the Copyright Act does it mandate that a work must be necessarily ‘lawful’ to be
eligible for copyright protection. In fact, creating an obscenity exception for copyright
eligibility would frustrate the intention behind copyright protection to promote creativity
and content creation. If authors of controversial, unpopular, or new material have to seek
judicial validity for their works based on contemporary moral convictions of the society they
live in, it would act antithetical to the aim of copyright and thus, it is advantageous to
authors to not have a provision dealing with obscenity in the Copyright Act. However, the
rights of the authors cannot supersede the interest of society. The Delhi High Court in 2016
has held that Copyright is not a divine right and maybe limited in the larger interest of
society. Similarly, Article 17 of the Berne Convention acknowledges the right of the
Government of each Union country to control, or to prohibit, “the circulation, presentation, or
exhibition of any work.” Hence, even though the Copyright Act currently does not provide an
explicit limitation on copyright eligible works on the grounds of obscenity, the Government
may still limit the rights of the author to the extent of only circulation, presentation or
exhibition of the work. If such a limitation is imposed, the Government may nonetheless
have to ensure that such limitation does “not conflict with a normal exploitation of the work”
nor “unreasonably prejudice the legitimate interests of the right holder”, in accordance with
Article 13 of the TRIPS Agreement. Thus, the Legislature and Courts may create a limitation
on the grounds of obscenity, provided such provision balances the gravity of public outrage
or public harm caused by the said obscenity with the legitimate interest of the author and
ensuring it’s not an arbitrary standard.
!6

OBSCENELY SUBJECTIVE
Unlike the Patents Act and the Copyright Act, the Trademarks Act, 1999, explicitly deals with
the issue of obscenity and imposes an absolute prohibition on registration of trademarks
comprising or containing scandalous or obscene matter, under Section 9 (2)(c). The
proposed Trademarks Manual (Manual) sheds some light on the intended interpretation of
‘obscenity’, wherein it describes an obscene mark as a matter of fact, dependent on the class
of goods and its audience. For instance, goods meant for children will be scrutinised strictly
but goods for adults may be given more leeway while adjudging obscenity. Interestingly, the
Manual states obscenity must be judged ‘objectively’ while providing vague instructions in
achieving such objective scrutiny—objectivity is described as being neither out of date nor a
trend setter; not setting some kind of moral standard but also not being insensitive to public
opinion.
The Manual further clarifies that if a mark is merely distasteful, an objection under Section
9(2)(c) is unlikely to be justified; whereas if it would cause outrage or would be likely
significantly to undermine religious, family or social values, then an objection will be
appropriate. While the subjectivity of the above value judgment is an ongoing concern, it is
more perturbing that the level of outrage to raise a valid objection is clarified to be either a
higher degree of outrage amongst a small section of the public, or a lesser degree of outrage
amongst a larger section of the public will also suffice. The former premise leads us to
believe that even a small group of oversensitive petulant people may object to the
registration of a trademark based on their perceptions and moral standards, thereby
seemingly contradicting the community standards test. Whereas, the latter premise, by
requiring a lower threshold of outrage, unreasonably interferes with the rights of a minority
group and undermines their freedom of speech.1 The Supreme Court in Navtej Singh Johar v.
Union of India, recently upheld that “the veil of social morality cannot be used to violate
fundamental rights of even a single individual, for the foundation of constitutional morality
rests upon the recognition of diversity that pervades the society.” Similarly, in S. Khushboo v.
Kanniammal, the Supreme Court stated that while the constitutional freedom of speech and
expression is not absolute and can be subjected to reasonable restrictions on grounds such as

1

Trademarks are considered as commercial expression, which was upheld by the Supreme Court to constitute a part of
freedom of speech in TATA Press v MTNL, [1995 AIR 2438].
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‘decency and morality’ among others, yet it is necessary to tolerate unpopular views in the
socio-cultural space.
Thus, a balanced approach to the above conundrum, and IP law in general, maybe imposing
a community standards test to oust the bias of the examining officer or judge, whilst also
testing such grounds for objection against constitutional morality to ensure the minority is
not arbitrarily denied their rights.
All human beings possess the equal right to be themselves instead of transitioning or
conditioning themselves as per the perceived dogmatic notions of a group of people, as
stated recently by the Supreme Court. Sexuality and sex represent a side of humanity and an
expression of oneself, consequently, inventions, works or marks that manifest sex, sexuality
or the like, cannot indiscriminately be termed as obscene. Despite no explicit prohibition on
obscenity for patent or copyright protection, it is often seen that Examining Officers or
Judges rely on the grounds of obscenity to justify their inherent bias or moral convictions.
Even with regard to Trademarks, despite the Manual urging objective determination of
obscenity, Examining Officers often impose their own value judgment or more worryingly,
the value judgment of a small oversensitive group may also be sustained during trademark
objections.
The inherent rationale for IP protection is to promote creation and innovation. Such creation
and innovation must not be impeded by the subjective morality or value judgment of the
examining Patent/Trademark Officer or the judge presiding over the case. Thus, if at all
obscenity is a criterion while adjudging IP eligibility, it is imperative to uniformly apply the
community standards test while also weighing constitutional morality, so as to balance the
interests of all interested parties.
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THE CURIOUS CASE OF TRADITIONAL ‘CROSS-CULTURAL’ EXPRESSIONS:
DIFFICULTIES IN PROVENANCE, FENCING AND INTELLECTUAL PROPERTY
PROTECTION
MANDAVI SINGH *
Traditional Cultural Expressions (TCEs) – colloquially known as ‘folklore’ – are verbal, musical,
literary, creative and other spiritual expressions, which have been traditionally developed and
maintained by any group or community. “Cross-Cultural” TCEs are a special case of TCEs, where
a particular community’s cultural materials appear to have ‘borrowed’ elements from another
community’s cultural materials. Such borrowing may be the result of colonialism, prolific trade
or globalization, or of shared history, terrain or belief-systems.
Because of the borrowed elements and the corresponding obscure provenance, Cross-Cultural
TCEs may become the subject of multiple cross-claims by more than one stakeholding
community or third party beneficiary (such as traders, researchers, academics and developers).
Illustrations of Cross-Cultural TCEs facing multiple contentious claims include the African Wax
Prints and World Music compositions.
TCEs carry symbolic and/or sacred value for the communities that produce them, and immense
potential for monetization and trade; therefore, protecting them against misappropriation and
misuse through intellectual property law becomes necessary. The manifestation of multiple crossclaims on a Cross-Cultural TCE creates difficulties in identifying and demarcating ownership or
multiple-party stakeholding in the cultural materials and, therefore, providing optimal
intellectual property protection. Therefore, ‘fences’ or boundaries need to be drawn in the
stakeholding of the various competing communities and beneficiaries in the Cross-Cultural TCE.
This Paper has set out possible strategies for fencing the Cross-Cultural TCEs, and suggests
certain regulatory modifications that may be made to localized, national and international legal
regimes to serve for better protection of Cross-Cultural TCEs.

*

Mandavi Singh is a senior associate at Samvad Partners, a multi-disciplinary law firm based out of Mumbai,
India. She graduated from Harvard Law School in 2017, and is interested in international development and
social impact investment.
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THE CURIOUS CASE OF TRADITIONAL ‘CROSS-CULTURAL’ EXPRESSIONS
I.

INTRODUCTION

“Good fences make good neighbours,” Robert Frost in Mending Wall, would argue otherwise.
The fences that we erect against our neighbours alienate us from fellow human beings by
instigating us to dwell on the differences rather than appreciate the similarities. Yet, when
my dear friend from Ghana told me that the wax prints that she so loves wearing, and that
have become the hallmark of African fashion, are under contest from Indonesia, I wondered
whether the much-hated fences could have practical necessity as well.
One precarious realm where the issue of fences come up frequently is that of the Traditional
Cultural Expressions (‘TCE(s)’), colloquially known as ‘folklore’. There is now a growing
demand by indigenous communities to be recognised as custodians of their own TCEs, in
order to prevent the misappropriation or misuse of the TCEs by third parties, and/ or to
share the economic benefits from the usage of such TCEs by third parties. Since national and
international intellectual property (IP) systems can be used to provide protection to such
TCEs, it becomes necessary to identify ‘fences’ of ethnicity, nationality and geography for the
TCEs.
This is even truer in cases where the TCE in question is of such synthesised/hybridised
nature that more than one particular community may claim authority for its authorship,
ownership or sustained production. For lack of a better term, they have been referred to as
‘Cross-Cultural TCE(s)’ in this Paper. Typically, this cross-cultural element in TCEs arises due
to some commonalities of shared history, belief-system or geographical terrain among the
communities with parallel claims.
There are countless historical illustrations of Cross-Cultural TCEs: the Gandhara school
sculptures, that depicted a unique convergence of Hellenistic anthropomorphic art
techniques with the Mahayana Buddhist an iconic art styles of China and northern India; 1
(ii) the Lusterware pottery of Spain, that was an intriguing synthesis of Muslim, Christian,
1

Benjamin Rowland, Gandhāra Art in Rome, 21(3/4) ARTIBUS ASIA 282-284 (1958); Benjamin Rowland,
Gandhara and Late Antique Art: The Buddha Image, 46.2 AM J ARCHAEOLOGY 223-236 (Apr-June 1942);
Iqtidar Karamat Cheema, The Historical Origins and Development of Gandhara Art, 8 INTL J BUDDHIST
THOUGHT & CULTURE 75-91 (Feb 2007); Benjamin Rowland, Graeco-Bactrian Art and Gandhāra: Khalchayan
and the Gandhāra Bodhisattvas, 75 ARCHIVES OF ASIAN ART, 29-35 (1971); Y. Krishan, Was Gandhāra Art a
Product of Mahāyāna Buddhism?, 3(4) J ROYAL ASIATIC SOCIETY OF GREAT BRITAIN & IRELAND : 104-119
(1964); Rekha Morris, Some Observations on Recent Soviet Excavations in Soviet Central Asia and the Problem
of Gandhāra Art, 103(3) J. AM. ORIENTAL SOCIETY 557-567 (1983).
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Jewish traditions during the Morisco reign; 2 (iii) the Delftware tiles of Netherlands used for
home furnishings in Europe and the American Colonies, that emulated the ‘blue willow’
porcelain patterns of Ming porcelain from China; 3 and (iv) the felt-making tradition that
evolved in parallel among the Mongols, Tibetans and Turkic peoples of Siberia due to the
common terrain and climatic conditions of the Steppes.4
Modern-day cross-culturalism has been especially prevalent in textile traditions, such as the
Jamdani muslins of Bangladesh and India that evolved in communities with a shared history
and territory;5 the Batik or textile wax-printing techniques used by diverse communities
across the world, including in Indonesia, China, India and Western Africa;6 the Calico Chintz
textile of India that was customised repeatedly to meet growing and diverse demands of
European consumers;7 the masquerade fabric which is a Kalahari refurbishing of another
Indian textile;8 and the Tibetan art rugs that are in reality customised and produced in

2

PETER VON SIVERS ET AL., PATTERNS OF WORLD HISTORY 541, Oxford University Press, (2012).

3

Florian Knothe, East Meets West: Cross-Cultural Influences in Glassmaking in the 18th and 19th Centuries, 52J
GLASS STUD : 201-216, 234, 273-274 (2010); Josslyn Kay Stiner, Piecing It Together: The Introduction of
Delftware Tiles To North America And Their Enduring Legacy In Charleston (2010) (PhD dissertation,
Graduate Schools of Clemson University and the College of Charleston ); Sivers et al., Patterns, supra, note
2, at 714-715.

4

Murray Lee Eiland III, Felting Between East and West, 20 VISUAL ANTHROPOLOGY, 263–283 (2007)(indicating
that this parallel evolution resulted in similarities in the texture and motifs of felts produced in Hungary,
Turkmenistan and other regions).

5

SHAHIDA KHATUN, THE JAMDANI SARI: AN EXQUISITE FEMALE COSTUME OF BANGLADESH,Sanjay Garg ed.,
Traditional Knowledge and Traditional Cultural Expressions of South Asia (Colombo: SAARC Cultural
Centre, 2015), 187-196 (positing that the Jamdani fabric came to be popular both in Bangladesh and India
as the art in both regions received patronage and cultural influences from the Mughal Empire).

6

See infra, notes 94 to 101 (Part IV(B) of this Paper).

7

Lou Taylor, The Indo-Chinese Influence on British Chintz Design, 6 NEWSLETTER OF MUSEUM ETHNOGRAPHERS
GROUP 10-14 (1978); Giorgio Riello, Asian Knowledge and the Development of Calico Printing in Europe in
the Seventeenth and Eighteenth Centuries, 5 J GLOBAL HIST : 2 (theorising that Calico prints arose out of a
fusion of Indian, Safavid Persian, and Chinese influences) (2010).

8

C. B. Steiner, Textile Transformations and Cultural Continuities in West Africa (presentation at Proceedings of
the 4th Biennial Symposium of the Textile Society of America, Los Angeles), TEXTILE SOCIETY OF AMERICA
63-66 (1994); Josephine Maria Moreno, Retailers as Interpreters of Textile Traditions in Antigua, Guatemala
(1995), (PhD dissertation, Iowa State University, (noting that the Kalahari Ijo people in the Niger Delta
transform Indian Madras cloth with cut-and-pull methods of embellishment, into masquerade festival
clothes for parades).
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Nepal.9 Another Cross-Cultural TCE that has also proved to be particularly lucrative today is
World Music,10 which fuses strains of folk music from different regions with contemporary
music.
The cross-culturalism in TCEs can be problematic because as long as their provenance
remains contested or obscure, it is difficult to identify the community that should be given
economic and moral rights over the concerned TCE. Further, if multiple claims to such CrossCultural TCEs may be established without doubt, this would still lead to complications of
representation, benefit sharing, administrative and enforcement costs.11 These controversies
have been particularly thorny in the case of the World Music renditions 12 and the African
Wax Prints based on Batik-dyeing techniques.13
Due to these inherent controversies, drawing ‘fences’ with respect to the multiple claims to
the same Cross-Cultural TCE may be necessary to prevent misappropriation and misuse by
unauthorised communities and third parties, not only because folklore is intricately linked to
the self-determination and identity of communities, but it is also a multi-attribute economic
good14 with enormous potential for monetisation and trade.15 Today, folk-art is increasingly
responsible for lucrative contributions to music, fashion, media, trade, development of

9

Erin McGuckin, Tibetan Rugs, 2.3 J MAT CULTURE, 291-310 (1997); Tom O’Neill, The Lives of the TibetoNepalese Rug, 4.1 J MAT CULTURE 21–38 (1999).

10

See infra, notes 87 to 95 (Part IV(A) of this Paper).

11

TERTIA BEHARIE AND TSHEPO SHABANGU, TRADITIONAL KNOWLEDGE, TRADITIONAL CULTURAL EXPRESSIONS AND
FOLKLORE in INTRODUCTION TO INTELLECTUAL PROPERTY LAW 342-359 (Owen Dean and Alison Dyer eds.,
Southern Africa, Oxford University Press (2014).

12

See infra, notes 87 to 95 (Part IV(A) of this Paper).

13

See infra, notes 96 to 103 (Part IV(B) of this Paper).

14

Massimiliano Mazzantia, Cultural Heritage as Multi-Dimensional, Multi-Value and Multi-Attribute Economic
Good: Toward a New Framework for Economic Analysis and Valuation, 31.5 J SOCIO-ECON. 529–558 (2002).

15

MIGUEL A. CENTENO ET AL., THE POLITICAL ECONOMY OF CULTURAL WEALTH, THE CULTURAL WEALTH OF NATIONS
26, (Nina Bandelj and Frederick Wherry eds., California: Stanford University Press, (2011); ALEXANDRA
KOWALSKI, WHEN CULTURAL CAPITALIZATION BECAME GLOBAL PRACTICE, (CULTURAL WEALTH, 73-89).
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tourism and e-commerce16 , and for many developing countries, it has become an important
source of exports, employment and “cultural heritage” tourism.17 This increase in demand
for folklore stems from both its aesthetic appeal, and its honorific value quotient – of
nostalgia for the stability of the past untrammelled by technology, of aesthetics that seeks to
humanise the edges of rampant industrialisation, of retrospection about how far societies
have progressed.18
Complete global data is not available as to a calculation of the economic value of the
folklore industry, especially since it typically pertains to the unorganised sector, but the
domestic economic value of folk art / handicrafts alone has been estimated variously at £3.4
billion (UK), 19 US$ 4.5 billion (India), 20 US$ 29 billion (U.S.A.),21 $747 million
(Australia),22 and CNY10 billion (China).23
Hence, drawing fences in the ownership of Cross-Cultural TCEs is of paramount importance
for building an appropriate IP protection regime, which may then help the “rightful”
stakeholders in preventing cultural misappropriation and utilising the TCEs for economic
advancement.

16

AGNES LUCAS-SCHLOETTER, FOLKLORE, INDIGENOUS HERITAGE AND INTELLECTUAL PROPERTY: GENETIC RESOURCES,
TRADITIONAL KNOWLEDGE AND FOLKLORE, 259 (Silke von Lewinski eds.,The Hague: Kluwer Law International,
2004), ; ANTOINETTA DI BLASÉ, TRADITIONAL KNOWLEDGE, CULTURAL HERITAGE OF INTELLECTUAL PROPERTY RIGHT,
145-159 ( Valentina Vadi and Bruno de Witte eds.,London and New York: Routledge) (2015).

17

JENNIFER BAIR, CONSTRUCTING SCARCITY, CREATING VALUE, CULTURAL WEALTH 195.

18

Susan Lynn Freund Isaacs, Pots, Potters, and Patrons: The Ethnography, History, and Meaning of
Contemporary Pennsylvania Redware (1991) (PhD. Dissertation, University of Pennsylvania), 566-632.

19

Towards a Craft Revival: Recalibrating Social, Cultural, Economic and Technological Dynamics, RICHES
(Renewal, Innovation and Change: Heritage and European Society)(April 2016), https://ec.europa.eu/
research/social-sciences/pdf/policy_briefs/riches_april_2016-1.pdf.

20

Overview: Indian Handicrafts Industry and Exports, INDIAN BRAND EQUITY FOUNDATION (November 2016,),
http://www.ibef.org/exports/handicrafts-industry-india.aspx.

21

Craft: State of the Market, AMERICAN CRAFT COUNCIL (September 2011), https://craftcouncil.org/magazine/
article/craft-state-market.

22

Arts and Culture in Australia: A Statistical Overview, AUSTRALIAN BUREAU OF STATISTICS http://
www.abs.gov.au/AUSSTATS/abs@.nsf/Previousproducts/25B64FD3449F4C1FCA257968000CB8FC ?
opendocument.

23

Luo Li, The Saviour of Chinese Traditional Cultural Expressions? Analysis of the Draft Regulations on Copyright
Protection of Folk Literary and Artistic Works, 6.1 QUEEN MARY J INTELLECTUAL PROP. 27–54 (2016).
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I.

THE MURKY CONTOURS OF CROSS-CULTURAL TCES

A. Nature of TCEs
TCEs are verbal, musical, literary, creative or spiritual expressions, developed by any group
or community in tangible or intangible medium or in the form of activities.24 TCEs, thus,
range across folk tales and riddles, folk music and musical instruments, folk dances, plays
and rituals, handicrafts and pottery, mosaic, woodwork, metalwork, and weaving.25 TCEs
have been described variedly across these multifarious regulations, including: ‘expressions of
folklore’, ‘cultural heritage’ (especially, ‘intangible cultural heritage’), ‘indigenous cultural
expressions’, ‘folklore’, ‘works of indigenous people’, and ‘traditional knowledge’.26 Although
the historical evolution and significance of the terms are not identical27, for the purposes of
this Paper, these terms have been used interchangeably.
Presently, a web of domestic statutes, bilateral treaties and international agreements and
protocols converge on the subject matter of IP protection of TCEs. Several human rights
conventions too, somewhat more controversially, protect TCEs as a means of selfdetermination of indigenous groups.28
However, the international instruments most germane for the sui generis protection of
folklore against illicit exploitation and other prejudicial actions are: (i) the Model Provisions
for National Laws on the Protection of Expressions of Folklore Against Illicit Exploitation and
24

See World Intellectual Property Organisation (WIPO) and United Nations Educational, Scientific and
Cultural Organisation (“UNESCO”) Model Provisions for National Laws on the Protection of Expressions of
Folklore Against Illicit Exploitation and other Forms of Prejudicial Action (hereinafter, referred to as the
“Model Provisions”),
§
2
(Protected
Expressions of Folklore), 1985, http://
www.wipo.int/ wipole x/en/text.jsp?fileid=186459.

25

Ibid.

26

Lucas-Schloetter, Folklore, 259-291 (noting that many indigenous communities have perceived “folklore” to
be a pejorative term); MATTHIAS LEISTNER, TRADITIONAL KNOWLEDGE, INDIGENOUS HERITAGE 49-58 (explaining
the differences between the meanings of “indigenous” and “traditional”, and how the term “indigenous”
may not work too well for regions which have seen frequent waves of immigration or invasion, such as the
Indian subcontinent).

27

Ibid.

28

A.D. Stewart, Kayano v. Hokkaidi Expropriation Committee Revisited: Recognition of Ryfikyfians as a Cultural
Minority under the International Covenant on Civil and Political Rights, an Alternative Paradigm for Okinawan
Demilitarization, APLPJ 4.1 (2003) 382; Marina Hadjioanno, The International Human Right to Culture:
Reclamation of the Cultural Identities of Indigenous Peoples Under International Law, 8 CHAPMAN L. REV.
201(2005).
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Other Prejudicial Actions (‘Model Provisions’), which were developed jointly by World
Intellectual Property Organisation (‘WIPO’) and the United Nations Educational, Scientific
and Cultural Organisation (‘UNESCO’) in 1982; and (ii) the Draft Articles on the Protection
of Traditional Cultural Expressions (‘WIPO Draft Articles’)29 formulated in 2014 and last
revised in 2017 by the WIPO Intergovernmental Committee (IGC) on Intellectual Property
and Genetic Resources, Traditional Knowledge and Folklore.30
The Model Provisions describe TCEs as “productions consisting of characteristic elements of the
traditional artistic heritage developed and maintained by a community of [name of the country]
or by individuals reflecting the traditional artistic expectations of such a community”.31 The
WIPO Draft Articles, on the other hand, have tried to define TCEs to include one or more of
the following features: (i) being transmitted from one generation to another (whether
consecutively or not); (ii) being the unique, directly linked or distinctively associated
product of the group's social identity and cultural heritage; (iii) having been used by the
group for at least 50 years or through at least 5 generations; (iv) being made in a collective
context by indigenous peoples, local communities or nations; (v) being dynamic and
evolving; and (vi) being the result of creative and literary or artistic intellectual activity.32
Thus, both instruments pivot the definition of TCE on two essential features: (a) it must be
“traditional”; and (b) it should possess certain characteristic elements or elements that are
unique, or distinctively associated to a particular group, generally for an extended duration
of time. However, this stress on tradition and distinctive elements of TCE can be problematic
because of several reasons.

29

Draft Articles on the Protection of Traditional Cultural Expressions, WIPO INTERGOVERNMENTAL COMMITTEE ON
INTELLECTUAL PROPERTY AND GENETIC RESOURCES (Mar 3, 2017), http://www.wipo.in t/edocs /mdocs/tk/en/
wipo_grtkf_ic_34/wipo_grtkf_ic_34_6.pdf (hereinafter, referred to as the “WIPO Draft Articles”).

30

SILKE VON LEWINSKI, PROTECTING CULTURAL EXPRESSIONS: THE PERSPECTIVE OF LAW, PROPERTIES OF CULTURE CULTURE AS PROPERTY: PATHWAYS TO REFORM IN POST-SOVIET SIBERIA 120-122, (Eric Kasten ed., Berlin:
Dietrich Reimer Verlag) (2004).

31

Model Provisions § 2 (Protected Expressions of Folklore).

32

WIPO Draft Articles, art 3 (Alt 2 and Alt 3). See also C.J.S. Picart and M. Fox, Beyond Unbridled Optimism
and Fear: Indigenous Peoples, Intellectual Property, Human Rights and the Globalisation of Traditional
Knowledge and Expressions of Folklore: Part I, 15 INTL. COMMUNITY L. REV. (2013) 335 (2013); St. Palethorpe
and St. Verhulst, Report on the International Protection of Expressions of Folklore under Intellectual Property
Law (REP. NO. 1.1.1, University of Oxford, 2000), 7.
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First, ‘tradition’ is not a historical event fixed in time; instead, it is constantly evolving.
Tradition is usually transmitted across generations (either orally, by imitation or by other
means of transmission), and therefore, like the folklorists, tradition is flexible, dynamic,
continuous, and ongoing.33 Shipbuilding, for instance, is considered a ‘traditional’ craft; yet,
it has evolved over time from Egyptian planks to Viking ‘clinkered’ plank-joining, to a
melding with the Baltic cog and the Genoese ‘roundship’ techniques, and thereafter, to the
caravels and galleons of the Portuguese, Spanish, Dutch and English.34
Second, although some features have indeed been found to be recurring in ‘traditional’
processes (such as: anonymity in authorship due to the group-based nature of the activity;
use of localised, manual and older production techniques, raw materials and equipment;
ceremonial or public nature of purpose; application of symbols or colours with specific
meanings; and lack of standardisation in workmanship), the recurrence of such features is
not common across all traditions, and there are significant regional and community
variations as well.35 For instance, the Calico prints of India are marked by a fusion of Indian,
Persian, and Chinese patterns of bursting fruits, full-bloom flowers and lush foliage, but the
European renditions (i.e. the Chintz) are marked by lighter bi-chrome patterns, crewelwork,
and European motifs such as the Scandinavian tree of life.36 Such variations in the same
folklore make defining ‘characteristic elements’ or distinctive, prolonged links between the
TCE and the community impracticable.
Even if the characteristics of a TCE were capable of distinction, it is not clear who may have
the authority to formally identify such characteristic elements. Evaluation of culture is a
sensitive terrain, because cultures are not perfectly coherent or unchanging and because

33

Moreno, Retailers as Interpreters, supra note 8, at 1-242.

34

Sivers et al., Patterns, supra, note 2, at 530-531.

35

Moreno, Retailers as Interpreters, supra note 8, at 1-242; Isaacs, Pots, Potters, supra, note 18, at 566-632;
Palethorpe and Verhulst, Report on International Protection of Expressions of Folklore.

36

See Lou Taylor, The Indo-Chinese Influence on British Chintz Design, 6 NEWSLETTER OF MUSEUM
ETHNOGRAPHERS GROUP, 10-14 (1978); Giorgio Riello, The Rise of Calico Printing in Europe and the Influence
of Asia in the Seventeenth and Eighteenth Centuries, 5 J GLOBAL HIST : 1-53 (2010); RUURDJE LAARHOVEN, A
SILENT TEXTILE TRADE WAR: BATIK REVIVAL AS ECONOMIC AND POLITICAL WEAPON IN 17TH CENTURY JAVA 6-7
(paper presented at 13th Biennial Symposium on “Textiles and Politics”, Washington D.C., September 19-22,
2012).
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questions of cultural identities are deeply political. The criteria and outcomes of cultural
evaluations could change tremendously, depending on the evaluator – connoisseur or
manufacturer, ruler or subject, judges or jury, experts or public opinion. 37 For instance,
whether the Malaysian song Rasa Sayang may have hailed in the pre-colonisation era from
the Indonesian island of Ambon may have different answers depending on the evaluator.38
Finally, sometimes, even within a given community, there may not be internal consensus on
the authenticity of the characteristics of the folklore.39 Communities produce TCE as per
their customary norms (most of which are orally transmitted or sacred and confidential);
this means there is also often a distinct lack of tangible evidence for proving the TCE’s
distinctive characteristics.40
B. Emergence and Evolution of Cross-Cultural TCEs
Cross-Cultural TCEs are said to emerge on account of cultural imperialism, cultural hybridity
or cosmopolitan adaptation, each of which causes the folklore of a community (‘Emulating
Community’) to ultimately subsume or mirror certain cultural elements from pre-existing or
contemporaneous folklore of another community (‘Reference Community’).
The cultural imperialism theory argues that the Emulating Community absorbs the foreign
elements of the Reference Community’s cultural traditions due to subordination of the
Emulating Community by the more dominant Reference Community (either directly as the
imperialist, or indirectly as the group favoured and endorsed by the imperialist).41

37

Ruth Katz and Elihu Katz, Evaluating Culture: World Music and Fusion Food, 18.2 INTL J CULTURAL STUDIES
155–165 (2015).

38

Lorraine V. Aragon, Copyrighting Culture for the Nation? Intangible Property Nationalism and the Regional
Arts of Indonesia, 19 INTL. J. CULTURAL PROP. 269–312 (2012) (noting that similarities in the cultural
traditions have possibly arisen because Malaysia and Indonesia had shared history and territory right until
their colonization as British East Indies and Dutch East Indies respectively).

39

Ruth Katz and Elihu Katz, supra note 37 at 155–165.

40

Joseph Githaiga, Intellectual Property Law and the Protection of Indigenous Folklore and Knowledge, 5.2
MURDOCH U ELECTRONIC J L (1998).

41

EMILY A. SCHULTZ AND ROBERT H. LAVENDA, CULTURAL ANTHROPOLOGY: A PERSPECTIVE ON THE HUMAN CONDITION
191-192, 380-389 (Oxford University Press)(2012); Juniper Hill, Global Folk Music Fusions: The Reification
of Transnational Relationships and the Ethics of Cross-Cultural Appropriations in Finnish Contemporary Folk
Music, 39 YB. FOR TRADITIONAL MUSIC 50-83 (2007).
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Colonisation has been a significant propagator of such cultural imperialism.42 In colonial
Vietnam, the national art school encouraged local artists to produce only oriental, pro-native
paintings of Indochina scenes, which were immensely popular with the French bourgeoisie.43
This is not to say that the subordinated Emulating Community has no agency or conscious
choice of its own, that it is simply a passive recipient of change, and that there is no
reciprocal flow of cultural influences from the subordinated to the dominant power.44
Recognition of this agency and conscious choice of the subordinated Emulating Community
in the sustained, intentional adoption or emulation of foreign cultural elements has been the
cornerstone of the theory of cultural hybridity.45
‘Hybridity’ indicates a cultural borrowing where the Emulating Community has the authority
to choose which elements to absorb, and then to further domesticate and customise the
foreign cultural influences in ways that create new versions out of the old.46 No doubt these
choices are not free from internal struggles, but these are intentional changes over which the
Emulating Community has greater control.47
The evolution of the Haitian Vodou art in the 1940s is a unique case of cultural hybridity.
American visitors and missionaries in Haiti at the time expected the local people to have a
‘primitive’ folk-art form that was symbolic of the “strangeness of the charming tamed
Caribbean nation state”. The local artists took advantage of these misinformed expectations

42

Rodney Harrison and Lotte Hughes, Heritage, Colonialism and Postcolonialism, Understanding the Politics
of Heritage, Understanding Global Heritage 234-269 (Rodney Harrison ed., Manchester University Press)
(2009).

43

Nora Annesley Taylor, The Artist and the State: the Politics of Painting and National Identity in Ha Noi,
Vietnam 1925-1995 (1997) (PhD dissertation, Faculty of Graduate School of Cornell University).

44

SCHULTZ AND LAVENDA, CULTURAL ANTHROPOLOGY, supra, note 41 at 380-389.

45

Matthew Liebmann, The Mickey Mouse Kachina and other ‘‘Double Objects’’: Hybridity in the Material Culture
of Colonial Encounters, 15.3 J. SOC. ARCHAEOLOGY, 319–341 (2015); SCHULTZ AND LAVENDA, CULTURAL
ANTHROPOLOGY, supra, note 41 at 380-389; HARRISON AND HUGHES, HERITAGE, COLONIALISM, 234-269.

46

LIEBMANN, THE MICKEY MOUSE KACHINA, supra note 45, at 319–341 (analysing power imbalances vis-à-vis
hybrids such as Mickey Mouse Kachina dolls where the corporate culture and the Hopi Native American
culture entangle).

47

SCHULTZ AND LAVENDA, CULTURAL ANTHROPOLOGY supra note 44, at 380-389.
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by showcasing their art precisely as such.48 Modern Inuit commercial folk art (i.e. Eskimo
Art) in Canada also grew out of a similar cycle of hybridity during the 1930s-1950s. A few
non-Inuit agencies in Canada encouraged the Inuits to project themselves as an animalistic
hunter-gatherer magic society, so that interest in their folklore would incentivise the
Canadian government to offer more social welfare schemes for them as traditional yet panCanadian symbol(s).49
On the other hand, growing trade, digitisation and globalisation can popularise the cultural
elements of the Reference Community’s folklore to such an extent that a “cosmopolitan” art
form emerges. The theory of Kantian Cosmopolitanism (or globalism) posits that since
cultural heritage has no fixed beginning or ending, it belongs to and should be protected by
the whole of humanity, and not just the Emulating and Reference Communities.50 Thus,
Cosmopolitanism argues that free adoption of cross-cultural strains is a way of celebrating
global artist relationships, of seeking inspiration, and of eliminating ‘chilling effect’ barriers
on individual creativity and innovation.51 For instance, Japanese sushi has gone global to the
extent that tuna technicians are sent in from Tokyo to Boston to instruct foreign fishers on
how to handle tuna, and then fusion dishes are prepared by restaurants for customers of
different nationalities.52
In cases where the Cross-Cultural TCE is considered a ‘cosmopolitan’ art-form, one does
need to note the underlying inequities. First, there is a danger that Cosmopolitanism could
end up as a means of further cultural imperialism in the hands of those with more economic

48

Karen E. Richman, Innocent Imitations? Authenticity and Mimesis in Haitian Vodou Art, Tourism and
Anthropology, ETHNOHISTORY 55.2 (Spring 2008): 203-227.

49

Nelson H.H. Graburn, Authentic Inuit Art: Creation and Exclusion in the Canadian North, J MAT CULTURE 9.2:
141–159 (2004).

50

Kenney C. Cortelyou, Reframing Indigenous Cultural Artefacts Disputes: An Intellectual Property-Based
Approach, CARDOZO ARTS & ENTER L J 28: 502-552 (2011); Debora L. Threedy, Claiming the Shields: Law,
Anthropology, and the Role of Storytelling in a NAGPRA Repatriation Case Study, J LAND RESOURCES & ENVIR L
29: 104-05 (2009) (recounting intra-tribal battles over repatriation of ancestral remains).

51

HILL, GLOBAL FOLK MUSIC, supra note 44, 50-83; CORTELYOU, REFRAMING… DISPUTES, supra note 50, at
502-552.

52

SCHULTZ AND LAVENDA, CULTURAL ANTHROPOLOGY, supra, note 41, at 382-383; KATZ
CULTURE, 155–165.
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or geo-political resources53 or digital market networks.54 Second, Cosmopolitanism ignores
the fact that the Reference Community may not view the cultural borrowing by the rest of
the world with the same enthusiasm, and may consider it a chauvinist challenge to its own
cultural sovereignty. 55 Finally, treating folklore as a ubiquitous benefit-for-all has high risks
of unethical usurpation in the hands of unscrupulous Cosmopolitan researchers, developers,
collectors, and curators.56
I.

DRAWING FENCES IN OWNERSHIP OF CROSS-CULTURAL TCES

A. Formulating a Composite Index for Fencing Cross-Cultural TCEs
Because of the manner in which they emerge and evolve, Cross-Cultural TCEs can be the
subject of several competing claims by alleged stakeholders – by (i) the Emulating and the
Reference Communities who seek to protect their tradition against usurpers (‘Competing
Communities’), and (ii) interested (cosmopolitan) third parties (‘Competing Beneficiaries’).
Competing Beneficiaries include researchers and scholars, developers of “derivative
works” (i.e. works inspired by and significantly transformed from the original TCE, with due
authorisation by the relevant communities),57 and producers and retailers. If a particular

53

SCHULTZ AND LAVENDA, supra note 44, at 380-389; Olga Sezneva, Pirate Cosmopolitics and the Transnational
Consciousness of the Entertainment Industry, ETHNIC & RACIAL STUD 37.12 (2014).

54

MARK GRAHAM, CULTURAL BROKERS, THE INTERNET, AND VALUE CHAINS CULTURAL WEALTH, 222-239.

55

CORTELYOU, REFRAMING… DISPUTES, supra note 50, at 502-552; Mads Daugbjerg and Thomas Fibiger,
Introduction: Heritage Gone Global. Investigating the Production and Problematics of Globalised Pasts, HIST &
ANTHROPOLOGY 22.2: 135–147; Hill, GLOBAL FOLK MUSIC, supra note 44, at 50-83 (2011); B. BOATENG,
AFRICAN TEXTILES AND THE POLITICS OF DIASPORIC IDENTITY-MAKING IN FASHIONING AFRICA: POWER AND THE
POLITICS OF DRESS 212-226, (J. Allman ed., Bloomington: Indiana University Press) (2004); Josephine
Asmah, Historical Threads: Intellectual Property Protection of Traditional Textile Designs: The Ghanaian
Experience and African Perspectives, INTL J CULTURAL PROP 15: 271-296 (2008).

56

CORTELYOU, REFRAMING… DISPUTES, supra note 50, at 502-552.

57

See CORTELYOU, REFRAMING… DISPUTES, supra note 50, at 502-552; LI, FOLKLORE IN CHINA, 26; WIPO Guide to
the Copyright and Related Right Treaties Administered by WIPO and Glossary of Copyright and Related
Rights Terms, (April 15, 2018), http://www.wipo.int/tk/en/resources/glossary.html (explaining that
“derivative works” exist in the form of translations, adaptations, arrangements, alterations, or even
compilations/ collections, of pre-existing protected works, such as documentaries, linguistic studies, audiovisual guides in museums, motion pictures based on oral stories or folk tales, etc. Only if the creation of
such derivative works has been authorised by the authors of the protected pre-existing works, or if the
derivative work is able to prove its “originality” and “transformative use” in comparison to the TCE it is
based on, then it would not amount to cultural misappropriation of the TCE). See also Fu-yuan Hong v. Linhai Qing (Hong) (2008) (China) (Chinese courts analysing whether the Batik paper cut-art in question was
transformative enough for copyright protection).
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community’s claim has sufficient provenance – quantitative evidence (such as historical
documentation, etc.) and qualitative evidence (relating to reliability of the quantitative
evidence) – to suggest a prior and more ‘authentic’ existence of the relevant tradition,58 then
such community may be accorded IP rights over the concerned TCE.
More often than not, however, sufficient tangible records or documentation for the
provenance of the Cross-Cultural TCE are not available,59 and the ownership of CrossCultural TCEs remains indeterminate, obscure and contested. This difficulty in “fencing”
among the Competing Communities and Competing Beneficiaries consequently translates
into poor IP protection for Cross-Cultural TCEs.
The question of determining the original producers/ contributors of a Cross-Cultural TCE –
and, thus, the rightful recipient of the related IP rights – is a knotty one. After all, such a
determination is likely to hinge on systematic cultural comparisons among the traditions of
the Competing Communities,60 and cross-cultural studies are often dismissed as being too
subjective and incapable of quantification61 and, therefore, unreliable.
In response to these concerns, the composite index has been suggested for drawing
boundaries or fences in the ownership of Cross-Cultural TCEs, which is aimed at reviewing
the actions of the community, instead of any cross-cultural comparisons.62 The proposed
index would have to be developed on the basis of international best practices, such as
unbiased collection and collation of domain-specific data from representative sampling
groups, formulation of linear regression data model which incorporates inter-group
58

See, e.g., Bonnichsen v. U.S., 367 F.3d 864, 876 n.17 (9th Cir. 2004) (holding that none of the three Indian
groups could show sufficient evidence for provenance of the impugned artifacts as “Native American”
through radiocarbon dating).

59

Moreno, “Retailers as Interpreters”, supra note 8, at 1-242.

60

Ilesanmi O. Olatundun, What Is Cross-Cultural Research?, INTL J PSYCHOLOGICAL STUD 1.2: 82-96 (2009); F.J.
van de Vijver, Types of Comparative Studies in Cross-Cultural Psychology, ONLINE READINGS IN PSYCHOLOGY &
CULTURE 2.2 (2009), http://dx.doi.org/10.9707/2307-0919.1017.

61

Michael Schnegg, Anthropology and Comparison: Methodological Challenges and Tentative Solutions,
ZEITSCHRIFT FÜR ETHNOLOGIE 139.2 (2014): 55-72.

62

Victor de Munck and Andrey Korotayev, Cultural Units in Cross-Cultural Research, 39.4 ETHNOLOGY, SPEC
ISSUE: COMP RES & CULTURAL UNITS (2000): 335-348 (2000); Roberto Foa and Jeffery C. Tanner, Methodology
of the Indices of Social Development (ISD Working Paper Series) (2012-04); Heba E. Helmy, An Approach to
Quantifying Social Justice in Selected Developing Countries, 12.1 INTL J DEVELOPMENT ISSUES 67-84 (2013).
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complexities and variations, and an enforceable code of conduct for researchers. 63 The crosscultural composite index would have two-fold uses – the evaluation of provenance of the
Cross-Cultural TCE, and the estimation of cultural wealth of States.64
Having said that, although the proposal for developing the cross-cultural composite index
had found favour, the factors that should be examined by the index for prioritising and
distinguishing among the various competing claims to the same Cross-Cultural TCE are still
unascertainable. Accordingly, in this Part III, certain criteria have been proposed as pivotal
for the comparative examination anticipated under the index: (i) degree of transformation
attributable to the TCE by the Emulating Community; (ii) degree of integration of the TCE
by the Emulating Community; (iii) the motives for cross-claims to the same TCE by
Competing Communities and Competing Beneficiaries; and (iv) the comparative degree of
sustained contribution to the TCE by the Emulating Community. These criteria are neither
exhaustive nor do they in any way signify a cultural hierarchy or superiority inter se the
claimants; they only have to be read harmoniously.
B. Criteria to be considered by the Cross-Cultural Composite Index
(i) Degree of Transformation
One important factor to be considered is the degree of transformation, i.e. prolonged change
and innovation, wrought upon the borrowed cultural elements by the Emulating Community
since the time of such borrowing. The test is whether the Emulating Community
appropriated or mimicked the alien elements on an ‘as-is’ basis, or whether the Emulating
Community also further reworked the alien cultural elements before such consumption or

63

Munck and Korotayev, Cultural Units; Maggie O’Neill et al., Renewed Methodologies for Social Research:
Ethno-Mimesis as Performative Praxis, 50.1 SOCIOLOGICAL REV 69-88 (2002); SCHNEGG, ANTHROPOLOGY AND
COMPARISON, 55-72; Anne-Wil Harzing et al., Rating versus Ranking: What is the Best Way to Reduce
Response and Language Bias in Cross-National Research?, 18 INTL BUS REV 417–432 (2009); Peter N.
Peregrine, Cross-Cultural Comparative Approaches in Archaeology, 30 ANN REV ANTHROPOLOGY : 1-18 (2001);
Carl Ratner and Lumei Hui, Theoretical and Methodological Problems in Cross-Cultural Psychology, 33 J
THEORY SOC BEHAVIOUR 67- 94 (2003); OLATUNDUN, WHAT IS CROSS-CULTURAL RESEARCH?, 82-96.

64

Foa and Tanner, “Methodology of the Indices”; Helmy, “Approach to Quantifying Social Justice”, 67-84.
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appropriation. The greater the degree of transformation from the original material, the more
substantial would be the ownership stake of the Emulating Community.65
The transformative capacity of an Emulating Community would fall lower on the index
scale, if the transformation is revealed to be merely a functional or haphazard response to a
cultural imperialist (rather than an intentional, systematic effort at hybridity by the
Emulating Community). If the Emulating Community insisted on putting its own stamp on
the folklore to fit its own requirements,66 and if its production process managed to acquire
the elements of traditional processes,67 then it would imply higher levels of transformation
by the Emulating Community.
(ii)Degree of Integration
This factor examines how emotionally invested the Emulating Community is in the
production of the Cross-Cultural TCE. Evidence for this test would include the duration and
the nature of use of such TCE by the Contributor Group, and whether the folklore is
inextricably linked to the cultural and ethnic identity and cultural and political rights of selfdetermination68 of the Emulating Community. The degree of fervour or detachment of the
community as a whole towards the TCE thus becomes a central factor.69
For instance, the frozen 2500-year-old female mummy, the Ice Maiden, was unearthed in
Russia in 1993, but since the indigenous Altaians in the region had long considered her to be
their mythical ancestress, the mummy was specifically repatriated to them. 70

65

G.C. Spivak, Poststructuralism, Marginality, Post-Coloniality and Value, Literary Theory Today 219-244 (P.
Collier and H. Geyer-Ryan eds., Ithaca: Cornell University Press) (1990); Liebmann, The Mickey Mouse
Kachina, supra note 45, at 325.

66

LIEBMANN, THE MICKEY MOUSE KACHINA, supra note 45, at 319–341.

67

See supra notes 22 to 51 (Part II of this Paper).

68

Stewart, Kayano v. Hokkaidi Expropriation: ‘The Nibutani Dam Decision’, INTERNATIONAL LEGAL MATERIALS,
38 394 (1999) ; Hadjioanno, International Human Right to Culture Reclamation of the Cultural Identities of
Indigenous Peoples Under International Law, 8 Chap. L. Rev. 201 (2005).

69

Edmund Carpenter, Review of Eskimo-Plastik aus Kanada by Henry Schaefer-Simmern, 62.2 AM
ANTHROPOLOGIST 346–348 (1960); GRABURN, AUTHENTIC INUIT ART, 141–159.

70

KEIR REEVES AND GERTJAN PLETS, CULTURAL HERITAGE, SOCIAL NEEDS, AND IDENTITY, A COMPANION
STUDIES 209-210, (William Logan et al. eds.,U.K.: John Wiley and Sons) (2016).
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(iii)Motives for Competing Claims
At times, the contestation of a TCE’s authenticity disguises an imbalance of power in social
relations between those who receive benefits from production, and those who are exploited
during the production.71 This is why one must examine ‘who’ has called cultural authority
over the TCE in doubt, 72 and ‘what’ such a claimant seeks to gain from such a challenge.
Claims that are purely commercial in nature, such as claims by third party traders hoping to
enter the production chain, would carry less weightage under this motives test, and in that
sense, perhaps, the test can also be used to assign the burden of proof.
Similarly, claims by erstwhile colonial powers would be suspect under the motives test, if the
cultural imperialist had primarily acted as cross-pollinator of specific folklore from one part
of the empire to another, without also effectuating corresponding transformation and
integration. In fact, enabling such demands by imperialists would be tantamount to reducing
the competing subordinated group to a mere colonial residuary without independent
judgment.73
(iv) Degree of Sustained Contribution
Since the production process is integral to folklore continuity,74 the sustained contribution
test would identify the area or community responsible for the maximum production volume
and/or maximum contribution over time, towards the concerned TCE. The Global Value
Chain (‘GVC’) analysis may be used for measuring “sustained contribution” across the

71

Erin McGuckin, Tibetan Rugs, 2.3 J MAT CULTURE : 291-310 (1997).

72

Edward Bruner, Abraham Lincoln as Authentic Reproduction, 96.2 AM ANTHROPOLOGIST : 397-415 (1994).

73

TAYLOR, THE ARTIST AND THE STATE, 1-5, 7-35 (noting a conscious effort of Vietnamese painters to reject
European customer demands, and switch back to “depicting folk heroes, illustrating popular legends and
proverbs and inserting mixtures of Buddhism, Taoism and village deities into their paintings”); HARRISON AND
HUGHES, HERITAGE, COLONIALISM, 234-269 (noting how colonial imprints on Kenyan culture have been
similarly shunned under a growing spirit of nationalism).

74

MORENO, RETAILERS AS INTERPRETERS, supra note 8, at 1-242.
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various stages of design, manufacture, distribution or trade, and consumption of the TCE
(see figure below 75).76

Past GVC analyses have revealed that the groups that control the stages of product
generation, consumption, or the addition of the ‘cultural component to the product
contributes the most to the concerned TCE (and not the brand designing/ marketing
stages).77 In TCEs, the stage of addition of cultural components thus becomes highly
significant, and can be supported by GVC data on the locales of maximum historical
production, and typical source locations of the raw materials and equipment for the TCEs.78
Further, as part of the sustained contribution test, one would need to identify the production
‘masterminds’ i.e. those who controlled the function and meaning of the concerned cultural
materials. 79 After all, without the involvement of such cultural controller or overseer, the
production chain of the given TCE would have remained incomplete, significantly delayed

75

Bui Van Tot, Textile and Apparel Industry Report: Opportunities for Breakthrough (Vietnam: FPT Securities,
April 2 0 1 4 ) , 5 , h t t p : / / f p t s . c o m . v n / F i l e S t o r e 2 / F i l e / 2 0 1 4 / 0 7 / 0 1 / Te x t i l e % 2 0 a n d % 2 0
Apparel%20Industry%20 Report%20(latest).pdf.

76

BAIR, CONSTRUCTING SCARCITY, CULTURAL WEALTH, 181-184.

77

STEFANO PONTE AND BENOIT DAVIRON, CREATING AND CONTROLLING SYMBOLIC VALUE, CULTURAL WEALTH,
197-221; BAIR, CONSTRUCTING SCARCITY, CULTURAL WEALTH, 181-184.

78

Boatema Boateng, The Hand of the Ancestors: Time, Cultural Production, and Intellectual Property Law, 47.4 L
& SOCIETY REV 943-973 (2013); Ken Taylor, Landscape and Memory: Cultural Landscapes, Intangible Values
and Some Thoughts on Asia” (paper presented at the 16th ICOMOS General Assembly and International
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September 29 – October 4, 2008).
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or, even, non-existent. 80 True control of sustained contribution would be inferred from the
independent decision-making ability of the controller or overseer on the production,
evaluation, and uses of TCE; recruitment of artisans; the type of equipment used; and the
nature of work settings.81
C. Application of Cross-Cultural Composite Index to Multiple Identified Communities
Based on the four-fold test mentioned above, if one specific community may be identified
which has clearly showed the maximum degrees of transformation, integration and
sustained contribution, then it would be easy to accord ownership and IP rights over the TCE
to such a community.
Two consequences are possible from the application of the four-fold test mentioned above:
(i) one specific community may be identified which has clearly showed the maximum
degrees of transformation, integration and sustained contribution towards the subsistence of
the same Cross-Cultural TCE, among the various Competing Communities; (ii) more than
one Competing Communities and Competing Beneficiaries are shortlisted for having shown
varying but equally significant degrees of transformation, integration and sustained
contribution towards the subsistence of the same Cross-Cultural TCE. In the former case, it
would be easy to accord ownership and IP rights over the Cross-Cultural TCE to the
identified single community; in the latter case, there is need for further deliberation.
In cases where more than one Competing Communities and Competing Beneficiaries are
shortlisted, the application of the four-fold test can help the anthropologist to set actual
numerical figures to the degree and extent of each competing group’s claim, i.e. devise and

80

Robert W. Nicholls, Running John Bull: The Provenance of a Masquerade in the Lesser Antilles, FOLKLORE 120
133-156 (2009) (implying that the Caribbean bull masquerade tradition may have been introduced by the
British sea-faring colonizers in Antigua or carried over from practices of Africans of Upper Guinea, but
ultimately resulted in a tradition most quintessentially “West Indian”). See also Helmut Weber, The 'But For'
Test and Other Devices - The Role of Hypothetical Events in the Law, HIST SOC RES 34.2: 118-128 (2009); Keith
Patten, Personal Injury: The Big Question, 160 N L J 825 (2010); Jane Stapleton, An ‘Extended But-For’ Test
for the Causal Relation in the Law of Obligations 35.4 OXFORD J LEGAL STUD 697–726 (2015).
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S. BAIZERMAN, TEXTILE TOURIST ART: CAN WE CALL IT TRADITIONAL? (paper presented at Symposium on
“Current Issues in Ethnographic Costume and Cloth: Middle America and the Central Andes of South
America”, Haffenreffer Museum, March 1987); N. GRABURN, INTRODUCTION: ARTS OF THE FOURTH WORLD,
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Berkeley: University of California Press) (1976). See also MORENO, RETAILERS AS INTERPRETERS, supra note 8,
at 19, 50-51.
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apportion ‘stakeholding percentages’ to the multiple claimants on the basis of their
transformation efforts, integration, motivation and sustained contributions by an agreed cutoff date. On the basis of such allocated stakeholding, these multiple competing participants
can be afforded rights over the TCE. Proportionality of stakeholding is, after all, the basis of
many liability apportionment principles,82 such as the market share liability principle that
has been used to assign liability in international law or tort law to remedy “indeterminate
defendant” situations83 – and can be applied in the “indeterminate author” TCE context as
well.
Imagine that Community A has been producing a traditional fabric for a century, while
Community B has been fashioning that fabric as a traditional head-wrap for as many years.
If Community B significantly transforms the fabric itself before converting it to a head-wrap,
then Community A will not have a market share in the headpiece. But if Community B has
simply been purchasing the original fabric from Community A (without any input in its
embellishment), then both communities could be accorded stakeholding percentages for the
commercial profits from the head-wrap based on existing market shares.
Such proportionate collaborations among multiple claimants are not unheard of. Under the
cultural bank or eco-museum model, like the Culture Bank in Mali, folklorists seek microcredit in return for offering their folk-art as collateral for display at the bank, and the loan
amount depends on the degree of provenance possible for each artist’s work.84
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Andrew B. Nace, Market Share Liability: A Current Assessment of a Decade-Old Doctrine, 44 VAND L REV
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U PA L REV 155: 447-500 (2006).
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See, e.g., Sindell v. Abbott Labs., 607 P.2d 924 (Cal. 1980) (United States); Hunnings v. Texaco, Inc., 29 F. 3d
1480 (11th Cir. 1994) (United States); Thomas v. Mallett, 701 N.W. 2d 523, 567 (United States); Allen v.
British Rail Eng'g Ltd., (2001) ICR PIQR 942, 952 (A.C.) (United Kingdom); Holtby v. Brigham and Cowan
(Hull) Ltd., (2000) 3 All E.R. 421, 429 (A.C.) (United Kingdom). See also Naomi Sheiner, Comment: DES
and a Proposed Theory of Enterprise Liability, FORDHAM L REV 46: 963 (1978).
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FREDERICK WHERRY AND TOD CROSBY, THE CULTURE BANK, CULTURAL WEALTH, 139-155; MADINA REGNAULT,
CONVERTING (OR NOT) CULTURAL WEALTH INTO TOURISM PROFITS, I CULTURAL WEALTH, 170-171 (quoting the
example of the Mayotte Island where village vacances have been set up to promote cultural heritage
tourism).
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Another example is the Mundo Maya Project alliance among Mexico, Guatemala, Belize,
Honduras and El Salvador, for promoting tourism across a transnational Meso-American
region of common aesthetic, ecological and archaeological importance (see map below85).86

IV.

CASE STUDIES ON CROSS-CULTURAL TCES

In this Part IV, two of the most confounding categories of Cross-Cultural TCEs – World
Music and African Wax Prints – are discussed here, by way of illustration on how the fourfold cross-cultural composite index may be used to generate solutions to thorny fencing
issues in the ownership of Cross-Cultural TCEs.
A. Case Study: World Music
Cross-cultural borrowing and convergence are especially common in contemporary music,
constituting a new class of music popularly called ‘world music’.87 For instance, Baliphonics is
world music from Sri Lanka that combines the traditional Bali ritual music with elements of
modern jazz. Interestingly, the first Baliphonics musical group comprised three New
Zealanders and one Sri Lankan. 88 Similar musical fusion among other musical strains has

85

E.C. Wells and W.A. Goodwin, Mundo Maya: Reference Work Entry, ENCYCLOPEDIA
5099 (2014).
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brought about the unique – and lucrative – phonetics of Deep Forest, and Norwegian
saxophonist Jan Garbarek and Hugo Zemp’s UNESCO-sponsored Solomon Islands music.89
The spirit of Cosmopolitanism has particularly supported the emergence of World Music:
contemporary musicians oppose the notion that folk music first belongs to musicians from
specific cultural groups. Cosmopolitan borrowings in World Music are a double-edged sword
– if done properly, cultural borrowing provides homage and popularity; if not, it reentrenches old power hierarchies and unjust enrichment problems.90
The map below shows the multiple geographical loci of World Music sources,91 and
simultaneously highlights the fact that the cities of London, Berlin, Munich, Johannesburg,
Los Angeles, New York and Paris remain the central clusters for “label” or concentrated
production of world music.

Clearly, there subsists a spatial distance between the sources of World Music (i.e. the folkmusicians) and its consumption (i.e. the label music producers), and folk-musicians can
bridge this distance only if they agree to conform to the standards of label music producers.
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STEVEN FELD, A SWEET LULLABY FOR WORLD MUSIC, GLOBALISATION 189-216, (Arjun Appadurai ed., London:
Duke University Press)(2001) (critiquing each of these World Music artists for manipulating TCEs for
customer base expansion without adequate disclosures, compensation or due acknowledgement).
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HILL, GLOBAL FOLK MUSIC, supra note 44, at 50-83.
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A.M.C. Brandellero and K. Pfeffer, Multiple and Shifting Geographies of World Music Production, AREA 43.4,
499 (2011).
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Under this frame of reference, World Music is not as Cosmopolitan as it claims to be, and
fences in ownership will have to be drawn.
The transformation test of the cross-cultural index (discussed above) could be applied here
to review when and how the alien musical elements are introduced into the contemporary
musician’s production. World Music is typically created through the following three modes:92
i.

Elemental Appropriation of traditional musical elements into another musical
tradition, so that neither original material is ‘fundamentally altered’;

ii. Collaboration with musicians from other traditions, resulting in fusion or
experimental music for both groups; and/or
iii. Immersion by seriously learning a particular musical tradition from foreigners or
through field research, and mixing both musical materials and instruments.
The transformation test questions whether the outcome of the three modes of borrowing
under World Music is a replica of the traditional music, or whether it creates something new
and transformative. Under this test, collaborative World Music would constitute an
egalitarian joint venture representation, and immersive World Music would be treated as an
authorised ‘derivative work’ – both, thus, ‘Cosmopolitan’ in nature. On the other hand, World
Music based on elemental appropriation may be akin to unjust misappropriation, especially
when created without acknowledgement, knowledge, or consent of the traditional
musicians.
The integration test may be similarly applied to World Music. In immersive and collaborative
forms of World Music, significant time, effort and emotional commitment are invested by the
World Musicians in learning the musical traditions and/or creating new fusion compositions
– but this is not the case in elemental appropriation.
When it comes to the motives test, no doubt that the more lucrative the composition is likely
to be, the greater is the contemporary musician’s incentive to unethically exploit the
traditional musicians, even in the more collaborative and immersive forms.93 Some critics
92

HILL, GLOBAL FOLK MUSIC, supra note 44, at 50-83.
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have even criticised the indigenous groups’ clamour for profits only when the World Music
actually becomes a huge hit or is used in a movie,94 but this should not distract us from the
realisation that the end result is still one of unjust enrichment for the foreign musicians.95
The sustained contribution test has been discussed before by way of the GVC analysis map
included above. While Western musicians have the maximum global marketing outreach and
concentration on the production side, without the stewardship of the traditional musicians,
neither the traditional musical elements nor the environment in which the folk-music
originally emerged would have survived.
Thus, if the creation of a given composition of World Music has not been authorised by the
traditional musicians, and if the elemental appropriation, immersion or collaboration
approach did not involve significant levels of transformation to and personal investment in
the traditional music by the foreign musicians, then that World Music composition would not
be a Cross-Cultural TCE or a Cosmopolitan derivative work; it would lead to cultural
misappropriation.
B. Case Study: African Wax Prints
African Wax Prints (sample figure below)96 are the colourful mosaic-patterned fabrics that
are produced in Western Africa, particularly in Ghana, using wax resins and dyes (or
machine-prints imitating the wax type effects), on both sides of fabric. African Wax Prints
are known by various terms in different regions – Ankara, Javanaise, Hollandis, Ukpo and
Chitenge.97 These fabrics have found widespread application in the fields of fashion clothing
and furniture. Lately however, they have been denounced as not being authentically
“African” in nature because of the cross-cultural manner in which they have evolved.
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Anthony Seeger, Ethnomusicology and Music Law, 36.3 ETHNOMUSICOLOGY 345-359.
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HILL, GLOBAL FOLK MUSIC, supra note 44, at 50-83.
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Nouvelle Histoire Collection, designed by Sasja Strengholt, Deux d’Amsterdam, for Vlisco, photograph by
Carmen Kemmink, SELECTION MAGAZINE (2011), http://www.selectionsarts.com/2017/01/out-of-africa/
intext1/.
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Tunde M. Akinwumi, The ‘African Print’ Hoax: Machine Produced Textiles Jeopardize African Print Authenticity,
2.5 J PAN AFRICAN STUD. 179 (2008); Nina Sylvanus, The Stuff of Africanity, 57 TEMPS MODERNES
(2002)128-144 (2002).
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During the 19th century, the Dutch imperialists and the West African slaves and mercenaries
recruited by them at the Indonesian colonial outposts98 acquired knowledge of a local
technique of wax-resist dyeing called ‘Batik’. Batik techniques themselves are of obscure
origin, and are not necessarily of Javanese origin,99 some pointing towards Chinese roots,100
and others to an Indian-inspired design.101 Noting the high demand in Western Africa for
Batik, a Dutch Unilever-owned textile printing company named Vlisco succeeded in machineprinting the wax-dyes and opened trading houses in Netherlands and England for exporting
wax prints to Western African ports. Vlisco also set up joint ventures with the local
authorities, such as the Ghana Textile Printing Company (GTP) in 1965 and UniWax with
the Ivory Coast authorities in 1967. Through these networks, Vlisco was able to establish a
market monopoly in Western Africa.102
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Ineke van Kessel, Courageous But Insolent’: African Soldiers in the Dutch East Indies as seen by Dutch Officials
and Indonesian Neighbours, 4.2 TRANSFORMING CULTURES EJOURNAL (2009), http://epress.lib.uts.edu.au/
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Due to widespread use and integration of the fabrics from Vlisco in Western Africa, the
unique colour combinations, patterns and motifs in the fabrics gradually came to acquire
special meanings and names among the local African consumers. These motifs are limited in
number and are peculiar to the Western African cultural notions of family reunification and
African independence, such as flying birds, fallen tree, the famous Ghanaian sword and
commemorative portraits of certain tribal chiefs. The traders of the fabrics also developed a
ritual of assigning names to the waxes used which often signified important or popular
global events, like Dallas, Saddam Hussein, and Premier Gao. Even the colours used in the
fabrics were regionally designated – blue for Nigeria, orange and black for Ghana, pastels for
Zaire, and sunset colours and greens for Ivory Coast. Soon, the African Wax Prints graduated
into cultural symbols of status, and began to be reserved for ceremonial occasions. These
choices were made by the Western Africans themselves, which were then relayed to Vlisco
producers, who were compelled to accede to these choices due to their local popularity. In
short, eventually, an Asian folk-art, which was cross-pollinated to Africa by cultural
imperialists and then globalised via Vlisco’s retail trade, was transformed significantly and
was integrated successfully in Western African socio-cultural ethos.103
There are several competing claims to the African Wax Prints – from Competing
Communities in Indonesia, India and China, each of whom claim to be the prior origin point
for Batik techniques, and Competing Beneficiaries, such as fashion-houses and trading
groups, who argue that wax printing is not an African tradition, but a Cosmopolitan skill
instead. It is clear that counterclaims by Competing Beneficiaries are commercially
motivated and, therefore, not entirely reliable, under the motives test. Any cross-claims by
Competing Communities would certainly carry more weight; however, as noted before, even
the cross-claims of the Competing Communities are of contested provenance.
From a sustained contribution perspective, it is true that the local populace has, in a circular
fashion, directed and overseen the manufacturing process, commodity design and trade. The

103

SYLVANUS, STUFF OF AFRICANITY, 128-144; AKINWUMI, AFRICAN PRINT HOAX, 179-192; HOOGENBOOM ET AL.,
FROM LOCAL TO GROBAL, 932-954. See also, for a sample of the flying bird motif, Wax Print Textile: Tu Sors, Je
Sors, COOPER HEWITT, SMITHSONIAN DESIGN MUSEUM (1978), http://collections.si.edu/search/results.htm?
q=record_ID%3Achndm_2015-1-1andrepo=DPLA.
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Vlisco and other factories themselves employ West Africans, consult with local African
traders and are supervised in part by African governmental authorities.
Clearly, the application of the transformation, integration, motives and sustained
contribution tests indicates that African Wax Prints have, in time, acquired the unique
characteristics of a new TCE distinct from other versions of Asian Batik-based fabrics. While
it is true that cross-pollination by cultural imperialists served to introduce Batik from
another continent, Western Africa too proved to be a ready market, source of labour and
innovator of substantial changes and local hybridisations to the fabric due to their own
predilection for it. Given the foregoing, the African groups’ variant of Batik techniques
should not be construed as cultural misappropriation, but instead should be treated as a
separate and distinct TCE.
I.

MODELS OF INTELLECTUAL PROPERTY PROTECTION FOR CROSS-CULTURAL TCES

A. Model for IP Protection: Copyright, Trademark, Geographical Indicator or MICO?
Let us then assume that by application of the composite index described in Part III of this
Paper, the authenticity and ownership, or the market shares, with respect to the CrossCultural TCEs may indeed be determined. That being the case, the next step would be to
offer IP protection to the identified owners. Such IP protection would prevent parasitic
competition against the TCEs and the unauthorised exploitation or distortion of the TCEs. 104
For this purpose, the ideal IP protection regime should be one that imposes clear restrictions
of use on third parties with respect to copying, trading, reproducing, and adapting the TCEs
without permission of the identified owners. Much has already been written about whether
the best IP model for this would be copyright, trademark, patent, geographical indicators, or
marks indicating conditions of origin:
i.

Copyright Protection for Cross-Cultural TCEs:

Given the creative component of folklore, there is a powerful argument for the copyright
protection of TCEs. However, copyright protection of Cross-Cultural TCEs, suffers from a
variety of impediments, including: the anonymous identity of authorship in group-generated

104

LUCAS-SCHLOETTER, FOLKLORE, 312-315; ANNETTE KUR AND ROLAND KNAAK, PROTECTION OF TRADITIONAL NAMES
AND DESIGNATIONS, INDIGENOUS HERITAGE 239-242.
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work;105 the restrictions on term of protection under most copyright regimes;106 the
perception of works that have been produced over several generations in a similar vein as
lacking in originality and novelty;107 the difficulties in differentiating original folklore from
copies or derivative works thereof;108 and the inadequacy of documentation or fixation of
work in folklore in material form or in a tangible medium.109
ii. Trademarks:
Trademark regimes are advantageous because they particularly empower members of the
community to conduct business or trade in the TCEs, with a protection term that runs
parallel to the continuity of the business or trade.110 Trademark protection for TCEs has been
instituted in New Zealand,111 South Africa,112 and United States 113. However, the trademark
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BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359.
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See, e.g., Berne Convention for the Protection of Literary and Artistic Works (hereinafter, referred to as the
“Berne Convention”), art 15(4), Sept. 9, 1886, as last revised Jul. 24, 1971, 828 U.N.T.S. 221 (providing
protection to “anonymous works”, for only 50 years from date made available to the public). See also LI,
FOLKLORE IN CHINA, 4-9, 12; J.M. SWAMINATHAN, THE LEGAL SAFEGUARD FOR TRADITIONAL KNOWLEDGE AND
TRADITIONAL CULTURAL EXPRESSIONS, SOUTH ASIA 108.
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protection for TCEs also suffers from numerous drawbacks: restrictions on multiple
trademark registrations in favour of the other stakeholding communities;114 the focus of
trademarks towards halting or mitigating ongoing infringement by third parties (rather than
proactively and pre-emptively protecting the TCE even before such infringement comes to
light); disinclination of communities to trademark and thus commercialise their more sacred
TCEs; and requirements of registration procedures which may prove too expensive or
politically cumbersome for traditional artists.115
iii. Geographical Indicators:
Geographical Indicators (‘GI(s)’) would work by associating the TCE with a geological
heritage system that references a specific place and time, and signifying certain levels of
quality of the TCE.116 But GIs are usually deployed as markers of standardisation for the
product and the production process, brought about due to newer technologies that have
enabled easier replication and reproduction even by persons exogenous to the producer
group. Such standardisation may not be possible in the case of TCEs, where members of the
same community may not always be geographically concentrated in any given region, and
where geo-cultural provenance is difficult to delineate with certainty.117
iv. Marks Indicating Conditions of Origin:
Marks Indicating Conditions of Origin (‘MICO(s)’) have been proposed as a hybrid of
trademark and GI regime, where the MICO would have the capacity to indicate the source,
appellations of origin, geographical terrain and the cultural heritage of the concerned
cultural materials. The MICOs need not indicate standardised production like the GIs, but
they would signal to purchasers that certain accepted protocols have been met in the

114

See, e.g., LUCAS-SCHLOETTER, FOLKLORE 307-311 (quoting the example of Rooibos, a shrub tea of South
Africa, that was not permitted registration as a beverage trademark in Germany under the need-to-keep-free
doctrine).

115 LI,

FOLKLORE IN CHINA, 54-56.

116

MARION DEMOSSIER, THE POLITICS
STUDIES 94.

117

DEMOSSIER, POLITICS OF HERITAGE IN THE LANDFOOD AND WINE 312; LUCAS-SCHLOETTER, FOLKLORE 259-291;
KUR AND KNAAK, PROTECTION OF TRADITIONAL NAMES 239-242.

OF

HERITAGE

IN THE

!36

LAND

OF

FOOD

AND

WINE, A COMPANION

TO

HERITAGE

[VOL II]

JOURNAL OF INTELLECTUAL PROPERTY STUDIES

[ISSUE I]

production of the TCEs, including guarantee of accountability and localised governance of
the commodity-chain.118
Under the proposed MICO scheme, two primary kinds of MICOs have been suggested: (a)
certification marks for indicating that the mark is associated with one particular
community’s TCE; and (b) collaboration or collective marks for indicating that the TCE has
resulted from authorised negotiations between a community and extraneous persons.
The MICOs can be owned by the entire community, and not just by a single folklorist, and
would, therefore, be untrammelled by duration or geographical restrictions.119 Schemes
analogical to MICO schemes have been set up in Australia and India,120 and under the Paris
Convention of 1883121.
B. Terms and Conditions for Marks Indicating Conditions of Origin
As discussed above, MICOs are arguably the most suitable regulatory model for IP protection
of TCEs,122 but such a MICO scheme would also have to be streamlined through the
imposition of certain conditions on eligibility, usage and enforcement; a few illustrative
conditions have been described in detail below.
(i) MICO Calibration Conditions
A number of calibrations should be incorporated within the MICO scheme. Varying grades of
MICOs may be allotted, indicating: (i) different levels of provenance and contestation, (ii)
different types of holders, transmitters and beneficiaries, and (iii) different types of uses.
Different eligibility criteria and operation guidelines could be made to apply to each MICO
grade. Specifically, MICOs for derivative works may be classified into separate sub-categories
of the same MICO, at the same time clearly distinguishing between the original TCE and
118
119

AYLWIN AND COOMBE, MARKS INDICATING CONDITIONS OF ORIGIN, 753-786.
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derivative works based on the TCE, 123 so that different IP rights may be accorded.124
Similarly, competing cross-claims or lower levels of provenance evidence for the TCE may be
indicated through supplementary MICO gradations; existence of such MICO categories could
serve as warnings to unauthorised third parties, as well as due acknowledgement of the
cross-claims.
Another tiered distinction may have to be made among the various holders and users of the
TCEs, rather than aggregating both developers and users of TCEs into the “holders” category.
Such aggregation is not a cogent construction, and should be segregated among the various
interested stakeholders depending on their objectives, such as: authors, transmitters,
recorders, and beneficiaries. 125
More detailed qualifications would also have to be prescribed for awarding MICOs to
applicants. These qualifications could include due representation of community, evidence
that the applications are non-detrimental to public and based on fair trade practices, and
relevant disclosures, 126 the local reputation of the folklore, and the nature of the first
intended audience (i.e. tourists or more lucrative markets).127
(ii) MICO Certification Authorities

123

CORTELYOU, REFRAMING… DISPUTES, supra note 50, at 502-552.

124

See, e.g., Whithol v. Wells, 231 F.2d 550, 554 (7th Cir.) (United States) (permitting copyright protection for
religious composition inspired by and significantly transforming a Latvian folk song); Tribunal de grande
instance Seine, 28 March 1957, RIDA 1957, Vol. 16, 138 (France) (denying copyright protection to “slavish”
copy of French/ Canadian folk song); Tribunal de grande instance Paris, 19 January 1972, RIDA 1972, Vol.
72, 172 (France) (denying copyright protection to composition even if based on public domain folk song
due to insufficiency of creative effort); Manitas de Plata Tribunal de grande instance Paris, 19 January 1968,
RIDA 1968, Vol. 56, 133 (France) (permitting copyright protection to guitar rendition of Flamenco
folksongs which bore artists’ imprint of own temperament and style); CA Paris 14 January 1992, Gaz. Pal.
1992, 2, 570, 575 (France) (denying copyright protection to an anthology of Cajun folklore, as the
anthology was based on a public domain work and did not contain the anthologist’s stamp of personality).
See ALSO BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359; Aylwin and Coombe, Marks Indicating
Conditions of Origin, 753-786; The South African Trade Marks Act, 1993, § 43B.

125 LI,

FOLKLORE IN CHINA, 66.

126

See, e.g. The Australian Trademarks Act, 1995 (Commonwealth Consolidated Acts), (April 19, 2017),
http://www.austlii.edu.au/au/legis/cth/consol_act/tma1995121/.

127

Leanne Wiseman, Regulating Authenticity, 9.2 GRIFFITH L REV : 248-273 (2000); L. WISEMAN, LABELS
AUTHENTICITY 14-25.
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A certification authority would have to be designated under national laws for registering the
MICOs, either directly or by further delegating such authority to third party approved
certifiers in regional or state centres. Delegation to regional centres may be required
depending on distances from community concentrations, and availability of relevant
representatives. The certification authorities would need prior training in this regard, and
funding may be sourced through MICO application fees, donations, government
contributions and funds through corporate social responsibility (‘CSR’) programs.128
The certification authorities would be empowered to review and approve any benefit-sharing
arrangements/ licenses to third party beneficiaries, would act as repositories of information,
reporting and disclosures regarding the MICO-registered TCEs, and would supervise the use
and sales or trade under the MICOs through accredited shops, galleries, emporiums etc.129
(iii)Vesting of MICOs in Collecting Societies
The representatives of the community seeking MICO-registration of their TCE (‘Represented
Community’) are faced with numerous responsibilities: transacting with third party
beneficiaries for licenses and benefit-sharing arrangements, handling disclosures and
reporting to certification authorities, reviewing activities and policies of third parties for
ensuring community access, accreditation and participation to the TCE, managing funds
generated from the commercialisation of TCEs, enforcing penalties against misappropriation,
and tackling dispute resolution processes. 130 To facilitate the myriad functions of the
representatives, it is recommended that the Represented Community should first organise
and incorporate its representatives as a non-profit association, trust or cooperative society
(the ‘Collecting Society’).

128

129
130

BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE 342-359; WISEMAN, REGULATING AUTHENTICITY 248-273;
WISEMAN, LABELS OF AUTHENTICITY, 14-25; CORTELYOU, REFRAMING… DISPUTES, supra note 50, at 502-552.
WISEMAN, REGULATING AUTHENTICITY, 248-273; WISEMAN, LABELS OF AUTHENTICITY 14-25.
BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359; Gertrude Torkornoo, Creating Capital from
Culture - Re-thinking the Provisions on Expressions of Folklore in Ghana's Copyright Law, 18.1 ANN SURVEY
INTL & COMP L 1-43 (2012), Alejandro Argumedo et al., The Role of Registers and Databases in the Protection
of Traditional Knowledge: A Comparative Analysis, UNITED NATIONS UNIVERSITY, INSTITUTE OF ADVANCED
S TUDIES
(2004), http://www.iapad.org/wp-content/uploads/2015/07/Protection-of-TK.pdf
(recommending model guidelines for developing databases and registers).
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The Collecting Society model also finds support under the ‘cultural stewardship theory’,
which suggests that instead of electing the State as the centralised authority in which the IP
rights for the TCE would vest in perpetuity or instead of treating TCE as public domain,131
the communities themselves should act as trans-generational “stewards” of the IP. The
Collecting Society would not be treated as “owners” of the TCEs, but only as a group of
custodians vested with the fiduciary capacity to govern the TCE for the Represented
Community as a whole.132
To the extent possible, constituents of the Collecting Society should be chosen via a process
of democratic elections, so as to ensure that they are truly representative of the best interests
of the TCE and the Represented Community. The “best interests” threshold implies that the
constituents of the Collecting Societies should be persons most well-versed in the daily
management, education, production or decision-making processes of the Represented
Communities, such as the council / clan elders. Constituent stakeholders in the Collecting
Society may also be identified through other prisms, such as levels of civic participation,
experience or intent and enthusiasm, a sense of belonging to either the community or to the
global humanity.133
Collecting Societies have worked well in both the copyright and trademark milieus,134 such
as the Maori Arts Board of Creative New Zealand that regulates the licensing and use of the
trademark of Toi Iho Maori Made; the cooperative society of Mexico’s Seri communities that
regulates trade in their ironwood goods; the African Trust’s Maasai Intellectual Property
Initiative (teamed up with Light Years IP) to market the brand Maasai.135
131

See, e.g., The Copyright and Neighbouring Rights Protection Act, 1996 of Sudan; The Copyright Act, 2005
(Act 690) of Ghana. See also LI, FOLKLORE IN CHINA, 188-207; BOATENG, THE HAND OF THE ANCESTORS
943-973; TORKORNOO, CREATING CAPITAL 1-43; LEISTNER, TRADITIONAL KNOWLEDGE 82-85.

132

Kristen A. Carpenter, Sonia K. Katyal and Angela R. Riley, In Defense of Property, 118 YALE L J : ¶¶
1068-1112 (2009).

133

HILL, GLOBAL FOLK MUSIC, supra note 44, at 50-83; LI, FOLKLORE IN CHINA 152-157; LUCAS LIXINSKI AND LOUISE
BUCKINGHAM, PROPERTIZATION, SAFEGUARDING AND THE CULTURAL COMMONS, CULTURE AND INTERNATIONAL
ECONOMIC LAW 160-174 (Valentina Vadi and Bruno de Witte eds., London and New York: Routledge, 2015)

134

See BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359 (quoting, inter alia, the examples of
Dramatic, Artistic and Literary Rights Organisation (DALRO) and Southern African Music Rights
Organisation (SAMRO) established in South Africa).

135

FOLARIN SHYLLON, CULTURAL HERITAGE AND INTELLECTUAL PROPERTY, A COMPANION TO HERITAGE STUDIES 63-65.
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In case of Cross-Cultural TCEs where more than one Competing Community or Competing
Beneficiary has been identified using the proposed cross-cultural index, a pyramid model
may be further employed for building an alliance among the various Collecting Societies
based on common agenda for stronger protection.136 Examples of the pyramid model
include: (1) global bio-collecting societies to coordinate enforcement work and review
mechanisms,137 (2) public-private partnerships for contributing funds for complementary
objectives,138 and (3) joint stakeholder management organisations, such as the cultural
bank 139 or the Poronguito association comprising the Cajamarca city cheese-makers, local
NGOs who connect the cheese-makers with livestock producers, specialty shops, and
national certification authorities. 140 In such cases, an accord may be signed among the
multiple Collecting Societies, with demarcation of proportion of remuneration to be shared
among them, and/ or territory restrictions on business. 141
There have been some concerns against the pyramid model, that when multiple stakeholders
are permitted entry as constituents of the Collecting Society, it could increase internal
disagreements over the methodologies, content, and custody rights, and the propensity to
extract high rents or remuneration for usage of the Cross-Cultural TCEs (that would
ultimately spill down to the consumers).142 Multiple stakeholders within the pyramid
structure would mean that building consensus even on seemingly innocuous issues could

136

SWAMINATHAN, LEGAL SAFEGUARD, 109.

137

Peter Drahos, Indigenous Knowledge, Intellectual Property and Biopiracy: Is a Global Bio-Collecting Society the
Answer?, 22 EIPR 245-250 (2000).

138

LUCKY BELDER, DIGITIZATION OF PUBLIC CULTURAL HERITAGE COLLECTIONS AND COPYRIGHT IN PUBLIC PRIVATE
PARTNERSHIP PROJECTS, CULTURE AND INTERNATIONAL ECONOMIC LAW 175 (quoting, for example, investors that
sponsor TCE marketing for governments, in return for tax rebates or commercialisation rights).

139

See, supra note 82.

140

AYLWIN AND COOMBE, MARKS INDICATING CONDITIONS OF ORIGIN 753-786.

141

LI, FOLKLORE IN CHINA, 188-207.

142

CORTELYOU, REFRAMING… DISPUTES, supra note 50, at 502-552; BEHARIE AND SHABANGU, TRADITIONAL
KNOWLEDGE, 342-359; LIXINSKI AND BUCKINGHAM, PROPERTIZATION 160-174; Githaiga, “Intellectual Property
Law”, supra note 40.
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become a time- and cost- consuming affair. Most judicial systems are also not equipped to
deal with the bitter disputes that could arise over these issues.143
Nevertheless, empirical data on these speculations is not available till date, and assumptions
that Represented Communities will always be unreasonable or unscrupulous in contractual
negotiations are self-defeatist and should be avoided. Both digitisation and appropriate
inclusions in national laws can significantly reduce hurdles of time and asymmetries of
information in negotiations.144 Moreover, the MICO scheme would also incorporate
safeguards against possible administration failures by Collecting Societies,145 including
clarification of legal and customary norms applicable, model contractual protocols for
bargaining with third parties, and emergency funding availability.146
VI. INCORPORATION OF CROSS-CULTURAL TCE PROTECTION INTO NATIONAL AND INTERNATIONAL
INTELLECTUAL PROPERTY REGIMES
A. Improvisations to National IP Regimes
Many countries have already adopted laws that provide for measures to protect folklore;147
however, certain improvisations would have to be made to the national IP regime (in the
form of amendments to existing laws or enactment of entirely new laws), to incorporate the
suggestions highlighted above and to provide infrastructural support to the MICO scheme
and the Collecting Societies.148 These improvisations have been discussed in some detail
under this Part VI(A):
(i) Deference to Community Customs.

143

CORTELYOU, REFRAMING DISPUTES, supra at note 50, 502-552.

144

Ibid.

145

146
147

148

Elizabeth Evatt, Review of the Aboriginal and Torres Strait Islander Heritage Act, 1984 (Report to Australia Office of the Minister for Aboriginal and Torres Strait Islander Affairs, August 1996), http://
www3.austlii.edu.au/au/other/IndigLRes/1996/1.html.
Githaiga, Intellectual Property Law, supra note 40.
See, e.g., Philippines’ The Indigenous Peoples Rights Act of 1997; Portugal’s Decree-Law No. 118 of 2002
(taking cognizance of need of prior informed consent and customary rules).
BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359.
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Many of the folklorist communities abide by internal protocols based on varying degrees of
kinship, gender, age or role of members, which over time, have evolved into their mandatory
customary norms. These community norms would have to be respected under national laws
on the proposed MICO scheme, especially in cases of dispute. Such deference consists of
bestowing on the communities the right to define their TCE, the code of ethics for external
users and third party beneficiaries of such TCE, the right to be mandatorily consulted by
implementing/ certification authorities.149 The 1993 Maatatua Declaration 150 signed among
the delegates of fourteen countries similarly enshrines the principle of deference to the
customary norms of the communities.
(ii) Infrastructural Support.
National governments would be required to provide additional infrastructure support to
TCEs in terms of: (a) prevention of exploitation by the middlemen or concentration of elite
family-based production in the value-addition chains; (b) public sensitisation about TCEs;151
(c) establishment of community-controlled training centres and incentives for private
financing of folklore; (d) enforcement of sanctions against third parties from violating the
customary norms of the community or the rules of the Collecting Society;152 and (e)
modifying national trade, culture and tourism policies to account for the protection of TCEs
against smuggling.153

149

See, e.g., Bulun Bulun v. R and T Textiles Pty. Ltd., 41 IPR 1998, 517-519 (Australia) (recognizing that
under the customs of the Ganalbingu Aborigines, only community members could prepare folklore, and
holding such customs to be accepted as admissible evidence); Terry Yumbulul v. Reserve Bank of Australia,
(1991) 21 I.P.R. 481 (holding that public display of sacred artefacts was not breach of confidentiality if such
use was authorised under customary norms of the community). See also Githaiga, supra, note 147,
¶¶112-116.

150

The Mataatua Declaration on Cultural and Intellectual Property Rights of Indigenous Peoples, (adopted at
First International Conference on the Cultural & Intellectual Property Rights of Indigenous Peoples,
Aotearoa, New Zealand)
(1993), http://www.wipo.int/export/sites/www/tk/en/databases/
creative_heritage/docs/mataatua.pdf.

151

AYLWIN AND COOMBE, MARKS INDICATING CONDITIONS OF ORIGIN, 782-784 (illustrating how the agricultural cooperative of El Ceibo promoted social festivities for sensitizing the public about its cocoa-production
project).

152

Githaiga, supra note 40, ¶¶102-108.

153

See, e.g., Indigenous Knowledge Systems Policy of 2004 of South Africa. See
(OR NOT), 162-164; BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359.
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(iii)Creation & Management of Disclosures & Databases.
The national legislative regime should also aid creation of databases of the TCEs.154 The
databases would facilitate information recording; inventory and market consolidation;
research by scientists; monitoring by IP offices; verification of the “derivative” nature of
initiatives by developers; dispute resolution investigations;155 and even preservation efforts.
In order to mitigate costs of maintaining the databases, national governments could enter
into private-public partnerships and act as supervisors, 156 or agree on collaboration treaties
with other governments.157
Previous database collections and collaborations include UNESCO’s roster of National Living
Human Treasures and Memory of the World Programme, the Representative List of the
Intangible Cultural Heritage of Humanity and the List of Intangible Cultural Heritage in
Need of Urgent Safeguarding, India’s Traditional Knowledge Digital Library, China’s
documentation of folk ballads and proverbs, and Australia’s digitised PANDORA.158
The databases should also be protected from information abuse through confidentiality
safeguards, rules for public displays and dissemination, access restrictions and penalties for
misrepresentations, except with the prior informed consent of the concerned groups. A
catalogue of best practices may be adopted under the national and/ or multilateral
arrangements for the use of the databases.159
(iv) Distinction between Moral and Economic Rights.

154

See Principles and Guidelines for the Protection of the Heritage of Indigenous People, Jun. 21, 1995,
elaborated by resolution 1993/44 and decision 1994/105 of the Sub-Commission on Prevention of
Discrimination and Protection of Minorities of the Commission on Human Rights, Economic and Social
Council, United Nations, E/CN.4/Sub.2/1995/26, G.E. 95-12808 (E).

155 LEISTNER,

TRADITIONAL KNOWLEDGE, 92-97.
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BELDER, DIGITIZATION, 177.
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BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359; SWAMINATHAN, LEGAL SAFEGUARD, 98-116.
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LIXINSKI AND BUCKINGHAM, PROPERTIZATION, 160-174; BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE,
342-359; SWAMINATHAN, LEGAL SAFEGUARD, 98-116; ANCA CLAUDIA PRODAN, MEMORY AND HERITAGE, A
COMPANION TO HERITAGE STUDIES, 133-145.

159

BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359; CORTELYOU, REFRAMING… DISPUTES, supra note
50, at 502-552; Lixinski and Buckingham, Propertization, 160-174.
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The community’s moral rights (i.e. (inalienable rights connected to attribution and integrity,
but not the content, of the work) and economic rights (i.e. rights to commercialisation of the
work) vis-à-vis the TCEs, should be distinguished to the extent possible. In other words, the
community would have the power (but not the obligation) to transfer or alienate its rights of
use of the TCEs to third parties in return for remuneration (the ‘beneficiaries’), while at the
same time retaining the continued right to be acknowledged as the original source of the
TCE. For instance, the Yothu Yindi Foundation in Australia organises the Garma cultural
festival in Arnhem Land, and allows the festival to be exhibited online subject to a protocol
that photographers and audiences must pre-sign.160
(v) Supervising Benefit-Sharing Arrangements.
Communities can elect to alienate their economic rights in their TCEs to third party
beneficiaries by way of licensing, tariff or other benefit-sharing arrangements. These
arrangements are negotiated by Collecting Societies, but the national legislative regime
would still have to set out guidelines for the same. These guidelines should necessitate: the
prior written consent of the Collecting Society; a minimum guaranteed percentage share in
the financial returns from third party commercialisation of the TCEs to be given to the
Collecting Society; minimum levels of care and custody required from third party
beneficiaries; application of the funds pooled by the Collecting Society from third parties;
and confidentiality and disclosure requirements.161 Such guidelines have been prescribed
under several domestic laws and regional conventions.162
B. Improvisations to International IP Regime

160 LI,

FOLKLORE IN CHINA, 172-207.

161 LEISTNER,
162

TRADITIONAL KNOWLEDGE, 92-97; LI, FOLKLORE IN CHINA, 4-9, 12.

See, e.g., Philippines’ Indigenous Peoples Rights Act of 1997 (empowering indigenous groups to demand a
share in the financial returns); Peruvian Law Establishing a Regime of Protection of the Collective
Knowledge of the Indigenous Peoples related to Biological Resources, Aug. 10, 2002 (guaranteeing
minimum 0.5% compensation from outside parties); African Bangui Agreement, 1977, art 8 (expecting
beneficiary to provide a payment fee for the appropriation of TCEs, even if in public domain); South Pacific
Model Law, 2002 (requiring prior consent and benefit sharing with communities, and treating moral rights
separate from economic rights).
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A web of international and regional IP laws to protect TCEs has erupted over the years,163
leading to much confusion and disparity of IP treatment towards TCEs.164
As an alternative, a bottom-up law-making approach may be applied to TCEs, in which rules
would be foremost generated and implemented at the grassroots level by the practitioners
themselves (i.e. the communities).165 Such a bottom-up model could accommodate
customary norms, and make relevant adjustments for capacity building for the communities.
The regulatory model for MICO schemes proposed earlier in this Paper involves a bottom-up
approach. National laws, rather than international and regional ones, are more aptly placed
to adopt such a bottom-up approach and determine the specific conditions for folklore
protection. The role of the international regulatory regime should, thus, be primarily only to

163

See, e.g., African Union's Charter for African Cultural Renaissance, 2006; Pacific Regional Framework for
Protection of Traditional Knowledge and Expressions of Culture, 2002; TRIPS: Agreement on Trade-Related
Aspects of Intellectual Property Rights (“TRIPS Agreement”), Apr. 15, 1994, Marrakesh Agreement
Establishing the World Trade Organisation, Annex 1C, The Legal Texts: The Results of the Uruguay Round of
Multilateral Trade Negotiations 320 (1999), 1869 U.N.T.S. 299; UNESCO Convention on the Protection and
Promotion of the Diversity of Cultural Expressions, 2005, Oct. 20, 2005, in UNESCO, Records of the General
Conference, 33rd sess., Paris (2 vols, 2005), vol. I, 83 (“2005 UNESCO Convention”); UNESCO Convention
on the Means of Prohibiting and Preventing the Illicit Import, Export and Transfer of Ownership of Cultural
Property, Nov. 14, 1970, No. 11806, 823 U.N.T.S. 231 (“1970 UNESCO Convention”); UNESCO
Recommendation on the Safeguarding of Traditional Culture and Folklore, adopted by the General
Conference at its 25th Session, Paris, Nov. 15, 1989 (“1989 UNESCO Recommendation”); UNIDROIT (The
International Institute for the Unification of Private Law) Convention on Stolen or Illegally Exported
Cultural Objects, Jun. 24, 1995, 34 I.L.M 1322 (“UNIDROIT Convention”); WIPO Draft Articles, as last
revised in 2017; UNESCO World Heritage Convention - Convention Concerning the Protection of the World
Cultural and Natural Heritage, Nov. 16, 1972, 11 I.L.M. 1358 (1972) (“World Heritage Convention”).
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LUCAS-SCHLOETTER, FOLKLORE, 266-291; BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359; BELDER,
DIGITIZATION, 175-177; ANA FILIPA VRDOLJAK, INTERNATIONAL EXCHANGE AND TRADE IN CULTURAL OBJECTS,
CULTURE AND INTERNATIONAL ECONOMIC LAW 124.
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Janet K. Levit, A Bottom-Up Approach to International Lawmaking, 30.1 YALE J INTL L 30.1 126-127 (2005);
PETER K. YTU, INTELLECTUAL PROPERTY TRAINING AND EDUCATION FOR SOCIAL JUSTICE, INTELLECTUAL PROPERTY,
ENTREPRENEURSHIP AND SOCIAL JUSTICE: FROM SWORDS TO PLOUGHSHARES 162 ( Lateef Mtima ed., U.K.:
Edward Elgar Publishing) (2015); INTRODUCTION TO CULTURAL EXPRESSION AND GRASSROOTS DEVELOPMENT:
CASES FROM LATIN AMERICA AND THE CARIBBEAN 1-6 (Charles D. Kleymeyer, ed., London: Lynne Rienner
Publishers) (1994).
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bestow recognition and acknowledgement to the national and local regulatory regimes.166 To
accomplish this, a few measures for harmonisation between the national and the
international regulatory regimes would have to be constructed, as have been discussed
briefly, below.
First, the international regulatory regime would have to accommodate cross-cultural
evaluations, such as the composite index proposed in this Paper, and the MICOs as a new
class of IP rights. No doubt, this would be a painstaking endeavour on the part of
anthropologists, lawmakers, researchers and economists, but would also be central to the
fencing of ownership over Cross-Cultural TCEs.
Second, remedies available under international laws for infringement of related types of
intellectual property may also be applied for MICO protection. For example, restrictions on
trade of stolen cultural movable articles under the 1970 UNESCO Convention,167 and the
cultural asset restitution/ recovery system under the UNIDROIT Convention168 could also
include TCEs under their purview. Similarly, provisions for preservation of cross-cultural
heritage under the World Heritage Convention169 may also be used to protect folklore
databases and contentious folklore. Further, existing international treaty provisions on
confidentiality and database mechanisms 170 and the miscellaneous existing remedies against

166

SARA BANNERMAN, THE WORLD INTELLECTUAL PROPERTY ORGANISATION AND TRADITIONAL KNOWLEDGE,
INDIGENOUS INTELLECTUAL PROPERTY: A HANDBOOK OF CONTEMPORARY RESEARCH 104 (Matthew Rimmer ed.,
U.K.: Edward Elgar Publishing) (2015); MIRA BURRI NENOVA, THE LONG TAIL OF THE RAINBOW SERPENT: NEW
TECHNOLOGIES AND THE PROTECTION AND PROMOTION OF TRADITIONAL CULTURAL EXPRESSIONS, INTELLECTUAL
PROPERTY AND TRADITIONAL CULTURAL EXPRESSIONS IN A DIGITAL ENVIRONMENT 236 (Christoph Beat Graber and
Mira Burri Nenova eds., U.K.: Edward Elgar Publishing) (2008); STEPHEN B. BRUSH, INDIGENOUS KNOWLEDGE
OF BIOLOGICAL RESOURCES AND INTELLECTUAL PROPERTY RIGHTS: THE ROLE OF ANTHROPOLOGY, INTELLECTUAL
PROPERTY RIGHTS: CRITICAL CONCEPTS IN LAW 262 (vol. 1) (David Vaver ed., New York: Routledge Taylor and
Francis) (2006)

167

See 1970 UNESCO Convention, art 1, art 3, art 11, art 12, art 13.

168

See UNIDROIT Convention, art 2, art 3 and 4 (restitution of stolen cultural objects), art 5 and 6 (return of
illegally exported cultural objects).

169

See World Heritage Convention, art 11; 1989 UNESCO Recommendation.

170

See, e.g., World Intellectual Property Organization Copyright Treaty (“WIPO Copyright Treaty”), art 5,
Dec. 20, 1996, 36 I.L.M. 65 (1997), art 10(2), art 5; TRIPS Agreement, art 39 (protecting traditional
knowledge of sacred or confidential character from being disclosed to non-members).

!47

THE CURIOUS CASE OF TRADITIONAL ‘CROSS-CULTURAL’ EXPRESSIONS
breach of confidence171 or trade secret laws should also be accepted as remedies for TCE
misappropriation.172
Third, international consensus would have to be achieved with respect to the appropriate
remedies for misappropriation and misuse of Cross-Cultural TCEs; without such consensus,
nationally-routed remedies may be difficult to enforce. Remedies accorded under statutes or
by courts are typically in the nature of monopoly of ownership (i.e. property remedies),
economic restoration for misappropriation (i.e. liability remedies), and prohibition of
transfer of title in order to prevent misappropriation (i.e. inalienability remedies).173
However, none of these remedy structures would work in the case of TCEs, on account of
their ‘living’ nature; accordingly, special kinds of international remedies would have to
carved-out which should ensure deference to the customary norms of the related Collecting
Societies and also prevent the ‘passing off’’ of goods as authorised copies or derivatives. 174
Finally, proposals to establish a World Heritage Tribunal for the settlement of disputes
concerning cultural elements has not been successful till date because of the lack of ground
rules on adjudging cross-cultural claims, and overlap in jurisdiction between sovereign State
and the indigenous communities.175 Therefore, in lieu of such an international court for
cross-cultural disputes, specific legal provisions should be introduced in the international
regulatory regime for recognising time-bound and standardised alternate dispute resolution

171

See e.g., Foster v. Mountford, 14 A.L.R. (1977) 71 (Australia) (holding that disclosure by anthologist of
sacred information relating to Pitjantjatjara Aborigines of Australian desert was a breach of fiduciary duties
of anthologist under Australian laws).

172

LUCAS-SCHLOETTER, FOLKLORE, 266-291, 321- 325; GITHAIGA, INTELLECTUAL PROPERTY LAW, supra note 40, ¶¶
41-48.

173

CORTELYOU, REFRAMING… DISPUTES, supra, note 50, at 502-552; CARPENTER, KATYAL AND RILEY, IN DEFENCE OF
PROPERTY, ¶¶ 1068-1112; Guido Calabresi and A. Douglas Melamed, Property Rules, Liability Rules, and
Inalienability: One View of the Cathedral, 85 HARV L REV 1089-1092 (1972); Daniel A. Crane, Intellectual
Liability, 88.2 TEX L REV 253-300 (2009).
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CORTELYOU, REFRAMING… DISPUTES, supra, note 50, at 502-552; CARPENTER, KATYAL
PROPERTY, ¶¶ 1068-1112; Crane, supra, note 174, at 253-300.
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Valentina Vadi, The Cultural Wealth of Nations in International Law, 21 TULANE J INTL & COMP L 87
(2012-2013) (quoting the bitter conflict between China and South Korea for UNESCO’s recognition as the
first origin point of the boat festival; the Chinese Dragon Boat festival and Korean Gangneung Danoje
festival share history and cultural similarities).
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mechanisms, through public and private institutions (such as the WIPO Arbitration and
Mediation Centre), as alternatives to costlier and tardier judicial mechanisms.176
The WIPO Draft Articles, which are more recent and more expansive in scope than the
Model Provisions, appear to capture many of the aforesaid harmonisation measures, such as
recognition of the continuously evolving nature of the TCEs;177 necessity for “fair and
equitable” terms for178 and “prior informed consent… and involvement” of

179

communities;

and respect for ‘customary’ norms of the communities.180 Member States have the authority
to establish the ‘formalities’ for protection – such as the proposed MICO scheme – in
accordance with ‘national laws’.181 Further, the WIPO Draft Articles also contain proposed
provisions pertaining to confidentiality, 182 preventing misappropriation and
misrepresentation,183 and fair use exceptions for derivative works184 – although the draft
provisions are more limited in nature than those proposed in this Paper.
Nevertheless, it should be noted that the WIPO Draft Articles do not make references to
protection for Cross-Cultural TCEs. Article 2.3 of the earlier 2014 version of the WIPO Draft
Articles had authorized member States to designate a national custodian even in cases where
the TCEs are not ‘confined’ or ‘attributable’ to a specific indigenous community, 185 but that
176

Molly Torsen and Jane Anderson, Intellectual Property and the Safeguarding of Traditional Cultures: Legal
Issues and Practical Options for Museums, Libraries and Archives 26 (World Intellectual Property
Organization) (December 2010) http://www.wipo.int/edocs/pubdocs/en/tk/1023/wipo_pub_1023.pdf;
BEHARIE AND SHABANGU, TRADITIONAL KNOWLEDGE, 342-359.

177

See WIPO Draft Articles, art 12.1, art 13, art 14.

178

See WIPO Draft Articles, art 1(c) (alternative 1), art 5.

179

See WIPO Draft Articles, principle 11 of the preamble.

180

See WIPO Draft Articles, art 1(b) (alternative 1), art 7 (alternatives 1 and 2), art 5 (alternatives 2 and 3).

181

See WIPO Draft Articles, art 8, art 9.

182

See WIPO Draft Articles, art 5 (alternatives 2, 3 and 4), art 7.2 and 7.3 (alternative 3), art 9.2 (option 2).

183

See WIPO Draft Articles, art 1(a) (alternative 1), art 5, art 10.4.

184

See WIPO Draft Articles, art 5.2 and 5.3 (alternative 4), art 7 (alternatives 2 and 3).

185

See Draft Articles on the Protection of Traditional Cultural Expressions 2014, art 2.3(b)-(c), WIPO
Intergovernmental Committee on Intellectual Property and Genetic Resources, WIPO/GRTKF/IC/28/6 (28th
Session, Geneva) (Jun. 2,2014),http://www.wipo.int/edocs/mdocs/tk/en/wipo_grtkf_ic_28/ w
ipo_grtkf_ic_28_6.pdf.
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provision has now been omitted from the 2017 version. Instead, the 2017 version of the
WIPO Draft Articles suggests that they shall not apply to TCEs that have been “widely
known” or “used outside the community of the beneficiaries” for a reasonable period of time.186
This alternative suggestion, if accepted, could indicate that a Cross-Cultural TCE in which
multiple stakeholders may have equally legitimate rights would not be capable of IP
protection at all – which possibility is not advisable, for the reasons discussed in this Paper.
Further, the broad-based eligibility criteria set out under the WIPO Draft Articles for TCEs
(as discussed above), 187 including uniqueness or direct links with the community and the
minimum cut-off period of 50 years or five generations, are subject of significant divergence
among the negotiating parties188 and consensus on this would, no doubt, impact the
identification and fencing of Cross-Cultural TCEs as well. Discussion and agreement on these
issues would be critical for the survival and future of Cross-Cultural TCEs.
I.

CONCLUSION

Cross-Cultural TCEs are a special case of TCEs, where a particular community’s cultural
materials appear to have ‘borrowed’ elements from another community’s cultural materials.
Such borrowing may be the result of colonialism, prolific trade or globalisation, or of shared
history, terrain or belief-systems. Because of the borrowed elements and the consequent
obscurities in provenance, Cross-Cultural TCEs may become the subject of multiple crossclaims by more than one community or third party beneficiary hoping to monetise the CrossCultural TCE (such as traders, researchers, academics and developers). Illustrations of CrossCultural TCEs facing multiple contentious claims include the African Wax Prints and World
Music compositions.

186

See WIPO Draft Articles, art 5.2 (alternative 1), art 5.2 and 5.3 (alternative 4, option 2), art 7.4(d)
(alternative 3).

187

See, supra, notes 25, 28.

188

See, e.g., Catherine Saez, Text Protecting Indigenous Cultural Expressions Streamlined at WIPO, but Divergence
Persists, INTELLECTUAL PROPERTY WATCH (February 3, 2017) , https://www.ip-watch.org/2017/03/02/textprotecting-indigenous-cultural-expressions-streamlined-wipo-divergence-persists/; Catherine Saez,
Indigenous Peoples At WIPO Call For Respect of their Sovereign Rights, Prevention of Cultural Genocide,
INTELLECTUAL PROPERTY WATCH (February 3, 2017) https://www.ip-watch.org/2017/03/02/indigenouspeoples-wipo-call-respect-sovereign-rights-prevention-cultural-genocide/; Catherine Saez, WIPO Committee
on Protection of Folklore: Shall We Dance?, INTELLECTUAL PROPERTY WATCH (February 24, 2017) https://
www.ip-watch.org/2017/02/24/wipo-committee-protection-folklore-shall-dance/.
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The manifestation of multiple cross-claims on the same TCEs creates difficulties in
identifying and demarcating ownership in the cultural materials and, hence, providing
optimal IP protection. Accordingly, ‘fences’ or boundaries need to be drawn in the
stakeholding of the various competing communities and beneficiaries in the Cross-Cultural
TCE.
The first step to drawing fences in the ownership of such TCEs would be to prepare a
composite index for cross-cultural studies for a given TCE. This Paper has suggested a
number of factors that may be included in such index, including: the ‘degrees of
transformation and integration,’ which examine whether the competing community had any
agency over the nature, extent and internal assimilation of the borrowing or whether it was
merely a passive receptacle for the cross-cultural borrowing; the motives for questioning the
competency of the claims to the Cross-Cultural TCE, i.e. whether they are purely commercial
in nature or supported by some degree of provenance-related evidence; and the most
extensive ‘sustained contribution’ among claimant communities towards the evolution and
expansion of the Cross-Cultural TCE, in terms of both production volumes and production
process control.
This Paper also proposes that the most optimum model for intellectual property protection of
TCEs is that of Marks Indicating Conditions of Origin, in the form of calibrated or graded
certification marks (i.e. marks bestowed on communities) and collaboration marks (i.e.
marks bestowed on third party beneficiaries post negotiations with communities). For
communities to obtain MICOs, they would have to first organise themselves as Collecting
Societies, with minimal government involvement. The Collecting Societies would be treated
as ‘cultural stewards’, not as owners of the TCEs, and their constituents would be elected as
democratically as possible and with pyramidal collaborations with other stakeholders who
would be allocated proportions in the production, management and profits from the TCE on
pro rata basis.
To ensure the smooth functioning of the MICO scheme, several modifications to the national
legal regimes would have to be undertaken, foremost being the acknowledgement of
customary laws of the communities. National laws may also prescribe minimum guaranteed
licensing benefits from third parties, confidentiality requirements, access and participation
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rights of communities vis-à-vis derivative works, and collation of databases on TCEs and any
cross-claims thereto. Additionally, national measures for infrastructural support, legal
procedural exemptions, and alternative dispute resolution mechanisms may be instituted.
Currently, a wide network of international laws already exists for protection of TCEs, and the
WIPO Draft Articles on protection of TCEs are also presently being negotiated. Although
these instruments do not make specific references to the fencing problems posed by CrossCultural TCEs, they do contain general remedial provisions that may also be transposed to
national IP laws. To this extent, this Paper proposes that some degree of harmonisation may
be required for international IP law, for recognition of cross-cultural indices, MICO-based
protection models, deference to customary norms of the communities, and endorsement of
alternate dispute resolution mechanisms. That being said, the realm of regulation of TCEs
should primarily be accorded to the national systems only, as after all, it is the national
government that would be most aptly positioned and informationally armed to take
grassroots action and provide sufficient protection to Cross-Cultural TCEs.
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REDEFINING THE COMPLEXITIES UNDERLYING CLAIM CONSTRUCTION - A PRE &
POST MARKMAN ANALYSIS
GUNJAN CHAWLA ARORA*
An invention, to be patentable, must be novel, must have an inventive step and must be capable
of being industrially applicable. A patentable invention must be much more than a mere
workshop improvement and must be claimed in a manner that exhibits a departure from the
claims made in the prior art. Thus, drafting the patent claims and their appropriate
interpretation by the Courts play a crucial role in the grant of patent and litigating a suit for
infringement. The outcome of a patent infringement suit depends upon judicial interpretation of
the claims of the alleged infringers’ product with that of the patentee to determine whether the
former falls within the scope of the limitations of the latter. In case the same is proved,
infringement stands proved beyond doubt. Conversely, in cases where the defendant makes use
of the defence of invalidity against the said patent, the courts shall again determine the validity
of the patent in question by construing the claims made in the said patent with those claimed in
the prior art. Hence, the claim construction plays a crucial role in determining the validity of a
patent and its continued existence. The Markman hearing is one such patent claim
interpretation form that the courts generally employ in almost every patent infringement suit. It
is a clear and doubtless understanding of the claim format that helps in understanding and
successfully interpreting the claims, which mere ‘training and discipline” of the judges can’t give.
In order to be successful, a Markman hearing claim construction must be conducted by the Jury
or scientific advisers and experts, versed with the techno-legal terms of claims.
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I.

INTRODUCTION

An invention, to be patentable, must be novel, must have an inventive step and must be
capable of being industrially applicable and it should be possible to distinguish the said
invention from any prior art. To be patentable the invention must be much more than a mere
workshop improvement and must be claimed in a manner that exhibits a departure from the
claims made in the prior art. Thus, drafting the patent claims and their appropriate
interpretation by the Court plays a crucial role in the grant of patent. A patent application
may stand rejected merely on the grounds that the claims and the specifications have not
been drafted properly, or an infringement may be upheld where the claims made by the
infringing product or process fall under the suspicion and limitations of the patent in
question. Claim construction refers to the task of construing, or interpreting, the words of
patent claims to establish the metes and bounds of a patent.1 Theoretically, the task of claim
construction serves to operationalise the concept of “invention”; that lies at the heart of
Patent regimes across different jurisdictions.
The Markman hearing2 is an important development in the patent claim construction history
that made clear that the claims at issue should be decided at a hearing separate from the
rest of the litigation to determine its meaning. It sought to settle the long dispute as to who
should determine what claims mean– judges or juries. The Seventh Amendment to the U.S.
Constitution preserves the right to a trial by jury that guarantees a patentee that the jury will
decide the ultimate question of infringement. Deciding in favour of the claim construction
being a matter of law and hence to be tried by the judges and not the jury, the Federal
Circuit, set at rest all the confusion regarding adjudication of matters involving claim
construction. Therefore, today the decision a trial court reaches on the issue of claim
construction is generally known as a Markman decision, and the process the court uses to
reach that decision is often called a Markman hearing, even when a formal hearing is not
involved.3

1

Section 10, The Patents Act, 1970.

2

Markman v. Westview Instruments, Inc., 52 F.3d 967, 976 (Fed. Cir. 1995).

3

THE SEDONA CONFERENCE WORKING GROUP, SERIES REPORT ON MARKMAN PROCESS, PUBLIC COMMENT VERSION,
JUNE 2006, available at https://thesedonaconference.org/.../6_06WG5pubcomment_0.pdf.
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The present paper seeks to study the Markman hearing in detail, the pros and cons following
it and the possible procedures that may be adopted in patent jurisprudence to eliminate any
ambiguity with regard to its application. The paper shall also discuss the course adopted in
India, which follows the British purposive construction policy, such that claim construction
rules may be harmonised and streamlined internationally.
II.

MEANING AND IMPORTANCE OF CLAIM CONSTRUCTION

Meaning: Claims define the boundaries of legal protection sought by the patentee and form a
protective fence around the invention which is defined by the words and phrases in the
claims. It is the statement of technical facts expressed in legal terms defining the scope of
the invention sought to be protected. The objective of a claim is to define the scope of the
invention to obtain the widest possible protection. Each claim is evaluated on its own merit
and, therefore, if one of the claims is objected, it does not mean that the rest of the claims
are invalid.
Claims in Infringement Suits: A suit for infringement necessarily involves adjudication by the
courts to the effect that the alleged infringing product or process falls under the limitation
and suspicion of the claims and specifications made by the patentee in his patent
application. Similarly, a defence that attacks the validity of the patent is pleaded on the
grounds that the claims in the patent in issue fall within the limits of the scope of the claims
made in the prior art. If a patent application’s claims have been literally infringed or if a
purposive construction4 of the claims can establish infringement, only then would a suit for
infringement be successful. This process of interpreting the claims to prove infringement is
called ‘claim construction.’ When there is no literal infringement but the non-essential
elements are substituted for closely related elements the same shall still be a case of
infringement due to the prevalence of the ‘doctrine of equivalents’, which allows for
successful claims of infringement on the basis of ‘substantial similarity’ in elements such as
‘functionality, way and result.’5 It is a succinct, purposive and contextual construction of the
language and the wordings of the claims that fulfil the enablement requirement of the said
4

Adelman Martin J and Francione Gry L, The doctrine of Equivalents in Patent Law : Questions that Pennwalt did
not answer, UNIVERSITY OF PENNSYLVANIA LAW REVIEW, 137 (1989) 673.

5

Graver Tank & Mfg. Co. v. Linde Air Prods.Co., 399 US 605 (1950).
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product or process as per the PHOSITA standard. The language and the wordings of the
claim are inventor-centric6 and the courts are bound to give such interpretation that serves
better the objective with which the inventor presumed and intended its construction and
interpretation.
III.

JURISPRUDENTIAL DEVELOPMENT OF CLAIM CONSTRUCTION IN THE PRE-MARKMAN ERA

Since 1996, the Markman hearing has taken the centre stage in procedural trials and the
adjudication through summary judgements and expert reports. In the initial stages of patent
history in America, jury trials were commonplace in patent infringement cases.7 The
strategic shift in the Supreme Court decisions by 1961 usurped the jury of its Seventh
Amendment powers and jurisdiction. Finally, the Congress then passed the Federal Court
Improvement Act, 1982 vesting the exclusive jurisdiction in patent related cases in the U.S.
Court of Appeals for the Federal Circuit. Notably, the factors that culminated into the formal
process of claim construction by judges were: the emergence of patent claiming in the early
19th century; the shift from central claiming to peripheral claiming in the mid-19th century
wherein, the widest claim was made in the first place thus, making up the central claim
which was followed up with subordinate claims that are dependent on the widest ones and
worded in narrower fashion;8 the shift in infringement jurisprudence to determine the same
through claim boundaries; the resurgence of patent trials by jury after 1970’s. For the very
first time in 1869, the Court in Bischoff v. Wethered9 held that while documentary evidences
were to be construed by the courts, patent infringement required interpretation through
extrinsic evidences necessarily by the jury.
Thereafter, the Patent Act, 1870 gave statutory recognition to patent claims and some of the
first published decisions indicated that the Patent Office sought more detailed and clear

6

Free World Trust v. Électro Santé Inc. et al., (2001) 9 C.P.R. (4th) 168 (S.C.C. per Binnie, J.), para. 51.

7

J. Jonas Anderson, Peter S. Menell, Informal Deference: A Historical, Empirical, and Normative Analysis of
Patent Claim Construction,NORTHWESTERN UNIVERSITY LAW REVIEW, Vol.108 P.8 To 24, (available at https://
www.law.northwestern.edu/.../n1/1/LR108n1AndersonMenell.pdf).

8

Parkinson v. Simon [1894] 11 RPC 493.

9

Bischoff v. Wethered.,76 U.S. (9 Wall.) 812 (1869).
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articulation of patent claims. In Ex parte Rubens10 it was stated that the claims should state
all the elements in the combination intended to be patented. With the Supreme Court's
decision in Winans v. Denmead11 which applied the doctrine of equivalents, the court focused
on the substance of the invention: the "new mode of operation”. Later with decisions in
Merrill v. Yeomans12 and Keystone Bridge Co. v. Phoenix Iron Co., 13 the scope of patent
protection came to be linked with the metes and bounds set forth in patent claims thereby
making claim construction an essential step in infringement analysis. In Singer
manufacturing Co. v. Cramer14 it was again held that patent infringement doesn’t require
construing extrinsic evidences to explain the terms of art therein being a matter of law for
the courts.
In Structural Rubber Products v. Park Rubber Co.15 the Federal Circuit stated that although
claim interpretation was a matter of law for the courts, claim construction being depended
upon in a factual dispute is a question triable by the jury. Another very important jury trial
was in Tol-O-Matic, Inc. v. Proma Produkt-Und Marketing Gesellschaft m.b.H,16 where the
testimony of the engineers of both the sides was taken to clarify the disputed terms’
meaning. On appeal it was held that ‘when the meaning of a term in a patent claim is unclear,
subject to varying interpretations, or ambiguous, the jury may interpret the term en route to
deciding the issue of infringement.’ The jury's verdict of non-infringement is reviewed in
accordance with the rules governing the review of jury determinations, to ascertain whether
reasonable jurors could have interpreted the claim in a way that supports the verdict.17

10

1869 Dec. Comm’r Pat. 107.

11

Winans v. Denmead.,56 U.S. (15 How.) 330 (1853).

12

Merril v. Yeomans.,94 U.S. 568, 573-74 (1876).

13

Keystone Bridge Co. v. Pheonix Iron Co.,95 U.S. 274, 278 (1877).

14

Singer Mfg Co.v. Cramer.,192 U.S. 265 (Feb 1,1904).

15

Structural Rubber Prod. v. Park Rubber Co.,749 F.2d 707 (Nov. 9, 1984); McGill, Inc. v. John Zink Co., 736 F.
2d 666 (April 27, 1984).

16

Tol-O-Matic, Inc. v. Proma Produkt-Und Marketing Gesellschaft m.b.H.,945 F.2d 1546 (Fed.Cir. Sept. 26,
1991).

17

Id. note 26 at p. 42 to 44.
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IV.

MARKMAN V. WESTVIEW INSTRUMENTS INC. - CASE ANALYSIS

This case relates to a patent infringement suit filed by the plaintiff Markman against
Westview and Anthon Enterprises in a patent obtained by the former for a computerised
inventory control and reporting system for use in the clothes in dry cleaning industry. The
Markman system consisted of a keyboard and data processor to generate written records for
each transaction, including a bar-code readable by optical detectors operated by employees,
who logged the progress of clothing through the dry-cleaning process. Respondent
Westview's product also included a keyboard and processor, and it listed charges for the drycleaning services on bar-coded tickets that could be read by portable optical detectors.
Markman alleged an infringement of three claims made by him and manufacture and sale of
a competing device by Westview that similarly utilised bar-codes technology to track invoices
through a dry-cleaning business. Westview argued that their system was different because it
“merely recorded an inventory of receivables by tracking invoices and transaction totals rather
than to record and track an inventory of articles of clothing.” Westview was tracking money
and invoices, not clothes. The question involved the interpretation by the jury of the term
‘inventory’ used in independent Claim 1 of the patent application by Markman. Markman
stated that it meant that the product can “maintain an inventory total” and “detect and
localize spurious additions to inventory.” The jury found for Markman and held infringement
in Claim 1 and dependant claim 10. The District Court nevertheless granted Westview's
deferred motion for judgment as a matter of law, one of its reasons being that the term
‘inventory’ in Markman's patent encompasses “both cash inventory and the actual physical
inventory of articles of clothing” basing their reasoning on the fact that Westview's system
would not infringe on Marksman's patent because the word 'inventory' in Marksman's patent
is to be construed to mean 'clothes' and not things like money or invoices. Hence, it would
not infringe unless the product was capable of tracking articles of clothing throughout the
cleaning process and generating reports about their status and location.
On appeal to the Federal Court, the questions that came for consideration were1) Whether the interpretation of the claims and the patent document that defines the scope
of the patentee's rights, is a matter of law reserved entirely for the court, or subject to a
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Seventh Amendment guarantee that a jury will determine the meaning of any disputed
term of art about which expert testimony is offered?
2) Whether the district court acted properly by construing the term ‘inventory’ as a matter
of law?
3) Whether the term ‘inventory' requires as part of its meaning ‘articles of clothing?’
The court ruled that claim construction involves a question of law. Justice Souter of the
Supreme Court observed that for claim construction there are three intrinsic sources: the
claims, the specification and the prosecution history. Apart from this, experts and inventors’
testimony, including evidence of how those skilled in the art would interpret the claims,
dictionaries, and learned treatises are extrinsic evidences. These extrinsic evidences shall aid
the court in arriving at the true meaning of the language employed to the patent. Extrinsic
evidence is to be used for the court's understanding of the patent, not for the purpose of
varying or contradicting the terms of the claims. The Court emphasised that claims must be
read in view of the specification, of which they are a part. The specification is a written
description which acts as a dictionary for the invention and the claim terms used therein.
The claim language may also be construed with the help of prosecution history.
With regard to the affirming and establishing consistency of the decision of the Federal
Circuit with that of the Seventh Amendment the court applied the ‘historical test’ and held
that historically all infringement actions have been tried at law but didn’t decide that it was
purely a legal matter. Upholding the validity of a de novo review of claim construction, being
matters of law, the SC admitted that ‘inventory’ in claim 1 includes within its meaning
‘articles of clothing’ and that Westview’s device is not infringing as it doesn’t and cannot
track articles of clothing. The court also held that the duty of construing claims lies with the
judge and not the jury. The construction of a patent, including terms of art within its claim,
was held to be exclusively within the province of the court.18

18

Id. note 2 at p. 376-391.
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V.

POST-MARKMAN JURISPRUDENCE

In the post-Markman phase, the failures committed by Markman were carried on for a long
time19 and there was no definite or set jurisprudence for administering and adjudication the
claim construction in patents. This may be understood by categorising the different trends
that came to be followed by the courts while determining the question of infringement
through claim construction in to the following approaches:
A. Specification Based Approach
In Markman, the Federal Circuit in its opinion emphasised that claims must be read in view
of the specification, of which they are a part and that it is the written description that acts as
a dictionary while explaining the invention and the terms used in the claims. 20
1. Following this specification centred approach, the Federal Court decided the dispute
in Scimed Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc.21 the court ruled that
failure to mention the claims in the specification waived the right of the plaintiff to
claim upon the other type of the configuration which were claimed by the
defendant.
2. In Vitronics Corp. v. Conceptronic, Inc.,22 the Court further expanded the analytical
approach of Markman by ruling that the claims are to be read in the specification by
implication and for this the Vitronics court established a hierarchy of evidences that
may be used to construe claims. The court gave primacy to the intrinsic evidence
over and against the extrinsic ones. First, the language of the claims must be read to
define the scope of the invention. Second, the specifications must be reviewed to see
if claim terms inconsistent with the ordinary meaning have been used as
specification is the best guide to the meaning of a disputed term. Third, reference
may be made to the prosecution history of the invention. Also, the court cautioned
19

See Cybor Corp v. FAS Tech., 138 F.3d 1448 (Fed. Cir. March 25, 1998) (en banc).

20

Ehab M. Samuel, Phillips v. AWH Corp., Inc.: A Baffling Claim Construction Methodology, FORDHAM
INTELLECTUAL PROPERTY, MEDIA AND ENTERTAINMENT LAW JOURNAL,VOL. 16, ISSUE 2, p.6 TO 9 available at
http://ir.lawnet.fordham.edu/cgi/viewcontent.cgi?article=1345&context=iplj) 2005.

21

Scimed Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc.242 F.3d 1337 (Fed.Cir. March 14, 2001).

22

Vitronics Corp. v. Conceptronic, Inc.,90 F.3d 1576, 1582–83 (Fed. Cir. July 25, 1996).
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that if intrinsic evidence resolves the dispute then extrinsic evidences may not be
referred further.
3. Further in Bell Atlantic Network Services, Inc. v. Covad Communications Group, Inc.23
the Court strengthened the construction of claims through implication by noting that
the specification clearly defines the claim without explicit definition of the term. It is
the written description that defines claim terms by implication such that the
meaning may be found in or ascertained by a reading of the patent documents and
the meaning of that terms remains same and consistent throughout, in every
reference made in that regard.
4. Finally, in Phillip v. AWH Corp.,24 the Court set at rest the tension between
specification based and claim based approach. The Court emphasised that the claim
terms are to be given an ordinary and customary meaning attributed by the
PHOSITA and the latter shall interpret the same in the context it is used as well as is
used in the specification. It concluded that patent specification is the best source for
determining the meaning of the claim terms.
B. Claim Based Approach
This was a trend followed by certain courts that gave importance to the ordinary and the
accustomed meaning and hence favoured the claim-based approach.25
1. The first among these cases was CCS Fitness, Inc. v. Brunswick Corp.,26 that involved
a patent directed to a stationary exercise device known as the elliptical trainer and
the issue revolved around the meaning of ‘reciprocating member’. The court laid
reliance upon the presumption that the words used the claims bear their ordinary
and accustomed meaning and that the meaning in the dictionaries may assist in

23

Bell Atlantic Network Services, Inc. v. Covad Commc’n Group, Inc., 262 F.3d 1258 (Fed. Cir. August 27,
2001).

24

Philip v. AWH Corp., 363 F.3d 1207 (Fed. Cir. April 8, 2004).

25

Id. at p. 12 to 23.

26

CCS Fitness, Inc. v. Brunswick Corp.,288 F.3d 1359 (Fed. Cir. May 30, 2002).
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establishing a claim terms ordinary meaning except when the patentee is himself the
lexicographer, or if the term is such that deprives the claim of clarity.
2. In Texas Digital Systems, Inc. v. Telegenix,27 the court analysed the language of the
claims themselves because it was such which the patentee chose to particularly point
out and ‘distinctly claim’ in the subject matter of his invention. The court pointed
out that dictionaries and encyclopedia are objective and reliable sources that
attribute the meaning to the terms in the claims as done by a PHOSITA. Referring
these sources as the most meaningful sources the court emphasised its reference at
any time in the trial and the court cautioned that consulting the specification or
prosecution history before discerning the ordinary and customary meanings is
violation of the precedent for importing limitations into the claims. The court
in Brook Hill-Wilk 1, LLC v. Intuitive surgical Inc.28 ruled the consulting a dictionary is
“simply a first step in the claim construction analysis” and “resort must always be made
to the surrounding text of the claims in question, the other claims, the written
description, and the prosecution history.”
3. In Storage Tech. Corp. v. Cisco Systems Inc.,29 with regard to the disputed terms
‘caching policy identification information’ and ‘network policy,’ the court concluded
that an applicant’s erroneous or “inaccurate statement cannot override the claim
language itself, which controls the bounds of the claim.”
C. The Suggestion Test in Claim Construction
With the increasing application of the claim-based approach the courts then started to
incline towards the ‘suggestion test’ as a justification for interpreting claims. This test
postulates that if the patentee intends to limit the scope of the claim terms by attributing
several different dictionary meanings then he has to specify the same in the claim

27

Texas Dig. Sys., Inc. v. Telegenix, 308 F.3d 1193 (Fed. Cir. Oct. 16, 2002).

28

Brook Hill-Wilk 1, LLC v. Intuitive Surgical Inc., 326 F.3d 1215(Fed. Cir. Apr. 11, 2003); Merck & Co. v. Teva
Pharm. USA, Inc., 395 F.3d 1364, 1366 (Fed.Cir. Jan. 28, 2005).

29

Storage Tech. Corp. v. Cisco Sys., Inc., 329 F.3d 823, 832 (Fed. Cir. May 13, 2003).
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specifications also. If the same has not been done then the courts shall not be bound to
restrict themselves to the single connotation as mentioned in the specifications.30
1. The controversy regarding the rigidity of the application of the suggestion test came
for consideration before the Federal Circuit in Teleflex, Inc. v. Ficosa North America
Corp that involved a patent on a device that would attach shift cable to the
automated transmission vehicle and ‘clip’ was at issue. The suggestion test seemed
too restrictive in nature and the court held that although the specification referred
to only one single meaning of the term, there was nothing else in the specification to
suggest that its meaning was limited.
2. In Sunrace Roots Enter. Co., Ltd. v. SRAM Corp,31 the specifications enumerated a
number of other connotations to the term in dispute and so the court rejected the
claim of the infringer that it should be only limited to one specific meaning as
nothing in the specification explicitly stated that it should be construed in a limited
sense.
3. In Pfizer Inc. v. Teva Pharmaceuticals,32 the Federal circuit upheld the grant of a
preliminary injunction in favour of Pfizer for the pharmaceutical composition of
Quinapril. In doing so, the court addressed several claim construction issues raised
by Ranbaxy and showed a reluctance to base a narrow construction on a single
isolated passage in the specification.33
A major drawback of the judgement in Markman was that it failed to clearly specify the
timings of when and how to hold a Markman hearing. As such, different Courts applied the
Markman hearing at different times. There were instances when the Markman hearing was
held in a separate proceeding, and at other times the Courts interpreted the claim terms
before or during the trial thereby paving way for a lot of confusion regarding the procedural

30

Id. note 25 at p. 24 to 27.

31

Sunrace Roots Enter. Co., Ltd. v. SRAM Corp., 336 F.3d 1298, 1299 (Fed. Cir. Jul. 17, 2003).

32

Pfizer Inc. v. Teva Pharm., (Fed. Cir. Feb. 6, 2014).

33

Id. note 25 at p.12.
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technicalities to be followed resulting in uncertainty and unpredictability about the
application of the Markman hearing.34
VI.

Purposive Claim Construction in India

The Indian Act much like its counterpart, USA, doesn’t stipulate any set guidelines for claim
construction. The provision under S. 10 (4) (c) of the Patents Act, 1970, specifically states
that the complete specification shall end with the claim(s) that define the scope of the
invention for which protection is claimed and this indicates the relevance of claims in so far
as an understanding of the invention is concerned. Hence, their interpretation must be
meaningful and in relation to the context in which the same is used. India has inherited its
patent law system from the British common law patent practices and moreover patent
litigation was rare before 200535 and hence, India generally follows the patent interpretation
process as under the British system. Catnic Components Ltd. v. Hill & Smith Ltd.36 is a leading
case on claim construction decided by the House of Lords that held that a patent must be
read in a ‘purposive’ manner that focuses on the essential features of the patent. The Court
in Bajaj Auto case37 while referring to this case emphasised that the determination of the pith
and marrow of an invention required a purposive construction of the claims. Particularly, the
court in this case laid down the guidelines for patent infringement determination and inter
alia mentioned about the claim construction that the Courts ought to look at the case as a
whole. The construction of the patent claims that makes them valid should be preferred. The
patent specification should be read by a person skilled in the relevant art, but the
‘construction is enjoined upon the Courts who have to be informed about the necessary
34

Elf Atochem North America, Inc. v. Libbey-Owens-Ford Co., Inc., 894 F. Supp. 844, 37 U.S.P.Q.2d (BNA)
1065 (D. Del. Aug. 4, 1995) (Here, the court preferred the adoption of either of the three options for
deciding the disputes of the claim terms- resolution through paper record, or hearing, or else the court shall
wait); Eastman Kodak Co. v. Goodyear Tire & Rubber Co., 114 F.3d 1547, 42 U.S.P.Q.2d (BNA) 1737 (Fed.
Cir. Jul. 2, 1997) (Here, the Markman decision came down during the trial itself and the court interpreted
the patent based on the trial testimony and instructed the jury as to the meaning of the claim terms);
American Bank Note Holographics, Inc. v. Upper Deck Co., 934 F. Supp. 630 (S.D.N.Y. Aug. 8, 1996) (Here,
the timings of the summary judgement were unclear).

35

Edward D. Manzo, Interpreting Patent Claims Around the World – a Comparative View, p.40, 2013, available
at http://doritkorine.livecity.me/image/users/256043/ftp/myfiles/Presentations/M anzo_pdf-1.pdf?
id=13904540z.

36

Catnic Components Ltd. v. Hill & Smith Ltd., [1982] R.P.C. 183.

37

Bajaj Auto Ltd. v. TVS Motor Co. Ltd., (2008) ILLJ 726 Mad.
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meaning of the technical words and phrases and according to what is right as per the
common general knowledge i.e. ‘notion of the skilled man in that specific art’.38
Purposive construction39 implies reading the words chosen by the inventor “in the sense the
inventor is presumed to have intended, and in a way that is sympathetic to accomplishment
of the inventor’s purpose expressed or implicit in the text of the claims. The key to purposive
construction is the identification of the particular words or phrases in the claims that
describe what the inventor considered to be the ‘essential’ elements of his invention. It asks
whether persons trained in the field would understand that strict compliance with a
particular descriptive word or phrase appearing in a claim was intended by the patentee to
be an essential requirement of the invention so that any variant would fall outside the
monopoly claimed, even though it could have no material effect upon the way the invention
worked.
The Indian Patent Act, 1970, under Section 115 provides for appointment of ‘Scientific
Advisers’ who are to assist the Courts and report them on any matter of fact or of opinion,
except any question involving any interpretation of law. This may be inferred as being a
guiding factor in claim construction and it is deductible that in India the claims are
considered as matters of fact for which advice and opinion of scientific advisers is considered
relevant in determining the claim term meaning along with admissibility of extrinsic
evidences.40
In Raj Prakash v. Mangat Ram,41 the court pointed out that the words in the claims and
specifications should be given their ordinary meaning, but where necessary they must be
construed in the sense in which they are used in a particular trade or sphere in which the
invention is sought to have been made and should not be involved in the detailed
specification made by the parties.42 Similarly, in Bishwanath Prasad v. Hindustan Metal

38

Reiterated in Ten Xc Wireless Inc. v. Mobi Antenna Tech. (CS (OS) 1989/2010).

39

Id. note 53 at p. 23 to 25.

40

Id. note 48.

41

Raj Prakash v. Mangat Ram, AIR 1978 Delhi 1.

42

The Patent Office, India, Draft Manual of Patent Practice and Procedure, 2008.

!63

REDEFINING THE COMPLEXITIES UNDERLYING CLAIM CONSTRUCTION
Industries 43 the court indicated that the right way to construe the specification and claims is
to first read the entire description of the invention such that the mind may be prepared as to
what is being claimed and the context in which the term is being used in the claim.
In F. Hoffmann-La Roche Ltd. v. Cipla Limited,44 the infringement action brought by Roche
against Cipla and Cipla's counterclaim for Roche's patent invalidity were both dismissed and
while construing the disputed claim in question the court relied upon the expert testimony
adduced by Cipla to give a purposive construction to the claim in question so as to give
effect to the real purpose for which the patent was invented. “Such test appears to be correct
so far as it relates to simpliciter infringement cases where the impugned product is straightaway
subsumed in the claimed portion of the invention without anything else in the said product.”
However, it was noted that there may arise certain cases where the product which is alleged
to be infringing does not completely corresponds to what has been claimed in the patented
invention of the product or the product may substantially be containing the patented
product but with some parts or variants. For such cases, the courts developed a different rule
of construction of the patent claim and specification, which is the rule of the purposive
construction of the patent claim. This is so that in the cases wherever the need be, the claim
in the invention is not construed too narrowly, which was never the intention of the inventor,
and not the purpose of the said invention so that the maximum benefit should be given to
the inventor.45
In Lallubhai Chakkubhai v. Chimanlal & Co.,46 the issue of infringement arose over the patent
process for treating dried fruits, which the plaintiffs’ alleged have been infringed as
defendants have been using the same process. The court however, after expert testimony and
reports of expert witnesses on behalf of the defendants dismissed the suit and found in
favour of the defendants, stating that there was no infringement. While determining the
question of infringement, the court made a thorough reference to the entire written
statement and the specification ‘as a whole’ and observed that nothing in the written
43

Bishwanath Prasad v. Hindustan Metal Indus., AIR 1989 SC 1444.

44

F. Hoffmann-La Roche Ltd.. v, Cipla Ltd., 148 (2008) DLT 598.

45

Id.at para. 230.

46

Lallubhai Chakkubhai v. Chimanlal & Co., AIR 1936 Bom 99.
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statement suggested that the process similar to the one used by the plaintiffs’ was being
employed by the defendants also.
In Ajay Industrial Corp. v. Shiro Kanao of Ibaraki City,47 while considering a plea for patent
revocation, the Delhi High Court reasoned that the real purpose of the patent needs to be
seen, which in this case was to claim monopoly in respect of method of manufacture and not
the end product.
Hence, all these cases are illustrative of the fact that in the Indian courts have been generally
inclined at construing the claims and the meaning of the disputed claim terms as per the
intent with which it has been used, the context, the inventors’ intent and read the invention
as a whole in relation to the claims and the specification, thereby applying the purposive
construction doctrine for claim construction.
VII.

CONCLUSION

The above analysis distinctly points out the importance of claim construction in patents and
the determination of the disputed claim terms in any infringement suit for both the parties.
Very recently in Teva Pharmaceuticals USA, Inc. v. Sandoz, Inc.,48 popularly called the
Copaxone Story of India and US, the Supreme court put forward a new standard for the
review of district courts’ claim construction as established since Markman. The Court held
that when reviewing a district court’s resolution of subsidiary factual matters made in the
course of its construction of a patent claim, the Federal Circuit must apply a ‘clear error,’ not
a de novo, standard of review. The Supreme Court ruled that a de novo standard alone is
improper and the Federal Circuit must apply a ‘clear error’ standard of review on ‘subsidiary
factual disputes’ resolved by district courts in construing a patent’s claims. This means that
although claim construction is a matter of law, fact finding may become necessary at times
and where a district court is forced to look beyond the patent’s intrinsic evidence and
consider extrinsic evidence in constructing a patent’s claims the clear error standard must
apply. This is probably just the beginning to the change in standards set by Markman since
1996 and further urges major steps by the courts in future to streamline the propositions of

47

Ajay Indus. Corp. v. Shiro Kanao of Ibaraki City, AIR 1983 Del 496.

48

Teva Pharm. USA, Inc. v. Sandoz, Inc., 574 U.S. ___ (2015).
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Markman such that claim construction may be relieved of every ambiguity that surrounds it
as of now.
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REASONABLE ROYALTY RATES: THE QUINTESSENTIAL DETERMINATION IN INDIAN
STANDARD ESSENTIAL PATENT INFRINGEMENT SUITS
SRIPADA YASHWANT PRASAD*
Patent disputes in India have witnessed a paradigm shift from being plain infringement suits to
those involving a complex interface of patent and competition laws. These complex disputes are
termed as Standard Essential Patent suits whose jurisprudence has grown exponentially in the
jurisdictions of US, EU and Japan, to name a few. Factually speaking, India’s legal position on
adjudicating such disputes has been at a relatively nascent stage. Therefore, courts here are in
the process of developing the same in tune with the evolving international scenario. In order to
assist the courts in this segment, the present article has analysed relevant principles, decisions
in India and abroad. The analysis ultimately puts forth an effective approach for Indian courts
to incorporate while dealing with SEP disputes henceforth. This approach takes within its fold
understanding the dynamics of reasonable royalties, FRAND commitments, standard setting
organisations and licensing negotiations.
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I.

INTRODUCTION

With the advent of Standard Essential Patent (‘SEP’) infringement lawsuits globally, the
determination of a reasonable royalty rate is the most influential factor fuelling their rise.
This determination stands at the forefront of such lawsuits as it varies depending on the
nature and ambit of every SEP in question. Other factors contributing to such lawsuits
include refusal to license, failure of Licensor–Licensee negotiations and non-observance of
FRAND terms. There are diverse and conflicting views worldwide on what qualifies as a
reasonable royalty rate, however, the focus here is to put forth an approach that ensures
effective negotiations involving reasonable royalty rates, eliminates abuse of a dominant
position and promotes innovation therein. By doing so, this paper shall hopefully pave a
way for effective adjudication of SEP disputes especially in the Indian jurisdiction. This
article is broadly divided into segments, namely, refusal and reasonableness, proactive role
of standard setting organisations and FRAND negotiations as the concluding portion.
To begin with, the author wishes to portray the legal position of SEP disputes prevalent in
India which is at its nascent stage. In 2013, Ericsson sued Micromax1 for infringement of its
essential patents in 3G, GSM and EDGE technologies. Undeniably, this dispute marked the
beginning of multiple high-stake complex SEP disputes in India. Subsequently, Ericsson
proceeded to sue other mobile manufacturers such as Lava2, Gionee,3 Xiaomi,4and Intex,5 to
name a few. While most are sub-judice in the Hon’ble Delhi High Court, Micromax has seen
the light of day wherein parties have amicably settled the matter.6 Apart from the above

1

Infra note 40, at 15.

2

Karthik Iyer, Lava Infringes Ericsson Patents, Ordered to Stop Manufacturing & Sales in India, Jul. 13, 2016,
https://phoneradar.com/lava-infringes-ericsson-patents-ordered-stop-manufacturing-sales-india.

3

Ruchika Chitravanshi, Gionee Concerned by Delhi High Court Ruling on Rival Xiaomi, ECONOMIC TIMES, Dec.
16, 2014, https://economictimes.indiatimes. com/tech/hardware/gionee-concerned-by-delhi-high-courtruling-on-rival-xiaomi/articleshow/45529740.cms.

4

Id.

5

Ericsson Takes Intex to Court Over Patent Infringement, THE HINDU, Apr. 24, 2014, https://
www.thehindu.com/business/Industry/ericsson-takes-intex-to-court-over-patent-infringement/
article5944361.ece.

6

Telefonaktiebolaget LM Ericsson (PUBL) v. Mercury Electronics, Case no. CS (COMM) 155/2017 Feb. 5,
2018, http://lobis.nic.in/ddir/dhc/MMH/judgement/06-02-2018/MMH05022018SC155 2017.pdf.
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matters, the recent Philips 7 decision is widely regarded as the first post-trial SEP judgment
passed in India. On a cursory glance of the disputes mentioned above, the author
understands that there are ambiguities in comprehending and adjudicating on these
essential patents. A reason attributable to the same is the persistence of conflicting views
worldwide. Considering the foregoing, the author has accordingly presented his views
keeping in mind the Indian SEP litigation scenario.
II. REFUSAL AND REASONABLENESS
A patent granted under the Indian Patents Act, 19708 entitles the Patentee (‘Licensor’) with
certain privileges, one of which is preventing a third party from using the subject matter of
the patent, save with his consent.9 Cutting across jurisdictions including India, a right to
refusal has always been understood to incentivize an innovator. This privilege is often
questioned in SEP disputes, as to whether or not a Licensor is prima facie entitled to
exercise such a restriction, absolutely or relatively, vis-a-vis a patent categorized under the
Essential Facility Doctrine. This doctrine, a recent development, presupposes the following
proposition, “An Essential Facilities Doctrine (EFD) specifies when the owner(s) of an ‘essential’
or ‘bottleneck’ facility is mandated to provide access to that facility at a ‘reasonable’ price.”10
The exercise of the privilege discussed above gains prominence among SEPs for two reasons
namely, it promotes the interface of rights recognized for Licensors under Intellectual
Property (‘IP’) laws and rights recognized for Licensees under Competition Laws. Secondly,
an abuse of this privilege has the alarming potential of arbitrarily driving away competition
from the market.
An absolute refusal to license, which results in hampering competition in the market, is per
se an instance of abusive conduct. The legislations in point include the Patents Act, 1970
and the Competition Act, 2002. Patents Act is the law that governs the patentability of

7

Koninklijke Philips Electronics N. V. v. Rajesh Bansal, Case no. CS (COMM) 24/2016 Jul. 12, 2018, http://
lobis.nic.in/ddir/dhc/MUG/judgement/12-07-2018/MUG12072018SC2420 16.pdf.

8

The Patents Act, 1970, No. 39, Acts of Parliament, 1970 (India), § 43.

9

The Patents Act, 1970, No. 39, Acts of Parliament, 1970 (India), § 48.

10

OECD, Policy Roundtables – The Essential Facilities Concept, (1996), http://www.oecd.org/com petition/
abuse/1920021.pdf.
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inventions within the territorial bounds of India. The present law on patents is a
consolidation of the existing patent laws that aims to evolve in tune with the economic
development of the country. The Competition Act, a fairly recent enactment aims to prevent
anti-competitive practices, promote sufficient freedom for consumers and market players to
interact and ultimately sustain competition in a given market. To juxtapose the Competition
Act, 2002,11 with the Indian Patents Act, 1970, section 3(5)(i) of the former legislation
provides an exception that agreements delving into licensing of IP rights do not amount to
anti-competitive conduct, subject to the conditions raised in such licenses as being
‘reasonable’ in the eyes of law. The author understands that these reasonable conditions
inter alia include seeking reasonable royalties in a given licensing arrangement. The term
“reasonableness” is not backed by any statutory definition and is subject to judicial
interpretation that differs from a case to case basis. Similarly, the Patents Act however, does
not make a mention of royalty rate determinations that are exclusive to patents falling
under the Essential Facility Doctrine. Usually, an essential facility possesses a patentable
feature but not every patentable feature is an essential facility. The above vital
understanding demands attention for it is the standalone aspect that distinguishes a patent
from a standard essential patent.
A standard essential patent in essence, is a patented technology that functions on par with
an industrial standard declared as a threshold. In other words, it is a patented technology
that is essential to comply with the industrial standard. This technology is so declared as it
ensures seamless performance and interoperability.12 The SEP declared as the standard is
the only patented technology recognized as the industry-best and does not have any
alternatives to compete with, thereby justifying the essentiality tag. Any other patent not
recognized under the Essential Facility Doctrine competes with other technologies or
competitors that act as alternatives to the said patented product. Therefore, patents falling
under this doctrine reflect inelastic demand and act as catalysts for futuristic innovation. As
a result, an absolute refusal of such a patent is per se an instance of abusive conduct
curtailing competition and driving away players from the market.
11

The Competition Act, No. 12 of 2003, § 3(5)(i).

12

EUROPEAN COMMISSION, Benefits of Standards, https://ec.europa.eu/growth/single-market/ europeanstandards/policy/benefits_en.
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In Volvo v. Veng,13 the European Court of Justice ruled on the issue of an arbitrary refusal to
license and concluded as follows,
“It must however be noted that the exercise of an exclusive right by the proprietor of a
registered design in respect of car body panels may be prohibited by Article 82 if it involves, on
the part of an undertaking holding a dominant position, certain abusive conduct such as the
arbitrary refusal to supply spare parts to independent repairers, the fixing of prices for spare
parts at an unfair level or a decision no longer to produce spare parts for a particular model
even though many cars of that model are still in circulation, provided that such conduct is
liable to affect trade between Member States.”
Therefore, preventing the mere access 14 to SEPs jeopardizes innovation and competition in
the market. In a scenario where an absolute refusal to license is exercised, the natural
consequence would be driving away competition and simultaneously cutting down the
choices available to a consumer in a given market. That apart, such a consequence goes
against the letter and spirit of the Competition Act, 2002.
A. Principle Of Reasonableness
In such a case, moving beyond the scope of refusal to license is the quantum of royalty that
may certainly be levied as a reasonable condition. Consequentially, what would be a
reasonable royalty rate for licensing an SEP? Section 3(5)(i) points out that any licensor
who licenses his or her intellectual property may do so by levying reasonable conditions
only.
In this regard, caution is to be borne when the patent involved is categorised under the
Essential Facility Doctrine. The cardinal principle of apportionment in SEP disputes
envisages a royalty to be charged only on the patented technology and not be bundled with
any unpatented feature that is not a subject-matter of the license agreement.15 For example,
instances of abuse may arise when the prospective Licensor offers the ‘entire portfolio’ or a
‘global patent license’ as opposed to licensing the core SEPs required in the license
13

Case 238/87, AB Volvo v. Erik Veng UK Ltd., E.C.R. 1988 -06211.

14

Id at 3.

15

Ericsson, Inc. v. D-Link Systems, Inc., F. 13-1625 (Fed. Cir. Dec. 4, 2014).
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agreement. Ordinarily, the Licensor should, in such a scenario offer a license depending on
the geographical extent of a Licensee and not for markets that the latter has no market
presence in whatsoever. This not only reflects unreasonable bundling of SEPs but is no
doubt the starting point for disputes.
In as much as a ‘reasonable royalty’ is the heart of a Licensor’s right under the FRAND (Fair,
Reasonable and Non-Discriminatory) commitment,16 a clause of reasonableness set out in a
license agreement shall ensure a mutually beneficial arrangement wherein, the Licensor is
guaranteed a deserving reasonable royalty and the Licensee, a right to legitimately use the
SEP. For the above indicated purpose, the term reasonableness in the context of SEP
disputes primarily involves FRAND terms that avoid arbitrariness and promote partyfriendly negotiations. The legislative intent17 is to clearly create a similar balance of
interests for the Licensor and Licensee, though none of the enactments expressly identify
commitments that are deemed as FRAND. In tune with the principles of statutory
interpretation, the Patents Act and the Competition Act must be read together harmoniously
and not be construed as polar opposites. This harmonious interpretation is essential to put
forth FRAND commitments in the absence of any express law in force. In addition, there is
no judicial interpretation supporting the above legislative intent insofar as the Indian turf is
concerned.
Considering the evolving nature of SEP jurisprudence in our context, courts here have time
and again taken cue from foreign jurisdictions particularly the US and EU. It is but relevant
to comprehend what ‘reasonable royalty’ is interpreted to be vis-à-vis FRAND terms in such
jurisdictions. This is more so, when a reasonable royalty per se is vastly distinguishable for
patents as opposed to SEPs. Justice Birss in Unwired Planet v. Huawei18 elaborately opined
on when a royalty rate is deemed to be FRAND. As per the ratio decidendi laid down, a
FRAND royalty rate is the reasonable rate sans any consequence of ‘patent hold-up’ by the
Licensor or ‘patent hold-out’ by the Licensee. Such a rate is devised by sifting through
16

Mark. A. Lemley & Carl Shapiro, A Simple Approach to Setting Reasonable Royalties for Standard-Essential
Patents, 28 BERKELEY TECH. L. J. 1135, (2013), http://btlj.org/data/articles2015/vol28/28_2/28-berkeleytech-l-j-1135-1166.pdf.

17

The Competition Act, 2002, No. 12, Acts of Parliament, 1970 (India), § 3.

18

Unwired Planet v. Huawei, [2017] EWHC (Pat) 711.
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comparable licenses of third parties pertaining to similar technologies. By following the said
approach, a reasonable royalty rate is determined by virtue of real world licenses between
real world parties, thereby leaving no room for any hypothetical ex ante values. Thirdly,
foreign judgments though only persuasive in value, do possess key factors that may
contribute to establishing reasonable rates.
The licensing of SEPs shall therefore, not be refused in ordinary scenarios failing which
instances of abuse as seen in the Volvo precedent arise. Exceptions to such grant of licenses
no doubt exist, whilst negotiating with parties that turn out to be unwilling Licensees.
Secondly, a license shall only be granted parallel to the principle of reasonableness and
FRAND terms alike, thereby doing away with the misuse of market power by either party to
the negotiation.
III.

PROACTIVE ROLE OF STANDARD SETTING ORGANISATIONS

Whilst determining the reasonable royalty rate, it is imperative to understand the role of
Standard Setting Organisations (SSOs) that predominantly develop SEPs. The reason being,
reasonable royalty rates affixed for a patented technology share a strong correlation to the
said technology being declared as a standard by the SSOs. Simply put, the SSOs identify the
worth of any technology prior to recognizing it as a standard. This in turn sets the pace for
identifying the royalty rate upon evaluating the technology’s worth.
An SSO conducts robust R&D, analyses existing technologies and puts forth a technical
standard that will eventually be an industry benchmark or threshold for prospective
Licensees to mandatorily use in their respective products. A number of market players come
forward to establish these organisations that are sector-specific such as the European
Telecommunications Standard Institute (‘ETSI’), Cloud Communications Alliance (‘CCA’),
Network Test Automation Forum (‘NTAF’) and the related kinds. The aforementioned
process performed by these organisations is termed as ‘Standardisation’ and some of the
established standards exclusively pertaining to the telecommunication sector include 3G,
LTE, EDGE, AMR, HE - AAC and GSM that ensure seamless performance coupled with
interoperability among varied devices. Further, Standardisation broadly entails in itself two
forms namely, De Jure and De Facto. The mode of standardisation that undergoes rigorous
analyses and tests is often referred to as De Jure Standardisation. The second form of
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standardisation is De Facto, wherein certain technologies become standards by virtue of the
market forces, consumer demand as well as technological reliability.19
While determining an appropriate technology as a standard, the SSO must necessarily look
into interoperability of that technology with other devices. In the present-day context, any
technology’s worth is reflected on how interoperable it is. By saying so, said technology
achieves its objective when it is compatible with devices possessing varied operating
systems. “Interoperability is the cornerstone of the information and communications
technology (‘ICT’) sector and has an ever-growing role in the era of digital convergence, where
the traditional boundaries between distinct computing and communications products are
becoming increasingly blurred. More and more electronic products need to be able to “talk” to
each other and interoperate. The European Information & Communications Technology
Industry Association (‘EICTA’) has broadly defined interoperability as the ability of two or more
networks, systems, devices, applications or components to exchange inflation between them and
to use the information so exchanged.”20 More the technology being interoperable, higher are
the chances of it being recognized as a standard.
Post the process of standardisation, the Licensor is entitled to certain privileges and is
simultaneously bound by obligations which are often referred to as FRAND. For instance,
the ETSI spearheads the ETSI IPR Online Database wherein every SEP holder is obligated to
declare all the IPRs in its possession. Such a declaration is mandated by ETSI to ensure
FRAND compliance in prospective license negotiations. 21 Needless to mention, no license
arrangement is warranted for technologies or standards that are non-proprietary in nature.
Therefore, SSOs perform the most significant role of determining an industrial standard for
market players to adhere to and for this very reason the Licensors attain market power
upon escalation of their technologies as standards. Though these organisations put forth

19

WIPO, Standing Comm. on the Law of Patents, Standards and Patents, Feb. 18, 2009, http://www.wipo.int/
edocs/mdocs/scp/en/scp_13/scp_13_2.pdf.

20

Tim Frain, Patents in Standards and Interoperability, Nov. 29, 2006, http://www.wipo.int/export/sites/
www/meetings/en/2006/patent_colloquia/11/pdf/frain_paper.pdf.

21

THE EUR. TELECOMM. STAND. INSTITUTE, Ex Ante Disclosure of Licensing Terms, <http://www.etsi.org/about/
how-we-work/intellectual-property-rights-iprs/ex-ante-disclosures>(last visited Mar. 19, 2018).

!74

[VOL II]

JOURNAL OF INTELLECTUAL PROPERTY STUDIES

[ISSUE I]

standards, at no point do they certify the validity or essentiality of any patent.22 Instead,
they merely identify a particular technology as the industry best, notwithstanding the
patentability or essentiality of the same. Having said that, they often provide a detailed
guidance on how prospective Licensors would be obligated to license their essential patents
on reasonable terms. Similarly, these organisations in turn render assistance for prospective
Licensees in identifying anti-competitive practices, if any. 23 In view of the reasons
highlighted above, SSOs play a pivotal role in establishing a level-playing field for Licensors
and Licensees alike.
IV.

FRAND TERMS: THE THUMB-RULE FOR EFFECTIVE NEGOTIATIONS

Post comprehending the essence of reasonable royalty rates, this segment attempts to focus
on the different facets of determining such FRAND rates. A worthy mention is the unsettled
position of law in most jurisdictions regarding the ideal modus operandi to such
determination. As matters stand, a method to broadly distinguish SEP negotiations is the
existence of a claim of infringement. The author understands that this factor is the sole
component differentiating reasonable royalties agreed by two willing parties as opposed to
reasonable royalties generated in the backdrop of infringement claims between contesting
parties. The latter must be quantified higher and cannot be placed on the same pedestal as
the former, failing which Licensees take leeway to pay the same royalty rate with or without
impinging upon the Licensor’s rights.24 There is no deterrent effect cast on such Licensees
who pay a royalty only after conveniently causing an infringement and not by securing a
formal license. Irrespective, FRAND terms warrant strict adherence by parties to the
negotiating process, for it is an all-encompassing measure that triumphs as the thumb-rule
for effective negotiations.
Negotiations conducted in the backdrop of an infringement entail a hypothetical armslength negotiation process between the Licensor and a Licensee in order to determine the

22

THE EUR. TELECOMM. STAND. INSTITUTE, IPR, ETSI IPR Online Database: Disclaimer, <https://ipr.etsi.org/
GlobalDisclaimer.aspx?uniqueId=1> (last visited Mar. 19, 2018).

23

Id.

24

35 U. S. C. § 11 (2006).
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reasonable royalty.25 The hypothetical negotiation,26 as the name suggests, is premised on
the hypothesis that parties would have effectively executed a license and agreed on a
royalty rate had there been no infringement to begin with. The identification of this rate as
the FRAND royalty rate is merely assumptive and is determined therein, on the basis of ex
ante or predictive values. The author clarifies that the term ex ante in the present context,
infers the rate predicted and chosen prior to the occurrence of an infringement. On the
contrary, a comparable license approach reflects devising the royalty rate by means of
comparing third party licenses on similar technologies. These third party licenses typically
involve Licensees that are similarly placed27 so as to arrive at rates that are nondiscriminatory. The said approach is put to utility in negotiations not involving claims of
infringement. It further throws sufficient light by virtue of incorporating real world royalty
rates and not ex ante values to arrive at fairly accurate figures.
A. Negotiations Within The Realm Of Infringement Claims
Justice Markey in Panduit Corp. vs. Stahlin Bros. Fibre Works Inc.,28 penned down an
approach of determining a reasonable royalty rate, upon proving existence of an
infringement. Justice Markey had put forth the following four significant elements for
consideration while establishing the rate, namely –
!

The lack of acceptable non-infringing substitutes;

!

Panduit’s unvarying policy of not licensing the patent in dispute;

!

The future business and attendant profit Panduit would expect to lose by licensing a
competitor;

!

That the infringed patent gave the entire marketable value to infringed duct.

The four elements highlighted above firstly enable the court to infer the market positions of
the Licensor and Licensee in a concise manner. Secondly, they emphasize on the principle

25

Id.

26

Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. 1116 (S.D.N.Y. 1970).

27

Supra note 18, at 6.

28

Panduit Corp. v. Stahlin Bros. Fibre Works Inc., 575, F.2d 1152 (6th Cir. Apr. 25, 1978).
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that any Licensor holding dominance in the market, is viewed as resorting to abuse when it
fails to license the patent for a reasonable royalty. This is more evident, when the Licensor is
never compelled on the contrary, to share its intellectual property on a rate viz., marginal or
nil. At the other end of the spectrum is the behaviour of Licensees who in turn may
contribute to anti – competitive practices by usurping profits of the Licensor through sales
of the infringed products. While calculating the reasonable royalty rate, the profits of the
Licensor lost as a result of sales lost to the Infringer play a crucial role in the determination.
Moreover, Justice Markey substantiates the above elements in tune with section 284 of the
U.S. Code29 that grants discretionary power to courts for awarding reasonable royalty rates
upon finding instances of infringement. The opposite is seen here in the Indian context
wherein no express statutory power is granted for courts to identify a reasonable royalty
rate. Justice Markey then proceeds to state, “The setting of a reasonable royalty after
infringement cannot be treated, as it was here, as the equivalent of ordinary royalty
negotiations among truly ‘willing’ patent owners and Licensees. That view would constitute a
pretence that the infringement never happened.”30 Accordingly, this obiter drives home the
point that reasonable royalties vis-à-vis infringement claims differ substantially from
reasonable royalties that two willing parties would otherwise prudently agree. This is
precisely the reason why this section diversifies negotiations between two willing parties on
one hand and on the other, between two contesting parties in the backdrop of infringement
claims.
For SEP negotiations falling under the realm of infringement claims, the reasonable royalty
is based on a hypothetical; arms-length negotiation that takes place at the time the SSO is
setting the standard.31 For parties making a FRAND commitment during the standardsetting process, a reasonable royalty is the rate they would negotiate at that point, not a
rate that differs for each Licensee depending on when that party begins implementing the
standard. For the aforementioned purpose, some of the best practices that SSOs implement
29

35 U. S. C. §§ 281 – 299 (2006).

30

Supra note 28, at 11.

31

FED. TRADE COMM’N, THE EVOLVING IP MARKETPLACE: ALIGNING PATENT NOTICE AND REMEDIES WITH
COMPETITION 22–23 (Mar. 2011), https://www.ftc.gov/reports/evolving-ip-marketplace-aligning-patentnotice-remedies-competition.
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include explicitly noting the timing and context for the hypothetical ex ante negotiation.
Moving on, in the Georgia-Pacific Corp. case, 32 though decided prior to the Panduit
judgment, Justice Tenney succinctly discusses the determination of a reasonable royalty rate
through an inclusive list of factors (hereinafter referred to as the “Georgia-Pacific factors”).
These factors are far more elaborative in approach as opposed to the Panduit factors, for
they perceive patent infringement from a holistic sense. In other words, while the Panduit
factors emphasize on the determination of rates only vis-à-vis infringement claims, the
Georgia-Pacific factors stand applicable to reasonable royalty rates between two volitional
parties as well as two parties contesting through infringement claims. These factors have
subsequently found their way in numerous precedents, including the recently decided TCL33
judgment. Justice Tenney lists them as follows:
!

Royalties Licensor receives for licensing the patent in suit.

!

Rates Licensee pays for use of other comparable to the patent in suit.

!

Nature and scope of license terms of exclusivity and territory/customer restrictions.

!

Licensor’s established policy and marketing program to maintain patent monopoly by
not licensing others to use the invention.

!

Commercial relationship between Licensor and Licensee, such as whether they are
competitors or inventor and promoter.

!

Effect of selling the patented specialty in promoting sales of other products of the
Licensee; the existing value of the invention to the Licensor as a generator of sales of
his non-patented items; and the extent of such derivative or convoyed sales.

!

Duration of patent and terms of license.

!

Established profitability of the products made under the patent, its commercial success
and its current popularity.

!

Utility and advantages of patent property over old modes and devices.

32

Id at 9.

33

Infra note 37, at 14.
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The nature of the patented invention; the character of the commercial embodiment of it
as owned and produced by the Licensor; and the benefit of those who have used the
invention.

!

The extent to which the Infringer has made use of the invention and the value of such
use.

!

The portion of profit or selling price customarily allowed for the use of the invention.

!

The portion of realizable profit attributable to the invention as distinguished from nonpatented elements, significant features/improvements added by the Infringer, the
manufacturing process or business risks.

!

Opinion testimony of qualified experts.

!

Outcome from hypothetical arm’s length negotiation at the time of infringement.

To begin with, Justice Tenney lays down the grundnorm that any reasonable royalty is a
price that both the Licensor and Licensee would agree to prudently pay without any
compulsion. Economic determinants such as geographical extent, market value of the
infringed product, minimum fixed royalties in new market setups, existence of acceptable
non-infringing substitutes play a key role in narrowing down the most acceptable rate. In
concurrence with the experts’ opinion Justice Tenney concludes, “The amount that a
Licensor (such as the Patentee) and a Licensee (such as the Infringer) would have agreed upon
(at the time the infringement began) if both had been reasonably and voluntarily trying to
reach an agreement; that is, the amount which a prudent Licensee who desired, as a business
proposition, to obtain a license to manufacture and sell a particular article embodying the
patented invention would have been willing to pay as a royalty and yet be able to make a
reasonable profit and which amount would have been acceptable by a prudent Patentee who
was willing to grant a license.” 34 The Georgia factors therefore set a benchmark on how
reasonable royalty rates need to be calculated with or without infringement claims and how
rates are to be determined in varying scenarios.
B. Negotiations Without Claims of Infringement

34

Supra note 22, at 8.
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i.

Need for Perusing Non-infringing Alternatives

Any hypothetical negotiation involves certain conditions precedent whereby, the alternative
specifications or technologies are first identified. By doing so, the parties are well informed
about the best potential non-infringing alternatives to the proposed standard.35 In some
cases, the best ex ante technological alternatives would have required some development
effort by SSO participants and could not simply have been taken off the shelf. A reasonable
royalty should reflect what eventually transpires as a result of a well-informed ex ante
technology competition. The incremental value of the patented technology over and above
the next-best alternative serves as an upper bound to the reasonable royalties. To this end,
SSO best practice includes maintaining records, such as minutes from SSO meetings, which
will inform subsequent negotiators and arbitrators of the ex ante technical alternatives that
were feasible or considered, along with their pros and cons.
ii. Need for Sifting Through Third - party Licenses
The hypothetical negotiation over the FRAND commitment is a bilateral negotiation
between the patent holder and one implementer. Deals with third-party implementers may
be evidence of a reasonable price, and certainly constitute relevant evidence before the
adjudicatory body. Plus, deals with such parties may be binding due to the nondiscrimination commitment.36 But the hypothetical ex ante negotiation is not one in which
all the buyers act collectively to reduce prices. 37 Justice Selna in TCL vs. Ericsson,38 ruled
that while comparing these third party licenses, it is of paramount importance to identify
similarly – placed parties, particularly in this approach. Some of the means to identify such
parties include the geographic scope of the entity, reasonable volume sales and the nature

35

Grain Processing Corp. v. Am. Maize- Prods. Co., 185 F.3d 1341, 1350–53 (Fed. Cir. Aug. 4, 1999).

36

Bruce H. Kobayashi & Joshua D. Wright, Intellectual Property and Standard-Setting, in ABA Handbook on
the Antitrust aspects of Standards Setting, in ABA HANDBOOK ON THE ANTITRUST ASPECTS OF STANDARDS
SETTING (2010), https://papers.ssrn.com /sol3/papers.cfm?abstract_id=1460997 (last visited Mar. 19,
2018).

37

Carl Shapiro, Setting Compatibility Standards: Cooperation or Collusion?, in EXPANDING THE BOUNDARIES OF
I N T E L L E C T UA L P R O P E RT Y 8 1 ( 2 0 0 1 ) , h t t p s : / / p d f s . s e m a n t i c s c h o l a r. o r g /
e344/5a0914bf408608da1caca72ac6f75b320fa6.pdf.

38

TCL Commc’n Tech. Holdings Ltd. v. Telefonaktiebolaget LM Ericsson, Case no. SACV 14-341 JVS (DFMx)
Dec. 21, 2017.
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of licenses requisite for the entity’s business portfolio. The brand value, overall financial
success or risk, existence of retail stores as well as operating systems of the devices, in
Justice Selna’s view, do not tantamount to factors that recognize similarly situated
entities.39 Considering the aforementioned principles laid down in the judgments discussed,
courts now will be confident to label when licensing negotiations are indeed FRAND.
Nothing here suggests any straitjacket application of the said principles for they require
interpretation in consonance with the legal framework already prevalent in India.
V.

CONCLUSION

Through this paper, an attempt is made to explore the genesis of FRAND terms, especially
for determining reasonable royalty rates in Standard Essential Patent disputes. Such an
attempt is so made, in the backdrop of India’s developing jurisprudence over the said
subject matter that is predominantly at its nascent stage. In view of the above, courts must
bear sufficient caution whilst adjudicating them. In the initial few disputes of Ericsson,40
suing Micromax and Dolby, 41 suing Oppo as well as Vivo, the Hon’ble Delhi High Court, best
known for adjudicating on path-breaking intellectual property issues, ordered an ad interim
injunction against Micromax. 42 Similarly, ex parte ad interim injunctions were ordered
against Oppo43 and Vivo44 respectively. Such orders though delivered for the first time ever
in Indian SEP disputes, pose as a dangerous precedent and warrant introspection owing to
the complex web of technical issues surrounding them. Unless and until such technicalities

39

Id.

40

Soma Das & Joji Thomas Philip, Ericsson Sues Micromax for Patent Infringement, Claims About Rs 100 Crore
in Damages, ECONOMIC TIMES, Mar. 26, 2013, at 15, https://economictimes.indiatimes.com/tech/hardware/
ericsson-sues-micromax-for-patent-infringement-claims-about-rs-100-crore-in-damages/articleshow/
19204307.cms.

41

Dolby Drags Oppo and Vivo to Court; Demands Royalties for Unlicensed Use of Proprietary Technology, Nov. 11,
2016, https://www.firstpost.com/tech/news-analysis/dolby-drags-oppo-and-vivo-to-court-demandsroyalties-for-unlicensed-use-of-proprietary-technology-3692107.html (last visited Jul. 9, 2018).

42

Telefonaktiebolaget LM Ericsson (PUBL) v. Mercury Electronics, Case no. CS (OS) 442/2013 Mar. 6, 2013,
http://delhihighcourt.nic.in/dhcqrydisp_o.asp?pn=46519&yr=2013.

43

Dolby Int’l AB v. GDN Enterprises Private Ltd., Case no. CS (COMM) 1425/2016 Oct. 20, 2016, http://
delhihighcourt.nic.in/dhcqrydisp_o.asp?pn=257209&yr=2016.

44

Dolby Int’l AB v. Das Telecom Private Ltd., Case no. CS (COMM) 1426/2016 Oct. 20, 2016, http://
delhihighcourt.nic.in/dhcqrydisp_o.asp?pn=257209&yr=2016.
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are comprehended at the grass root level, granting injunctive reliefs only leads to far
reaching consequences, unfortunately not foreseen by courts. For instance, challenges to the
injunctive reliefs are sub-judice before the Hon’ble Delhi High Court on grounds including
misrepresentation and fraud that may ultimately cause for the vacation of the injunction per
se. The essential patents in issue are fundamentally reflective of technologies that Standard
Setting Organisations tirelessly research and develop for years together. To command clarity
over the same demands attention to detail even prior to adjudicating on the essentiality and
validity of such patents. For the said illustrated reason, an ex parte injunction shall not be
granted as a straitjacket formula and therefore injuncting a Defendant may be effectively
done, only after hearing the opposite side as well. Having said so, subsequent to hearing
both sides, the court may by all means injunct the Defendant as an unwilling Licensee upon
finding instances of abuse namely, Licensee hold-out.
Standard Setting Organisations, as stressed earlier, play a pivotal role in the entire process
of standardizing a particular technology, albeit patented or not. The websites of these
organisations such as ETSI provide for guidelines on conducting party-friendly negotiations.
In such a case, they are at best, the ideal entities that can identify unwilling licensees,
possible hold-ups, hold-outs and determine when a party acts in non-compliance of FRAND
terms. These organisations, should certainly participate in negotiations to the limited extent
of identifying the aforementioned practices. In doing so, prospective Licensors or Licensees
do possess an informed choice to initiate litigation against the other, prompted by qualified
grounds. This process at the very least leaves no room for “patent trolls” or any other
vexatious proceedings.
Ultimately, FRAND commitments can only entail seeking reasonable royalties and levying
reasonable licensing terms. Any demand, over and above the same is reflective of anticompetitive behaviour either by the Licensor or Licensee. Neither the Patents Act, 1970 nor
the Competition Act, 2002 encourage any practice that is suggestive of such anticompetitive behaviour. The statutes in question are well equipped to decide the complex
interface of these “patent-monopoly” matters. In fact, they must be accorded harmonious
interpretation and should never be construed as polar opposites to each other. In no
manner, do they curtail the adjudication of contemporary intellectual property and
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competition law practices highlighted here. As matters stand, there is no dearth for
legislative protection, more so when foreign judgments act as catalysts for our purposes.
This paper therefore, hopes to inter alia provide, a roadmap for the sound determination of
reasonable royalty rates, as a quintessential facet for adjudicating SEP disputes in India.
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THE CRIME OF COPYRIGHT VIOLATION IN BRAZIL:
APPLICATION OF THE CRIMINAL PRINCIPLE OF SOCIAL ADEQUACY
ANDRÉ LUIZ PEREIRA SPINIELI*
In the legal sphere, the State called for itself the power to typify conducts that are
socially intolerable and harmful to the rights of others. However, over the years,
doctrinal currents have come to understand as admissible the conduct of those
who violate the rights inherent to the author of literary, scientific and artistic
works, based on the criminal principle of social adequacy. This precept excludes
from the criminal tutelage all actions accepted by the community, as long as they
do not offend constitutional principles. It is therefore argued whether such a rule
would apply to the crime of copyright infringement, taking into account the
already existing sphere of informality created parallel to the Law.
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I.

INTRODUCTION

The Constitution of the Federative Republic of Brazil of 1988, innovated by establishing
broadly in its list of fundamental rights- the freedom of intellectual, artistic, scientific and
communication activity, independent of license or censorship, as well as the author's
exclusive right to use, publish and reproduce their works for as long as the law fixes.
Nevertheless, the constitutional legislator expressly provided for the defence of Brazilian
cultural heritage in its Article 216,1 including among them the forms of expression and,
above all, scientific, artistic and technological creations.2 It also explained that the Public
Power in agreement with the society will protect the Brazilian intellectual heritage, by
means of several cautionary measures.
In its original essay, written in 1940, Article 184,3 of the Brazilian Penal Code punishes the
violation of copyright in cases of literary, scientific or artistic work. It was a blank criminal
law, supplemented by civil law. However, legislative changes, especially in 2003, when the
article was redrafted, expanded its scope of action, punishing any conduct that violates
copyright and related rights. The author's rights, also known as ‘copyrights’, are protected
through this criminalisation, especially with regard to the financial and moral interest that
the Law recognises to the author of intellectual work, whether Brazilian or foreign. Such
safeguarding is extended to works in the literary, scientific or artistic field, which are, in the
words of Nélson Hungria, of a quid novi, that is, a new form of exteriorisation, an exclusive
and unpublished creation.4

1

According to Article 216 of the Brazilian Federal Constitution, the country's cultural heritage can be divided
into assets of a material nature (which can be touched) and immaterial (intangible assets, such as rights),
considered individually or together, as long as they refer to the identity, action and memory of the different
groups that formed the Brazilian society, including in the cultural patrimony all forms of expression, ways of
creating, doing and living, scientific, artistic and technological creations, works, objects , documents,
buildings and other spaces destined to the artistic-cultural manifestations and, finally, the urban groups and
sites of historical, landscape, artistic, archaeological, paleontological, ecological and scientific value.

2

Still, according to José Afonso da Silva, the rights of culture comprise a set of norms that refer to culture, thus
forming a normative system of its own, a branch of law. See JOSÉ AFONSO DA SILVA, ORDENAÇÃO
CONSTITUCIONAL DA CULTURA (2001).

3

Article 184 of the Brazilian Penal Code creates the crime of copyright infringement, with the following
wording: “Violating copyright and related rights: Penalty - detention, from 3 (three) months to 1 (one) year,
or fine”.

4

NÉLSON HUNGRIA, COMENTÁRIOS AO CÓDIGO PENAL 329 (1955).
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This article discusses the possibility of applying the so-called penal principle of social
adequacy to the crime of copyright infringement, provided for in Brazilian law, with the
understanding that the principle stems from a true construction of doctrine and criminal
jurisprudence, not from any provision in Brazilian legislation in force.
Its field of application is restricted to the cases in which society tolerates copyright
infringement, since it is not uncommon for cases in Brazil where such conduct exists, as
countless consumers end up buying counterfeit products. Thus, the Principle of Social
Adequacy applies to cases in which the society understands that there is no injury to the
legal good that is protected by the criminal law or, if there is an injury, it is unable to pass on
to the criminal area, that need to be considered the ultima ratio in the Law.
Thus, it is a recurring feature in Brazilian law that the conduct of violating copyright and
related rights would be socially tolerable, given that the collectivity would not incriminate,
as an example, the seller of CDs and DVDs reproduced without the proper authorisation of
the copyright holder. Such acceptance would be mainly due to the fact that there is a social
consensus that, from this action, there would be a stimulus for the reduction of the prices of
the products, which makes it possible for the acquisition by a large part of the society,
generating a real sphere of informality.
The authors who support the impact of the Principle of Social Adequacy in concrete cases
end up relying on other principles recognised in criminal law, such as the low lesivity of
conduct, the minimal intervention (ultima ratio) or even the insignificance of conduct.
II.

IMPORTANT CONCEPTS OF AUTHORAL LAW

Brazil initiated the protection of the author's interests from in Law nº. 9.610 of 1998,5 in
order to defend the authors and their intellectual works. The law was created with the idea
that copyright is considered, for legal purposes, movable property. In addition, it was
conceptualised that an author that creates the literary, artistic or scientific work, was
ensured the patrimonial and moral rights over the work created.
5

In addition to the concept of author, Law nº. 9.610 of 1998 formulated the juridical notion of co-authorship
as a work produced by two or more authors, as well as participation in collective works, when several
authors have their activities taught by an organiser, such as encyclopedias, legal and medicinal compendia,
etc., respectively in Articles 15 to 17. The full text of law can be accessed at http://www.planalto.gov.br/
ccivil_03/Leis/L9610.htm
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Both the natural person and the legal person may be holders of typical author rights.
However, there is no doubt that only man, while being intelligible and unique endowed with
earthly existence, has the ability to create and express himself through artistic ways.
Here, it is essential to bring some considerations about the concepts of Authoral Law and the
inherent rights of performers, record producers and broadcasting companies, since they are
the primordial elements of the present research.
A. Concept of Authoral Law
Firstly, the term ‘copyright’ was introduced into the Brazilian legal system by the philosopher
and jurist Northeastern Tobias Barreto, a great student of the German language, to
correspond to the Germanic word Urheberrecht, whose meaning is properly ‘copyright’.6
Ownership of copyright belongs only to those who use the creative ability to conceive a work
or to bring into existence material expressions formerly existing only in the field of thought.
Thus, the intellectual work is the fruit of human creation, intelligence and imagination of all
human beings.
It is with such words that some authors defend the notion that copyright is the only truly
original branch of Law, because its existence depends on the creation of a proprietor.
Moreover, although there is a difference between the author's association with work and the
ownership of a particular work,7 certain legal writers understand that copyright is the only
right that must be regarded as perpetual, since not even the end of life is capable of
separating the work of the author. Thus, Law nº. 9.610 of 1998,8 specifies that the author's
moral rights, after his death, are transmitted to the heirs, so that they may continue their
work, being able to claim the authorship of the work in the name of the dead author and
6

See FERNANDO SHIMIDT DE PAULA, DOS CRIMES
CATÓLICA DE SÃO PAULO (2009).

7

The expression "falling into the public domain" means that the work, be it literary, phonographic, artistic or
scientific, will no longer generate typical effects of patrimonial law to its author. However, moral rights will
be considered perpetual, and the State will have the protection of the components of the work, such as
paternality and references. According to Deazley, Ronan, public domain “must be a place of refuge for
individual creative expression, a sanctuary conferring affirmative protection against the forces of private
appropriation that threatened such an expression”. See RONAN DEAZLEY, RETHINKING COPYRIGHT: HISTORY,
THEORY, LANGUAGE (2006).

8

Lei N° 9.610, de 19 de Fevereiro de 1998, Lei dos Direitos Autorais e dos Direitos Conexos (Braz.), http://
www.wipo.int/wipolex/en/text.jsp?file_id=125393.
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also to ensure the integrity of the work, to any modifications that impair the reputation and
honour of the author.
For a contemporary view of the legal system and its systematisation, Authoral Law is the
new autonomous legal branch; notwithstanding its strict relation with the civilian institutes,
which confers rights to the physical and legal person creating intellectual work or holders of
author rights, so that they can enjoy the moral and patrimonial benefits resulting from the
social and economic exploitation of their creations.9
Asserting the existence of this new branch and offering a doctrinal conception of Copyright
Law, Carlos Alberto Bittar states that it is the branch of Private Law that regulates legal
relations, arising from the creation and economic use of intellectual works aesthetic and
understood literature, the arts, and the sciences.10
According to Gustavo Octaviano Diniz Junqueira, the concept of copyright is “a complex of
rights, moral and material, born with the creation of the work.” 11 He also follows Elisângela
Dias Menezes,12 for whom it is a set of personal and patrimonial privileges, so that his
original acquisition (appearance of the author's tutelage) is uniquely linked to the exercise of
ingenuity and creative imagination, scientific, artistic and literary.
Finally, the civilian Maria Helena Diniz,13 testifies that it is nothing more than the set of
prerogatives and rights of an extra-pecuniary and patrimonial nature that the law recognises
and guarantees to every intellectual creator in what concerns his productions, as long as
they have certain originality.
Therefore, copyright is born with the appearance of the work, raising the rights of protection
of the innovative act itself, such as paternity, nomination and completeness of the work. It is
required, in order for the copyright to fall, that the work has a quid novi, to use the

9

10
11
12
13

ECAD COPYRIGHT, http://www.ecad.org.br/en/direito-autoral/o-que-e-direito-autoral/Paginas/de fault.aspx
(last visited Jul., 2017).
See CARLOS ALBERTO BITTAR, DIREITOS DE AUTOR (2003).
See GUSTAVO OCTAVIANO DINIZ JUNQUEIRA, ELEMENTOS DO DIREITO: DIREITO PENAL (2005).
See ELISÂNGELA DIAS MENEZES, CURSO DE DIREITO AUTORAL (2007).
See MARIA HELENA DINIZ, DICIONÁRIO JURÍDICO (1998).
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expression coined by Nélson Hungria, in his work. In other words, that the work is
constituted as a new form of exteriorisation, an exclusive and unprecedented creation.14
Indeed, copyright has two facets: on the one hand, they can be considered elements of
purely patrimonial order,15 as related to the creation of own works and solely for
commercialisation or insertion in diverse work; on the other hand, an element of moral
character, since it is limited to the authorship of the feat and the name of the creator or
interpreter.
In fact, today, copyright is listed in Law nº. 9.610 of 1998, as follows:
I – to claim, at any time, the authorship of the work;
II – to have his name, pseudonym or conventional sign indicated or announced,
as that of the author, in the use of his work;
III – to preserve the unpublished work;
IV – to ensure the integrity of the work, opposing any modification or practice of
acts that, in any way, may harm or harm you, as an author, in your reputation or
honour;
V - to modify the work, before or after it is used;
VI - to withdraw from circulation the work or to suspend any form of use already
authorised, when the circulation or use implies an affront to its reputation and
image;
VII - to have access to a unique and rare copy of the work, when it is legitimately
in the possession of another, for the purpose of preserving its memory by means
of photographic or similar process, in a way that causes the least inconvenience

14

He means to say that the new work must be clothed with new creations - a real ars nova - whose
characteristics are decisive for guaranteeing the state of originality and that it is possible to individualise it.
From this point of view, there is a question of criminal protection of copyright only when the work appears
as "new art". HUNGRIA, Supra note 5.

15

According to Maria Helena Diniz, "property law" refers to the legal branch that "has as its object properties
susceptible of economic evaluation, being, as a rule, transferable or transferable”. DINIZ, Supra note 14.
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holder, who shall in any case be compensated for any damage or injury caused to
him or her.16
Added to this is the fact that the above mentioned law still mentions the perpetuity of
copyright, which may happen even in the absence of successors. The legislator is bound to
the end that the institute of copyright should be governed by the rules of property over
material things. It is worth mentioning that this is a legal relationship that involves two
aspects, based on patrimonial and personal or moral law, which ends up being a ‘monopoly
in time’, 17 since the author, and only him, can profit with the work until it falls into the
public domain.
B.

Concept of Neighbouring Rights

Neighbouring rights are those recognised in the categories that assist in the production or
propagation of intellectual work. With the entry into force of the Criminal Code of 1941,
there is a criminal type for the first time expressly referring to neighbouring rights, which
are also called by the doctrine as ‘related’, ‘analogous’ or ‘for instructors.’
Therefore, they are rights inherent to interpreters, performers, phonographic producers and
companies practicing broadcasting, called by the French as droits voisins or by the Americans
as neighbouring rights. In this context, Eliane Y. Abrão, says that “so-called rights related to
the author, known as neighbouring rights (droits voisins) in foreign terminology, are based on a
tripod: artists, record labels and radio stations and television.”18 The author points out that
record labels and radio and television station make up the portion of multipliers and
diffusers of the works, distributing them through the sales channels and giving access to the
intellectual work.
It is to be said that Brazil only integrated the expression in the criminal law by force and
influence of the international conventions such as the ‘International Convention for the
Protection of Performers, Producers of Phonograms and Broadcasting Organisations’, signed
16

According to Lipszyc, "Copyright is intended to protect representative form, externalisation and its
development in concrete works capable of being reproduced, represented, executed, displayed, radio-tuned,
etc., according to the genre to which they belong." See DÉLIA LIPSZYC, COPYRIGHT AND RELATED RIGHTS (1993).

17

See MARISTELA BASSO, O DIREITO INTERNACIONAL DA PROPRIEDADE INTELECTUAL (2000).

18

See ELIANE Y. ABRÃO, DIREITOS DE AUTOR E DIREITOS CONEXOS (2002).

!90

THE CRIME OF COPYRIGHT VIOLATION IN BRAZIL
in Rome in 1961. Carlos Alberto Bittar while commenting on neighbouring rights, states
that: “(…) in these conclaves, we have always had in mind the extraordinary number of capitals
employed in the media, which circulate leisure, entertainment and culture, by infinitely distant
and distinct publics and, as we have emphasised, by the fantastic mechanisms of reproduction
and representation of (which offers us, among other forms, videodiscs) and various mechanisms
of telematics (which, with the multifarious use of computers, has revolutionised the very
conception of creation, often introducing new modes of communication of intellectual
expressions).” 19
In addition, Law nº. 9.610, of 1998, through Article 89 broadens the expression ‘copyright’,
to include amongst the rights related to that of author, the rights of anyone who interprets
or performs their own or other artistic work. Any artists, broadcasters and producers are
included in the concept.
III.

PENAL TIPICITY

The theory of crime has been modernised since the 1970s, with the advent of functionalist
crime theories.20 On the one hand, the German professor Claus Roxin brought to the
discussion the teleological and functionalist theory according to which the criminal law
exists for the purpose of preserving the juridical goods that are protected by law.21 On the
other hand, Professor Günther Jakobs supports the systemic or radical functionalist theory,
for which the function of criminal law is to maintain the system, preserve the norm, not
legal goods.
The European doctrine, with emphasis in the German legal and doctrine, came to
understand and classify the crime from an analytical criterion, which takes into account the
elements that make up the structure of every crime, formerly treated in three subdivisions.
Today, as argued by Professor Hans-Heinrich Jescheck, Wessels, Welzel, Winfried, Hassemer
19

BITTAR, Supra note 11.

20

According to Masson, "Roxin's functionalism is concerned with the purposes of criminal law, while Jakobs's
conception is satisfied with the purpose of the sentence, that is, Roxin's side is guided by political-criminal
purposes , prioritising values and guarantors principles, inasmuch as the guidance of Jakobs takes into
account only systemic needs, and criminal law is what should fit them". See CLÉBER MASSON, DIREITO PENAL:
PARTE GERAL (2014).

21

See CLAUS ROXIN, DERECHO PENAL: PARTE GENERAL, FUNDAMENTOS,
(2006).
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and Roxin,22 crime can be understood from a classification divided into four elements,
namely: conduct, typicality, unlawfulness and culpability.
‘Criminal type’, as it exists in the Brazilian legislation, is the generic and abstract model,
formulated by the penal legislator, which describes the conduct understood as crime or an
allowed conduct. It is, therefore, the set of elements of the criminal infraction described by
the law, but also the indication of the hypotheses in which the practice of a certain act is
authorized. ‘Typicity’ represents investigation into the conduct to verify that it meets the
requirements required by the legislator for the configuration of the crime. An example of this
is the homicide crime in Brazil, whose conduct is specified by the words “killing someone”.
That is, the ‘criminal type’ is the union of the two words, while ‘typical’ occurs when one
practices what is prohibited by criminal law, consisting in killing a certain person.
However, type and typicality are not to be confused, for the former is a figure resulting from
the imagination of the legislator, whereas typicality is the inquiry into whether a conduct
presents the characters imagined by it.23 In this sense, explains Jair Leonardo Lopes that, the
type is a model of action, imagined and described by the legislator as a reprehensible
occurrence in the reality of life, causing damage or exposing to danger a good or value,
object of criminal legal protection.24
The constant behaviours in the penal types, capable of subsuming a concrete event in the
real world, are carried out through verbs, described both in the Penal Code and in special
criminal legislation.
In this sense, Zaffaroni understands that the concept of the criminal type as an abstract
model, reducible only to the action concretised in the world, is not a static concept, but
possessing a descriptive nature. Such a view is linked to a poor liberal ideology, which wants
the legislator to make a perfect instrument - the penal norm - so that the applicator of the
norm only makes its comparison with the concrete case and the application. 25

22

See HANS-HEINRICH JESCHECK & THOMAS WEIGEND, LEHRBUCH DES STRAFRECHTS: ALLGEMEINER TEIL (1998).

23

See , EUGENIO RAÚL ZAFFARONI, TRATADO DE DERECHO PENAL – PARTE GENERAL (2012).

24

See JAIR LEONARDO LOPES, CURSO DE DIREITO PENAL: PARTE GERAL (2005).

25

ZAFFARONI, Supra note 24.
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The descriptions made in the penal types are abstract, that is, the type (Tatbestand, for the
Germans), is not confused with the concrete fact. In this way, the interpretation of the
criminal type is umbilically linked to the judgment, which must expose judgments of values
about the action brought by the agent.
Indeed, the advent of the finalist theory of Hans Welzel's conduct has shown that, by
typifying conduct - human actions or omissions, the legislator takes into account a process
governed by the will directed to a particular purpose, not a mere causality of a mechanistic
nature. 26
Adopting the idea that the criminal type has become valuative with the emergence of the
finalist theory of conduct, Zaffaroni, for whom “the criminal type is clearly valued because it is
generated in an act of valuation and because it is used to translate a prohibition; not to mention
that it must be valued when using it in this function of establishing a prohibition.”27
Thus, the lack of a criminal type presupposes that the conduct is allowed by law, which
totally precludes the initiation of criminal prosecution against the perpetrator of conduct,
even if unlawful.
It is up to us to carry out a detailed analysis of the species of typicity, that is, the formal and
the material, which is of great importance for the present research, since it defines, at least
theoretically, which behaviours should or should not be criminalised in the criminal
legislation of each country.
A.

Formal Tipicity

The formal typicity is intrinsically linked to the principle of strict legality, referred to by the
Romans through the axiom ‘nullum crime, nulla poena sine lege’, for which there is no crime
without previous law that defines it, nor a penalty without prior legal notice.

26

The finalist theory of conduct, whose creator and main exponent is the German jurist Hans Welzel, who
emerged in the mid-twentieth century, understands that conduct is nothing more than a human behavior for animals have an instinct and moral persons (legal entities) are unable to practice conduct and guilt voluntarily and psychically directed to a purpose. In it, the concept of pure normative guilt was introduced,
displacing the deceit and guilt (allocated in the ambit of culpability when of the causal system), being no
longer considered as species of guilt, but rather helping in the assessment of the criminal type, now divided
in objective and subjective type (this, deceit and guilt).

27

ZAFFARONI, Supra note 24.
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The traditional theory commonly recognised only the formal typicity as a kind of criminal
typicity, conceptualising it as the framing or subsumption of the conduct perpetrated by the
agent in the description given by the law and defined as a crime. Illustrating, because of the
formal typicity, which is precisely the existence of criminal conduct written in the law, the
one who practices the conduct described in article 184 of the Brazilian Penal Code, commits
a crime of copyright infringement.
However, modern theory understands the existence of both the formal model and the
material of criminal typicity. Francisco de Assis Toledo in his lesson on the notion of a purely
objective criminal type says that “subsumption (underlining of a real conduct to a legal type)
has become insufficient for the affirmation of typicity, and something more is needed, which is
the so-called material typicity.”28
It is emphasised that the phenomenon of subsumption is today subordinated to the material
notion of the type, and it is not enough, for the confirmation of the typicality, the mere
possibility of juxtaposition of the fact to the norm or the coincidence between the event real
and legal type.
The original construction of Ernst von Beling,29 from 1906, carried the criminal type with a
purely formal meaning, not claiming on him any value judgment about the behaviour that
presented the characteristics described by the norm.
Assis Toledo further states: “modernly, however, we try to attribute to the type, beyond this
formal sense, a material meaning. Thus, to be a crime, conduct must be typical, it must formally
conform to a legal type of crime (nullum crimen sine lege). Nevertheless, one cannot speak of
typicality, without the conduct being, at one and the same time, materially detrimental to
juridical or ethically and socially reprehensible goods.”30
Therefore, it is used, beyond the purely objective or formal typicity, to the so-called material
typicity.

28

See FRANCISCO DE ASSIS TOLEDO, PRINCÍPIOS BÁSICOS DE DIREITO PENAL (1998).

29

The predominant notion of a "purely objective criminal type" was inaugurated in 1906 by Ernst von Beling,
with descriptions in his work Die Lehre von Verbrechen, that is, "The doctrine of crime."

30

TOLEDO, Supra note 29.
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B.

Material Tipicity

Material typicity seeks to value conduct and result, that is, to make a judgment of value,
going beyond legal writing (contrary to what makes formal typicity) and analysing action or
omission through the cultural, historical, political and social prism.
This modality maintains links with the newly developed constitutionalist theory of crime,
adopted in Brazil by Luiz Flávio Gomes, for whom it is “founded on the inevitable
approximation and integration between Criminal Law and the Constitution.”31
In addition, the celebrated author understands that the said theory branches in three
subdivisions: (i) formal typicity, understood as the literal subsumption of the fact to the
norm ; (ii) normative materiality, regarding the disapproval of the conduct and the result ;
and (iii) subjective typicity, characterised by fraud and guilt.
Thus, the constitutionalist theory of crime, which currently provides the figure of material
typicity, approaches the doctrine of the Democratic State of Law and advocates the principles
of security, such as the social reprobability of conduct and lesivity to legal goods.
Although the material typicity references the theory of the forbidden risk of Claus Roxin,
Hans Welzel opines “the object of criminal law protects the basic values of life in community.
Every human action, in good and evil, is subject to two different aspects of value. On the one
hand, it can be valued according to the result achieved (value of the result or material value),
on the other hand, independently of the result of the action, in the sense of the activity itself
(value of the action).”32
It demonstrates Welzel's first steps towards completing the so-called principle of social
adequacy, since, as he says, criminal law has as its goal the protection of values
indispensable to human coexistence in society, but for conduct that damages a legal good
but is socially accepted, there will be no typicality by exclusion of its material form.
Still, it corroborates with the position now demonstrated and described the lesson of Luiz
Flávio Gomes, who emphasises that the typicality, from Welzel, ceases to be (only) objective
and necessarily also becomes subjective (intentional crimes, or normative in guilty crimes,
31

See LUIZ FLÁVIO GOMES, PRINCÍPIO DA INSIGNIFICÂNCIA E OUTRAS EXCLUDENTES DE TIPICIDADE (2013).

32

See HANS WELZEL, DERECHO PENAL: PARTE GENERAL (1976).

!95

[VOL II]

JOURNAL OF INTELLECTUAL PROPERTY STUDIES

[ISSUE I]

we would say). Crime is not the exclusive result of the action, but above all (in Welzel's
view) the devaluation of action, which, in the system, has a primacy (by virtue of the
personal conception of the unjust). The devaluation of the action, however, becomes a
mandatory requirement of every crime.33
Therefore, the concept of formal typicity includes a value judgment, consisting of the
verification of the adequacy of the conduct to the criminal type, that is, the social
inadequacy of the action or omission that generates materiality.
Material typicity is the great piece behind the principle of insignificance,34 and, above all, of
the principle of social adequacy, since both lead to exclusion from the material typicity of
conduct.
IV.

CRIMINAL PRINCIPLE OF SOCIAL ADEQUACY

The purpose and foundation of criminal laws are found within society itself, which, in the
face of decision-making in one form or another, consensual or not with certain behaviours,
will sometimes demonstrate which conduct is accepted or tolerated, that is, that should be
excluded from the criminalisation exercised by criminal law. In fact, criminal law should
only classify behaviours that cause social relevance, since the discipline constitutes a public
branch in which the criminal type - instrument of control - only covers conduct contrary to
the public interest.
The principle of the social adequacy of conduct (Sozialadäquanz, for the Germans) was
introduced in the Law, initially as a principle of interpretation of the criminal laws, by the
German indoctrinator Hans Welzel, in the year of 1939. For him, the principle of social
adequacy of conduct is the conduct that move inside of the framework of the ethical-social
orders of social life, established through the intermediary of history.35

33

GOMES, Supra note 32.

34

The principle of insignificance or criminality of bagatelle (Bagatelledelikte) has its origin dated in the times
of primacy of Roman law, where the praetor did not or did not deal with minor causes, according to the
Latin maxim of de minimis non curat praetor. Brazilian doctrine defines it as "the one that allows us to deny
the typicity of facts that, because of their inexpressiveness, are actions of trifles, lacking in reprobability, so
as not to merit valuation of the penal norm, thereby extinguishing them as irrelevant". See DIOMAR ACKEL
FILHO, O PRINCÍPIO DA INSIGNIFICÂNCIA NO DIREITO PENAL (1998).

35

WELZEL, Supra note 33.
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From the premise that criminal law only typifies conduct that has a certain ‘social relevance’,
since otherwise they could not be offenses, it follows, as a consequence, that there is conduct
that, by its ‘social adequacy’, cannot be considered as offenses.36 This is the essence of the
so-called ‘social adequacy of conduct’ theory: conduct that is considered ‘socially
appropriate’ cannot be a criminal offence, and therefore should be excluded from the scope
of typicality.37
Indeed, as seen, the suitability of fact to the social environment arises as a reply to the
causal theory of conduct,38 which has now given way to the final theory. The devaluation
(here, understood as negativity, not as absence) of conduct and outcome was implicitly
present from causal theory, but came to light with the teachings of finalist doctrine.
Juarez Tavares affirms that the unjust is not produced by mere causality, but only as a work
of a certain person, in view of its objectives, motives or duties towards the fact, which
present the same importance for the unjust as the actual injury of legal goods.39
The theory or principle of social adequacy understands that conduct cannot and should not
be treated as typical if, despite subsumption to the incriminating model - formal typicity,
there is no injury to the legal good protected by the penal norm or is in compliance with the
dictates of social life - the so-called material typicity. In this way, the conduct will be typical
from the formal point of view, but not material.
Seeking it takes an aspect of conduct which, taken into consideration, is apt to exclude the
typicality of a criminal fact as described by law.40 Thus, the judgment of value to ascertain

36

Id.

37

See 1 EUGENIO RAÚL ZAFFARONI & JOSÉ HENRIQUE PIERANGELI, MANUAL DE DIREITO PENAL BRASILEIRO (2006).

38

According to causal theory, conduct is voluntary human behaviour that produces certain modification in the
outer world. The theory was conceived in the 19th century by Von Liszt, Beling and Radbruch, received in
Brazil by several prominent authors such as Aníbal Bruno, Costa e Silva, José Frederico Marques and Nélson
Hungria. Its nomenclature stems from the fact that the causal (or natural) theory of conduct submits to the
rules of the natural sciences, which are governed by the laws of causality. MASSON, Supra note 21.

39

See JUAREZ TAVARES, TEORIA DO INJUSTO PENAL (2003).

40

In this sense, see CARLO FIORE, L’AZIONE SOCIALMENTE ADEGUATA NEL DIRITTO PENALE (1966), for whom:
Adequatezza sociale è dunque un’espressione com cui si contrassegna un’interpretazione, più conforme ai
principi, dell’ordinamento, dell’azione típica e dell’interesse protetto, partendo da una revisione del
significato tradizionale del bene giuridico e dell’idoneità del comportamento vietato.
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whether or not a socially appropriate conduct works as a filter that includes or excludes
from the typical sphere behaviours that conform or do not conform to the dominant ethicalsocial standards.
Guilherme Nucci states that society itself as a group of citizens value the conduct and
classify it as appropriate or not, and thus, “it concerns the magistrate to detect the position of
society, consensual, and sometimes indifferent, toward certain human conduct.”41
According to the national doctrine, the principle under consideration has two important
functions— to restrict the criminal incidence, reserving criminal law only for the most
harmful conduct to social welfare, and guide the legislative activity, that will select the
prohibited conducts, through the penal types.42
And so says Cezar Roberto Bitencourt on criminal incidence, that only in the most serious
cases concerning life and society that the criminal type implies a selection of behaviors and,
at the same time, a valuation (typical is already criminally relevant). However, it is also true
that certain behaviors, typical in themselves, lack relevance because they are commonplace
in the social environment, since there is often a mismatch between criminal norms and
socially permissible or tolerated. 43
Having reached such a perspective, it is now necessary to analyse the reasons of fact
and of law that allow the application or non-application of the principle of social adequacy
in cases involving copyright infringement, verifying the benefits that may exist if its
incidence is accepted.
V.

REASONS FOR THE APPLICATION OF THE PRINCIPLE

The starting point of monopolised reproduction of intellectual works (copyright) has been,
from the earliest, as an instrument of censorship by the owners of the means of production.
This monopoly continues in force, being supported until the present day in favour of the
41

See GUILHERME DE SOUZA NUCCI, PRINCÍPIOS CONSTITUCIONAIS PENAIS E PROCESSUAIS PENAIS (2015).

42

Rogério Greco approves this thesis, understanding that the principle of social adequacy limits the scope of
the criminal type, restricting its interpretation and excluding it from socially acceptable and accepted
conduct. Thus, the first function of the principle is to guide the legislator in selecting the prohibitive and
imposing conduct. The second concerns the rethinking of criminal law, removing from its protective mantle
the assets whose conduct has already adapted perfectly to the evolution of society.

43

See CEZAR ROBERTO BITENCOURT, TRATADO DE DIREITO PENAL (2003).
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same agents, but with bias of economic censorship. The economic and technological
development caused new problems to be added to the branch of copyright. Technology has
long since introduced new methods and mechanisms capable of reproducing intellectual
works, such as cinematography, xylography, mimeography, microfilming, photocopying, and,
in recent times, xerocopy.
Thus, from the perspective of the first acquisition and consequent sale of counterfeit CDs
and DVDs, which are highly disseminated and socially accepted, it is seen that society seems
to act in a real ‘collusion’ with the counter-factor; mainly because of the ease provided by
the media to everyone has easy access to literary and phonographic works, in particular.
Today, with a simple download on the world computer network, private individuals supply
their computers and other electronic devices with the works uncomplicatedly found in the
virtual environment. 44
According to Túlio Vianna, “the high value of books, CDs, DVDs and computer programs are
sustained by a shortage of intellectual works artificially created by a monopoly of the right of
copy granted by the State to the owners of the means of production.”45 And the author
continues stating that “(…) this artificial shortage, far from protecting the rights of the author
of the intellectual work, mainly benefits the ‘cultural industry’, to the detriment of the poor class
of the population, that is obliged to choose between the consumption of subsistence goods and
cultural goods and ends up opting for those.”46
It is undoubted that there is remarkable tolerance of society in relation to this type of trade.
In fact, there is a parallel market for the sale of ‘pirated’,47 CDs and DVDs, which is attended
by a large number of consumers. Few, in fact, are those who prefer to invest more money to
acquire an object, physical or otherwise, original and sold by specialised trades. For this
44

Added to this is the fact that there are still, in large volumes, agents that use material means - and not
virtual ones - for the counterfeiting of objects. A good example of this is the "xerox industry". In this sense, it
is the opinion of Virginia Luna Smith: "The intention of the legislator was to strengthen the protection of the
legal good, which, however, proved absolutely insufficient to face piracy, the 'xerox industry' in the
university environment, which the teachers, especially in the Law course.”. See VIRGÍNIA LUNA SMITH, PLÁGIO,
PIRATARIA, FAIR USE E A (DES) CRIMINALIZAÇÃO DA VIOLAÇÃO DE DIREITO AUTORAL (2012).

45

See TÚLIO LIMA VIANNA, A IDEOLOGIA DA PROPRIEDADE INTELECTUAL (2006).

46

Id.

47

In Brazil, the term "pirate" was created to refer to products that are falsified or created by non-licit means.
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reason, the commercialisation of counterfeit products is expressive and is everywhere, truly
spread by society, without generating any negative valuation of the conduct, but not
unanimity, to the people - and also the Public Power.
The immediate effect of this is the creation of a subsystem of culture, where all the projects
and desires of life that the members of the social environment have are found. In the
cultural environment are ideologies and ideas in general. And today, irrefutably, it is possible
to consider that the collective desire is to possess goods, and few escape from this rule, as a
true portrait of a society marked by commercial and capitalist values.
Citizens whose resources are earned through socially licit methods obtain the objects in a
legally adequate manner. On the other hand, those who do not have these resources are
inclined to acquire objects through oblique, or rather illicit, ways. The lack of space for the
maintenance of life within the axes of normality means that the agent cannot integrate into
the social fabric and, consequently, be thrown into the sphere of informality, particularly
when it is a crime that society sponsors and applaud.
In the context of informality, these citizens eventually acquire goods from the same way.
Thus, their own conditions of work, of social interaction and acquisition of goods and inputs,
with proper regulations of a parallel society, with their own values and naturality of the
illicit practices, are created. It should not be forgotten that in the field of criminality, the
penal system consists almost exclusively of persons belonging to the economically vulnerable
social classes, attesting to the existence of a field called ‘cultural criminality’ and, even more,
to a criminal selectivity.
The secular principles of Criminal Law mandate the duty to apply the incriminating norms
indiscriminately, in homage to the constitutional principle of isonomy, it is possible to reflect
that the criminalisation of conduct is carried out from the ‘making’ of the laws until the
execution phase of the sentence, when the agent violates the norm. As it happens, there is a
certain degree of selectivity in criminal matters erected by a makeup and a false discourse of
equality, in which a minority of citizens is benefited.
Criminal law itself represents an unequal par excellence system, since large portions of the
lower classes of the social fabric are inserted in their conduct and punishments, which are
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often influenced by those who are more affluent, generally detained of power and that
dictate the rules of conduct.
And this is the Brazilian reality when talking about criminal selectivity. The criminal system,
according to this trend, is not structured according to the ends it wants, but acts as an
instrument of perpetration of power and arbitrariness, stirring up the problems related to
violence and social exclusion. For this reason, criminal law would in fact be geared towards
political purposes.
Criminal selectivity is one of the objects of study of modern critical criminology, whose
discourse deconstructs criminal law as a system of crime prevention and punishment,
especially because it is an egalitarian model, in which religion, sex, ethnicity, social class and
origin does not matter to the incidence of the guarantees and penalties intrinsic to the
Brazilian criminal structure.
This is what the distinguished doctrine Nilo Batista shows us: “(…) the penal system is
presented as an egalitarian, reaching people also in function of their conduct, when in fact their
operation is selective, reaching only certain people, members of certain social groups, on the
pretext of their conduct. (…) Finally, the penal system is committed to protecting the dignity of
the human person, when in fact it is stigmatising, promoting degradation in the social figure of
its clientele.”48
Therefore, faced with the socially tolerated commercialisation of goods of spurious origin,
often falsified, it must be said that the first current seeks to legitimise the abstention of
Criminal Law in copyright crimes because of the economic shortage and social situation of
those involved in crimes of this nature, who are apparently victimised by the logic of the
criminal system precisely because they commit an offence in a kind of ‘state of necessity’, in
which they seek financial means for their own survival.

48

See NILO BATISTA, INTRODUÇÃO CRÍTICA AO DIREITO PENAL BRASILEIRO (2007).
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The discussion about criminal selectivity - which is very close to the American Labelling
theory,49 - gains strength when doctrine corroborates positively for such arguments. Some
argue that crime is the product of a double selection filter: first, there is the choice of goods
worthy of state criminal protection; and, second, the selection of stigmatised individuals
among all those considered to be offenders of the criminal order. In the same vein, Eugenio
Raul Zaffaroni affirms that the penal system is clearly directed more towards some people
than against others and the respective types of criminal actions.
Therefore, to be criminal comes from the social labelling, without even being able to affirm
that it is a logical consequence of the criminal conduct that practices.
This is compounded by the fact that it is possible to note the serious problems involved in
work situations and high unemployment rates, which fully favours the construction, even if
extremely informal, of places where the sale of artefacts that have been falsified and violated
copyright and neighbouring rights.
Some work activities provide members with an economic insertion of the worker in society.
This means that, from the capitalist point of view, the workers are nothing more than mere
consumers, since such a model of society is driven by the unstoppable pursuit of profit and
movement of the economy.
Francisco José Ramires, in his master's dissertation, criticising the labor situation in Brazil,
explains that “(…) this is a strong argument when a portion of the population spends much of
their time looking for work, while the other lives with the fear of losing theirs. We can also add
the own camelôs.”50 In several cases, these people have given up looking for occupation in
the formal market. We must not forget the following: far from being mere obstacles to job
creation, street workers are also unemployed.

49

The theory of the labelling approach (symbolic interactionism, labelling or social reaction) is one of the most
important theories of conflict. Emerged in the 1960s in the United States, its main exponents were Erving
Goffman and Howard Becker. By means of this theory or approach, crime is not a quality of human conduct,
but the consequences of a process in which such "quality" (stigmatisation) is attributed. Thus, the criminal
only differs from the common man because of the stigma he suffers and the label he receives". See NESTOR
SAMPAIO PENTEADO FILHO, MANUAL ESQUEMÁTICO DE CRIMINOLOGIA (2012).

50

In Brazil, it is called street vendors the set of shops created informally, without going through procedures
with the public administration.
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As seen, it is argued, in favour of the social adequacy of the conduct, that the social control
is shown anointed of typical characteristics of selectivity and discrimination.51 It is said that,
since the possibilities of being labeled as delinquent do not depend, as empirical studies of
Criminology show, on the conduct practiced, which generated social repercussions, but on
the social state enjoyed by the individual in the design of the social class pyramid.
Callegari, addressing the selectivity of Criminal Law, which is one of the foundations used by
the current favourable to the atypicality of crime, writes that Criminal Science “(...)
demonstrates that there is no process of selection of criminal conduct, but rather people who will
be labeled as delinquents.”52
It is alleged that it is enough to circulate through the streets and avenues of any Brazilian
city so that it is before thousands of people passing through and others acquiring counterfeit
products with such naturalness, without any fear of police coercion.
And based on the reality faced by the Brazilian society about the fight against and retention
of the crime of copyright infringement, Judge Roberto Coutinho Borba, in a remarkable
sentence handed down at the request of the defendant's conviction by the Public Prosecution
Service of the state of Rio Grande do Sul, for the practice of violation of copyright, stated
that “(…) and the most astonishing thing is that the practice of copyright-related facts is
committed to the scanners in various sectors of the middle and upper classes, but, as usually
happens in a legal system affected by selectivity, only the popular layers face the setback
stigmatising of Criminal Law.”53
In addition, some doctrinators and judges, accepting the notion proposed by Welzel, defend
that the fact is atypical, by its non-social relevance. Under this approach, they consider it
unjustifiable to maintain the punishment of the offence by the simple exercise of
subsumption to a legal text, but that does not arouse actual danger to social harmony.

51

Some authors believe that the crime of copyright infringement in Brazil is a great example of what the
doctrine calls "Symbolic Penal Law", that is, the consequence of a Promotional Criminal Law, that the State,
considering the political anxieties, employs laws penalties, disregarding the principles of the discipline, such
as minimum intervention, with the sole purpose of using material for social transformation.

52

See ANDRÉ LUÍS CALLEGARI & MAIQUEL ÂNGELO DEZORDI WERMUTH, SISTEMA PENAL E POLÍTICA CRIMINAL (2010).

53

The sentence is available in Portuguese at http://s.conjur.com.br/dl/sentenca-camelo.pdf (last visited Aug.
15, 2017).
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The Judge also explains other points, making a comparison with other everyday situations
that demonstrate the violation of copyright. For example, high-end cars equipped with
equipment for the reproduction of music, which are downloaded from internet sites, without
any amount paid by way of copyright. It is also the case of people who circulate with their
cell phones listening to songs that were downloaded irregularly, that is, without the artist
expressly disposing of the work for that purpose.
Although the activity of informal traders is objectionable from a criminal-legal point of view,
they are insignificant for those holding paternity rights and protecting works, such as record
companies and artists.
Lastly, he urges us to cite another point strongly criticised by this doctrinal sector, concerning
the punishment of the crime in question. In effect, the camelôs are nothing more than a
small part of the complex scheme of falsification of products and, in this context, the
legislator distressed the conduct with a minimum sentence of two years of imprisonment,
expressing disproportionality in relation to the legal good of protection of the standard.
In view of this, we can make the following synthesis on the current argument defending the
atypicity of conduct by the incidence of the principle of social adequacy: there is no denying
the existence of a cultural crime formed within a sphere of informality and, therefore, the
largest selected by the criminal type of copyright infringement are those who are placed in
the lowest strata of society, since they do not have the material conditions to realise their
dreams, thrown to a new society on the margins of the law. Thus, in addition to
disproportionate punishment, the criminalisation of this crime violates the principles of
justice and equity, since more affluent strata of society are part of the scheme violating
copyright in ways other than selling on public roads.
Thus, the conclusion reached about the benefits of applying the principle of social adequacy
is that certain acts such as copyright violation are no longer considered as a criminal
behaviour reproduced daily in society, which is mostly prevalent amongst only the poorer
portions of society, commonly marked by criminalisation in Brazil. However, applying the
principle in this case represents granting a criminal permit for merchants selling ‘pirate’
products to have a way of obtaining income, without incurring a crime.
VI.

REASONS FOR THE NON-APPLICATION OF THE PRINCIPLE
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The dissenting part of the doctrine, which opts for the non-application of the penal principle,
argues that the principles of social adequacy and insignificance should be used with caution,
in order to avoid their indiscriminate application encourages the practice of crimes against
property. The legal right protected by the crime of Article 184 of the Criminal Code is
precisely the copyright, whose economic impact is measured by the value that is prevented
from being received, when suffering from piracy, and not the amount received by
counterfeiters and sellers.
So to speak, there are four arguments that deny the incidence of the principle of social
adequacy in the cases of sale of imitated products, referring to the (i) the validity of the
norm; (ii) the non-possibility of removal from the material typicity by virtue of the principle;
(iii) that the conduct which is not only damaging to the author of the work but is also
harmful to the tax authorities, which is not socially tolerable; and (iv) the fact that it is not
possible to claim adaptation of society when, in fact, the Public Authorities are under
control.
In fact, the criminal law is in force, as it was not revoked, expressly or tacitly, by any other
later rule. The principle of social adequacy does not have the power to revoke the article of
law. 54
The reiteration in illicit activities can demonstrate, on many occasions, the incapacity of
repression of the conduct by the State. However, the continued practice of a crime does not
necessarily mean that it has become socially appropriate, so that, if it accepts this thesis, it
creates an environment in which the legal good protected by the criminal law is exposed to
any injury or danger of injury.
Corroborating with the thesis of the impossibility of recognising the principle of social
adequacy to the crime in question, this chain presents as an argument the phenomenon that,
in fact, taking into account the inefficient control of the Public Power in relation to the sale

54

Although it serves as a point for the legislator, who should have the sensitivity of distinguishing conduct that
is considered to be socially appropriate from those that are being reprimanded for criminal law, the
principle of social adequacy alone does not have the power to revoke incriminating criminal offenses. Even
though the practices of some criminal offenses, whose incriminating conduct society no longer considers
pernicious, are constant, it is not up to the agent's claim that the fact that he practices is now socially
adequate. One law can only be revoked by another, as determined in the caput of art. 2 of the Law on
Introduction to the Civil Code. See ROGÉRIO GRECO, CURSO DE DIREITO PENAL (2009).
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and distribution of CDs and DVDs which rely on the violation of copyright, active subjects
use illegal trade to earn profits, directly or indirectly.
In this same chain, the Supreme Federal Court has already ruled that conduct cannot be
considered socially tolerable, given the significant losses suffered by the national and
international music industry as well as by the inequality in relation to the merchants
regularly established and by the tax authorities, since it is a fraud to not pay taxes.55
Although there are few judicial decisions on the subject, it is quoted the following, coming
from the Supreme Federal Court wherein the case concerned the sale of pirated CDs and the
application of the principal of social adequacy:
“PENAL AND PENAL PROCEDURE. HABEAS CORPUS. CRIME OF INFRINGEMENT OF
AUTHORAL LAW. SALE OF CDS "PIRATES". ALLEGATION OF LIABILITY OF CONDUCT
BY STRENGTHENING THE PRINCIPLE OF SOCIAL ADEQUACY. IMPAIRMENT.
INCRIMINATING STANDARD IN FULL VENTILATION. ORDER DENIED.
I - The conduct of the patient conforms perfectly to the criminal type provided in art.
184, § 2, of the Penal Code.
II - The incidence of the incriminating rule is not affected by the fact that the company
allegedly accepts and even encourages the commission of the offense by acquiring the
counterfeit products.
III - A conduct that causes enormous losses to the Treasury due to tax fraud, to the
national record industry and to the regularly established merchants cannot be
considered socially tolerable.
IV - Order denied.”56
In the topic of tax loss, the understanding that is born is that Criminal Law would be
responsible for the solution of what would be in charge of Administrative or Tax Law - which
would violate the principle of minimum intervention, which, through its own institutes ,
would resolve the issue.
55

56

Some understand the complaints that unite the crime provided for in article 184 of the Criminal Code with
the offence established in article 12 of Law nº. 9.609/98, which protects the copyright of a computer
program (software).
STF - HC 98.898 / SP, Rapporteur Minister Ricardo Lewandowski, DJe nº 91, publicado em 21.05.2010.
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The fact that the trade in counterfeit goods is disseminated and vulgarized in the social
environment does not make conduct socially irrelevant, reasonable or tolerable, since
suppliers and consumers are fully aware of the spurious origin of goods and are not lacking
in awareness of the illegality of the activity.
Indeed, the authorities’ tolerance of copyright infringement is not strong enough to mean
that conduct is no longer known as typical. As well as the distinguished penitentiary Cezar
Roberto Bitencourt, the possible tolerance of the authorities or the indifference in the
criminal repression, as well as the alleged disuse, do not appear in our criminal legal system
as a cause of exclusion of typicality. The incriminating norm cannot be neutralised or
considered revoked as a result of misrepresentation of the constituted authorities.57
What is lacking, therefore, are major and repeated operations to combat the falsification of
products by government agencies, including advertising campaigns to clarify the subject.
This lack of care alone would not have the effect of making the crime atypical.
This chain is based on the thesis that the principle of adequacy is not able to rule out
material typicity, since it cannot be understood as a cause of exclusion of typicity, but rather
as a hermeneutic criterion, according to the legal system adopted in Brazil.
Luiz Flávio Gomes believes that the principle under study does not focus on the sale of
counterfeit objects, saying that the sale of pirated CDs cannot be considered legally
tolerable. This is not a legally approved fact. There are a huge number of court injunctions
against pirating of CDs. This proves that the commercialisation of pirated CDs is far from a
subject of quiet acceptance.58
In this context, corroborating with the thesis of the inapplicability of the principle of social
adequacy, the Superior Court of Justice issued Precedent 502,59 which proclaims the typicity
of the crime of copyright infringement for the purpose of profit (article 184, § 2, of the
Brazilian Criminal Code) when the agent exposes pirated CDs and DVDs.
57

See 4 CEZAR ROBERTO BITENCOURT, TRATADO DE DIREITO PENAL (2003).

58

GOMES, Supra note 32.

59

According to Precedent 502 of the Superior Court of Justice, "given the materiality and authorship, it is
typical, in relation to the crime foreseen in Article 184, § 2, of the Penal Law, the conduct of exposing sale
CDs and DVDs 'pirates'".
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Finally, in order to cite important precedent on the application of the above-described
Precedent 502, there is the following judgment:
“SPECIAL FEATURE REPRESENTATIVE OF CONTROVERSY. PENAL. OFFENSE TO ART.
184, § 2, CP. OCCURRENCE. SALE OF CDS AND DVDS "PIRATES". ALLEGED ATIPICITY
OF CONDUCT. PRINCIPLE OF SOCIAL ADEQUACY. INAPPLICABILITY.
1. The jurisprudence of this Court and the Federal Supreme Court are directed to
consider, typically, formally and materially, the conduct contemplated in article 184,
paragraph 2, of the Criminal Code, thus removing the application of the principle of
social adequacy, of who exposes for sale CDS AND DVDS "pirates".
2. In the event that the materiality and authorship is proven, it would be unfeasible to
dispense with the resulting criminal consequence based on the above principle.
3. Special Appeal Provided.” (STJ - REsp 1193196 / MG, Rapporteur Minister Maria
Thereza de Assis Moura).60
Thus, it is perceived that the Brazilian courts have preferred not to apply the principle of
social adequacy in concrete cases, although their benefits are diverse, on the grounds that
there are several injured by such conduct, being the Public Administration, the consumer
and the tax authorities.
VII.

CONCLUSION

Based on the present research, it remains to be seen that a considerable part of Brazilian
doctrine and jurisprudence understands that certain behaviours, although they subsume the
incriminating penal norm, there is no social relevance capable of negatively influencing the
sense of justice or have great acceptance in the environment.
There is no doubt that the subject is controversial and finds two very well defined positions.
On the one hand, the first is that the individual who practices the typical behaviour is, in
most cases, merely a ‘camelô’, victim of criminal selectivity, who enters into the field of
informality and from there acquires products to ensure their survival, which would
legitimise the application of the principle of social adequacy as a cause of exclusion from

60

Superior Tribunal de JustiÃ§a STJ, RECURSO ESPECIAL : REsp 1193196 MG 2010/0084049-5, Inteiro Teor.
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materiality. On the other hand, the second current, followed by the Supreme Federal
Supreme Court, emphasizes that the conduct is still provided for by the Brazilian legal
system, without foreseeing in its composition any element that excludes its application as a
crime or that testifies to its disobedience by society, claiming to be the problem arising from
the lack of supervision by the Public Power, which ends up conniving with the situation.
It is certain that the discussion does not end there and ends up extending to the
interpretation of the principle itself. For some, it is no more than a simple hermeneutical
rule, aiding the interpretation of criminal law. For others, it is a cause of justification or
exclusion of the typical, not only in the crime in question, but in various situations of daily
life, such as, not to go too far, the popular “game of the beast”, and others cited: child's ear to
ornament with earrings, irrelevant restrictions of freedom and houses of prostitution.
In the meantime, the first conclusion reached is that it is necessary that the principle in
question be applied with some reserve, and should not become, under any circumstances, a
rule in the area of criminal law, especially when other legal disciplines are able to provide
better and more effective solutions for concrete cases, as with Administrative and Tax Law.
Therefore, the judgments and remedies given in specific cases involving the crime of
copyright infringement by the Brazilian High Courts are considered correct, not least
because they do not admit the incidence of the principle of social adequacy, since they
cannot visualise, with clarity, reason in the claims favourable to its application. It is to be
noted that the offense does not only affect the author and the connected ones, but also the
Treasury and the consumer, who ends up buying second-line products and certainly ‘pirated’.
On the other hand, although we do not believe in the thesis of the application of the
principle of social adequacy in screened cases, it is necessary to stress that there is no doubt
that the main (re)incidents in the crime of copyright infringement are people who lack of
possibilities to acquire goods through channels considered socially lawful and in a legally
adequate manner. Indeed, allegations of utter ignorance of the prohibition of the conduct of
selling products in violation of copyright, rather than social tolerance, by the subsystem
created around culture are not infrequently visible.
Still, it is in this sense that there is no doubt that it is imperative that an immediate and
urgent re-reading of the article in question be made, in order to avoid endless discussions,
!109

[VOL II]

JOURNAL OF INTELLECTUAL PROPERTY STUDIES

[ISSUE I]

which will always be in charge of the accusatory and defence body in the concrete situation,
offering positions certainly contradictory to each other, but which can only lead to quite
different decisions in similar cases.
It is concluded, in this way, that although the conduct of marketing products understood as
‘pirated’ is not socially adequate, given the social tolerance and especially of the Public
Power, which insists on turning a blind eye to the situation that is spreading in the various
Brazilian cities, it is possible to argue, on the other hand, that the penalty commenced by the
criminal legislator is completely uncalled for and should not serve to support a
condemnatory decree, since it closely approximates conduct considered intolerable and that
entails much greater damage and prejudice to the victims and family member.
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OBLIGATIONS UNDER ARTICLE 39.3 OF TRIPS: THE DATA EXCLUSIVITY V. DATA
PROTECTION DEBATE IN THE INDIAN CONTEXT
SAKSHI PAWAR AND SMRITHI BHASKAR*
Protecting test data submitted to governments by pharmaceutical industries (data exclusivity or
data protection), is a hotly debated issue of intellectual property. While on one hand, longer
data exclusivity for a broader range of data can prove beneficial to R&D in the pharmaceutical
industry, the flip side is the lack of widespread access to affordable medicines, and the possibility
of a public healthcare crisis if the safety and efficacy of the drug cannot be accessed and verified.
In India, recent proposals to extend data exclusivity to 10 years in the pharmaceutical industry
is indicative of the wave of arguments for and against longer protection times to data. A
difference is required to be drawn between the data protection regimes mandated by Article 19.3
of the TRIPs regime and the data exclusivity regimes imposed by the TRIPs Plus regimes.
In order to balance the public health objectives of a short and narrow data exclusivity regime
with the requirements and benefits of the R&D industry, a multitude of factors need to be taken
into consideration. The need for life-saving drugs at affordable costs, the trade-off between
incentivising R&D and access to health, the lack of opposition or revocation of drug approvals,
or the possibility of ever-greening of drugs in the Indian market needs to be pitted against the
arguments that the Indian economy could greatly benefit from strengthening data exclusivity
norms, increased innovation, and the need to protect investments. These arguments are also to
be viewed in the light of mounting pressure on India from regional and international trade cooperations and long-standing trade partners to strengthen secrecy norms. The authors aim to
provide policy recommendations to ensure that India does not give way to mounting foreign
pressure while still safeguarding investment interests.
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I.

INTRODUCTION

In 2014, the European Medical Agency (‘EMA’) settled a lawsuit with the pharmaceutical
giant AbbVie.1 AbbVie wished to obtain market approval for its new drug and had conducted
extensive and expensive clinical trials to prove its effectiveness. As procedure mandated, this
data was provided to the medical agency to check for safe consumption. The medical agency
published this data in a bid to improve transparency in public healthcare. However, AbbVie
commenced litigation, fearing that such publication would make it easier for generic drug
manufacturers to obtain approvals for their bio-similar drugs, and rob it of any advantage
(and therefore a return on the investment in clinical trials) of being the innovator and first
producer. This litigation was settled when AbbVie agreed to provide redacted documents,
which, according to the company, adequately safeguarded its commercial interests, and
according to the EMA, will not affect the readability of the reports and will serve the purpose
of lifting the veil of secrecy that currently shrouds the pharmaceutical industry.2 However,
similar litigation that commenced simultaneously by InterMune is still underway.3
The basis for such cases against regulators stems from the idea of data exclusivity (or data
protection, based on whom you ask), which protects hitherto undisclosed data (such as
clinical trial data) submitted to a pharmaceutical regulator in order to obtain approval for a
new chemical entity to enter the market.4 Finding its origins in anti-trust law, data
exclusivity seeks to protect the investment that drug-innovating companies put in from drugreplicating ones. It is assumed that data submitted to obtain approvals for drugs is of
commercial significance, and therefore it should be protected (usually for a period ranging
from 4 years to 7 years) from competitors. The onus in this regard is on the Government,

1

AbbVie drops legal action in EU drug secrecy case, THOMSON REUTERS, (Jan. 15, 2018), https://in.reuters.com/
article/us-europe-medicine-secrets/abbvie-drops-legal-action-in-eu-drug-secrecy-caseidINBREA321HA20140403.

2

Ed Silverman, European Ombudsman Questions EMA Redactions of AbbVie Trial Data, THE WALL STREET
JOURNAL (Nov. 12, 2014), http://blogs.wsj.com/pharmalot/2014/11/12/european-ombudsman-questionsema-redactions-of-abbvie-trial-data/.

3

Europe’s Regulator Digs in for Drug Data Fight, THOMSON REUTERS, (Jan. 15, 2018), https://in.reuters.com/
article/europe-medicines-data/update-2-europes-regulator-digs-in-for-drug-data-fightidINL6N0DH3A520130430.

4

Janene Boyce, Disclosure of Clinical Trial Data: Why Exemption 4 of the Freedom of Information Act Should Be
Restored, 3 DUKE L & TECH. REV. 36 (2005).
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through its regulatory agencies, to keep the data submitted to it in secrecy and confidence.
While this obligation lies equally in terms of pharmaceutical products as well as agrochemical products, this essay will focus only on pharmaceutical products, since the access to
medicine movement weighs heavily on policy and interpretations of the law in this regard.
II.

THE TRIPS PLUS AGENDA: A MINUS FOR DEVELOPING NATIONS

The obligation to safeguard data submitted to regulators is mandated under Article 39.3 of
the Agreement on Trade-Related Aspects of Intellectual Property Rights, 1995 5 (‘TRIPs’),
wherein such data is to be protected against unfair commercial use.
Member States may devise their own regulatory regimes for the pharmaceutical industry
within the broad ambit of Article 39.3 and many governments permit generic drug
manufacturers to use data already submitted by the originator company to obtain
approvals.6 However, a data exclusivity period, usually also incorporated within this
regulatory regime, lays down how long generic drug manufacturers or bio-similar drug
manufacturers have to wait before obtaining access to data submitted by the originator
company, or the time period that has to pass before a regulatory body can rely on previously
submitted data to approve the entry of a bio-similar drug.7 The data exclusivity regime,
strictly interpreted, is stricter than the data protection regime envisaged by Article 39.3 of
the TRIPs Agreement, and is usually justified by citing high R&D and the time costs involved
in developing new chemical entities.8 The inclusion of the concept of data exclusivity was a
brainchild of TRIPs-Plus, the post TRIPs movement where developed countries demanded
greater trade protection. Developing nations are often strong armed into including them in

5

6

7
8

Article 39.3 of the Agreement on Trade-Related Aspects of Intellectual Property Rights (adopted Jan. 1,
1995).
Wael Armouti & Mohammad F.A. Nsour, Data Exclusivity for Pharmaceuticals: Was It the Best Choice for
Jordan Under the U.S.-Jordan Free Trade Agreement? 17 ORLANDO REV. INT’L 261 (2016).
Id.
John Graham, Crisis In Pharma R&D: It Costs $2.6 Billion To Develop A New Medicine; 2.5 Times More Than
In 2003, FORBES (Jan. 12, 2017), https://www.forbes.com/sites/theapothecary/2014/11/26/crisis-inpharma-rd-it-costs-2-6-billion-to-develop-a-new-medicine-2-5-times-more-than-in 2003/&refURL=https://
www.google.co.in/&referrer=https://www.google.co.in/.
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trade agreements with developed nations.9 With respect to Article 39.3, Free Trade
Agreements (‘FTAs’) such as the USA-Vietnam FTA,10 the USA-Malaysia FTA11 and the USASingapore FTA12 include strong data exclusivity regulations, that are as onerous as the
domestic legislations of USA and the EU. For instance, in the Singapore FTA, a generic drug
manufacturer, apart from waiting for the data exclusivity period to end, has to also show
consent from the innovator before approval is granted to a bio-similar, under Chapter 16,
Article 8.4(c). The Trans-Pacific Partnership was heavily criticised for its data exclusivity
provisions which stated that a minimum period of 5 years had to be granted, for all ‘new
pharmaceutical products’, 13 regardless of their patentability. Further, new uses, new
formulations or new dosages were to be granted protection of a minimum of 3 years. The
TPP does not provide for any qualifications as to unfair commercial exploitation, which is
the only requirement under the TRIPS Agreement. After the US’ withdrawal from the FTA,
The Comprehensive Progressive Agreement for Trans-Pacific Partnership, between the
remaining 11 countries was signed in March, 2018. However, this Agreement provides for
the suspension of Articles 18.50 and 18.51 until such time members decide to remove the
suspensions.14
Similar to the provisions in the TPP, the Regional Comprehensive Economic Partnership
(‘RCEP’), between ASEAN members, Australia, China, India, Japan, South Korea and New
Zealand, also seeks to impose data exclusivity obligations on members. Rules proposed by

9

Tojo Jose, What is TRIPs Plus? What is Data Exclusivity?, INDIAN ECONOMY (May 10, 2017), https://
www.indianeconomy.net/splclassroom/what-is-trips-plus-what-is-data-exclusivity/.

10

Agreement between the United States of America and the Socialist Republic of Vietnam on Trade Relations,
(July 2000), https://ustr.gov/sites/default/files/US-VietNam-BilateralTradeAgreement.pdf.

11

Robert Galauntucci, Data Protection in a U.S.-Malaysia Free Trade Agreement: New Barriers to Market Access
for Generic Drug Manufacturers, 17:4 FORDHAM INTELL. PROP. MEDIA & ENT. L.J.1088 (2007).

12

United States-Singapore Free Trade Agreement, May 06, 2003, 42 I.L.M. 1026, https://ustr.gov/tradeagreements/free-trade-agreements/singapore-fta/final-text.

13

Article 18.51.1 of the Trans-Pacific Partnership Agreement, (Feb. 4, 2016), https://ustr.gov/tradeagreements/free-trade-agreements/trans-pacificpartnership/tpp-full-text.

14

Article 2 of the Comprehensive and Progressive Agreement for Trans-Pacific Partnership, Annex, (Mar. 8,
2018), https://www.mfat.govt.nz/en/trade/free-trade-agreements/free-trade-agreements-concluded-butnot-in-force/cptpp/comprehensive-andprogressive-agreement-for-trans-pacific-partnership-text/.
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Japan and Korea,15 under Article 5.16, provides that a regulatory authority has to provide
exclusivity to the first applicant of data submitted for regulatory approval of new chemical
entities, and further that the authority is obligated to prevent others from relying on that
data. In essence, it prevents regulatory review of generic drugs.16 However, Indian
negotiators were opposed to such obligations being imposed by the FTA,17 and bilateral
meetings to discuss the IP Chapter took place in February, 2018.18
The North American Free Trade Agreement19 (‘NAFTA’), in Articles 1771.5 and 1771.6 lay
down the data exclusivity obligations of USA, Canada and Mexico. These provisions make it
mandatory to ensure non-disclosure of data submitted to governments, and also stipulate
that the government must not allow for its unfair commercial use. However, clause 6 goes on
to prohibit the use or reliance on data submitted, without the originator’s permission, for
approval of other products, for a minimum period of 5 years.
The US-DR-CAFTA,20 between the US, Dominican Republic, Costa Rica, El Salvador,
Honduras and Guatemala is another such example of a trade agreement seeking to impose
onerous data exclusivity obligations on member states. It requires the grant of exclusive
rights to the originator, for a minimum of five years, regardless of the data being undisclosed
or otherwise non-protectable under TRIPS. 21 By not limiting these provisions to ‘undisclosed

15Single

Working Document on the Intellectual Property Chapter, Regional Comprehensive Economic
Partnership (RCEP) Free Trade Agreement, KEI , (Oct. 15, 2015), http://keionline.org/sites/default/files/
RCEP-IP-Chapter-15October2015.docx.

16Dr.

Burcu Kilic, Data Exclusivity in the Regional Comprehensive Economic partnership (RCEP), PUBLIC CITIZEN,
https://www.citizen.org/system/files/case_documents/rcep-data-exclusivity_0.pdf.

17India

to Oppose Anti-generics Proposals at RCEP Meet, (Oct. 24, 2017), https://www.livemint.com/Industry/
fkn3MeuV9youkAFyBK1CKM/New-Delhi-to-oppose-antigenerics-proposals-at-RCEP-meet.html.

18Leena

Menghaney, Delhi’s RCEP Talks on Intellectual Property Shouldn’t Forget India’s Role as ‘Pharmacy of the
World’, THE WIRE, https://thewire.in/diplomacy/delhis-rcep-talks-on-intellectual-property-shouldnt-forgetindias-role-as-pharmacy-of-the-world.

19

North American Free Trade Agreement, signed on 17 December 1992, [1994] CTS 2 (entered into force 1
January 1994).

20
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test data’, generic manufacturers cannot rely on data submitted, regardless of whether the
originator has kept the data in question confidential or not.
While it is undisputed that the data referred to under Article 39.3 deserves protection within
the rationalities of intellectual property rights, recent events surrounding the efficacy and
side-effects of certain approved drugs have raised the question of the impact of such norms
on public health.22 This flipside to data exclusivity was seen by the introduction of unsafe
HPV vaccines into the Japanese market.23 While regulatory authorities did not have
sufficient money to replicate certain clinical trials and they permitted the medicine to enter
the market regardless. It turned out that the vaccine was not meant to be approved and it
produced fatal side effects. This could have been prevented if the generic drug companies
were provided the data as they would have discovered an error in efficacy while replicating
the clinical tests.24
One must also keep in mind the highly international nature of this problem, since the
decision of one regulatory agency impacts the data submitted to and the decision made by a
regulatory agency in a different jurisdiction.25 With such far reaching consequences,
stringent secrecy norms may require relaxation.
However, such controversies have not initiated appropriate responses. In 2016, the EU
released a Directive regarding trade secrets26 and the US promulgated the Defend Trade
Secrets Act of 2016 (‘DTSA’),27 which have both strengthened the protection regimes in two

22

Health Action International Criticises Support for EU Trade Secrets Directive Report, HAI WEB, http://
haiweb.org/publication/health-action-international-criticises-support-for-eu-trade-secrets-directive-report/.
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Mizuho Aoki, Suit Opens in Tokyo over Cervical Cancer Vaccine Side Effects, THE JAPAN TIMES, https://
www.japantimes.co.jp/news/2017/02/13/national/crime-legal/suit-opens-tokyo-court-cervical-cancervaccine-side-effects/#.WmORkqiWZPY.

24

Jim E. Riviere and Gillian J Buckley, Ensuring safe Foods and Medicines through Stronger Regulatory Systems
Abroad, NATIONAL ACADEMIES PRESS, Washington (2016) 23.
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Weisfeld V, International Regulatory Harmonization amid Globalisation of Drug Development, 1st edn. Forum on
Drug Discovery, Development, and Translation; Board on Health Sciences Policy; INSTITUTE OF MEDICINE
(2013).
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curl=pages/special_topics/general/general_content_000555.jsp&amp;mid=WC0b01ac05809f363e.
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of the most developed pharmaceutical markets in the world, causing public health activists
to raise concerns about repetitions of public health concerns caused by such ‘pro-IP’
policies’.28
There are two primary problems with ‘pro-IP’ data exclusivity norms: public health concerns
relating to safety and efficacy of the approved drugs which affect both developed and
developing nations, and access to medicines and stymying the generic drug industry; which
largely affects developing nations, which not only house most of the generic drug
manufacturers but also are most in need of timely and cheap drugs.
The solutions however, are the same: relaxing data exclusivity provisions and creating data
protection regimes. This will allow non-competing research organisations, public health
activists, journalists and, in some cases, the government itself to use the submitted data to
ensure that nothing is amiss in the regulatory process. In addition, allowing generic drug
manufacturers to rely on the data in measured ways, as detailed later, will greatly boost the
access-to-medicine agenda.
The issues that arise out of this policy struggle are two-fold: under Article 39.3, how strong
the data exclusivity regime is expected to be, and whether the regime that exists in
developing countries, especially in India, is adequate to meet that threshold. Therefore, the
following discussion surrounding existing regimes in the US, the EU and India will focus on
a critique through the lens of these problems.
III.

DATA EXCLUSIVITY: USA AND THE EU

In the US, the Food and Drug Administration (‘FDA’) is the regulatory authority that collects
and processes clinical trial data to establish the safety and efficacy of new drugs before
granting market access.29 A right of data exclusivity is granted by the Food, Drugs and
Cosmetics Act (‘FDCA’).30 The protection of such data is governed by the Uniform Trade
Secrets Act (‘UTSA’) at the State level,31 though in May 2016, a move was made to make it
28

Supra Note 13.

29

How FDA Evaluates Regulated Products: Drugs, FDA, www.fda.gov/About FDA/Transparency/ Basics/
ucm269834.htm.
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Federal Food, Drug, and Cosmetic Act, June 25, 1938, ch. 675, § 1, 52 Stat. 1040.
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Uniform Trade Secrets Act, Pub. L. No. 109-186, U.S. Statutes at Large, 109 (1985).

!117

OBLIGATIONS UNDER ARTICLE 39.3 OF TRIPS
federally governed by the introduction of the DTSA. Disclosure of data regarding a pending
Non-Disclosure Agreement, depends upon whether there is data already in the public
domain; in which case data to that extent is disclosed and no more. Further, all data
regarding disapproved and abandoned applications as well as applications for which
approval is withdrawn are disclosed upon request. However, such requests, once denied are
not appealable. 32 For all approved applications, a summary of disclosed data is released,
though what makes it to the summary and what is considered confidential in this regard is
completely as per the discretion of the FDA.33 Further, a data exclusivity period of five years
also exists for New Molecular Entities under the Hatch-Waxman Act of 1984.34
The earlier view of the FDA was that all non-public data was entitled to protection. However,
courts have since then held that clinical trial data does not qualify within the FDA definition
of a trade secret, as there is no direct relationship between the data and the manufacturing
process.35 This requirement has since then been adopted by the FDA by way of an
amendment in 1994.36 However, this question continued as far as 2000, where a drug
manufacturer argued that granting access to clinical trial data will enable competitors to
create competing products, and that it would reduce the number of patients who sign up for
these trials in the first place, making it difficult for R&D to improve.37 The court ordered the
FDA to release the requested data, and did not accept these arguments as clinical trial data is
specific to the drug it is submitted for and cannot be used by competitors.
The underlying test that the FDA must consider is if and whether competitors can use the
information that they are releasing. However, the FDA regards it as confidential commercial

32

Development and Approval Process (Drugs), U.S Food and Drug Administration, FDA, (2014), http://
www.fda.gov/Drugs/DevelopmentApprovalProcess/.
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Code of Federal Regulations, 21 CFR 20.61, (1994).
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(1984).

35

Public Citizen Health Research Group v. Food and Drug Administration, et al, 704 F.2d 1280 (D.C. Cir.
1983).
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information as it has commercial value. Therefore, the FDA does not release this data as it is
confidential commercial information and it is exempted from being released under the
Freedom of Information Act (‘FOIA’).38
In the European Union, the European Medicines Agency (‘EMA’) is the regulatory agency
established to grant market access.39 The EU has an eight year data exclusivity term, and a
two year market exclusivity term currently in force. The EMA classifies clinical data as
clinical reports and individual patient data (‘IPD’). Since January 2015, the EMA has been
publishing clinical trial data which includes:
●

the clinical overview, providing a critical analysis of the clinical data in the submission
package, including the conclusions and implications of the clinical data;

●

the clinical summary, which provides a detailed factual summarisation of all the
clinical information submitted;

●

the study reports on the individual clinical studies;

●

three appendices to the clinical study reports, namely the study protocol, the sample
case report form used to record information on an individual patient and
documentation of the statistical methods used to analyse the data.40

Prior to this policy being implemented, the frontrunner case in the EU to ensure that clinical
trial data was released was the Nordic Cochrane Centre v. EMA case.41 The Ombudsman
concluded that the requested clinical trial data was to be released if the drug was already
patented, as then the IP related information regarding composition was already publicly
available and therefore not deserving of protection.

38
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regulation/landing/human_med icines_regulatory.jsp.
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document_library/Other/2012/03/WC500124536.pdf.
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However, the recent EU Trade Secret Directive has changed that perception and has public
health activists and journalists up in arms about the coming changes in this field.42 The new
directive has a broad definition of trade secrets, which could be read to include clinical trial
data. While public health groups have always advocated for removing clinical trial data from
the definition of trade secrets conclusively, and for ensuring that such data is not protected
as confidential commercial information as it is in the US, this Directive broadens the scope of
trade secrets. While the EU has allayed fears that this directive will affect the obligations of
pharmaceutical companies to disclose data to the EMA,43 public health activists are fearful
that situations such as the AbbVie controversy will find more place in the EU pharmaceutical
sector. However, since the Directive is still recent, it remains to be seen if drug
manufacturers will use the broad definition of a trade secret in it to defeat the disclosure
policy of the EMA.
Both the US and the EU regimes are recognised as going above and beyond the requirements
of TRIPs, and also posing a barrier to compulsory licensing regimes and access to
medicines.44
IV.

DATA PROTECTION REGIMES: INDIA

As part of her obligations under WTO and TRIPs post 1995, India under Article 39.3 is also
bound to protect undisclosed information or trade secrets. Like other common law countries,
there is at present no legislation protecting trade secrets in India; and indirect means found
under contract law, common law and fiduciary position are used to provide protection for
illegal use of trade secrets.45 However, apart from the usual problems faced by innovator
companies submitting data to Indian regulators, there is also the problem of illegal access
42

Directive (EU) 2016/943, Protection of Undisclosed know-how and Business Information (trade secrets)
against their Unlawful Acquisition, Use and Disclosure, European Parliament and of the Council, 8 June
2016.
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Frequently Asked Questions: Protection against the unlawful acquisition of undisclosed know how and business
information (Trade Secrets), The European Commission, https://ec.europa.eu/growth/industry/intellectualproperty/trade-secrets/faq_en.
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Correa C, Protection of Data Submitted for the Registration of Pharmaceuticals: Implementing the Standards of
the TRIPS Agreement, SOUTH CENTRE, Geneva; (2002), https://www.ncbi.nlm.nih.gov/pmc/articles/
PMC5490222/#CR1.

45

Jaya Bhatnagar and Vidisha Garg, Information Security Risk Management, MONDAQ, (May 21, 2009), http://
www.mondaq.com/india/x/79418/Information+Security+Risk+Management /Data+Exclusivity.
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and data theft in India. The information disclosed to the government is not protected with
secrecy clauses and is frequently accessed illegally.46
The obligation of India under Article 39.3 only exists when usually ‘undisclosed information
is disclosed to the government for approval.’47 Once this information has been submitted, India
must ensure that generic drug manufacturers do not receive access to this information or
rely upon it to obtain approval of a generic bio-similar.
Similar to US law, India differentiates between commercial and non-commercial use. In the
case of Mayo v. Prometheus48 in 2012, the Supreme Court said that data exclusivity is only
allowed for commercial use prevention. The case was pertaining to the exclusion of dosage
methods from data exclusivity. The court considered the natural law aspect of the biological
correlations between therapeutic efficacy and the patented matter. It stated that the dosage
quantity was such a natural law correlation of the product itself that excluding it would lead
to unnecessary monopolisation. The finding of a new dosage method was necessary for the
patent and not a unique factor that involved investment and needed to be excluded. It had
non-commercial connotations and data exclusivity was therefore not applied. It is important
to then mention protection against commercial use alone in our statutes. Our courts, while
interpreting, can then differentiate between ancillary test data and data pertaining to the
manufacturing process which is alone to be protected.
V.

PUBLICISING DATA FOR PUBLIC GOOD

Several opposition groups are against this idea of protecting clinical trial data. The first
reason is that within India, the obligation to provide clinical trial data is for “new chemical
entities.”49 These chemical entities require vast amounts of time and money to create and
discover. When the information will be provided to the Drug Controller of India, the Indian
regulatory authority it will not have sufficient funds to conduct research into the efficacy or
46

M. D. Nair, Protection of trade secrets, undisclosed information, THE HINDU, (November 22, 2001), http://
www.thehindu.com/thehindu/biz/2001/11/22/stories/2001112200060100.htm.

47
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Commerce, Ministry of Commerce and Industry, Government of India (2003) 5.
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49

Animesh Sharma, Data Exclusivity with regard to clinical data, Indian Journal of Law and Technology, Vol. 8
(2007), 82, 87.
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the safety of the drug. The companies filing for approval will essentially test the drug
themselves and decide whether it complies with regulations in India. This system can be
remedied if the test data is published, which will provide other companies the opportunity to
test out the data themselves and figure out if the process adheres to the drug controllers’
guidelines or not.
Second, the long gestation period to conduct clinical test trial data will further delay the
arrival of life saving drugs at an affordable price in the market. This will therefore have a
detrimental impact on public health as there will be an absence of affordable generic drugs
for diseases such as HIV/AIDS and diabetes.50 In countries such as India with minimal to no
research in medicine, the provisions of data exclusivity will only further hinder R&D. 51 We
can take the example of the Atazanavir drug priced at USD 10,000, which was sold in the
Guatemalan markets. This drug was a part of HIV treatment and was provided data
exclusivity for five years under the relevant law. Due to such protection, it took a
considerable period, even after 2009, for the generic medicine to hit the market.52
Third, there is a fear in the mind of the legislators that these laws protecting trade secrets
will prevent the Drug Controller from accessing the information that has been provided to
the Controller previously and may allow for filing of therapeutically equivalent versions.
This may lead to the ‘ever-greening’ of drugs that are being filed. 53 Ever-greening is the
extending of patent protection beyond the period of 20 years by filing for another patent
application after inducing a negligible change in the product. Ever-greening is bad for the
economy, especially of developing countries because it extends patent protection to certain

50
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51

Drug Companies Should Not Have a Monopoly over Clinical Trial Data, http://www.bio-medicine.org/
medicine-news/Drug-Companies-Should-Not-Have-a-Monopoly-Over-Clinical-Trial-Data-18366-1/.

52

Data Exclusivity & Access to Medicines in Guatemala, Doctors without Borders/Médecins Sans Frontières,
Campaign for Access to Essential Medicines, (February 2005), http://www.cptech.org/ip/ health/ trade/
cafta/msf022005.html.

53

Report on Steps to be taken by Government of India in the context of Data Protection Provisions of Article 39.3
of TRIPS Agreement, Department of Chemicals and Petro-chemicals, (May 31, 2007), http://
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life-saving drugs than that which is required.54 This can be seen by the case of Novartis
which had changed the structural composition of the compound but not the efficacy.55 The
Supreme Court stated that this counted as ever-greening and could not be permitted.
However, this fear seems a little unfounded as the law can accommodate the Controller by
allowing it access to the information that had been previously submitted to it. The Centre for
Intellectual Property Rights (‘CIPR’)56 and Commission on Intellectual Property Rights,
Innovation and Public Health (‘CIPIH’)57 have interpreted Article 39.3 to state that the
government must protect against ‘unfair commercial use’ and checking the application to
prevent ever-greening does not count as an unfair commercial use.
Fourth, there is also an argument against the interpretation of Article 39.3 that includes data
exclusion. Article 39.3 itself does not speak of protection of test data but follows from Article
39 which speaks of protection of undisclosed information. Therefore, the extra protection
awarded to test data for pharmaceutical companies has been questioned by organizations in
developing countries which are against it. This was supported by India’s 88th Parliamentary
Report on Patents and Trademarks Systems, 2008 where it was held that the Uruguay round
had rejected the possibility of data exclusivity and therefore including the same would be
overstepping the TRIPs mandate and reaching into TRIPs-Plus.58 India is not required to
oblige with TRIPs-Plus conditions and therefore does not need to include this.59 On an
international front, India’s stand is pro-generic (and by extension, domestic) drug
manufacturing industries. The Indian Delegation’s comment in the current debates
surrounding TRIPs reiterates that Article 39.3 does not mandate protection of undisclosed
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test data from anything apart from unfair commercial use.60 The obligation under this
Article is about “protecting certain data against unfair commercial use and not about creating
exclusive rights on such data.” The comment points out the mounting pressure on India to
adopt exclusive rights, and states that “The adoption of such standards may lead to a
restriction of legitimate generic competition for products which are already in the public
domain.”
Fifth, to compete with the original drug, generic drug companies will be required to conduct
their own trials and expend time researching on material which is already available. This is
both unethical and wasteful. Unethical, as the trial will require risky experimentation on
animals and humans. Wasteful, as the research facilities will spend months on appropriate
test data which is already with the government. 61
Sixth, test data cannot be shared with statutory compulsion as Section 84 of the Indian
Patents Act, 1972 does not provide for it. Section 84 stipulates that when a patented product
is needed in greater quantity in the market, the government can order for its compulsory
licensing to companies who also wish to manufacture it. 62 Thus, compulsory licensing of
essential patents will not make a difference if the test data cannot also be disclosed under
compulsion. 63
Seventh, the US is India’s largest exporter in pharmaceuticals. 64 Further, generic Indian
drugs reduce the costs by 98%.65 If the data exclusivity law comes into place the exports
60
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from India will be reduced by a considerable margin and this will affect both, our domestic
manufacturers and the HIV plagued people across the world. Nearly 6.5 million people are
plagued with HIV but only 1.3 million receive medicine.66 Data exclusivity will seriously
deter access to healthcare at reasonable costs across the globe. The trade off to big pharma
companies securing costs at higher margins cannot be that medicines are provided after five
years to those who need them.
Eighth, data exclusivity offers no chance of opposition or revocation. An ordinary drug
company cannot appeal against a decision for non-disclosure. This inability to question what
should or should not be revealed creates paranoia in the industry.67 This exponentially
increases the possibility of ineffective, and even worse, potentially harmful drugs entering
the market. Further, not providing anyone access to the data submitted would only further
delay the process of discovering ineffective and harmful drugs, by which point the damage
may already be done.
India adheres to TRIPs in complying with what would constitute ‘protected data or
undisclosed information’. The data therefore relates to the details of results of safety and
efficacy testing of drugs which pertain to humans, animals and plant health. ‘Other data’
which may fall under the protection of such law may be other manufacturing, packaging and
conservation methods. The other data is only protected information if it relates to the extent
of requiring a market approval for the drug. What constitutes requirement for ‘market
approval of drug’ is a relative term and can be open to all forms of interpretation. To decide
which information to disclose, India chooses to stand by the opposition. Paragraph 4 of the
DOHA Declaration on TRIPs Agreement and Public Health68 held that “TRIPs should be
interpreted and implemented in a manner supportive of WTO members’ right to protect public

66

Id.

67

Krishna Sharma, Of new drugs, safety and data exclusivity side-effects, BUSINESS LINE, http://
www.thehindubusinessline.com/specials/pulse/by-invitation/article9549392.ece.

68

Clift C, Data Protection and Data Exclusivity in Pharmaceuticals and Agrochemicals, in Intellectual Property
Management in Health and Agricultural Innovation: A Handbook of Best Practices, Oxford, UK and PIPRA,
Davis, USA, 434, www.ipHandbook.org.

!125

OBLIGATIONS UNDER ARTICLE 39.3 OF TRIPS
health and, in particular, to promote access to medicines for all.”69 Therefore, the test data is
left deliberately unprotected to meet our interests as a developing nation.
VI.

PROTECT INFORMATION TO PROTECT INNOVATION

There are also arguments in favour of exclusivity. First, the longer time taken and assurance
of protected investment will allow companies to be thorough in their testing of new drugs.
This increases safety of the medicines marketed to India. Second, in line with the most trite
IPR argument, greater protection incentivises innovation. Third, our research is insufficient
in comparison to U.S and European companies. As per the Special 301 Committee Report
prepared annually by the Office of the United States Trade Representative (‘USTR’), India is
one of the countries posing trade barriers to intellectual property protection.70 The Special
301 report has three categories, the Priority Foreign Country (countries providing least
protection), the Priority Watch List (countries providing inadequate IPR protection) and the
Watch List (for countries where certain rights are not protected). India’s National
Manufacturing Policy which includes compulsory licensing has dissatisfied the US Trade
Chief who believes that it disincentives innovation.71 As a result, India is on the Priority
Watch List. Its purpose is to provide a list of countries that the U.S will impose unilateral
sanctions on for loss of investment. Although, India has not yet had any sanctions imposed
on it, Ukraine has previously been sanctioned with increased tariffs for inadequate
protection of copyright against piracy. The possibility of a charge from the US is a palpable
and their inaction should not lead us to disregard it. Even if, no such sanction is imposed,
companies with requisite R&D become wary of visiting India and this deters our
development. Fourth, India is receiving mounting pressure to provide adequate IPR
protection not only from these countries but also regional trade co-operations. Recently, at
the 18th round of the RCEP held in Philippines, Japan and South Korea requested that data
exclusivity for a period of four years at least be introduced. According to the Humanitarian
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aid organisation Médecins Sans Frontières (‘MSF’), if such a measure is taken, India will not
remain as the ‘pharmacy of the world’. Its production from generic companies will come to a
halt and it will stop being one of the greatest exporters of medicine.72 The RCEP is a trade
agreement with ASEAN Countries and six other nations such as Australia, New Zealand,
Japan, Korea etc. It will play the role of a very important trade bloc after the fall of the Trans
Pacific Partnership which was scrapped by President Trump as a job killer.73 The RCEP will
play an important role for India’s economy since the Free Trade Agreement that was meant
to be signed with the EU back in 2007 has been in the doldrums due to India’s refusal to
agree with the data exclusivity regime.74
VII.

TO EXCLUDE OR NOT TO EXCLUDE? INDIA CHOOSES BORDERLINE SOLUTION

To assuage companies from other nations, the Department of Chemicals and Petrochemicals
(‘DCPC’), under the Ministry of Chemicals and Fertilizers in February 2004, convened the
Satwant Reddy Committee to decide whether data exclusivity should be granted for test data
for pharmaceutical products.75 By the year 2007, the report was formulated and it contained
two primary recommendations for pharmaceutical test data. First, it stated that the time
limit should be five years for the data exclusivity for pharmaceutical products.76 Second, it
stated that data exclusivity should not apply to drugs for life threatening diseases such as
HIV/AIDs.77 Third, the committee suggested upgrading the technical infrastructure to ensure
that leaks of test data information did not occur. A transitional period during the time of
72
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regulatory checks was recommended where minimum data protection would be afforded.
The post transition period (when regulatory approval has been granted) will be of five years.
During this period, the Drug Regulatory Authority will not be permitted to access data
submitted by the originator, even if to check for subsequent market approval. India has
attempted to compromise the standards expected by these nations and its domestic needs by
implementing a data exclusivity plan for agro-chemical products instead and will also
increase the time limit in 2017.78
There is already a provision for data exclusivity under Rule 122E of the Drugs and Cosmetics
Rules, 1940. This rule states that a ‘new drug’ is a drug which has previously not been
approved in India. This new drug status persists for four years and during this time Rule
122B applies to any similar drug being registered. Schedule Y under Rule 122B provides that
the clinical tests of reaching that bioequivalence must be established for the similar drug to
be registered.79 Resubmission of clinical data implies that a four-year data exclusivity plan
should be at play. It is now the same provision that is causing a furore in the Indian scenario.
The DTAB wishes to extend the four-year limit to ten years, increasing the time limit of data
exclusivity. 80 However, there may not, in fact, be any actual cause for concern. This can be
observed by Rule 122E (3), which allows the Director General to waive off clinical test data
proof if bio equivalence can be established with the new drug.81 Test data from the foreign
applicant is presumed to apply if bio-equivalence is demonstrated. According to the 59th
Report of the Parliamentary Standing Committee on Health, this clearance by the Director
General is now a norm.82 If that is the case, then the clinical test data is not even required by
the pharma companies and we can ride past the fear of data exclusion. The fear instead in
the minds of foreign companies, only grows. They lose out on investment by merely
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providing their test data to the committee as a bio-equivalent drug will be registered
regardless. While, this seems to not be a fearful thing for Indian pharmaceutical companies,
the system is a farcical idea of data protection that all international MNCs have looked
through. Therefore, the call for data exclusivity persists and the discussion is pertinent even
today.
Since our laws only provide ambiguous and half-hearted protection to both the MNCs and
India’s own pharma companies in certain instances, new methods of implementing data
exclusivity must be considered.
What must be considered is the impact of any changes on not only Indian generic
manufacturing, but also foreign companies that currently have a fear of entering the Indian
market.83 The population problem has stymied the chance of adequate health care and
instant cheap access to medicines is to be the end goal in deciding these policy changes. 84 It
is undisputed that given the lack of current innovation in India, the generic industry is the
only way forward to provide access to medicine, and therefore, foreign research data is
required to be accessible in India.85 The question is whether the time delay in the entry of
generics is justifiable, or whether it can be tackled using different policies.
Analysing the economy, it is to be expected that regardless of generic variants, the strength
of India’s consumer market may be strong enough to entice pharma companies to sell their
products. In that event, these companies may delay introducing their drugs by two to three
years and not beyond that. The exclusivity period of five years then is only detrimental to us.
On the flipside, these drugs will not be introduced at all in our markets for 2-3 years.

83

Nayanima Basu, US investors still concerned over compulsory licensing in India, BUSINESS LINE, http://
www.thehindubusinessline.com/news/us-investors-still-concerned-over-compulsory-licensing-in-india/
article9565821.ece.

84

Chinese Pharma Maintains Decent Growth and Prospects Amid Deepened Reform, Wicon International Group
LLC, <http://www.pr.com/press-release/713398>.

85

Id.

!129

OBLIGATIONS UNDER ARTICLE 39.3 OF TRIPS
The secretary of the Indian Pharmaceutical Alliance (domestic pharma lobby group), Dr. D.
G. Shah has requested that India be taken off US’s priority watch list.86 The concerns of the
USTR pertain mostly to the ambiguous compulsory licensing provisions in India and not the
data exclusivity arguments immediately. However, under Section 85 of the Indian Patents
Act, 1972, only 2 cases of compulsory licensing have occurred with US pharma companies.
India’s presence on the priority watch list is uncalled for as TRIPs allows for compulsory
licensing if the prices and competitive behaviour of the firms is unreasonable.87 Further,
India’s data exclusivity provisions consider its needs as a developing country and US is only
strong-arming India into changing its policy. Therefore, the alliance has moved an appeal
against this move. These drug companies are also affected as India is the US’s largest
medicine exporter. If data exclusivity comes into place, the exports will produce drugs after
5 years and they will become outdated from the market. Therefore, data exclusivity will be
more potentially damning for Indian pharma companies, who would have to invest their
own R&D and develop the drugs.
VIII.

POLICY RECOMMENDATIONS

India is required to take a more liberal view of data exclusivity as it is one of the largest
suppliers of generic medicine with a vast population of the country suffering from life
threatening diseases such as AIDs and cancer. The recommendations which have been
provided by the Satwant Reddy Committee prove to be correct on both counts of (i) time for
exclusivity and (ii) the items that can be limited. However, the Committee has not dealt with
regulating the audience that can be provided with this information. For example, to ensure
that ever-greening does not take place, the Drug Controllers Authority should be allowed to
review previous applications to check if the new patent application is therapeutically
equivalent.88 Therefore, government entities should be allowed to monitor and have access
to the information provided. Next, the authority may not have sufficient funds to conduct
research on the data; therefore certain research institutes should be provided with access to
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the information to consider the test data. Such a use would be a non-commercial use and
would not lead to exploitation. The time limit of 5 years for the test data is an appropriate
time limit. Further, India cannot afford to prevent generic versions of life saving drugs from
entering the market. This is in line with other patent provisions that can be found in the
Indian Patent Act, 1970 and TRIPs as well to ensure that the public health is read into the
provisions of TRIPs. Therefore, for certain provisions TRIPs provides for ‘public noncommercial use’ along with the provisions regarding medical emergency.89 This is done to
allow for public use even if there is no emergency to use that technology.90
This leaves us with the matter of the implementation of the Satwant Reddy Commission
report, which has still not been implemented a decade after it came out. The principle
behind data exclusivity is to provide the companies some time to recoup investment that was
spent on testing to finalise the product. Once that is achieved the test data can be released to
the public. This creates an incentive for the multi-national companies from developed
countries to introduce their products in the Indian markets - an act that will not be
accomplished if there is no legislation in India which provides the Satwant Reddy Committee
report the authority of law.
Lastly, instead of having a restriction on data exclusivity we can adopt the Compensatory
Liability Model.91 Data is not restricted from being used; instead compensation is paid for
using such data. Data exclusivity is, after all, a slippery slope. If the US could induce India to
introduce it into our laws they could keep petitioning for sanctions against us and include
even more data than required within this criterion. Compensation will prevent restriction
entirely and the situation will not come to pass.
In conclusion, India’s current stance on data protection is TRIPs compliant, and even has
space for further leniency in provisions. While it is understandable that having no period of
data exclusivity, though TRIPs complaint, would potentially scare innovator companies away,
a shorter period of data exclusivity, or a more liberal interpretation of non-commercial use
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may be preferred. Further, there is every need to keep in mind the larger goal of access to
medicine as a public health issue while deciding on India’s national policies, and by
becoming less protective of innovator clinical data, India will pave the way for more
developing nations to take a stance and interpret Article 39.3 in a more liberal fashion.
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