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ARTICLE 17, EU DSM DIRECTIVE 

DEBATING UNSAFE HARBOURS AND CHILLING EFFECTS 

AKRITI GAUR 

 

ABSTRACT 

The EU Digital Single Market (“DSM”) Directive was adopted on 26th March 2019. Article 

17 of the Directive seeks to modernise existing laws related to digital copyright 

protection and content-sharing platforms. In doing so, it disrupts the prevailing 

intermediary liability regime in more ways than one. It creates strict obligations on 

content-sharing platforms— obligations which may compel such platforms to 

proactively censor lawful speech. While on the one hand, Article 17 is both timely and 

necessary to protect the interests of right-holders, it is equally important to ensure that 

unintended consequences on the free flow of information and speech interests of users 

are prevented. To this end, this paper unpacks the ongoing debate on Article 17 and its 

potential impact on free speech and expression of platform users.  

 

 Akriti Gaur, Senior Resident Fellow, Vidhi Centre for Legal Policy 
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INTRODUCTION 

Ever since the first call was made to modernise the European Union’s (“EU”) copyright 

regime in 2016, there has been significant debate on the future of platform liability and 

information consumption, and consequent impact on users, right-owners and service 

providers. The text of the EU Directive on ‘Copyright and Related Rights in the Digital 

Single Market’ (“DSM or Directive”),1 was adopted on 26th March 2019 in Strasbourg.2 

The Directive must be implemented by Member States by June 7, 2021. The DSM is a 

product of more than two years of multiple legislative drafts, Member State 

deliberations, and stakeholder consultations. A key objective of the Directive is to 

provide for a ‘single market’ where a free flow of goods, services, and people is possible 

across Member States.3 Among other things, it imposes heightened obligations on digital 

platforms in order to ensure transmission and hosting of lawful content. In the past few 

years, multiple drafts of the DSM have been scrutinised by scholars, activists and legal 

commentators for want of consistency with the existing human rights framework and 

techno-social realities of the region. Article 17 of the Directive,4 in particular, has 

witnessed significant controversy for its perceived impact on the service providers on 

the one hand, and unintended consequences on user rights on the other. It sheds new 

light on the existing uncertainty between intellectual property protection and 

competing fundamental rights, especially the right to free speech and expression. A 

plain reading of the text of the DSM makes it clear that the instrument seeks to achieve a 

‘fair balance’ between interests of ‘authors and right-holders’ and those of ‘users’.5 

However, the lack of adequate clarity on the obligations of Online Content Sharing 

Service Providers (“OCSSPs”) raises a few red flags with respect to the implementation 

of the DSM and its subsequent impact on free speech interests of individuals. Thus, 

while the intention of the DSM is unquestionable, certain expected measures which 

would be utilised by OCSSPs are debatable. It is feared that in the absence of subsequent 

clarity through Member State law or further judicial assessments, the central goal of the 

DSM—to strike a fair balance between competing fundamental rights of copyright-

holders and OCSSP users— may be difficult to achieve.  This paper explores the on-

going debate on the impact of Article 17 on the future of information consumption on 

the Internet, and its allied effects on free speech. Its scope of enquiry it limited but 

significant— to examine whether heightened obligations on OCSSPs to remove or 

 

1Directive 2019/790, of the European Parliament and of the Council of 17 April 2019 on Copyright and 
Related Rights in the Digital Single Market and amending Directives 96/9/EC and 2001/29/EC, 2019 O.J. 
(L 130) 1. http://www.europarl.europa.eu/news/en/press-room/20190321IPR32110/european-
parliament-approves-new-copyright-rules-for-the-internet. [Hereinafter, ‘Directive on Copyright and 
Related Rights in the DSM’] 
2European Parliament Press Release, European Parliament approves new copyright rules for the internet, 
(March 26, 2019) http://www.europarl.europa.eu/news/en/press-
room/20190321IPR32110/european-parliament-approves-new-copyright-rules-for-the-internet. 
3 Directive on Copyright and Related Rights in the DSM, supra note 1, 1. > 
4  Id. at 119, art. 17 (read with Article 2(6) and Recitals 61-71). 
http://www.europarl.europa.eu/news/en/press-room/20190321IPR32110/european-parliament-
approves-new-copyright-rules-for-the-internet.  
5 Id. at 93, recital 6. 

http://www.europarl.europa.eu/news/en/press-room/20190321IPR32110/european-parliament-approves-new-copyright-rules-for-the-internet
http://www.europarl.europa.eu/news/en/press-room/20190321IPR32110/european-parliament-approves-new-copyright-rules-for-the-internet
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restrict infringing content is likely to have an unpalatable impact on free speech 

interests of users. The paper recognises that in the absence of specific Member State law, 

these concerns may be premature. However, in order to ensure that preliminary 

concerns are adequately addressed by legislation or judicial clarity, it is crucial to 

examine their validity. To this end, the paper unpacks the debate as it has unfolded in 

Europe, particularly after the adoption of the DSM in 2019. At the same time, it explores 

possibilities which would address such concerns, i.e. EU Member State laws further 

clarifying the text and inserting tailored speech protections.  

To this end, Part I provides a contextual background to the text of Article 17 insofar as it 

appears to be in conflict with the fundamental right to free speech and expression. Part 

II briefly examines the relationship between the right to free speech and expression of 

Internet users and intellectual property rights right-holders. It analyses European case 

law to highlight elements of Article 17 which can facilitate free speech violations. 

Specifically, it analyses the obligation on OCSSPs— specifically the obligation on 

‘specific’ content monitoring (which would potentially involve technological tools) to 

identify and remove access to infringing content and its implications on the right to free 

speech of users.  

 

PART I - ARTICLE 17 AND OCSSPS 

Most digital or Internet-based communication platforms such as social media 

applications and video sharing websites do not generate their own content. They simply 

host and disseminate content generated by their users and third parties. In this sense, 

such platforms are legally treated as ‘passive’ actors. They are a medium for users to 

interact on, exchange information, or obtain/provide services. However, as these 

platforms have grown and generated significant network effects, their capability to 

cause harm to users through hosted content has risen exponentially. Further, the 

addition of new obligations of due diligence, monitoring, ensuring prompt action on 

content takedowns, and consumer protection has expanded the framework for liability 

considerably. This disrupts the traditional understanding of intermediaries. In fact, as 

more legal regimes are moving towards heightened obligations, particularly in the field 

of copyright, it becomes crucial to analyse the changing wave and its consequent effects 

on the future of information consumption on the Internet, and protection of allied rights 

of users.  

Most content-based digital platforms in EU are regulated by the EU E-Commerce 

Directive (“ECD”). The ECD largely regulates ‘information society services’,6 which are 

services provided to users at a distance for some remuneration through an electronic 

medium. These would include a large class of digital platforms such as Internet Service 

Providers (“ISPs”), online sellers, search engines etc. Article 17 of the DSM, however, 

 

6 The term ‘service’ has been defined to include Information Society Services under Directive 2015/1535, 
of the European Parliament and of the Council of 9 September 2019 on laying down a procedure for the 
provision of information in the field of technical regulations and of rules on Information Society services 
(codification), art. 1(b), 2015 O.J. (L 241) 1, 3.  
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carves out a smaller category of such ‘information society services’ called OCSSPs.7 

OCSSPs are platforms which provide a medium for communication to the public.8 In 

order to qualify as an OCSSP,  an ‘information society service’ must be involved in 

storage and facilitation of access to ‘large amount of copyright-protected works’ or 

‘other protected subject matter’ which is uploaded by users/third parties.9 It must be 

engaged in the activity of ‘organising’ and ‘promoting’ such information for a profit.10 It 

should be noted that the profit-making aspect does not mean that there should be a 

direct monetary relationship between the user and the service provider. As a result, 

many social media websites, and video sharing platforms which provide ‘free’ access to 

users but may generate revenues through advertising may be classified as OCSSPs. 

Whenever an OCSSP provides public access to copyright protected content, which may 

be user-generated, it engages in an ‘act of communication to the public’.11 In this 

scenario, the OCSSP cannot host or share protected content without obtaining necessary 

authorisation from the copyright holder through instruments such as a licensing 

agreement.12 Further, Article 17 states that where an OCSSP commits an ‘act of 

communication to the public’ as established in the DSM itself, it shall not be protected 

by limitations to liability as laid down in the E-Commerce Directive13, what is commonly 

known as the ‘safe harbour’.14Article 17 in its present form holds OCSSPs liable for 

hosting or transmitting infringing-content on their platform. The OCSSP must obtain 

requisite permission from right-holders as per the framework established under 

Articles 3(1) and 3(2) of the Directive 2001/29/EC (“EU Copyright Directive”).15 If such 

authorisation is not obtained and the OCSSP publishes infringing-content, it can be 

exempt from liability if the following conditions are met— the OCSSP must demonstrate 

that it has—(i) made ‘best efforts’ to obtain requisite authorisation from right-

holders,16 (ii) made ‘best efforts’ to ensure that access to infringing ‘works or other 

subject-matter’17 is restricted or blocked based on existing information provided by 

right-holders, (iii) complied with a ‘high standard of professional diligence’18 while 

acting on the information provided,19 and (iii) promptly removed content (or restricted 

access) upon receiving some information by the right-holder.20 Further, in order to 

 

7 Directive on Copyright and Related Rights in the DSM, supra note 1, art. 2(6).  
8 Miquel Peguera, The New Copyright Directive: Online Content Sharing Service Providers lose e-
Commerce Directive immunity and are forced to monitor content uploaded by users (Article 17), KLUWER 

COPYRIGHT BLOG (Sept. 18, 2019), http://copyrightblog.kluweriplaw.com/2019/09/26/the-new-
copyright-directive-online-content-sharing-service-providers-lose-ecommerce-directive-immunity-and-
are-forced-to-monitor-content-uploaded-by-users-article-17/?print=print. 
9 Directive on Copyright and Related Rights in the DSM, supra note 1, at 113 art. 2(6). 
10Id. . 
11Id, at 119,  art. 17(1).  
12Id. 
13 Directive 2000/31/EC of the European Parliament and of the Council of 8 June 2000 on certain legal 
aspects of information society services, in particular electronic commerce, in the Internal Market, recital 
45, O.J. (L 178) 1, 6. [Hereinafter, ‘Directive on E-commerce’] . 
14 Directive on E-commerce. id. at art. 19(1).  
15 Directive on Copyright and Related Rights in the DSM, supra note 1, at 119 art. 17(1).. 
16Id. at 120, art. 17(4). 
17 Id. 
18Id. 
19Id. 
20Id. 
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ascertain the nature and extent of compliance with these conditions, the principles of 

proportionality will be followed.21 Further, the nature and size of the service provider 

and it’s user-based, and the availability and affordability of ‘suitable means’ and 

feasibility for users will be factored in. It must be pointed out that certain OCSSPs which 

have a turnover that is less than a minimum prescribed limit, and which do not cater to 

a large number of users, enjoy certain relaxations under this provision.22 This may 

particularly benefit start-ups and small businesses which do not have the necessary 

infrastructure to comply with some of these conditions.  

 

The provision also requires OCSSPs to ensure that the rights of content creators are 

adequately protected. OCSSPs must ensure that infringing content is not hosted or 

transmitted. Significantly, the law recognises the role played by certain content-sharing 

services, and seeks to do away with traditional intermediary exemptions in a bid to 

‘close the value-gap’ between holders of the copyright and the platforms which violate 

such rights.23 The term ‘value-gap’ refers to the use of copyright-protected content by 

digital service providers often in the absence of remuneration, or unfair terms of use to 

the right-holders.  

 

Thus, the objective of Article 17 is both desirable and welcome, to ensure that large 

profit-driven platforms suitably compensate artists and creators of the content that 

they host. The conditions outlined in Article 17, also known as an ‘ad-hoc safe 

harbour’24 for OCSSPs are more stringent than the actual ‘safe harbour’ provided to 

‘information society services’ under the ECD. This renewed framework for liability of 

certain ‘information society services’, is a culmination of several existing and proposed 

legislative frameworks of the EU. It must be pointed out that liability for copyright-

infringing content has traditionally been higher in European intermediary liability laws. 

Therefore, it is no surprise that the DSM carries that position forward. In fact, a 

combined reading of EU jurisprudence and global legislative developments in the 

domain of platform liability for unlawful hosting of protected-content indicates that the 

traditional view of intermediaries as mere ‘passive actors’ has significantly evolved. 

Through the DSM, European legislators are hoping to ‘future-proof’ copyright protection 

in a rapidly changing digital world.25 However, it is felt that the obligations imposed on 

the OCSSPs may be difficult to implement and are ridden with ambiguity. In its present 

form, Article 17 creates a fair amount of legal ambiguity for OCSSPs and their liability in 

law. It places a significantly higher burden on platforms to ensure that third party 

content is lawful and not in violation of existing copyright protections. Further, the 

 

21Id. at art. 17(5)(a) and (b). 
22Id. at art. 17(6).  
23Giancarlo F. Frosio, Reforming Intermediary Liability in the Platform Economy: A European Digital 
Single Market Strategy,112 NW. UNIV. L.R.19, (2017), https://osf.io/preprints/socarxiv/w7fxv/download 
24Miquel Peguera, The New Copyright Directive: Online Content-Sharing Service Providers lose 
eCommerce Directive Immunity and are forced to monitor content uploaded by users (Article 17), 
KLUWER COPYRIGHT BLOG (Sept. 26, 2019), http://copyrightblog.kluweriplaw.com/2019/09/26/the-new-
copyright-directive-online-content-sharing-service-providers-lose-ecommerce-directive-immunity-and-
are-forced-to-monitor-content-uploaded-by-users-article-17/?print=print. 
25Directive on Copyright and Related Rights in the DSM, supra note 1, recital 3, https://eur-
lex.europa.eu/eli/dir/2019/790/oj 

https://eur-lex.europa.eu/eli/dir/2019/790/oj
https://eur-lex.europa.eu/eli/dir/2019/790/oj
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weakening of the ‘safe harbour’ would result in OCSSPs being liable for the smallest 

deviation. Perhaps, Member State laws can provide more clarity on what the triggers for 

liability may actually look like. At present, it is feared that OCSSPs may adopt an over-

cautious approach while dealing with protected-content, or any content for that matter, 

on their platforms. Many commentators argue that genuine non-infringing content may 

be taken down from platforms if the slightest doubt over the legality of its use is raised. 

However, some of these concerns are already dealt with in the text of Article 17 which 

states that access to lawful content must not be restricted by OCSSPs. For instance, it is 

stated that any understanding between OCSSPs and right-holders under the DSM should 

not restrict users’ access to content which is lawful or non-infringing.26 Further, it is 

stated that any obligations placed on OCSSPs in this regard should not be construed as a 

‘general obligation to monitor’.27 Further, in the event that content takedowns or 

restrictions to access affect a user, suitable measures for addressing complaints must be 

provided by the OCSSP.28Despite the measures outlined above, there is a predominant 

concern among scholars and legal commentators that the measures employed by 

OCSSPs to comply with Article 17  may have a disastrous impact on the fundamental 

rights of users. The success of the provision lies in its articulation by Member States and 

of course, its mindful implementation by OCSSPs. In fact, recently, the Republic of 

Poland has challenged the DSM, specifically Article 17, alleging violation of the 

fundamental right to speech and expression.29 It has been pointed out that the 

obligations on OCSSPs to ensure and make ‘best efforts’ to restrict access to infringing 

content would result in the adoption of ‘prior automatic verification (filtering)’30 of 

third party content. Such tools are not proportionate to the aim that is sought to be 

achieved. In fact, there is a fear that such tools may be too intrusive, thereby also 

violating information the right to privacy of users. When Article 17 was first discussed 

by the European Commission (draft Article 13), there was severe criticism regarding its 

impact on the liability of intermediaries, and the significant dilution of hosting 

protections traditionally granted to such platforms. It can be seen that when it comes to 

OCCSPs, the EU has successfully transitioned from ‘conditional liability’ as envisaged 

under the ECD to ‘organisational responsibility’.31 Most intermediary laws provide 

exemptions to platforms which are distributors and not publishers of content. The 

distinction between distributor and publisher liability is well settled.32 It flows from a 

higher level of liability imposed content publishers—like newspapers which exercise 

editorial control, as opposed to a lower level of liability (and in some cases, absolute 

 

26Directive on Copyright and Related Rights in the DSM, supra note 1, at 120, art. 17(7). 
27Id. at art. 17(8).  
28Id. at art. 17(9). 
29Tomasz Targosz, Poland’s Challenge to the DSM Directive and the Battle Rages On…, KLUWER COPYRIGHT 

BLOG, http://copyrightblog.kluweriplaw.com/2019/06/10/polands-challenge-to-the-dsm-directive-and-
the-battle-rages-on/.  
30Natalia Mileszyk, Finally! The text of Poland’s Legal Challenge of Copyright Directive was published, 
COMMUNIA (Aug. 21, 2019), https://www.communia-association.org/2019/08/21/finally-text-polands-
legal-challenge-copyright-directive-published/.. 
31  Rhonda Brammer, Safe Harbor in Deep Waters, WALL ST. J. (Mar. 30, 2009),  
https://www.wsj.com/articles/SB123820180286962525. 
32Cubby v. CompuServe Inc. 776 F.Supp. 135 (S.D.N.Y. 1991); Stratton Oakmont v. Prodigy, 23 Media L. 
Rep 1794.. 
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immunity) to mere distributors— Internet Service Providers (ISPs), web hosting 

platforms etc. For instance, a website which merely hosts third-party defamatory 

content on its platform would be akin to an online ‘bulletin board’ since it does not 

create or modify content. The lack of control on the content would make it immune 

from being liable for the defamatory content.33 A key question which arises from the 

legal treatment of OCSSPs under Article 17 is whether they still qualify as 

intermediaries—mere hosting services. A single universally accepted legal definition of 

the term ‘intermediary’ does not exist. It is interpreted broadly and usually refers to a 

digital platform which facilitates access to information or services over the Internet. It 

may or may not actively modify and reorient information. The nature of activeness or 

passiveness of an intermediary varies. For instance, an Internet Service Provider (“ISP”) 

is traditionally an intermediary which provides a medium to users to access the Internet. 

An ISP does not actively monitor or control the content that a user accesses over the 

Internet. However, a video sharing platform such as YouTube would be more active in 

controlling or modifying content which is consumed by users.  

In order to analyse the impact of Article 17 on the extant liability regime of 

intermediaries in EU, it is crucial to examine existing legislation which regulates such 

platforms. The ECD provides a ‘safe harbour’ to certain intermediaries like ISPs which 

are a ‘mere conduit’— do not actively initiate sharing and distribution of infringing 

content, and store data temporarily and exclusively for the purpose of transmission. The 

ECD categorises intermediaries on the basis of their role in the sharing and storage of 

content. It classifies most intermediaries under the broad umbrella term— ‘information 

society services’.34 ‘Information society services’ provide a large number of varied 

online services which are largely free, and include services such as ‘offering online 

information’, ‘commercial communications’ or sharing of information by way of a 

‘communication network’.35 ‘Information society services’ are further sub-categorised 

as ‘caching’,36 ‘mere conduit’37 and ‘hosting’38 services. The ‘safe harbour’ under the ECD, 

and most intermediary liability regimes is a significant legal protection granted to 

digital intermediaries to recognise their passive nature in hosting or publishing content. 

According to the ‘safe harbour’ principle established under the ECD, an intermediary is 

exempt from liability if it does not possess ‘actual knowledge’ of the illegality of the 

content hosted or disseminated through its platform. Immunity can also be provided if 

the intermediary can provide that upon detection, the illegal content was removed or 

access to such content was blocked. The ECD imposes an obligation on intermediaries to 

apply a duty of care to ensure that illegal content and other activities are detected and 

promptly addressed.39 However, it prohibits intermediaries from ‘general monitoring’ 

of content.40 The DSM seeks to distinguish OCSSPs from existing ‘information society 

services’. The DSM recognises that many information society services ‘as part of their 

 

33 See Cubby id. .  
34 Directive on E-commerce. supra note 14,  at recital 18,  gives the scope of ‘Information Society Services’. 
35Id. 
36 Id. art. 13  
37 Id. at art. 12  
38 Id. at art. 14  
39 Id. art. 16  
40 Id. art. 15  
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normal use’ provide access to protected content. The DSM clarifies that Article 17 would 

apply only to those services which occupy a significant role in the domain of digital 

content sharing, and which compete with other services targeting the same audience 

such as video or audio streaming services.41 However, with the use of phrases such as 

the provision of access to ‘large amount of copyright-protected works’, a lot is left to 

interpretation.42 Perhaps, subsequent clarification would be required on these terms, 

and what constitutes ‘large’ amounts of content for any platform to qualify as an OCSSP. 

In this context, one of the key concerns raised by detractors of the DSM is its impact on 

the broader category of ‘information society services’. The DSM recognises that OCSS 

would be different from the information society services as recognised under the ECD.43 

It would not include services which do not have the main objective of providing a 

medium to users to upload content which is copyright-protected, and which do not aim 

to derive profit out of such activity.44 Therefore, general and B2B cloud-services, 

cyberlockers, e-commerce marketplaces would be excluded from the realm of this 

provision. Further, the status of social media platforms is uncertain, and open to debate. 

The DSM further lays down that case-by-case assessments would have to be made of 

whether a service would qualify as OCSSPs for the purpose of Article 17. They may 

potentially qualify as OCSSPs, however, as observed above, ambiguity in the text of 

Article 17 would make it difficult for black and white assessments to be made 

immediately. It is hoped that Member State law provides further definitional clarity on 

the exact categories of OCSSPs.  

 

PART II – ARTICLE 17 AND THE RELATIONSHIP BETWEEN COPYRIGHT PROTECTION AND FREE SPEECH  

Article 10 of the European Convention on Human Rights (‘ECHR’) provides a 

fundamental right to free speech and expression to every individual. This includes the 

freedom to hold opinions, and ‘receive and impart’ information without any 

‘interference’ by a ‘public authority’.45 Restrictions to this right can be made in very 

specific circumstances, in the interest of a ‘democratic society, national security, 

territorial integrity, public safety, prevention of disorder or crime, protection of health 

or morals, reputation or rights of others…’.46 Article 17 of the Charter of Fundamental 

Rights of the European Union, provides a fundamental right to property. Specifically, 

Article 17(2) provides that ‘intellectual property should be protected.’47 Article 1 of 

Protocol 1 to the European Convention on Human Rights states that every ‘natural or 
 

41“The services covered by this Directive are services, the main or one of the main purposes of which is to 
store and enable users to upload and share a large amount of copyright-protected content with the 
purpose of obtaining profit therefrom, either directly or indirectly, by organising it and promoting it in 
order to attract a larger audience, including by categorising it and using targeted promotion within it.”, 
Directive on Copyright and Related Rights in the DSM, supra note 1, recital 62, 106.. 
42 Id. at art. 2(6) 
43 Id, at recital 61, 105-106.. 
44 Id. 
45Convention for the Protection of Human Rights and Fundamental Freedoms, art. 10(1), Nov. 4, 1950, 
E.T.S. 5.  
46 Id. at art. 10(2).  
47 Charter of Fundamental Rights of the European Union, art 17(2), Dec. 7, 2000, 2010 O.J. (C83) 389 
https://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:C:2010:083:0389:0403:en:PDF 
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legal person is entitled to the peaceful enjoyment of his possessions’ and that such 

possession or property should be protected. There is a view that the fundamental right 

to free speech and expression is also applicable to inter relationships between private 

parties where the state is not involved.48 The right to freedom of speech as outlined in 

the ECHR has been applied horizontally by domestic European courts in a number of 

instances.49It must be pointed out that legislation which impacts the relationship 

between competing fundamental rights, such as free speech and intellectual property 

protection, often maintain the necessary balance required by carving out limitations 

and exceptions.50 

This part briefly examines the relationship between the free speech interests of users 

and the need to protect copyright owners as examined by European courts.51 For 

instance, in Ashby Donald and Ors. v. France, the European Court of Human Rights 

(“ECHR”) resolved the apparent conflict in favour of the copyright owners. In this case, a 

few fashion photographers had published pictures from a fashion show on a website 

without seeking permission of the fashion house. French courts found the 

photographers guilty of copyright violation. The ECHR too, while adjudicating upon the 

photographers’ claims of violation of their free speech interests under Article 10 versus 

the fashion house’s right to property (including intellectual property)52as enshrined in 

Article 1 of Protocol No. 1, held that the restriction made by French copyright law was 

consistent with Article 10(2). It must be clarified that the  position taken in Ashby may 

not squarely apply to large scale content infringement which takes place through 

OCSSPs today. However, there is ample evidence to suggest that European courts, 

including the CJEU, have been clear in their objective to balance competing rights of free 

speech and intellectual property protection in recent years, and have been committed to 

ensure that any tension is analysed not only in the context of the text of the legislation 

(and its balancing objectives) but also in the larger context of the ECHR.53 To take a 

more specific example, in Scarlet v. SABAM,54the CJEU examined the the legality of an 

intermediary’s blocking of copyright protected content on its peer-to-peer file-sharing 

software through a ‘filtering’ system. The platform argued that the use of an effective 

filtering tool would necessarily involve monitoring of all information or communication 

on its network, thereby violating free speech and privacy rights of users. This concern 

was echoed by the court in its decision. Scholars note that courts tend to adopt a 

 

48Research Handbook on Human Rights and Intellectual Property (Christope Geiger ed.) (2015). 
49 For a general discussion on human rights and intellectual property, see id.; David Henningsson, 
Copyright and Freedom of Expression inSweden and the European Union - The Conflict Between Two 
Fundamental Rights in the Information Society, (2012) (unpublished Grad, thesis, Lund University) (on 
file with the Lund University Library system) 
http://lup.lub.lu.se/luur/download?func=downloadFile&recordOId=3358162&fileOId=3413117.  
50 See e.g., Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the 
harmonisation of certain aspects of copyright and related rights in the information society, O.J. (L 167) 10,   
https://eur-lex.europa.eu/legal-content/EN/ALL/?uri=celex%3A32001L0029 
51For a larger discussion on the relationship between these rights, as settled in European law, see 
Research Handbook on Human Rights and IP, supra  note 51.  
52Anheuser-Busch Incl. v. Portugal, Merits App. No. 73049/01, (2007) 44 EHRR 42 .  
53Case C-275/06 Productores de Música de España (Promusicae) v. Telefónica de España SAU 2008, ECR 
I-00271, 
54Case C-70/10, Scarlet Extended SA v. Belgische Vereniging van Auteurs, Componisten en Uitgevers 
CVBA (SABAM) 2011, ECR I-771. 

https://eur-lex.europa.eu/legal-content/EN/ALL/?uri=celex%3A32001L0029
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cautious approach while interpreting limitations and exceptions to intellectual property 

rights. Particularly, in the context of copyright protection, it has been observed that 

often while the core of the copyright protections as outlined in the text of the law is 

often maintained, specific measures of achieving that protection may be excluded if 

found to be inconsistent with existing rights and freedoms.55 

Article 17 of the DSM explicitly states that OCSSPs shall not engage in general 

monitoring of all content. This is in line with Article 15 of the ECD which prohibits 

‘information society services’ from a ‘general obligation to monitor’. Monitoring of 

content for a specific purpose, however, is permitted under the ECD.56 Recital 47 of the 

ECD explicitly states that while Member State laws should not impose a ‘general’ 

monitoring obligation, monitoring conditions for ‘specific cases’ may be permitted.57 It 

specifically points to ‘orders by national authorities’ which are in conformity with 

national laws. Recital 66 of the DSM, clarifies the implementation of Article 17 in a 

similar manner. It states that Member States should not impose general monitoring 

obligations on OCSSPs. It further states that in order to avoid liability for hosting 

infringing content, OCSSPs must demonstrate adoption of reasonable measures or ‘best 

efforts’ in line with ‘high industry standards of professional diligence’ to prevent 

dissemination of infringing content. However, in order to truly ensure that general 

monitoring obligations are avoided, Member State laws will have to specifically address 

what ‘best efforts’ mean, in order to avoid instances where intrusive and restricting 

technologies are employed.  

In any case, at present, based on the existing technology being utilised by certain 

popular platforms, it is feared that obligations to accurately monitor and filter content 

will entail some level of general monitoring. The wording of Article 17 of the DSM 

indicates that intermediaries may have to necessarily adopt automatic mechanisms to 

filter content uploaded by users. While it may be argued that the obligation to monitor 

is for a specific purpose, it ostensibly covers all types of copyright-protected content 

and other material, and other content where other allied interests of users may be 

involved. In the absence of clarity in Article 17 and subsequent interpretation in 

Member State law, there may be a very fine line between ‘specific’ and ‘general’ 

monitoring.58 It has been suggested that in order to distinguish between ‘specific’ and 

‘general monitoring’ in this context— any monitoring obligations must be construed 

narrowly,59 the scope and nature of infringements which can be reasonably identified 

and accordingly must also be narrow,60 and there should be sufficient clarity on which 

materials or content constitute an infringement.61 

 

55Stijn van Deursen &Thom Snijders, The Court Of Justice At The Crossroads: Clarifying The Role For 
Fundamental Rights In The EU Copyright Framework,49 INT’L R. IP & COMP. L, 1080-1098, (2018). 
56 Directive on Copyright and Related Rights in the DSM, supra note 1, art. 14(3), , DSM 
57  Id. at recital 47. 
58Aleksandra Kuczerawy, To Monitor or Not to Monitor? The Uncertain Future of Article 15 of the E-
Commerce Directive, KU LEUVEN CITIP (July 10,2019), https://www.law.kuleuven.be/citip/blog/to-
monitor-or-not-to-monitor-the-uncertain-future-of-article-15-of-the-e-commerce-
directive/https://www.law.kuleuven.be/citip/blog/to-monitor-or-not-to-monitor-the-uncertain-future-
of-article-15-of-the-e-commerce-directive/. 
59 Frosio, supra note 25 at 19. . (2017),  https://osf.io/preprints/socarxiv/w7fxv/download. 
60Id. 
61Id. 

https://www.law.kuleuven.be/citip/blog/to-monitor-or-not-to-monitor-the-uncertain-future-of-article-15-of-the-e-commerce-directive/
https://www.law.kuleuven.be/citip/blog/to-monitor-or-not-to-monitor-the-uncertain-future-of-article-15-of-the-e-commerce-directive/
https://www.law.kuleuven.be/citip/blog/to-monitor-or-not-to-monitor-the-uncertain-future-of-article-15-of-the-e-commerce-directive/
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It has been argued that as the volume and nature of content to be scrutinised for its 

lawfulness increases, platforms will necessarily have to monitor all content, in its 

entirety, as uploaded by users— thereby amounting to ‘general’ monitoring, something 

that both the ECD and the DSM prohibit. While the DSM does not actively require 

platforms’ to enable automatic copyright detection filters, the wording of Article 17, in 

effect, would ensure that platforms may have to necessarily adopt filters. Further, it is 

feared that automated filtering mechanisms may not be able to recognise finer aspects 

of the content, or identify whether such content falls under an exception in the relevant 

national law. What may be an exception in one EU Member State, may or may not be an 

exception in the other. It is feared that this level of nuance cannot be achieved with 

existing technological tools— although it is possible that this position may change given 

the pace at which technology is advancing. Another concern is whether such tools can 

distinguish between copyrighted-content which is in the nature of parody or satire.62 

However, another view holds that concerns of this nature are premature and misplaced 

as technologies are being developed to cautiously tread the fine line between general 

and specific monitoring. In any case, it is hoped that Member States will outline tailored 

guidance to OCSSPs to ensure that unintended effects on communication of lawful and 

non-infringing content are avoided.  

For instance, according to available literature on tools available for content-filtering, 

there exist two broad methods—‘fingerprinting’ and ‘watermarking’.63 ‘Fingerprint’ 

entails matching of every new piece of content with an existing database of 

fingerprinted content, if a match is made, the new content (last added) is removed or 

blocked. ‘Watermarking’ ensures that only content which contains an ‘imprinted 

watermark’ is permitted to be uploaded or displayed on the platform. There is a view 

that while this would ensure automatic filtering of infringing content, it can also 

prohibit legal/non-offending content from reaching users. This will have a significant 

impact on Internet users, and will also potentially violate free-flow of information. It is 

unclear if general monitoring can be absolutely avoided by platforms, either actively or 

passively. Scholars argue that the implicit obligation on intermediaries to adopt upload 

filters poses a direct conflict to the ECD. Perhaps, this concern can be extended to the 

implementation of Article 17.  

A real, and perhaps immediately unavoidable problem lies in the adoption of ‘upload 

filters’ or ‘automated content filters’ by platforms. While the text of Article 17 in its final 

form does not make an explicit mention of their use, previous drafts indicated their 

adoption. In fact, the old text of Article 17 [Article 13] provided that ‘effective content 

 

62Maria Lillà Montagnani &Alina Yordanova Trapova, Safe harbours in deep waters: a new emerging 
liability regime for Internet intermediaries in the Digital Single Market, 26(4) INT’L J. L. & IT, 294–310, 
(2018). 
63 In the specific context of this paper, the difference between ‘fingerprinting’ and ‘watermarking’ has 
been briefly examined to give an indicative idea about the nature of content identification and filtering 
technologies being used by popular platforms today. For a specific technical discussion, see, Chloe 
Johnson, Watermarking, Fingerprinting, and Content ID for Creators… What’s the Future?, MEDIUM (Jul. 29, 
2019) https://medium.com/verifimedia/watermarking-fingerprinting-and-content-id-for-creators-
whats-the-future-d4222f197c84. 

https://medium.com/verifimedia/watermarking-fingerprinting-and-content-id-for-creators-whats-the-future-d4222f197c84
https://medium.com/verifimedia/watermarking-fingerprinting-and-content-id-for-creators-whats-the-future-d4222f197c84


[Volume III] JOURNAL OF INTELLECTUAL PROPERTY STUDIES [Issue I] 

 12 

recognition technologies’ should be adopted. 64  This was widely criticised by 

stakeholders and was subsequently removed. Despite this, there is a dominant view that 

adoption of such technological tools is unavoidable.65 At the same time, is also still felt 

that installation of upload filters may not be necessary, and therefore the concerns of 

restrictions to information flows and erroneous blocking of legitimate content are 

unfounded.66 At present, platforms like YouTube are known to be using automated tools 

to weed out infringing content. Many video sharing may not have the resources to 

manually screen infringing content uploaded on their platform, owing to the sheer 

volume of it. Further, it must be pointed out that Article 17 lays down a stricter liability 

regime for ‘large’ content distributors, with more users, and a considerable turnover. 

This means a greater user-base, and even more, third party uploaded content to sift 

through. In such cases, it is feared that OCSSPs would be left with no choice but to adopt 

some level of automation to ensure accurate and prompt filtering. This would qualify as 

‘general monitoring’. In fact, in the case of Scarlet v. SABAM,67 and SABAM v. Netlog,68 

the ECJ recognised that an injunction requiring the adoption of a ‘filtering system’ which 

can monitor any or all types of content on the concerned platform, and which is 

applicable to all information shared for an unspecified period of time— would amount 

to a general monitoring obligation.  

While this part does not delve into the technical details of modern content filtering tools 

being used by digital platforms, the above description seeks to highlight the specific 

concern of lack of sophisticated technological tools which would strike the right balance 

between identifying infringing content and ensuring speech and privacy protections. 

Experts argue that such tools, in their present state, tend to throw up false positives and 

may not accurately filter out infringing content too.69 This poses a real threat to free 

 

64 Explanatory Memorandum, Proposal for a Directive of the European Parliament and of the Council on 
copyright in the Digital Single Market, at art. 13(1), COM (2016) 593 final (Sept. 14, 2016), https://eur-
lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:52016PC0593 
65Information Society Project of Yale L. Sch., New Controversies in Intermediary Liability (Tiffany Li ed. 
2019), 
https://law.yale.edu/sites/default/files/area/center/isp/documents/new_controversies_in_intermediar
y_liability_law.pdf; ; Commission Recommendation on measures to effectively tackle illegal content online, 
C (2018) 1177 final (Mar. 3, 2018), https://ec.europa.eu/digital-single-market/en/illegal-content-online-
platforms Georgios N. Yannopoulos, The Immunity of Internet Intermediaries Reconsidered?, in 
RESPONSIBILITY OF ONLINE SERVICE PROVIDERS 45 (Mariarosaria Taddeo, Luciano Floridi (eds.) 2017) .  
66Eleonara Rosati, The EU’s New Copyright Laws Won’t “Wreck the Internet”, SLATE, (Apr. 1, 2019) 
https://slate.com/technology/2019/04/eu-copyright-directive-article-13-
wreckinternet.html?utm_source=GDPR&utm_campaign=91889b727e-
EMAIL_CAMPAIGN_2019_03_29_10_54_COPY_01&utm_medium=email&utm_term=0_7c51e322b7-
91889b727e-278644353. 
67 SABAM supra note 57. 
68C-360/10, Belgische Vereniging van Auteurs, Componisten en Uitgevers CVBA (SABAM) v. Netlog NV, 
2012, E.C.R. 85. , 
http://curia.europa.eu/juris/document/document.jsf?text=&docid=119512&pageIndex=0&doclang=E
N&mode=lst&dir=&occ=first&part=1&cid=150383; Kuczerawy, supra note 61. 
 
69 STEFAN KULK, INTERNET INTERMEDIARIES AND COPYRIGHT LAW: EU AND US PERSPECTIVES, (2019), 
https://books.google.co.in/books?id=e2a5DwAAQBAJ&pg=PT193&lpg=PT193&dq=Article+17+of+the
+DSM+and+%27general+monitoring%27&source=bl&ots=3qlphr09ew&sig=ACfU3U08m0wc5dRFi7c
i6iSsbidrc_bw1g&hl=en&sa=X&ved=2ahUKEwis_oTIwOHlAhXKLo8KHaNZBDc4ChDoATAIegQICRAB#v
=onepage&q&f=falsehttps://books.google.co.in/books?id=e2a5DwAAQBAJ&pg=PT193&lpg=PT193&d
q=Article+17+of+the+DSM+and+%27general+monitoring%27&source=bl&ots=3qlphr09ew&sig=A

https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:52016PC0593
https://eur-lex.europa.eu/legal-content/EN/TXT/HTML/?uri=CELEX:52016PC0593
https://ec.europa.eu/digital-single-market/en/illegal-content-online-platforms
https://ec.europa.eu/digital-single-market/en/illegal-content-online-platforms
http://curia.europa.eu/juris/document/document.jsf?text=&docid=119512&pageIndex=0&doclang=EN&mode=lst&dir=&occ=first&part=1&cid=150383
http://curia.europa.eu/juris/document/document.jsf?text=&docid=119512&pageIndex=0&doclang=EN&mode=lst&dir=&occ=first&part=1&cid=150383
http://curia.europa.eu/juris/document/document.jsf?text=&docid=119512&pageIndex=0&doclang=EN&mode=lst&dir=&occ=first&part=1&cid=150383
http://curia.europa.eu/juris/document/document.jsf?text=&docid=119512&pageIndex=0&doclang=EN&mode=lst&dir=&occ=first&part=1&cid=150383
https://books.google.co.in/books?id=e2a5DwAAQBAJ&pg=PT193&lpg=PT193&dq=Article+17+of+the+DSM+and+'general+monitoring'&source=bl&ots=3qlphr09ew&sig=ACfU3U08m0wc5dRFi7ci6iSsbidrc_bw1g&hl=en&sa=X&ved=2ahUKEwis_oTIwOHlAhXKLo8KHaNZBDc4ChDoATAIegQICRAB#v=onepage&q&f=false
https://books.google.co.in/books?id=e2a5DwAAQBAJ&pg=PT193&lpg=PT193&dq=Article+17+of+the+DSM+and+'general+monitoring'&source=bl&ots=3qlphr09ew&sig=ACfU3U08m0wc5dRFi7ci6iSsbidrc_bw1g&hl=en&sa=X&ved=2ahUKEwis_oTIwOHlAhXKLo8KHaNZBDc4ChDoATAIegQICRAB#v=onepage&q&f=false
https://books.google.co.in/books?id=e2a5DwAAQBAJ&pg=PT193&lpg=PT193&dq=Article+17+of+the+DSM+and+'general+monitoring'&source=bl&ots=3qlphr09ew&sig=ACfU3U08m0wc5dRFi7ci6iSsbidrc_bw1g&hl=en&sa=X&ved=2ahUKEwis_oTIwOHlAhXKLo8KHaNZBDc4ChDoATAIegQICRAB#v=onepage&q&f=false
https://books.google.co.in/books?id=e2a5DwAAQBAJ&pg=PT193&lpg=PT193&dq=Article+17+of+the+DSM+and+'general+monitoring'&source=bl&ots=3qlphr09ew&sig=ACfU3U08m0wc5dRFi7ci6iSsbidrc_bw1g&hl=en&sa=X&ved=2ahUKEwis_oTIwOHlAhXKLo8KHaNZBDc4ChDoATAIegQICRAB#v=onepage&q&f=false
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speech rights of OCSSP users. In order to ensure that the right tools are being deployed 

fairly and uniformly across such platforms, there is a need for Member States to outline 

measures of auditing and monitoring of such tools to ensure user protection.70 Further, 

where lawful user speech is mistakenly taken down, OCSSPs must ensure consumer 

friendly services for grievance record and redress. While provisions to this effect have 

been made in Article 17, Member State law should ensure that such systems are fair and 

responsive to real-time user needs.  Lastly, there must be adequate measures outlined 

in Member State laws to ensure that while deploying technologies which make 

subjective assessments, OCSSPs do not err on the side of copyright protection in cases 

where stakes for free speech are high. Lastly, the ‘best effort’ standard outlined in 

Article 17 requires clarity for OCSSPs. Since the liability for certain OCSSPs is high, such 

platforms will err on the side of caution by deploying the best available technology to 

promptly report infringing content, and perhaps even proactively monitor all content.71 

This is also termed as ‘self-censorship’— a term which has become synonymous with 

digital platform governance laws. The term is often associated with the regulation of 

content sharing platforms. The term implies that the state can fulfil its goal of 

censorship through private content sharing platforms.72 

Another aspect of textual unambiguity resulting in chaotic obligations on platforms can 

be located in Article 17(7). It provides that user-uploaded content (which may or may 

not be protected) which is in the nature of ‘quotations, criticism, or review’ or 

‘caricature, parody or pastiche’. A key concern arising out of this exception, is the ability 

of OCSSPs to promptly identify these instances. Automatic technological tools may not 

have achieved the required level of sophistication to accurately identify memes and 

distinguish them from protected works. While a detailed examination of the technical 

capabilities of platforms identifying exceptions falls outside the remit of this article, 

subsequent judicial or legislative clarity on expected due-diligence will be required to 

address questions related to liability under Article 17.  

CONCLUSION 

The new copyright protections granted to content hosted or published by 

intermediaries renew and significantly disrupt the debate on impact right to free speech 

and expression, both—of intermediaries insofar as they facilitate flow of information to 

 

CfU3U08m0wc5dRFi7ci6iSsbidrc_bw1g&hl=en&sa=X&ved=2ahUKEwis_oTIwOHlAhXKLo8KHaNZBDc4
ChDoATAIegQICRAB#v=onepage&q&f=false. 
70Id. 
71Susan Wojcicki, YouTube chief says EU copyright plan could lead to blocked access, FIN. TIMES, (Nov. 12 
2018), https://www.ft.com/content/266e6c2a-e42e-11e8-a8a0-99b2e340ffeb, Daniel Nazer and Mitch 
Stoltz, Copyright Shouldn't Be A Tool of Censorship, DEEPLINKS BLOG (Jan 19, 2017) 
https://www.eff.org/deeplinks/2017/01/copyright-shouldnt-be-tool-censorship (“We have already 
taken steps to address copyright infringement by developing technology, like our Content ID programme, 
to help rights holders manage their copyrights and earn money automatically. More than 98 per cent of 
copyright management on YouTube takes place through Content ID. To date, we have used the system to 
pay rights holders more than €2.5bn for third party use of their content. We believe Content ID provides 
the best solution for managing rights on a global scale.”) 
72 Jack M. Balkin, Free Speech is a Triangle, 118 COLUM. BUS. L. REV. 7 (2018). See also, Kate Klonick, The 
New Governors: The People, Rules, and Processes Governing Online Speech, 131 HARV. L. REV. 1598 
(2018) 

https://www.eff.org/deeplinks/2017/01/copyright-shouldnt-be-tool-censorship
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the public, and of users and their right to receive information. Both the rights, in 

European law, are relative rights. Any legislation impacting their relationship should 

maintain a balance between the two. As seen in Part I, European case law is abundantly 

clear on the need to ensure that measures to protected copyrighted content do not 

impinge upon the free speech interests of individuals. Article 17 in its present state 

leaves a lot of work to be done by Member States to ensure that OCSSPs tread cautiously 

on this path.  

While on the one hand, it is important to ensure that protected-works are transmitted 

and published responsibly, there is also a need to prevent bad actors from misusing the 

provision. To some extent, the DSM recognises this challenge. It states that platforms 

should ensure that while a necessary mechanism is in place to ensure ‘cooperation with 

right-holders’,73 this should not bar platforms from continuing to make non-infringing 

content available to users. However, at present, the text of the DSM is broad and will be 

further clarified through Member State law. The biggest challenge in this regard would 

be to ensure the adoption of privacy and speech friendly tools by OCSSPs. Tools which 

do not facilitate ‘general monitoring’. Until then, the utopian balance between interests 

of right-holders and users is precarious, and rests on the exact measures which OCSSPs 

will employ. As seen in Parts I and II, there is sufficient ambiguity in the text of the DSM 

to fuel such concerns. Further, in the absence of adequate guidance on technological 

tools and standards of review, viability of existing technology (given their inaccuracies) 

and overall industrial standards on the use of such tools, this balance is at best, an ideal 

that requires further articulation. 

 

 

73 Directive on Copyright and Related Rights in the DSM, supra note 1, at 106-07, recital 66. 
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 ACCREDITING THE PHARMACEUTICALS WITH ARTIFICIAL INSIGHT 

GEETHU PRAKASH* 

ABSTRACT 

In the wake of a court decision involving a selfie-taking monkey, the United States 

Copyright Office updated its interpretation of “authorship” in 2016 to clarify that it 

would not register works produced by a machine or a mere mechanical process that 

operates randomly or automatically and stressed that copyright law only protects “the 

fruits of intellectual labour” that are “founded in the creative powers of the mind”. 

However, no such guidance has been provided and much less dialogue has taken place 

regarding the repercussions of Artificial Intelligence (“AI”) on US patent law. While 

machine-creation or art (or algorithmic creativity) has a surprisingly long history, going 

back at least to the 18th century, only now do we find applications reaching the market 

that requires a serious rethink of the role of copyright law in providing incentives and 

protecting investment for artists and the industries that depend on them. In the face of 

AI’s rapid technological changes and societal effects, further discussions on AI’s patent 

law implications are paramount to facilitate any necessary changes in the US patent 

system so that it can continue to achieve its main objectives which are acceptable to the 

public and help avoid negative social, economic and ethical effects. The AI chatbot is 

constantly learning and can be kept up to date on the latest medical research. In the face 

of AI’s rapid technological changes and societal effects, further discussions on AI’s 

patent law implications are paramount to facilitate any necessary changes in the US 

patent system so that it can continue to achieve its main objectives which are acceptable 

to the public and help avoid negative social, economic and ethical effects. Also, the 

question of the skill level of the person of ordinary skill in the art may have to be 

answered irrespective of whether an AI is recognized as an inventor or not. Early 

recognition and resolution of these issues will allow patent law to keep pace with the 

evolution of these thinking machines. 

 

* Geethu Prakash, V Year, B.A. LL.B., Government Law College, Trivandrum, Kerala 
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AN INCEPTION 

The World Health Organisation estimates that amongst over 1.7 billion people nearly 

one-third of the world population have inadequate or even no access to essential 

medicines and such lack of access is particularly concentrated in India.

1 The link between medical patents and the human right to health has become a subject 

of central concern at the international level, as exemplified by the debates at the 2001 

World Trade Organization (“WTO”) “Ministerial” Conference.2  International attention 

to the issue has focused in large part on the HIV/AIDS crisis and the question of access 

to drugs for patients in developing countries, which are the most severely affected by 

the epidemic.3 Generally, for a new drug molecule, the cost of research and development 

is about $2.558 billion4. Without a guarantee of exclusivity, innovative drug companies 

would be unable to generate enough revenue to overcome these high costs and in total, 

the loss to society from the monopoly power granted to the inventor is significantly 

outweighed by the potential gains “that” society receives from the acceleration of the 

technological process5. Human rights law, in particular through the Covenant on 

Economic, Social and Cultural Rights, has made a significant contribution to the 

codification of the human right to health and our understanding of its scope.6 The 

increasing scope of patentability in the health sector, codified in the Agreement on 

Trade Related Aspects of Intellectual Property Rights, constitutes one of the most 

significant changes in law for developing countries that are WTO members. 7  

Intellectual property rights, in particular patents, are deemed to provide the necessary 

 

1 Andrew Creese et al., THE WORLD MEDICINES SITUATION REPORT 2004, WORLD HEALTH ORGANISATION [WHO] 
(2004) 61, 616.  , https://www.who.int/medicines/areas/policy/world_medicines_situation/en/. 
2  World Trade Organisation (WTO), Ministerial Declaration of 14 November 2001, WTO Doc. 
WT/MIN(01)/DEC/1, 41 ILM 746 (2002), 
https://www.wto.org/english/thewto_e/minist_e/min01_e/min01_e.htm, (The exclusive discussion on  
medicines in the context of the Agreement on Trade-Related Aspects of Intellectual Property Rights 
(TRIPS) was in response to the growing controversy concerning the impact of TRIPS in the health sector 
for most developing countries, and in particular the HIV/AIDS tragedy in sub-Saharan Africa). 
3 World Health Organization (WHO), Rep. on Sources and Prices of Selected Drugs and Diagnostics for 
People Living with HIV/AIDS, May, 2002, WHO/EDM/PAR/2002.2, 
http://apps.who.int/medicinedocs/pdf/s2285e/s2285e.pdf. 
4 Thomas Sullivan, A Tough Road: Cost to develop one new drug is $2.6 billion; Approval Rate for Drugs 
entering Clinical Development is less than 12%, POLICY & MEDICINE, (Mar. 21, 2019), 
https://www.policymed.com/2014/12/a-tough-road-cost-to-develop-one-new-drug-is-26-billion-
approval-rate-for-drugs-entering-clinical-de.html. 
5 WTO, supra note 2. 
6 International Covenant on Economic, Social and Cultural Rights, Dec. 16, 1966, 993 U.N.T.S 3 
[hereinafter ICESCR]. (The International Covenant on Economic, Social and Cultural Rights is a 
multilateral treaty adopted by the United Nations General Assembly on 16 December 1966. It commits its 
parties to work toward the granting of economic, social, and cultural rights (ESCR) to the Non-Self-
Governing and Trust Territories and individuals, including labour rights and the right to health, the right 
to education, and the right to an adequate standard of living.) 
7 Agreement on Trade-Related Aspects of Intellectual Property Rights , Apr. 15, 1994, Marrakesh 
Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 
(1994) [hereinafter TRIPs Agreement] 
https://treaties.un.org/doc/Publication/UNTS/Volume%201867/volume-1867-I-31874-English.pdf. 

https://www.who.int/medicines/areas/policy/world_medicines_situation/en/
https://www.wto.org/english/thewto_e/minist_e/min01_e/min01_e.htm
http://apps.who.int/medicinedocs/pdf/s2285e/s2285e.pdf
https://www.policymed.com/2014/12/a-tough-road-cost-to-develop-one-new-drug-is-26-billion-approval-rate-for-drugs-entering-clinical-de.html
https://www.policymed.com/2014/12/a-tough-road-cost-to-develop-one-new-drug-is-26-billion-approval-rate-for-drugs-entering-clinical-de.html
https://en.wikipedia.org/wiki/Treaty
https://en.wikipedia.org/wiki/United_Nations_General_Assembly
https://en.wikipedia.org/wiki/Economic,_social,_and_cultural_rights
https://en.wikipedia.org/wiki/United_Nations_list_of_Non-Self-Governing_Territories
https://en.wikipedia.org/wiki/United_Nations_list_of_Non-Self-Governing_Territories
https://en.wikipedia.org/wiki/Labour_rights
https://en.wikipedia.org/wiki/Right_to_health
https://en.wikipedia.org/wiki/Right_to_education
https://en.wikipedia.org/wiki/Right_to_education
https://en.wikipedia.org/wiki/Right_to_an_adequate_standard_of_living
https://treaties.un.org/doc/Publication/UNTS/Volume%201867/volume-1867-I-31874-English.pdf
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incentives for research and technological development. 8 Patents are time-bound 

monopoly rights,9 and they constitute a derogation from the principle of free trade by 

offering exclusive rights to an inventor to exploit the invention and stop others from 

using it without the creator’s consent.10 The rationale for granting patents is the need to 

reward an inventor and in practice, this translates mainly into a right to commercialize 

the invention and simultaneously to stop others from doing so.11The exception to the 

free trade rule is balanced by limiting the duration of the right and by forcing the 

inventor to disclose the invention so that society at large benefits from scientific 

advancement.12 Human rights protect the fundamental rights of individuals and groups. 

Fundamental rights can be defined as entitlements that belong to all human beings by 

virtue of their being human.13This is in direct contrast to property rights, which can 

always be ceded in voluntary transactions.14As codified in the two United Nations 

covenants and other relevant instruments, 15 human rights constitute the basic 

framework guiding state actions at the domestic and international levels.16As a result, 

states must bear in mind their human rights obligations when they negotiate and 

implement international rules on intellectual property rights or trade liberalization.17  

INGRESSION TO THE DRUG PLATFORM- A HUMAN RIGHTS PERSPECTIVE  

Access to drugs is one of the fundamental components of the human right to health.18 

Accessibility generally refers to the idea that health policies should foster the 

availability of drugs, at affordable prices, to all those who need them.19A large 

proportion of people in developing countries does not have access to medical insurance 

and more often than not pay for drugs themselves20. In the field of patents, the final 

 

8 § 5, The Patents Act, No. 39 of 1970, India Code, (Inventions where only methods or processes of 
manufacture patentable), omitted by the Patents (Amendment) Act, No. 15 of 2005, 
http://ipindia.nic.in/ipr/patent/patent_Act_1970_28012013_book.pdf. 
9 Jay Erstling, Using Patent to Protect Traditional Knowledge, 15 TEX. WESLEYAN L. REV. 295, 334 (2009). 
10 1 V KAHUJA, INTELLECTUAL PROPERTY RIGHTS IN INDIA, (1st ed., 2009). 
11 INTELLECTUAL PROPERTY RIGHTS, (Bibek Debroy ed., 1998). 
12 Gregory N. Pate, Analysis of the Experimental Use Exception, 3(2) N.C. J. L. & TECH. 253, 254-72 (2002). 
13 Martha C. Nussbaum, Capabilities, human rights and the universal declaration, in THE FUTURE OF   

INTERNATIONAL HUMAN RIGHTS, (Burns H. Weston & Stephen P. Marks eds., 1999). 
14 Guido Calabresi & A. Douglas Melamed, Property Rules, Liability Rules, And Inalienability: One View of 
The Cathedral, 85(6) HARV. L. REV. 1089 (1972). 
15 ICESCR, supra note 6; International Covenant on Civil and Political Rights, Dec. 16, 1966, 999 U.N.T.S 
171, 6 ILM 368. 
16Id., Cf. Preamble of the ICESCR.  
17 World Conference on Human Rights, Vienna Declaration and Programme of Action, art. 1, U.N. Doc. 
A/CONF.I57/23, (June 25, 1993), https://www.ohchr.org/en/professionalinterest/pages/vienna.aspx 
(which states that human rights and fundamental freedoms are the birth right of all human beings; their 
protection and promotion is the first responsibility of the Government).  
18 U.N. High Comm’n for Human Rights, Rep. on Access to medication in the context of pandemics such as 
HIV/AIDS on its Fifty-Seventh Session, UN Doc E/CN.4/RES/2001/23 (Apr. 23, 2001), 
https://ap.ohchr.org/documents/alldocs.aspx?doc_id=8220. 
19 United Nations Development Programme (UNDP), Human Development Report 2001: Making New 
Technologies Work For Human Development, 3 (2001), http://hdr.undp.org/en/content/human-
development-report-2001 (estimating that about 2 billion people do not have access to low-cost essential 
drugs). 
20 World Health Organization and World Trade Organization Secretariats, Workshop on Differential 
Pricing and Financing of Essential Drugs, Report of The Workshop on Differential Pricing and Financing of 
Essential Drugs, (2001), http://apps.who.int/medicinedocs/en/d/Jh2951e/. 

http://ipindia.nic.in/ipr/patent/patent_Act_1970_28012013_book.pdf
https://www.ohchr.org/en/professionalinterest/pages/vienna.aspx
https://ap.ohchr.org/documents/alldocs.aspx?doc_id=8220
http://hdr.undp.org/en/content/human-development-report-2001
http://hdr.undp.org/en/content/human-development-report-2001
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agreement stipulates the patentability of inventions, whether products or processes, in 

all fields of technology.21The objective clause of the TRIPS Agreement provides that 

intellectual property rights should contribute to the promotion of technological 

innovation and to the transfer and dissemination of technology22. The implementation 

of this provision requires a certain level of flexibility in implementing the substantive 

clauses of the agreement.23The agreement specifically indicates that states can adopt 

measures necessary to protect public health and to promote the public interest in 

sectors of vital importance to their socioeconomic and technological development.24The 

potential of these provisions has not been lost on developing countries, as is clear from 

a statement by India to the WTO that Articles 725 and 8(2)26 of the TRIPS Agreement are 

overarching provisions that should qualify other provisions of TRIPS meant to protect 

intellectual property rights.27 The TRIPS Agreement has left some room for countries to 

take public interest measures, including measures to protect the public health. The 

flexibility provides the government with opportunities to tune the protection granted to 

meet social goals, the concerns of the developing world with regard to pharmaceutical 

patent has been clarified and enhanced by the 2001 DOHA declaration on TRIPS and 

public health, and the 2003 design enabling countries who cannot manufacture 

medicines themselves to import pharmaceutical made under compulsory licence.28It 

includes,  

1.  the freedom to exclude new forms of known drugs from patent protection,  

2. the freedom to adopt the principle of international exhaustion of patent rights to 

facilitate the parallel importation of drugs,29  

3. regulatory review exemption for producers of generic drugs,  

4. (d) research exception, and  

5. (e) delinking the grant of marketing approval for generic drugs from the patent 

status of branded drugs.30   

 

21 TRIPs Agreement, supra note 7, at art. 27(1), https://www.wto.org/english/docs_e/legal_e/27-
trips.pdf.  
22 TRIPs Agreement, supra note 7, at art. 7; Germin Velasquez & Pascale Boulet, Globalization and access 
to drugs: implications of the WTO/TRIPS Agreement, in GLOBALIZATION AND ACCESS TO DRUGS - PERSPECTIVES 

ON THE WTO/TRIPS AGREEMENT, WHO DOC. WHO/DAP/98.9 (1998).  
23Statement of the Committee on Economic, Social and Cultural Rights on Human Rights and Intellectual 
Property, in Comm. on Econ., Soc. and Cult. Rts, Rep. on the Twenty-Fifth, Twenty-Sixth & Twenty-Seventh 
Sessions, UN Doc. E/2002/22-E/C.12/2001/17, Annex XIII at p. 214. 
24 TRIPs Agreement, supra note 7, at art. 8. (However, it would be difficult to justify an exception not 
foreseen in TRIPS under article 8 unless it were an exception to a right which is not protected under 
TRIPS). 
25 TRIPs Agreement, supra note 7, at art. 7. (The protection and enforcement of intellectual property 
rights should contribute to the promotion of technological innovation and to the transfer and 
dissemination of technology, to the mutual advantage of producers and users of technological knowledge 
and in a manner conducive to social and economic welfare, and to a balance of rights and obligations). 
26 TRIPs Agreement, supra note 7, at art. 8. (Appropriate measures, provided that they are consistent with 
the provisions of this Agreement, may be needed to prevent the abuse of intellectual property rights by 
right holders or the resort to practices which unreasonably restrain trade or adversely affect the 
international transfer of technology). 
27 World Trade Organization, Communication from United States of America in SCOPE AND MODALITIES OF 

NON-VIOLATION COMPLAINTS UNDER THE TRIPS AGREEMENT, WTO Doc. IP/C/W/I95 (2000), 
https://www.jstor.org/stable/3095545. 
28 ELIZABETH VERKEY, LAWOF PATENTS, 565 (2nd ed. 2012). 
29 TRIPs Agreement, supra note 7, at art. 6. 

https://www.wto.org/english/docs_e/legal_e/27-trips.pdf
https://www.wto.org/english/docs_e/legal_e/27-trips.pdf
https://www.jstor.org/stable/3095545
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PARLIAMENTARY INITIATIVES- AN INDIAN OUTLOOK 

The Indian Patent Act provides that an application for the grant of compulsory license 

can be made only after three years from the date of the grant of patent unless 

exceptional circumstance like national emergency or extreme emergency can be used to 

justify the grant of a license on an earlier date.31Three broad grounds for the grant of 

compulsory licenses have been spelt out thus; i) reasonable requirements of the public 

with respect to the patented invention have not been satisfied, ii) the patented 

invention is not available to the public at a reasonably affordable price, and iii) the 

patented invention is not worked in the territory of India. The Patents Act sets out the 

circumstances under which “reasonable requirements of the public” would not have 

been met.32Such circumstances would arise if the patent holder refuses to grant a 

license on reasonable terms, and which, in turn, affects,3334 i) development of new trade 

or industry in the country; ii) establishment or development of commercial activity 

within India; and iii) the major impact of this provision can be felt in the pharmaceutical 

sector where India could well emerge as a major supplier of the generic pharmaceutical 

to those developing countries which do not have sufficient domestic manufacturing 

facilities. The presence of a strong and effective patent system may bring numerous 

benefits such as dissemination of information and providing an incentive to invest in the 

development of new products and process which will eventually fall into the public 

domain.35The generics from India have pushed down prices for older anti-AIDS drugs 

by 99% and Indian generic versions of Glives sell for INR 8,000 ($ 174) for a month’s 

treatment compared with INR 120,000 for the brand name version, supply of cheap, 

copycat drugs for the developing world could be badly threatened.36 

THE DAWN OF ARTIFICIAL INTELLIGENCE 

Artificial intelligence is one of the most important technologies of this era.37Once 

considered a remote possibility reserved for science fiction, AI has advanced enough to 

 

30 Uwe Perlitz, India’s Pharmaceutical Industry on Course of Globalisation, DEUTSCHE BANK RESEARCH, (Apr. 
9, 2008), https://www.dbresearch.com/.   
31 S.L. Soujanya, Compulsory Licensing of Patents, an Indian Outlook, PROMETHEUS  IP (May 29, 2017), 
https://www.prometheusip.com/blog/patents/compulsory-licensing-of-patents-an-indian-outlook. 
32 BISWAJIT DHAR AND K.M. GOPAKUMAR, INTELLECTUAL PROPERTY AND SUSTAINABLE DEVELOPMENT AGENDAS IN A 

CHANGING WORLD, 106 (Ricardo Melendez-Ortiz & Pedro Roffe eds., 2009). 
33 Pradeep S. Mehta, TRIPS and Pharmaceuticals: Implications for India, 17 SWISS DEV. POL’Y Y.B. 97, 97-
106 (1998), https://journals.openedition.org/sjep/718. 
34 Patents Act, supra note 8, at § 89. (The powers of the controller upon an application made under s. 84 
shall be exercised with a view to securing the following general purpose, that is to say:   

a) That patented inventions are worked on a commercial scale in the territory of India without 
undue delay and to the fullest extent that is reasonably practicable;                                                                                                                                                                                          

b) That the interest of any person for the time being working or developing an invention in the 
territory of in India under the protection of a patent is not unfairly prejudiced.). 

35 P. NARAYANAN, INTELLECTUAL PROPERTY LAW, 21 (3rd ed., 2001). 
36 Penny MacRae, India patent case threatens cheap drug supply: MSF, SCIENCEX, (Sept. 5, 2011), 
https://medicalxpress.com/news/2011-09-india-patent-case-threatens-cheap.html.  
37 Lauren Goode, Google CEO Sundar Pichai compares impact of AI to electricity and fire, THE VERGE 
(Jan.19, 2018), https://www.theverge.com/2018/1/19/16911354/google-ceo-sundar-pichai-ai-
artificial-intelligence-fire-electricity-jobs-cancer (“Google CEO Sundar Pichai, speaking at a taped 
television event hosted by MSNBC and The Verge’s sister site Recode, said artificial intelligence is one of 
the most profound things that humanity is working on right now and compared it to basic utilities in 

https://www.dbresearch.com/
https://www.prometheusip.com/blog/patents/compulsory-licensing-of-patents-an-indian-outlook
https://journals.openedition.org/sjep/7
https://medicalxpress.com/news/2011-09-india-patent-case-threatens-cheap.html
https://www.theverge.com/2018/1/19/16911354/google-ceo-sundar-pichai-ai-artificial-intelligence-fire-electricity-jobs-cancer
https://www.theverge.com/2018/1/19/16911354/google-ceo-sundar-pichai-ai-artificial-intelligence-fire-electricity-jobs-cancer
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approach a technological tipping point of generating ground-breaking effects on 

humanity and is “likely to leave no stratum of society untouched”.38It is rapidly 

transforming the world of medicine as the recent decades have marked a surge in the 

development of medical AI.39Progress in AI has shown tremendous potential for 

benefitting mankind by improving efficiency and savings in production, commerce, 

transport, medical care, rescue, education and farming,40as well as for significantly 

cultivating “the ability and level of social governance”.41But the technological advances 

of AI are also expected to disrupt numerous legal frameworks, including various aspects 

of US patent law.42  

ARTIFICIAL INTELLIGENCE AND MEDICINE 

AI techniques utilized in medicine include artificial neural networks, fuzzy expert 

systems, evolutionary computation, and hybrid intelligent systems.43Artificial neural 

networks are used extensively in clinical diagnosis and image analysis because of the 

parallel processing power that allows the networks to learn from historical examples 

and known patterns and these networks have been used for diagnosing prostates as 

benign or malignant, cervical screening, and imaging analysis (including radiographs, 

ultrasounds, CTs, and MRIs), as well as for analysing heart waveforms to diagnose 

conditions such as atrial fibrillation and ventricular arrhythmias; as done by 

researchers at Stanford University, who trained a deep convolutional neural network to 

classify skin lesions into either benign or malignant groupings based on known images, 

using only pixels and disease labels as inputs.44The researchers started with an 

algorithm developed by Google to perform image recognition and then trained their 

neural network to recognize skin cancer using 129,450 clinical images of 2,032 different 

 

terms of its importance.”); Sam Shead, Microsoft exec: ‘AI is the most important technology that anybody 
on the planet is working on today, BUSINESS INSIDER (Aug. 5, 2016), (“Dave Coplin, chief envisioning officer 
at Microsoft UK, told an audience of business leaders at an AI conference that AI is ‘the most important 
technology that anybody on the planet is working on today.”). 
38  Civil Law Rules on Robotics, EUR. PARL. DOC. P8_TA (2017) 0051, (2017), 
http://www.europarl.europa.eu/doceo/document/TA-8-2017-0051_EN.html?redirect; Notice of the 
State Council Issuing the New Generation of Artificial Intelligence Development Plan, No. 35 of  2017, 
(China), https://flia.org/notice-state-council-issuing-new-generation-artificial-intelligence-development-
plan.  
39 A.N. Ramesh et al, Artificial Intelligence in Medicine, 86 ANNALS ROYAL COLL. SURGEONS ENG., 334-338 
(2004). 
40 Civil Law Rules., supra note 38. 
41 China AI Plan, supra note 38 at 2. 
42 Ben Hattenbach & Joshua Glucoft, Patents in an Era of Infinite Monkeys and Artificial Intelligence, 19(2) 
STAN. TECH. L. REV. 32 (2015), (“The coming wave of computer-generated material is on a collision course 
with our patent laws.”);  Liza Vertinsky and Todd M. Rice, Thinking About Thinking Machines: 
Implications of Machine Inventors for Patent Law, 8(2) B.U. J. SCI. & TECH. L. 574, 576-77 (2002) 
(discussing the growing use of computers to augment human capabilities and replace human operators, 
as well as its effects on the invention process that cannot easily be accommodated within the current 
patent system). 
43 WHO, supra note 3. 
44 Andre Esteva et al., Dermatologist-Level Classification of Skin Cancer with Deep Neural Networks, 542 
NATURE 115- (2017). 

http://www.europarl.europa.eu/doceo/document/TA-8-2017-0051_EN.html?redirect
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diseases.45Medical chatbots utilize neural networks to learn from medical textbooks, 

scientific research, patient records, and messages between actual patients and 

doctors.46The AI chatbot is constantly learning and can be kept up to date on the latest 

medical research.47Baidu, a Chinese search engine, utilizes a chatbot named Melody 

within its Baidu Doctor app.48When a patient asks a question to the doctor, the chatbot 

asks appropriate follow-up questions to help learn more about the patient’s symptoms 

so the doctor can make a more informed decision on treatment.49 Interventional 

radiologists at the University of California at Los Angeles have developed a chatbot to 

assist physicians in providing real-time evidence-based answers to the patient about 

the next phase of treatment, or information about their interventional radiology 

treatment.50Fuzzy logic AI is applicable in medicine because diseases, symptoms, and 

diagnoses are not described in precise terms and tend to be vague.51Fuzzy logic AI52 has 

been applied to cancer diagnosis for lung cancer, acute leukaemia, breast cancer, 

pancreatic cancer, tuberculosis, aphasia, arthritis, and hypothyroidism.53Combining 

these AI techniques generates hybrid intelligent systems that incorporate the 

advantages of each technology like the combination of neural networks and fuzzy logic 

or “neuro-fuzzy” systems have become popular because they can absorb some of the 

“noise” generally present in the neural network.54  

 

45 Taylor Kubota, Deep Learning Algorithm Does as Well as Dermatologists in Identifying Skin Cancer, 
STAN. NEWS  (Jan. 25, 2017), http://news.stanford.edu/2017/01/25/artificial-intelligence-used-identify-
skin-cancer/. 
46 Jelor Gallego, An AI-Powered Chatbot is Helping Doctors Diagnose Patients, FUTURISM, (Oct. 13, 2016), 
https://futurism.com/an-ai- powered-chatbot-is-helping-doctors-diagnose-patients/. 
47 Katpro, Artificial Intelligence ChatBots—Explore Intelligence in a Bot!, KATPRO TECH. (June 7, 2017), 
https://katprotech.com/artificial-intelligence-chatbots-explore-intelligence-in-bot/, (“AI Chatbots can 
read up to 25 million and more published medical papers in about a week and scan the web for references 
to latest research. They can be trained to read, interpret and analyse medical literature. A continuous 
input, learning, understanding and analysing, which is never forgotten”). 
48 Gallego, supra note 46; Dyllan Furness, Baidu releases Melody, a medical assistant chatbot to keep 
physicians humming, DIGITAL TRENDS (Oct. 11, 2016), https://www.digitaltrends.com/health-
fitness/baidu-melody-medical-chatbot/. 
49 Gallego, supra note 46; Furness, supra note 48. 
50 K. Seals et al., Utilization of Deep Learning Techniques to Assist Clinicians in Diagnostic and 
Interventional Radiology: Development of a Virtual Radiology Assistant, 28(2) J. VASCULAR 

&INTERVENTIONAL RADIOLOGY S153 (2017);  Future is now: Artificial intelligence virtual consultant helps 
deliver better patient care, SOC. INTERVENTIONAL RADIOLOGY, (Mar. 8, 2017), 
https://www.sirweb.org/advocacy-and-outreach/media/news-release-archive/news-release-
artificial_intelligence/. 
51  Angela Torres & Juan J. Nieto, Fuzzy Logic in Medicine and Bioinformatics, J. BIOMEDICINE & 

BIOTECHNOLOGY, 549-555 (2006). 
52  See id., (Fuzzy logic or “neuro-fuzzy” systems have become popular because they can absorb some of 
the “noise” generally present in the neural network. Fuzzy logic AI is applicable in medicine because 
diseases, symptoms, and diagnoses are described in imprecise and terms. As fuzzy logic rests on the 
premise that everything is a matter of degree, it can recognize “partial truth logics,” beyond just the true 
and false values applied in traditional programming). 
53  V. Prasath et al., A Survey on the Applications of Fuzzy Logic in Medical Diagnosis, 4 INT’L J. SCI. & ENG’G 

RES. 1199 (2013). 
54  Georgios Dounias, Hybrid Computational Intelligence in Medicine, RESEARCH GATE (2014), 
https://www.researchgate.net/profile/Georgios_Dounias/publication/228596764_Hybrid_computationa
l_intelligence_ in_medicine/links/09e4150b72b8ded221000000/Hybrid-computationalintelligence-in-
medicine.pdf. 
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UNCERTAINTIES IN PATENTING AI  

The U.S. patent system only recognizes individuals as inventors,55not companies56 or 

machines.57Inventorship is determined by conception, or “the formation in the mind of 

the inventor of a definite and permanent idea of the complete and operative 

invention.58The use of AI, particularly deep machine learning or self-evolving and 

coding AI, raises questions as to who, or what, conceived of the invention and should 

thus be named as an inventor and indeed, AI has already advanced to the point where 

the AI itself is generating new inventions, as opposed to a human programmer or logic 

developer.59This can especially be the case where AI systems develop their own code as 

a result of the system’s training.60Recently, both Google and Facebook have seen their 

respective AI systems develop new languages to perform the assigned tasks, eschewing 

known human languages in favour of a more efficient means of communication.61As the 

use of AI grows in medicine and the life sciences, it is more and more likely that the AI 

will be the entity taking the inventive step, drawing new conclusions between the 

observed and the unknown, and creating new programming to further identify and 

exploit those connections.62As AI continues to advance, the Patent and Trademark Office 

(“PTO”) will receive more patent applications in which AI could be considered the 

inventor, or at least a co-inventor, the PTO and the courts will have to decide whether 

the current Patent Act encompasses computer-based inventors while some have 

already advocated that computers should qualify as legal inventor,63some have argued 

that AI will soon “displace humans from the inventive process altogether64” and thus no 

patent protection should be given unless a human provides a material contribution to 

the conception of an invention.65In copyright law, regulation prevents copyright 

protection being granted to works produced solely by a machine “without any creative 

 

55 Patents Act, 35 U.S.C. § 100(f). 
56 New Idea Farm Equip. Corp. v. Sperry Corp., 916 F.2d 1561, 1566 n.4 (Fed. Cir. 1990). 
57 Hattenback & Glucoft, supra note 42. 
58 Townsend v. Smith, 36 F.2d 292, 295 (C.C.P.A. 1929); Hybritech, Inc. v. Monoclonal Antibodies Inc., 802 
F.2d 1367, 1376 (Fed. Cir. 1986), (Quoting 1 ROBINSON, ON PATENTS 532 (1890)). 
59 Hattenback & Glucoft, supra note 42 at 35 & 43. (Describing inventions conceived by machines such as 
proportional-integrative-derivative electrical controllers, nose cone design for a train, and piston 
geometry for a diesel engine). 
60 Toby Bond, How Artificial Intelligence Is Set to Disrupt Our Legal Framework for Intellectual Property 
Rights, IPWATCHDOG, (June 18, 2017), http://www.ipwatchdog.com/2017/06/18/artificial-intelligence-
disrupt-legal-framework-intellectual-property-rights/id=84319/. 
61 Tony Bradley, Facebook AI Creates Its Own Language in Creepy Preview of Our Potential Future, 
FORBES, (July 31, 2017), https://www.forbes.com/sites/tonybradley/2017/07/31/facebook-ai-creates-
its-own-language-in-creepy-preview-of-our-potential-future/#99fd191292c0; Sam Wong, Google 
Translate AI Invents Its Own Language to Translate with, NEW SCIENTIST, (Nov. 30, 2016), 
https://www.newscientist.com/article/2114748-googletranslate-ai-invents-its-own-language-to-
translate-with/. 
62 Ryan Abbott, I Think, Therefore I Invent: Creative Computers and the Future of Patent Law, 57 B.C.L. 
REV. 1079, 1097 (2016). 
63Id. at 1113. 
64 Erica Fraser, Computers as Inventors—Legal and Policy Implications of Artificial Intelligence on Patent 
Law, 13 SCRIPTED 305, 333 (2016). 
65 Mark Lyon, Alison Watkins & Ryan Iwahashi, When AI Creates IP: Inventorship Issues To Consider, 
LAW360, (Aug. 10, 2017), https://www.law360.com/articles/950313/when-ai-creates-ip-inventorship-
issues-to-consider.  

http://www.ipwatchdog.com/2017/06/18/artificial-intelligence-disrupt-legal-framework-intellectual-property-rights/id=84319/
http://www.ipwatchdog.com/2017/06/18/artificial-intelligence-disrupt-legal-framework-intellectual-property-rights/id=84319/
https://www.forbes.com/sites/tonybradley/2017/07/31/facebook-ai-creates-its-own-language-in-creepy-preview-of-our-potential-future/#99fd191292c0
https://www.forbes.com/sites/tonybradley/2017/07/31/facebook-ai-creates-its-own-language-in-creepy-preview-of-our-potential-future/#99fd191292c0
https://www.newscientist.com/article/2114748-googletranslate-ai-invents-its-own-language-to-translate-with/
https://www.newscientist.com/article/2114748-googletranslate-ai-invents-its-own-language-to-translate-with/
https://www.law360.com/articles/950313/when-ai-creates-ip-inventorship-issues-to-consider
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input or intervention from a human author”.66It remains to be seen whether the PTO 

will adopt this strict requirement of human intervention or collaboration. If the PTO and 

courts determine that patent protection will not be granted to an AI, then who among 

the humans responsible for the AI should be considered an inventor, the list of possible 

human inventors includes the AI software and hardware developers, the medical 

professionals or experts who provided the data set with known values or otherwise 

provided input into the development of the AI, and/or those who reviewed the AI 

results and recognized that an invention had been made.67AI may confuse the question 

of ownership for medical inventions generated by the AI itself and patent ownership 

often turns on the question of inventorship,68thus will be equally complicated when AI 

develops its own code and conceives its own inventions. One approach would be to 

allow AI-inventors to be designated as the first owner, requiring assignment and 

licensing of all inventions.69 Another approach would be to allow the computer’s owner 

or the algorithm’s owner to be the first owner, separating inventorship from ownership 

from the beginning.70 

THE PATENT ELIGIBILITY CONCERN 

The person of ordinary skill in the art is a hypothetical person who is presumed to have 

known the relevant art at the time of the invention and is a construct applied to multiple 

patentability analyses, including obviousness and enablement.71At some point, AI may 

become the “person” of skill in the art, possessing actual knowledge of all known 

publications, patents, and prior art, transforming the hypothetical construct into 

reality.72If the AI alone is not determined to be the person of ordinary skill in the art, it 

may also be determined that the hypothetical skilled person should be elevated to a 

person equipped with an AI system.73Thus, the ability and knowledge of a person of skill 

in the art may be elevated to match the sophistication of the AI. Elevating the standard 

of a person of ordinary skill in the art could impact multiple doctrines within patent law, 

including novelty, obviousness, and enablement, which are all determined from the 

perspective of a person of ordinary skill in the art. The test for non-obviousness takes 

 

66 Copyright Office, Compendium of U.S. Copyright Office Practices (3d ed. 2014) § 313.2. 
67 Hattenback & Glucoft, supra note 42, at 46. 
68 Abbott, supra note 62, at 1095. 
69 Fraser, supra note 64, at 331, (Companies creating AIs have started including ownership provisions in 
the licensing agreements to account for this possibility. Cloudera Licensing Agreement, Section 5 
Ownership, “Cloudera owns all right, title and interest in and to . . . all ideas, inventions, discoveries, 
improvements, information, creative works and any other works discovered, prepared or developed by 
Cloudera”). 
70Id.; Tracy Staedter, A.I. Computers Should Be Named as Inventors on Patents, SEEKER, (Oct. 20, 2016), 
https://www.seeker.com/a-i-computers-named-inventors-patents-2056008851.html, (Quoting Ryan 
Abbott as stating “I think the way it should work, the way it could work, is that we list Watson as the 
inventor and whoever owns Watson, which is IBM, as the patent owner”). 
71 Custom Accessories, Inc. v. Jeffrey-Allan Indus., Inc., 807 F.2d 955, 962 (Fed. Cir. 1986); Standard Oil Co. 
v. Am. Cyanamid Co., 774 F.2d 448, 454 (Fed. Cir. 1985). 
72  George Dyson, Turning’s Cathedral, EDGE, (Oct. 23, 2005), 
https://www.edge.org/conversation/george_dyson-turings-cathedral, (quoting an unidentified Google 
employee as stating “we are not scanning all those books to be read by people. We are scanning them to 
be read by an AI,” in referring to the Google Books Library Project). 
73 Vertinsky & Rice, supra note 42; Abbott, supra note 62 at 1125-26. 

https://www.seeker.com/a-i-computers-named-inventors-patents-2056008851.html
https://www.edge.org/conversation/george_dyson-turings-cathedral
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into account the level of skill of the person of ordinary skill in the art and applies that 

perspective to determine if the difference between the invention and the prior art is 

obvious. If the person of ordinary skill in the art has a greater skill level and knowledge 

of prior art, it would be more difficult to argue that an invention was non-obvious over 

the prior art.74For more predictable areas of technology, modifications over the prior 

art that work in predictable way are already considered obvious. If it becomes 

predictable that an AI can generate inventive results, such as through brute force trial-

and-error, it will be more difficult to argue that the invention is non-obvious, even 

where the “finite number of identified, predictable solutions” is beyond that of human 

calculation.75 

THE JURIDICAL INTERVENTIONS OF INDIA 

When pharmaceutical company Novartis challenged the rejection of its patent 

application for the Leukaemia drug Gleevec in Novartis AG v. Union of India,76it became 

the first major legal challenge to India's newly amended patent law. The ability of 

pharmaceutical companies such as Novartis to secure patent protection in India not 

only is important in creating incentives for pharmaceutical research, but also greatly 

affects the Indian generic drug industry, and therefore the price of medicine available to 

patients. India is the world's second most populous country,77 and the second fastest 

growing major economy,78but has 70% of its population living on less than $2 per 

day,79making Novartis AG of paramount importance. Novartis challenged section 3(d)80 

on the grounds that this section was not compatible to TRIPS and is arbitrary, illogical, 

vague and violates Article 14 and Article 27(2) of the Constitution of India,81which 

permit members to exclude certain inventions which is necessary to protect public 

order or morality and to protect human life. The Madras High Court,82 in its 

interpretation mentioned that section 3(d) was introduced to prevent ever-greening so 
 

74 Abbott, supra note 62 at 1124-25. 
75 KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007); Vertinsky & Rice, supra note 42 at 595-96. 
76 Novartis AG v. Union of India, (2007) 4 Madras L.J. 1153. 
77 Central Intelligence Agency, Rank Order—Population, CENTRAL INTELLIGENCE AGENCY-THE 2007 WORLD 

FACTBOOK, 261 (2006), https://www.cia.gov/library/publications/download/download-
2007/index.html. 
78  U.S. Dept. of Agriculture, Economic Research Service, Economic Research Service- India, 
https://www.ers.usda.gov/topics/international-markets-us-trade/countries-regions/india/. 
79 Fareed Zakaria, India Rising, NEWSWEEK, (Mar. 6, 2006), https://www.newsweek.com/india-rising-
106259. 
80 Patents Act, supra note 8  (“the mere discovery of a new form of a known substance which does not 
result in the enhancement of the known efficacy of that substance or the mere discovery of any new 
property or new use for a known substance or of the mere use of a known process, machine or apparatus 
unless such known process results in a new product or employs at least one new reactant. Explanation, -
For the purposes of this clause, salts, esters, ethers, polymorphs, metabolites, pure form, particle size, 
isomers, mixtures of isomers, complexes, combinations and other derivatives of known substance shall be 
considered to be the same substance, unless they differ significantly in properties with regard to 
efficacy”). 
81 TRIPs Agreement, supra note 7, at art. 27(2), (Members may exclude from patentability inventions, the 
prevention within their territory of the commercial exploitation of which is necessary to protect public 
order or morality, including to protect human, animal or  plant life or health or to avoid serious prejudice 
to the environment, provided that such exclusion is not made merely because the exploitation is 
prohibited by their law). 
82 Novartis, supra note 76. 

https://www.cia.gov/library/publications/download/download-2007/index.html
https://www.cia.gov/library/publications/download/download-2007/index.html
https://www.ers.usda.gov/topics/international-markets-us-trade/countries-regions/india/
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as to provide easy access to the citizens of this country for the life-saving drug and to 

discharge the constitutional obligation of providing good health care to its 

citizens.83Hence, the judges of the Supreme Court keeping in mind the interpretation of 

section 3(d) also intended to reduce the drug prices and make health care more 

affordable for the Indian patients.84In Bayer Corporation v. Cipla Union of India,85 the 

petitioner Bayer was a corporation that got a patent on its renal cancer drug ‘Sorefenib 

Tosylate’, which was being sold for INR 2, 85,000 for one-month dosage. Indian patent 

office had granted a patent bearing number IN 215758 which covered Sorafenib 

tosylate. Bayer, the assignee of the patent filed a writ petition restraining DCGI from 

granting a license to Cipla “to manufacture and market, to imitate/ substitute sorafenib 

tosylate protected under this patent”. A further request was for a direction to Cipla to 

furnish an undertaking that the drug for which it has made an application before DCGI 

was not an imitation of or a substitute for Bayer’s patented drug “sorafenib tosylate” 

and consequently would not result in an infringement of subject patent. Further Cipla’s 

product was said to be a spurious drug under section 17(b) and DCGI would exceed its 

jurisdiction in granting marketing approval to Cipla’s generic product. It was contended 

that since it was known at the time of Cipla’s application for marketing approval that 

Bayer held patent for Sorafenib tosylate, DCGI was under an obligation, flowing from 

collective reading of Section 2 of Drugs and Cosmetics Act and Sections 48 and 156 of 

Patents Act, to decline Cipla’s application for marketing approval for Soranib. 

HEADWAY TO THE HOLY GRAIL- A CONCLUSION 

TRIPS is without doubt one of the most significant international treaties of the late 

twentieth century. In the field of health, it has had and will have sweeping impacts in 

most developing countries. India is currently one of the major drug-producing countries 

in the world, being the fourth-largest producer by volume and the thirteenth largest by 

value, with about a 20-22 percent share in global generic production.86One of the 

complications from an international law point of view is that TRIPS is being applied not 

in a vacuum but in a context where the right to health is a well-established human right 

codified in one of the two main international human rights treaties.87The introduction 

of patents on drugs has provoked a significant outcry in a number of developing 

countries where access to medicines is already abysmally low. The justifications offered 

for the existence of patents as incentives to innovation often do not appear convincing 

to patients in developing countries, who see that hardly any R&D is being invested in 

diseases specific to those countries. In other cases, such as HIV/AIDS, where drugs to 

alleviate the condition exist, the prices of these-for all practical purposes, life-saving-

drugs have been so high as to render them unaffordable for all but the wealthiest in 
 

83  Priyamvada Gupta, Pharmaceutical Innovations in India: Balancing the Value of Incremental 
Innovations, 5(1) SUP CT. J. 17, 23 (2014). 
84 Ramesh et al., supra note 39. 
85 Bayer Corporation v. Cipla Union of India, 2009 (41) PTC 642 (Del). 
86 Atsuko Kamiike & Takahiro Sato, The TRIPs Agreement and the Pharmaceutical Industry: The Indian 
Experience, in COMPARATIVE STUDIES ON EURASIAN CULTURE AND SOCIETY 77, 78-79 (Tetsuo Mochizuki & Shiho 
Maeda eds., 2012).  
87  T. G. Agitha, Global Governance for facilitating Access to medicines: Role of World Health Organisation, 
18 J. INTELL. PROP. RTS., 589 (2013). 
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developing countries.88Further we see that the pharmaceutical companies can increase 

their research in developing drugs for such diseases if they know that the incentive for 

this research they will get a patent protection and can demand high monopoly prices 

from the affluent patients, government agencies and NGO’s initially and after the term of 

patent protection is over in the long run a large number of people will be able to benefit 

so taking into account both sides.89The extension of strong intellectual property rights 

through TRIPS into less developed countries, burdens the poor disproportionately as 

they lose access to generic copies of drugs that are still under patent protection.90On the 

other hand, this extension of intellectual property rights may benefit the poor in the 

future, given that additional incentives are being provided to address health needs in 

developing countries. From a utilitarian perspective one might therefore argue that the 

overall benefits outweighed the overall losses. Pharmaceutical industry and trade 

negotiators alike should not forget the true goal of drug innovation: saving lives.91 Profit 

should always be a means to this end, not vice- versa. Only by keeping this principle in 

mind and achieving a better understanding of the modern world health situation can we 

hope to effectively ensure the safety and well-being of the world’s population in the 

twenty-first century and beyond.92Thus, we see that over-protection and under 

protection being both sides of the debate can be solved only when we take further 

insights of the legal debate. Whether the “flexibilities” under TRIPS provide sufficient 

room for developing countries to secure their interest or not, is a question that will be 

answered by the times to come.  

In this world, patents directed to inventions which are made during the course of 

further investigations, such as medical uses, dosage regimes, etc., may become more 

important than patents for the compounds per se. Under those hypothetical 

circumstances, a drug company might even choose to forego a patent application for the 

compounds per se, keeping the structure of the clinical candidate secret, and wait until 

further data are available before filing patent applications. That strategy would have the 

advantage of removing one of the key pieces of prior art which is currently available to 

cite against medical use and dosage patents, namely the patent to the compounds per se. 

The potential of AI to weaken patents for innovative drug substances may mean that 

pharmaceutical companies, who will be essential in the development and validation of 

the next generation of insilico drug development models, have an incentive not to make 

those models too good (or at least not to disclose how good they are). If AI never gets to 

the point where new active compounds can be identified without inventive skill, then 

 

88 For an overview of the various reports, see World Health Organization, Medicine Price information 
Sources, https://www.who.int/medicines/areas/access/med_price_info_sources/en/. 
89  International Centre for Trade and Sustainable Development, Indian Parliament Approves 
Controversial Patent Bill, 9(10) BRIDGES WEEKLY TRADE NEWS DIGEST (Mar. 23, 2005), 
http://www.ictsd.org/indian-parliament-approves-controversial-patent-bill. 
90 Ranjit Devraj, Global Poor to Suffer If Denied Indian Generic Drugs - Experts, INTER PRESS SERVICE NEWS 

AGENCY, (Feb. 22, 2005), http://www.ipsnews.net/2005/02/health-global-poor-to-suffer-if-denied-
indian-generic-drugs-experts/. 
91 K. Srinath Reddy, Universal Health coverage is the best prescription, THE HINDU, (Dec. 7, 2017), 
https://www.thehindu.com/opinion/op-ed/universal-health-coverage-is-the-best-
prescription/article21284698.ece. 
92 Memorandum from Amit Sen Gupta, National Working Group on Patent Laws, Changes in New Patents 
Bill, Mar. 22, 2005, http://www.cptech.org/ip/health/c/india/gupta03222005.html.  
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the innovator who develops the active compounds can be reasonably confident that 

they will be entitled to a patent for those compounds. On the other hand, and looking 

even further ahead, if AI can take the pharmaceutical industry to the point where fewer 

clinical candidates fail, and the Research & Development cost per successful drug falls, 

then there could perhaps be a fundamental re-shaping of the industry and its 

relationship with patents. The Indian tailoring were enacted through less complex 

legislation with more discretion left to the Indian Patent Office and courts.93The law 

barring new forms and uses of known chemicals was meant to counteract criticism that 

pharmaceutical companies elsewhere have been able to gain protection for longer than 

their initial discoveries warrant through creative claiming of new forms and uses of 

chemicals.94 Thus, it can be seen as an efficiency-enhancing law, solving a discrete 

problem in line with the purposes of flexibility. The legal arguments concerning the 

relationship between human rights and intellectual property rights, and the practical 

debates concerning access to drugs in developing countries, both point towards the 

existence of potential conflicts between the introduction of patents on drugs in 

developing countries and the realization of the right to health.95While states must 

endeavour as far as possible to reconcile their different international obligations, there 

seem to be some cases where the implementation of TRIPS directly implies a reduction 

in access to drugs and thus a step back in the implementation of the right to health 

which appears to be unacceptable under the ESCR Covenant96 and countries in this 

situation would be expected to give priority to their human rights obligations. This 

solution, which gives primacy to human rights, is unlikely to meet with the approval of 

all states and would probably not stand if it came for adjudication in a WTO context. It 

nevertheless seems adequate from a legal and ethical point of view. 

Four main patent law issues affected by AI that merit further discussions.  

● First, the present standard on patent-eligible subject matter needs to be carefully 

evaluated to determine whether it has any material negative impact on AI or AI-

driven technologies. If so, the relevant actors must search for possible 

adjustments to the standard that can better achieve the patent law’s main 

objectives, such as promoting innovation, disseminating useful information and 

incentivizing investment in helpful technologies. The anticipated benefits from 

the contemplated changes must then be weighed against the negative social and 

ethical implications that may arise from those changes. The relevant actors 

should also consider other available mechanisms for promoting and protecting 

AI innovation (e.g. laws on trade secrets or copyrights) to help assess whether 

any of the identified shortfalls in the patent law’s subject-matter eligibility 

standard can be rectified through other means. 

 

93 Sajeev Chandran, Archna Roy & Lokesh Jain, Implications of New Patent Regime on Indian 
Pharmaceutical Industry: Challenges and Opportunities, 10(4) J. INTELL. PROP. RTS., 269 (2005). 
94 Ranjit Devraj, India: Lesser-Than-Evil Patent Law Pleases Drug Firms, INTER PRESS SERVICE NEWS AGENCY, 
(Mar. 24, 2005), http://www.ipsnews.net/2005/03/india-lesser-than-evil-patent-law-pleases-drug-
firms/. 
95 Soumitra Ghosh, Indicators That Matter: On The Quality of Public Healthcare, THE HINDU, Sept. 9, 2017, 
https://www.thehindu.com/opinion/op-ed/indicators-that-matter/article19646168.ece. 
96 ICESCR, supra note 6.  
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● Second, the question of whether inventions that are created entirely by AI should 

be protected with patents needs to be answered. To help arrive at an effective 

solution, the relevant actors must diligently analyse the potential positive and 

negative effects – from technological, socio-economic and ethical viewpoints – 

from patenting AI-generated inventions, and then assess these effects in view of 

one another. Possible middle grounds between the competing interests must be 

identified to help the patent system achieve its main objectives in a well-

balanced manner. If the relevant actors ultimately decide to allow AI-created 

inventions to be patentable, then they must also decide whether inventorship 

should be awarded to AIs that generated those inventive ideas.  

● Third, the present liability laws do not account for situations where patent 

infringement is committed independently by an AI. The relevant actors need to 

explore “who” should be held liable in those situations and how remuneration 

should be assessed. The different existing liability frameworks must be analysed 

to identify their relative strengths, and new approaches should be researched to 

see if they can function more effectively than the existing liability systems. 

● Fourth, further discussions are necessary on whether changes need to be made 

to the present definition of a “person of ordinary skill in the art” (“POSITA”), 

which is a hypothetical person through which obviousness of an invention is 

evaluated. As the use of AI becomes more prevalent, the actual people “of 

ordinary skill” that work in various industries will increasingly rely on AI. Thus, a 

categorical exclusion of AI’s involvement from the definition of a POSITA can risk 

having a non-obviousness standard that fails to accurately reflect the real-world 

level of obviousness. But on the flip side, as AI becomes “smarter”, incorporating 

the use of AI into the definition of a POSITA would likely result in more 

inventions being deemed obvious and, ultimately, in a smaller number of patents 

being granted. In this scenario, if AI reaches super-intelligence one day, would 

that not mean that everything will be considered obvious? These questions must 

be studied to help arrive at a non-obviousness standard that is accurate. 

Approaches to the issues must be comprehensive and multifaceted, so an optimal 

balance can be struck between the various competing factors. This will help the US 

patent law to continue adding the “fuel of interest to the fire of genius”, as described by 

Abraham Lincoln,97in ways that are socially inclusive and ethically responsible. 

 

97 3 ABRAHAM LINCOLN, THE COLLECTED WORKS OF ABRAHAM LINCOLN 356-363 (Roy P. Basler ed., 1953). 
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JOHN DOE ORDER: A COGENT JURISPRUDENTIAL ACCOUNT OF JUDICIAL 

ENDEAVOURS?  

Lokesh Vyas and Anuj Bajaj 

ABSTRACT 

The Internet is a space with unlimited boundaries, and an immensely huge platform for 

content sharing as well. However, while providing varied scope for content creation and 

sharing, and various other types of activities it also offers limitless opportunities to 

impinge upon the rights of other content creators. On one hand, it expunges the 

territorial limitations of globalization and on the polar side; it spawns envisaged cyber 

irritants. “Internet Piracy” is one such ignominious effect of the internet. Since, the 

growth of Internet and it has excessively deepened in people’s daily lives; piracy on the 

same has also proportionally grown. Illegal downloading of copyrighted work over the 

Internet has been a norm for people for quite some time now and they do not see 

anything wrong with such accessibility, therefore, making internet piracy all the more 

rampant. Both national and international organizations have been striving to curb this 

menace; however its persistence is inevitable. ‘John Doe Order’ is one such weapon 

developed by judicial systems of countries to detriment the potential infringers of 

copyright and creates a robust intellectual property infrastructure. 

Reflecting upon the copyright infringement on the Internet, the authors have analysed 

the jurisprudence of John Doe Orders in India. Further, the authors essayed to analyse 

the recent trend of granting John Doe Orders by Courts in Bollywood cases while 

juxtaposing their counter effects on the innocent parties such as Induna. It has also been 

attempted to depict the likely jurisprudence of John Doe Orders in India through the 

examination of the recent judicial development of dynamic injunctions and its 

implications on the copyright infringements cases with respect to Joe Doe Orders. At the 

back drop of all these aspects, the granting of John Doe Orders has been critically 

analysed to test whether they impinge on the rights of certain innocent defendants as 

well, and certain recommendations to revamp the status quo with effective altered 

mechanisms have been made to ensure appropriate application of this mechanism. 
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I. INTRODUCTION 

By making anonymity a virtue, the Internet has exacerbated the issue of piracy. The 

proliferation of piracy has not only attracted legislative and judicial attention but also 

begotten numerous issues. The omnipresence of the Internet in people’s life has 

brought diverse opportunities for people to grow. However, like two facets of 

everything, the Internet, on one hand, has connected people, while on the other, it has 

ruptured their privacy by becoming an inseparable part of their life. 

Although the advancement in technology has brought the world closer,  at the same 

time it has also escalated piracy on an enormous scale. Interestingly, in this world 

where people claim Internet freedom as part of their constitutional freedom,1 at the 

same time they cast aspersions against the same unfettered Internet regime whenever 

their right is interfered with. 

The internet has also revolutionized the traditional copyrights regime. Copyright is a 

manifestation of an individual’s creation whereas the piracy is a dilution of that 

creation. Pertinently, online piracy is not just a legal problem but also an economic and 

service problem.2 To get the remedy for the occurrence of any wrong, one has to 

identify the wrongdoer. Hence, “specificity” becomes a requisite to win any legal claim; 

but what happens to a wronged individual who is oblivious of the identity of the 

wrongdoer? Should he not be entitled to claim justice? Does the anonymity of the 

wrongdoer bar his remedy?  

Deliberating upon these questions, the Delhi High Court came up with a mechanism 

called John Doe Orders or rolling Anton Pillar Orders, famously known as Ashok Kumar 

Orders in India.3 John Doe Orders are a mechanism to provide pre-emptive rights to the 

plaintiff to secure the likely infringement of its rights.4 They function on the principle of 

Quia Timet, meaning the wrongful acts which are imminent but are yet to commence.5 

These orders were initially meant to enable the plaintiff to claim protection against 

unknown defendants in cable piracy cases.6 However, the Singham case,7 wherein the 

Delhi High Court for the very first time made use of the deceivingly innocuous term 

‘internet’ and contacted several Indian Internet Service Providers (“ISPs”)’ to block 

 

1 Faheema Shirin.R.K v. State Of Kerala, WP(C).No.19716 OF 2019(L). 
2 Swaraj Paul Barooah, Guest Post: Online Piracy – The Way Forward?, SpicyIP (Jan. 11, 2015), 
https://spicyip.com/2015/01/guest-post-online-piracy-the-way-forward.html. 
3 Taj Television v. Rajan Mandal, [2003] FSR 22. 
4 Ajay Sharma, John Doe Orders in Indian Context, THE RMLNLU LAW REVIEW BLOG (Oct. 25, 2017), 
https://rmlnlulawreview.wordpress.com/2017/10/25/john-doe-orders-in-indian-context/. 
5 Aadya Chawla, John Doe Orders: Prevention of Copyright Infringement of Cinematograph Films, 2 ILI 

LAW REVIEW 65 (2017). 
6 Juhi Gupta, John Doe Copyright Injunctions in India, 18 JIPR, 351, 353 (2013); see also Viacom 18 Motion 
Pictures v. Jyoti Cable Network and Ors., CS(OS) 2652/2011, Taj Television Limited v Rajan Mandal, 
[2003] FSR 22, Sony Pictures Networks India Pvt. Ltd. & Anr. v. Home Cable Network Pvt. Ltd. & Ors., CS 
(COMM) 239/2017. 
7 Reliance Big Entertainments v. Multivision Networks, CS (OS) 3207/2011 (Delhi HC). 



[ISSUE I] JOURNAL OF INTELLECTUAL PROPERTY STUDIES [VOL III] 

 31 

access to file sharing websites, has shifted the paradigm thereby, leading to the 

normalization of granting such orders in India. Notably, India has been the largest 

movie producer in the world for the last few years by releasing more than a thousand 

films each year.8 However, India is also the country with the 4th highest number of users 

downloading pirated cinematograph films,9 and most of these individuals remain 

untraced.10 

There are quite a few questions that arise as a corollary to the exceeding normalization 

and popularity of John Doe Orders. How would the judicial system of the country deal 

with a scenario wherein every movie producer initiates invocation of John Doe Orders? 

How will the ISPsensure that all the websites instructed to be blocked are not illicit 

websites? What will be the remedies available to the innocent parties impleaded as 

defendants in such John Doe suits? These questions are to be ruminated by Courts 

before granting a John Doe Order. However, this is not done because currently there 

exists no mechanism with the Courts to ensure that John Doe Orders will only be used 

against the actual wrongdoers and the rights of innocent parties would not be impinged 

upon. 

Mulling over the above question the authors have analysed the, meaning and 

implications of John Doe Orders, their collateral impact on third parties, the likely 

jurisprudence of such orders in India, and, finally the authors provide certain 

recommendations to revamp the John Doe regime in India. 

II. EMERGENCE OF JOHN DOE ORDERS 

The term John Doe Order may be constituted some decades ago however; the orders 

against the unidentified persons were used to be passed since the time of King Edward 

III.11 With passage of time, these orders issued against the unidentified persons took the 

shape of orders, what we now commonly term as John Doe Order. Notably, John Doe is 

referred to an unidentified male. Similarly, different countries have ascribed different 

names for such unidentified persons such as Israel Israeli, Average Joe, Rudolf Lingens, 

Joe Shmoe, Mr. X, Blackacre, Multiple-use name, Nomennescio, Foo etc. 

Pertinently, the genesis of John Doe Order can be traced in the landmark judgment of 

Anton Piller KG v. Manufacturing Processes Ltd.,12 wherein the English Court of Appeal 

 

8  Film Industry in India - Statistics & Facts, STATISTA (DEC. 10, 2018), 

https://www.statista.com/topics/2140/film-industry-in-india/. 

9 Supra note 5. 

10 Douglas Heingartner, Software Piracy Is in Resurgence, With New Safeguards Eroded by File Sharing, 
The New York Times (Jan. 19, 2004), https://www.nytimes.com/2004/01/19/business/software-piracy-
is-in-resurgence-with-new-safeguards-eroded-by-file-sharing.html.  
11  Payal Chatterjee, What’s in a name’… John Doe arrives in India, 
http://www.nishithdesai.com/fileadmin/user_upload/pdfs/-What-s_in_a_name-_-
_John_Doe_arrives_in_India.pdf. 
12 Anton Piller KG v. Manufacturing Processes Ltd [1976] 1 All ER 779 (Eng.). 
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in the year 1976 permitted the plaintiff to search and seize the premises of the infringer 

with the intention of preserving the evidence that may be destroyed by the defendants. 

Pertinently, such orders, which required the search of the other party were not granted 

on a regular basis and passed with extreme caution thereby ensuring that the rights of 

the other party do not get impinged.13 

With the passage of time and the rampant increase of piracy, there arose a need to 

extend the Anton Pillar Orders to the defendants who were unknown at the time of 

filing complaints.  Consequently, in the landmark judgment of Billy JOEL and Root Beer 

Rags, Ltd., Vs Various John Does, Jane Does and ABC Company,14 the Hon’ble Judge 

passed an injunction order against the unidentified infringers and held that,“Were the 

injunction to be denied, plaintiffs would be without any legal means to prevent what is 

clearly a blatant infringement of their valid property rights. While the proposed remedy 

is novel that in itself should not weigh against its adoption by this Court. A Court of 

equity is free to fashion whatever remedies will adequately protect the rights of the 

parties before it.” And then arose the era of grating John Doe Orders or Rolling Anton 

Pillar Orders. 

Thus, the justification for the John Doe Order stems from the legal maxim ‘ubi jus 

ibiremedium’ which literally means that where there is a right, there is a remedy. 

Notably, even before the John Doe Order’s advent in India, there were many countries 

including Canada,15 America,16 Australia,17 and United Kingdom,18 which had welcomed 

this judicial demarche.19 Interestingly, the order has already been officialised in the 

United Kingdom (Civil Procedure Act of 1997), Australia (Federal Court of Australia, 

Practice Notes).20 

In other counties, John Doe Orders is not only restricted to intellectual property issues 

but also have been applied to other legal wrongs. In U.K., these order were used as an 

unexampled remedy against those individual who remained unidentified until they are 

found in possession with.21 It covered both inspection and recovery of documents 

without the permission of defendant and had also been used as an interlocutory orders 

wherein instead of confiscating the goods the defendant was only directed to stop the 

 

13 Supra note 11. 
14 Billy Joel and Root Beer Rags, Ltd., v. Various John Does, 499 F. Supp. 791 (1980). 
15 Fila Canada Inc. v. Doe, (1996) 3 F.C. 493 (T.D.). 
16 Comparative Study on Enforcement of Intellectual Property Rights between United Kingdom, United 
States of America, Canada, Australia and New Zealand, 
https://shodhganga.inflibnet.ac.in/bitstream/10603/172086/9/09_chapter%205.pdf.  
17 Mr. Little, Tress Cocks and Maddox and ACME Merchandising, Transcript, p. 215. 
18 E.M.I. Limited v. Pandit, (1975) I W.L.R. 302; see also EMI Recurds v. Kudhail, (1985) FSR 36 (Eng.). 
19 Supra note 11. 
20 Supra note 11. 
21 Cullom Machine Tool & Die Inc. v. Bruce Tile Inc., (1990), 34 CPR (3d) 296 (FCTD); see also Nintendo of 
America, Inc. v. Coinex Video Games Inc., [1983] 2 FC 189 (CA). 
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pirated materials.22 In Canada, these orders are called ‘rolling’ anton pillar orders 

because they are not against any specific defendant and even if some defendants are 

known they are not necessarily related to John/Jane Doe.23 Appositely, Canada has very 

strict regulation and governance for such orders and requires a rigorous scrutiny and 

procedural conformity before grating such order.24 In Canada, the plaintiff has to show 

very strong prima facie case and very serious potential damage by the defendant.25 

Furthermore, in U.S.A., these orders are helpful in countering bootlegging activities and 

have been used by Internal Revenue Service for knowing the unknown alleged tax 

evaders.26 In U.S.A., these order are also used in case of bank frauds, usage of malicious 

software and unauthorized interception of electronic communications, sexual 

exploitation investigation and are also implemented by Federal Bureau of Investigation 

(“FBI”).27 Thus, the global use of the John Doe Order is not limited to IP case but also 

cover the criminal and constitutional law cases where the proper implement can be 

sought from a national authority like FBI. 

III. INDIA'S JOHN DOE REGIME 

Had Christian Andersen’s famous quote, “Where words fail, music speaks” if elaborated 

further after keeping the status quo in mind,  would have been “when technology 

escalates, piracy prevails”. Much like the story of corresponding rights-duties, the “right 

holder” and “infringer” are two obvious facets of any legal nodus wherein the presence 

of one’s right automatically effectuates a corresponding duty upon another to not 

infringe that right. John Doe Order, familiarly known as Ashok Kumar Order is not a 

statutory remedy given in Copyright Act. Rather, it a gift by the Indian judiciary to 

copyright holder in India. Prior to the Taj Television case,28 John Doe Orders was an 

outlander concept for Indian Intellectual Property (“IP”) legal framework and used to 

seize counterfeit goods in possession of an unknown person for infringement of 

trademark and copyright.29 However, burgeoning use of internet and social media, has 

expanded its scope to movie industries and arisen a need to safeguard the interest of 

the movie producers. Notably, the untrammelled nature of internet and its anonymity 

aspect has sensitized this issue to such a level where the judiciary is impelled to grant 

pro-plaintiff orders. Resultantly, it has started perturbing the rights of other 

 

22 E.M.I. Records Limited vs. Kudhail, [1985] F.S.R 36 (C.A.). 
23 Supra note 16. 
24 Nike Canada Limited vs. Jane Doe (2), (1999) 2 C.P.R (4th) 501 (F.C.T.D). 
25 Rank Film Distributors Limited vs. Video Information Centre, (1980) 2 All ER 273. 
26 Court Authorizes Internal Revenue Service to Issue Summonses For Records Relating To U.S. Taxpayers 
Who Used Services of Sovereign Management & Legal Ltd. to Conceal Offshore Accounts, Assets or 
Entities,  
 https://www.justice.gov/opa/pr/court-authorizes-internal-revenue-service-issue-summonses-records-
relating-us-taxpayers-who 
27 United States of America vs. John Doe (1-13) United States District Court, District of Connecticut, No. 
3:11 CV 561 (VLB), April 2011. 
28 Supra note 3. 
29 Luxottica S.R.L. Anr. v.  Mr. Munny & Ors. (CS No. 1846 of 2009).  
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stakeholders especially intermediaries and defendants thereby, raising serious 

questions against fundamental ethos of natural justice and administrative law. 

IV. ANONYMITY: A VIRTUE? 

IP laws ascribe copyright for the work,30 produced by a person by his intellect. In John 

Doe cases, the plaintiff i.e. a producer,31 or a broadcaster,32 possesses certain rights for 

his work which are protected under the Indian Copyright Act, 1957. However, in the 

existing Internet realm, such protection is an utopian expectation. Interestingly, 

Copyright theft and piracy are solid examples to justify the said expectations in the the 

current Internet paradigm. No country in the world has been able to completely 

immunize its IP right holders against piracy and its ill effects. The advent of the Internet 

has broadened the scope of piracy to include “Digital Piracy”, thereby exacerbating the 

problem. Copyright piracy can exist in both the online [such as music piracy, uploading 

movies on the pirated website, etc.] and the offline sphere [such as selling of DVDs or 

CDs of a movie, etc]. Interestingly, 22% of the global Internet width is used for online 

piracy.33 Moreover, 70% of Internet users believe that there is nothing wrong with 

online piracy.34 These users indicate the problem of free-riders of the market [movie 

industry] because they acquire content without paying any amount. Thus, the above 

data not only bolsters the perception of ‘free nature [cost free] of Internet’ but also 

demonstrates the free-rider problem of piracy. 

Interestingly, the identity of the parties to any dispute or suit, is of utmost importance 

but the same has been cleared by the Internet. The identity of the plaintiff is known in 

every case because he/she is the one who approaches the Court but owing to the 

untrammelled nature of the Internet, it is not always possible to trace the infringers. 

Therefore, the threat remains imminent in the entire situation. 

On one hand, Internet has widened the scope of the consumer base by eliminating the 

territorial boundaries and reducing the cost of circulation, whereas on the negative side, 

it poses serious threats by infringing their right within seconds, if not controlled 

appropriately.  

V. SHARPENING THE SHIELD 

In India, the origin of John Doe jurisprudence can be traced in Delhi High Court’s 2002 

judgment in Taj Television Limited v. Rajan Mandal,35 where the plaintiff sought a John 

Doe Order to restrain unlicensed cable television operators from illegally broadcasting 

the FIFA World Cup 2002. Interestingly, the case set a mark for the jurisprudence of 

‘John Doe’ or ‘Ashok Kumar’ Orders in India. The underlying aim behind granting such 

 

30 Section 2(y), The Copyright Act, 1957, No. 14, Acts of Parliament, 1957 (India). 
31 Section 14, The Copyright Act, 1957, No. 14, Acts of Parliament, 1957 (India). 
32 Section 39(a), The Copyright Act, 1957, No. 14, Acts of Parliament, 1957 (India). 
33  Online piracy in numbers – facts and statistics, GO GULF (NOV. 1, 2011), https://www.go-
gulf.com/blog/online-piracy/. 
34  Jooyeon Park, The Effect of Online Piracy Deterrence on Self control and Piracy Intention, 
https://pdfs.semanticscholar.org/0c49/4e0dde0bdc25b68720c87366471f898976a3.pdf. 
35 Supra note 3. 
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order was to curb the menace of ‘online piracy’. Such orders are ex parte because of the 

anonymity of defendants. 

Legitimizing the John Doe Orders, Delhi High Court reckoned at the idea that so long as 

the ‘litigating finger’ is pointed at a particular person, then the ‘misnomer is not fatal.’36 

However, the honourable High Court missed out on the aspect that a case includes two 

parties and each has its own rights which can only be determined when the actual 

wrong takes place. Hence, granting such one-sided orders would not only jeopardize the 

rights of defendants but also question the fundamental tenets of the criminal justice 

system.  

John Doe Orders were introduced in India through a conjoint reading of the provisions 

concerning inherent power of the Court and temporary injunctions enumerated under 

Section 151,37 and Order 39 of Code of Civil Procedure, 1908 respectively. A plaintiff can 

get the John Doe Order by fulfilling the traditional three-pronged approach that governs 

temporary injunctions namely, the (i) prima facie case, (ii) irreparable injury, and (iii) 

balance of convenience.38 

Appositely, in 2011, in the case of Reliance Big Entertainment v.Multivision Network 

and Ors., the plaintiff received a John Doe Order for its upcoming movie Singham by 

proving the abovementioned elements and thereby made a pathway for the other 

Indian movie producers to claim such pre-violation remedy for their threat. The present 

case underpinned the reasoning of the Taj Television case,39 by including Internet 

piracy in the domain of John Doe Orders. Since then a lot of movie producers have 

successfully obtained John Doe Orders such as Bodyguard,40 Speedy Singhs,41 3,42 Don 

2,43 Happy New Year,44 Players,45 Mirattal,46 Force 2,47 Flying Jatt,48 Azhar (2016),49 

Housefull 3,50 Waiting,51 Veerappan,52 Azhar,53 Kyaa Kool Hain Hum 3,54 Piku,55 Bombay 

Velvet,56 Hunterrr,57 Gangs Of Wasseypur,58 and Bang Bang,59. 

 

36 Supra note 3. 
37 Section 151, The Copyright Act, 1957, No. 14, Acts of Parliament, 1957 (India). 
38 Dalpat Kumar v. Pralhad Singh, AIR 1993 SC 276 (India). 
39 Supra note 3. 
40 Reliance Big Entertainment v. Multivision Network & Ors., CS (OS) No. 2066 of 2011.   
41 Viacom 18 Motion Pictures v. Jyoti Cable Network & Ors., CS (OS) No. 2352 of 2011. 
42 M/s R K Productions Pvt. Ltd. v. BSNL & Ors., (2012) 5 LW 626. 
43 Reliance Big Entertainment v. Multivision Network and Ors., CS(OS) No. 3207 of 2011. 
44 Devika, Happy New Year granted John Doe order ahead of its release, SpicyIP (Oct. 18, 2014), 
https://spicyip.com/2014/10/spicyip-tidbit-happy-new-year-granted-john-doe-order-ahead-of-its-
release.html. 
45 Viacom 18 Motion Pictures v. Jyoti Cable Network and Ors., CS (OS) No. 3288 of 2011. 
46  Film ‘Mirattal’ gets copyright cover, Times of India (Aug. 2, 2012, 06:58 IST), 
https://timesofindia.indiatimes.com/city/chennai/Film-Mirattal-gets-copyright-
cover/articleshow/15322447.cms.   
47 Viacom 18 Media Private Ltd. v.  Bharath Sanchar Nigam Limited, CS No. 877 of 2016. 
48 Keyur Seta, A Flying Jatt producers secure order to temporarily block 830 websites, CINESTAAN (AUG. 25, 
2016, 2:01 PM), https://www.cinestaan.com/articles/2016/aug/25/1892/a-flying-jatt-producers-
secure-order-to-temporarily-block-830-websites. 
49 Nikhil Pahwa, Four John Doe orders for blocking websites in the last month alone, MEDIANAMA (JUN. 16, 
2016), https://www.medianama.com/2016/06/223-john-doe-orders-india/. 
50 Sai Vinod, John Doe orders for Blocking of Websites: Mad Dog without a Leash?, SpicyIP (Jan 19, 2012), 
https://spicyip.com/2012/01/john-doe-orders-for-blocking-of.html. 
51 Chawla, supra note 5. 
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VI. BLOCKING A URL V. BLOCKING A WEBSITE 

In R.K. Productions Pvt. Ltd v. BSNL,60 the Madras High Court narrowing the scope of 

John Doe Orders, held that only specific URLs should be blocked and not the entire 

website. 

Similarly, in Eros International Media Limited v. Bharat Sanchar Nigam Limited and 

Ors.,61 [the Dishoom Case] the Bombay High Court reaffirmed the above reasoning of 

the Madras High Court and came up with the guidelines to limit the unfettered scope of 

such orders. Here, the Court held that only the specific links listed out in the 

authenticated affidavit be blocked by the various ISPs who were impugned as 

defendants. Moreover, it required all ISPs to display a generic message stating the 

reasons for blocking, and other relevant information, and ordered for the email address 

of the nodal officer to be communicated.62 This judgment also narrowed the validity of 

the block to 21 days, after which the plaintiff would be required to approach the Court 

and obtain an order for extension of the ban. 

However, the abovementioned guidelines were not applied by other High Courts which 

led to a disparity among the decisions of the Court in granting John Doe Orders. 

Interestingly, some High Courts encourage blocking the entire websites whereas some 

favor the blocking of a particular URL. The same can be observed in Madras High Court’s 

approach of blocking a large number of websites to impede unauthorized hosting of the 

film A Flying Jatt.63 A parallel approach was adopted by the Delhi High Court in a case 

pertaining to the broadcast of the FIFA 2014 World Cup.64 Similarly, in the case of 

Department of Electronics & Information Technology v. Star India Private Limited,65 the 

 

52 Chawla, supra note 5. 
53 Sony Pictures Network India Private Limited v. www.Vimeo.com & Ors., CS (COMM) 523/2016. 
54 Balaji Motion Pictures Limited v. www.1337.Yootorrent.com & Ors., CS (COMM) 38/2016. 
55 Multi Screen Media Pvt. Ltd. v. www.Vimeo.com & Ors., CS (OS) 1230/2015. 
56 Protection against piracy: 'Bombay Velvet' producers move HC, The Economic Times (May 11, 2015), 

https://economictimes.indiatimes.com/magazines/panache/protection-against-piracy-bombay-velvet-
producers-move-hc/articleshow/47228966.cms. 
57 Kiran George, Shemaroo Entertainment Secures a Curious John Doe from Bombay HC, SpicyIP (March 
22, 2015) https://spicyip.com/2015/03/shemaroo-entertainment-secures-a-curious-john-doe-from-
bombay-hc.html. 
58  JOHN DOE ORDERS ISSUED FOR GANGS OF WASSEYPUR, MEDIANAMA (June 18, 2012),  
https://www.medianama.com/2012/06/223-gangs-of-wasseypur-torrent-block/. 
59 Veera Mahuli, The “Bang Bang” Order: ‘Likely’ Copyright Infringement Trumps Intermediary Immunity, 
Tech Law Forum @ NALSAR (Oct. 7, 2014), https://techlawforum.nalsar.ac.in/2014/10/07/the-bang-
bang-order-likely-copyright-infringement-trumps-intermediary-immunity/. 
60  Supra note 42. 
61 Eros International Media Limited v. Bharat Sanchar Nigam Limited, Notice of Motion (L) No. 2315 of 
2016 in Suit No. 751 of 2016. 
62  Shamnad Basheer, Narrow John Doe For Dishoom: New Balance?, SpicyIP (July 26, 2016), 
https://spicyip.com/2016/07/narrow-john-doe-for-dishoom-new-balance.html. 
63 Swati Deshpande, Madras HC orders blocking of 830 sites to prevent online piracy of 'A Flying Jatt', The 

Times of India (Aug 24, 2016, 09:57 PM), https://timesofindia.indiatimes.com/india/Madras-HC-orders-

blocking-of-830-sites-to-prevent-online-piracy-of-A-Flying-Jatt/articleshow/53847473.cms. 

64 Multi Screen Media v. Sunit Singh and Ors., CS (OS) No. 1860 of 2014. 
65 Department of Electronics & Information Technology v. Star India Private Limited, FAO (OS) No. 57 of 
2015. 
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division bench of the Delhi High Court held that the entire website of the defendants be 

blocked and not just the specific URL of the rogue websites. 

On the other hand the Bombay High Court, favoured blocking specific URLs and links 

hosting the infringing material (not the entire websites), as was also the case in 

infringement suits in respect of the movies Udta Punjab and Dishoom.66 

Pertinently, the primary aim behind John Doe Orders is to identify the real defendants. 

The Court is required to pass an ad interim remedy to the plaintiff when the defendant 

remains unidentified. Hence, the order is temporary in nature, and not of a permanent 

nature. However, eternal blocking of a website is not a kind of remedy which can validly 

be termed as a temporary remedy. There is contrariety of opinions among the Courts in 

blocking websites. The Bombay High Court,67 has clarified the ban for 21 days whereas 

other Courts are still silent on this issue. Thus, the debate of blocking a website versus 

blocking a specific URL is open to be cerebrated. 

It is to be noted that both blocking a website and blocking a specific URL cause certain 

loss to the defendant. This loss is justified when the defendant was actually an infringer 

however, when blocked website/URL turns out to be of an innocent person, then this 

loss is to be compensated. Astonishingly, in the current regime there is no specific 

remedy when such John Doe Order goes wrong. Hence, it is imperative to encumber the 

Plaintiff with a duty to check whether websites/URL which are to be blocked are 

actually rogue website as defined in UTV Software Communication Ltd v 1337X.TO and 

Ors,68 as websites which primarily or predominately make available infringing content. 

In absence of such duty, the innocent defendants such as Induna would always remain 

under threat to their business or enjoyment of their website. Hence, the status quo 

requires demands a cautious approach with respect to John Doe Orders. 

VII. PRINCIPLES OF NATURAL JUSTICE  

Natural Justice or Common sense Justice is the fundamental form of justice that protects 

against arbitrary exercise of power by ensuring fair play and shall not be negated to any 

person. Although there is no straight jacket formula to define natural justice yet it 

essentially involves rule against bias and right to fair hearing.69 Notably, in all the cases 

where John Doe Orders are claimed, the plaintiff does not need to prove any real 

infringement or harm, rather a mere ‘suspicion’ or ‘threat’ to the plaintiff’s right is 

enough to establish a cause of action. Appositely, these orders are also called quia timet 

actions as these injunctions are granted to restrain wrongful acts which are imminent 

but have not yet taken place.70 Furthermore, even though the orders passed by the 

 

66 Aprajita Nigam, India:John Doe Orders Bring Light in Dark Age Of Digital Piracy, MONDAQ (NOV. 6, 2017), 
http://www.mondaq.com/india/x/642974/Trademark/John+Doe+Orders+Bring+Light+In+Dark+Ag
e+Of+Digital+Piracy. 
67  Supra note 61. 
68 UTV Software Communication Ltd. and ors. v. 1337 X.To, 2019 (78) PTC 375(Del). 
69 1978 SCR (2) 621. 
70  John Doe” arrives in alliance with the principle of QuiaTimet, PSA (April 2012), 
http://psalegal.com/wp-content/uploads/2017/01/ENewslineApril2012.pdf. 
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Bombay,71 and Madras High Court,72 are appreciated by other High Courts, they were 

not necessarily followed.  

Hence, granting John Doe Orders is similar to providing the plaintiff with a carte 

blanche, giving unfettered power to stop the potential defendants. In furtherance of the 

same, once the order is granted to a plaintiff the power to block any website or a link 

shifts to him which makes him a judge in his own cause. Furthermore, such orders are 

ex parte orders and are granted without intimating the defendant. Thus, the 

opportunity of being heard also remains absent when such orders are passed. Hence, 

these orders do not stand true on the anvil of principles of natural justice. 

Generally, a defendant is informed whenever an ex-parte order is passed against him. 

However, in John Doe Order cases, it is assumed that intimation would lead to distortion 

of evidence which would eventually enable them to escape the law.73 Pertinently, it 

seems to be an endorsement of the utilitarian approach wherein the law strives to bring 

larger good to society by protecting the right of few copyright holders and restricting 

the potential defendants. However, it is to be understood in such cases that, under legal 

principles, a person is not wrong until he is proven to be guilty,74 therefore, it will not be 

legitimate to treat him like a defendant. 

VIII. INTERMEDIARY’S CATCH 22 SITUATION 

In the cases where John Doe Orders are granted, there are three important stakeholders 

involved, namely the plaintiff (right holders), public, and suspected defendants and 

additionally, the ISPs are also a stakeholder in such cases. All the stakeholders’ rights 

are at stake in these cases such as the plaintiff's exclusive right on their work, the 

defendant's freedom of expression including freedom of trade and business, and the 

public’s rights to fair use.75 Similarly, such orders are also likely to imperil the rights of 

the users of online services either by removing the work of the author of legal work or, 

by denying them access to a website that hosts legal content.76 

In furtherance of the same, ISPs can be held secondarily liable under the Copyright Act, 

as was held in Super Cassettes Industries v. Myspace Inc. &Anr.,77 for infringing 

copyrighted content. This liability stems from Section 51(a)(ii),78 of the Copyright Act 

for permitting, any place for the communication of work for profit. However, the 

knowledge of the intermediary is essential to make it liable for infringement.79 

 

71  Supra note 61. 
72  Supra note 42. 
73 Anton Piller K.G. vs. Manufacturing process Limited, [1976] Ch. 55 (C.A.). 
74 Director of Public Prosecutions v. D. O'T, [2003] 4 IR 286.  
75 Section 52, The Copyright Act, 1957, No. 14, Acts of Parliament, 1957 (India). 
76 Divij Joshi, Madras High Court Issues ‘Ashok Kumar’ Order to Block the Internet Archive + 2649 
Websites, SpicyIP (Aug. 10, 2017), https://spicyip.com/2017/08/madras-high-Court-issues-ashok-
kumar-order-to-block-the-internet-archive-2649-websites.html. 
77 Super Cassettes Industries v. Myspace Inc, 2011 (48) PTC 49 (Del). 
78 Section 51(a)(ii), The Copyright Act, 1957, No. 14, Acts of Parliament, 1957 (India). 
79 Supra note 77. 



[ISSUE I] JOURNAL OF INTELLECTUAL PROPERTY STUDIES [VOL III] 

 39 

Strangely, in such cases, ISPs fall into a catch 22 situation where on the one hand, they 

are abided by the Court’s order to block the website/URL to protect the right [yet to be 

infringed] of plaintiff [which is de facto their legal duty under Section 79 of Information 

technology Act, 2000] and on the other hand, such act of the ISPs acts as an impetus to 

sacrifice their consumer’s interest. Pertinently, Madras High Court’s ruling in RK 

Production v. BSNL,80 wherein several ISPs including Airtel were directed to block the 

entire website as a part of John Doe Order, resulted in a consumer complaint filed 

against Airtel. In this case, the District Consumer Redressal Forum at Shimoga, 

Karnataka directed Airtel to pay Rs. 20,000/- for deficiency in internet services owing to 

causing mental agony to the complainant.81 Thus, in such situations the ISPs are left 

with only one remedy that is to block the website as asked by the plaintiff. 

In long run, this situation would not only ossify the growth of information technology 

sector but also influence the investment in this sector thereby, affecting the growth of 

the economy. Surprisingly, even after its unpalatable situation, ISPs own no liability 

towards the innocent defendants who become victim of their court abidance. Thus, it 

suggests a need to place check on ISPs in order to avoid any unnecessary blocking. 

IX. CODE OF CIVIL PROCEDURE 

John Doe Orders attain their sanctity from Section 151 and Order 39,82 Rule 1 and Rule 

2 of the Code of Civil Procedure, 1908. Pertinently, there are two major issues with the 

procedural approach of such orders.83 Firstly, it disregards Order 7, which requires the 

plaintiff to give details of every defendant, together with details of the cause of action, 

failure to do which is a ground for rejecting the plaint.84 

Secondly, it misconceives the purpose of inherent powers of the Court which were 

clearly explicated by the Supreme Court in Padam Sen v. State of Uttar Pradesh,85 so as 

to only supplement or regulate the procedure adopted by Courts, without any bearing 

on litigants’ substantive rights for which Courts have to be specifically empowered. 

However, in John Doe Orders not only do the defendants remain absent but the right of 

innocent third parties are also at stake because the defendant [innocent] only gets to 

knows about the court order when they have already become the victim of court’s order 

and plaintiff’s casual approach. It is be noted that for granting ex parte order, CPC 

specifically requires the deliberate absence of the defendant under Order 9, rule 6(1)(a) 

unlike the Quia timet action or John Doe Order where the defendant remain completely 

 

80 Supra note 42. 
81 Internet Service Provider Penalized for Takedown, Technology Media and Telecommunication, 
TRILEGAL,August 2012, http://www.techlaw.org/wp-content/uploads/2010/07/Trilegal-Internet-
Service-Provider-Penalized-for-Takedown-August-2012.pdf. 
82 Order 39 Rule 1 and Rule 2, CODE CIV. PROC., No. 5 of 1908, INDIA CODE (1908). 
83 Reddy Prashant T, A critical analysis of the Delhi High Court’s approach to ex parte orders in copyright 
and trademark cases, 3 MIPR, 171 (2011). 
84 Order 7 Rule 11, CODE CIV, PROC., No. 5 of 1908, INDIA CODE (1908). 
85 Padam Sen v. State of Uttar Pradesh, AIR 1961 SC 218 (India). 
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oblivious. Under CPC it requires the presence of party and ex parte can be made only 

when the defendant is not made himself available in the court deliberately. 

Hence, there arises a need to revisit the three-pronged test adopted by the Court while 

granting John Doe Orders. 

X. REVISITING THE THREE-PRONGED TEST 

The three-pronged approach adopted in John Doe Orders needs to be revisited because 

it portrays a pro-plaintiff scenario. These three steps involve prima facie case, 

irreparable damage, and, the balance of inconvenience as mentioned above. All the said 

factors are controversial in themselves but the third one, i.e. the balance of 

inconvenience is the most difficult to be comprehended and simplest to be proved by 

the plaintiff. But how does the Court determine that not granting an injunction to the 

plaintiff will eventually favour the defendant who is in fact yet to be known? In such 

cases even if the plaintiff shows that failure to have such order will cause him a loss of 

rupees 1 Crore [supposedly], how will the Court ensure that the loss caused to an 

innocent defendant [a victim of mere suspicion] would be less than 1 Crore or any other 

amount claimed by the plaintiff? Therefore, it is not reasonable for the Court to grant 

such blind pre-emptive remedies.  

Pertinently, in the Great Grand Masti case,86 an innocent website named Induna that 

sold legitimate movie CDs and DVDs was blocked by the ISPs while implementing the 

John Doe Order in favour of the producers of the movie Great Grand Masti. Resultantly, 

the website was delisted by Google and the administrators were issued a DMCA 

Complaint notice.87 Similarly, Madaboutmovies.com, a website involved in movie 

reviews and discussion was blocked by several ISPs as a result of a Court order.88 Thus, 

these Court orders not only lead to an economic cost to these innocent websites likes 

Induna and Madaboutmovies.com, but also fetch an incalculable social cost by giving the 

tag of a ‘pirate’ to such websites. Furthermore, while granting John Doe Orders the 

Court also appoints a commissioner and arranges the help of the Station House Officer 

[SHO] of the local Police Station in the exercise of such order.89 However, it does not 

define the extent of the power to be exercised by such officer. It is silent on whether the 

use of physical force is allowed if the defendant does not comply with the John Doe 

Order; minimum or maximum number of people accompanying SHO while 

implementing such order. Furthermore, it does not clarify the liability of a officer 

committing negligence while implementing the order. These clarification are imperative 

for the effective and efficient functioning of the John Doe Orders. 

In furtherance of the same, the Courts have to be extra cautious while giving ex parte 

orders and in cases where the defendants are oblivious to such trial, the duty upon the 

 

86 Balaji Motion Pictures Ltd. & Anr. v. Bharat Sanchar Nigam Ltd. & Ors., 2016 (4) BomCR 485. 
87 Rahul Bajaj, Bombay HC’s Latest Ruling on John Doe Creates a Jurisprudence Doubt, SpicyIP (July 17, 
2016), https://spicyip.com/2016/07/bombay-hcs-latest-ruling-on-john-doe-creates-a-jurisprudence-of-
doubt.html. 
88 Salman SH, Balaji Motion Pictures gets a John Doe order against 830 websites: report, MEDIANAMA 
(August 25, 2016), https://www.medianama.com/2016/08/223-balaji-motion-pictures-john-doe-order/. 
89 Satellite Singapore PTE Ltd. v. Star Cable Network &ors., FAO(OS) 211/2010. 
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Court increases. This was bolstered by the   Delhi High Court in the case of, Indian 

Performing Right Society v. Badal Dhar Chowdhry and Ors,90 wherein it was observed 

that, “before the injunction, the defendant ought to be made aware of the precise act 

which he is prohibited from doing.” Likewise, in the case of Ramrameshwari Devi & Ors. 

v. Nirmala Devi & Ors.,91 the Supreme Court observed that the trial judge must carefully 

scrutinize, check and verify the pleadings and the documents filed by the parties. A 

meticulous application of this observation suggests that the judge has to verify whether 

the actual illicit websites are banned by the ISPs owing to their duty to abide by the John 

Doe Orders.  

However, the Delhi High Court itself has failed to follow the precedence established by 

the same, in various cases. The classic example of such victimization of innocent 

defendants occurred in the cases of Lipstick Under My Burqa,92 and When Harry Met 

Sejal,93 wherein Internet Archive [a non-profit initiative which has been archiving 

online content like web pages, books, text, audio, video, images, and software since 

1996], was blocked in the pursuit of blocking pirate websites. Similarly, in the case of 

Reliance Big Entertainment,94 various file-sharing websites have been blocked, such as 

Megaupload and Filesonic. Thus, such unimpeded orders not only attract criticism from 

people but also fall foul on the maxim ‘actus curiae neminem gravabit’ which means that 

the act of the Court shall prejudice no one.95 

In cable piracy cases, once the plaintiff receives the John Doe Order, he gets the 

assistance of the Court Commissioner and local police of the concerned area.96 Such 

order allows the plaintiff to enter the premises of suspected defendants without any 

hurdle and confiscate the infringing material.97 But this overlooks the possibility of an 

instance, wherein the suspected defendant is not actually a defendant but a mere victim 

of the plaintiff’s suspicion. In such a situation, the defendant of a John Doe Order is left 

with only one remedy i.e. to claim compensation from the plaintiff or/and ISPs which 

can be claimed only after the blocking of its site.98 Thus, the remedy for the defendant 

still lies in doldrums for many Courts because in the said situation both ISPs and 

plaintiff are acted under the aegis of court order from the court order and cannot be 

punished.  

XI. CONSTITUTIONAL QUESTS 

John Doe Orders are a de facto extension of Anton Pillar Orders,99 therefore, they are 

called Rolling Anton Pillar Orders.100 The former seeks to protect the plaintiff against 

 

90 Indian Performing Right Society v. BadalDharChowdhry, CS(OS) No. 1014 of 2004. 
91 Ramrameshwari Devi & Ors.v. Nirmala Devi, (2011) 8 SCC 249 (India). 
92 Prakash Jha Productions v. BSNL & Ors., CS No. 576 of 2017. 
93 Red Chillies Entertainments Pvt. Ltd. v. BSNL, CS No. 601 of 2017.  
94 Supra note 40. 
95 Jang Singh v. Brij Lal and ors., AIR 1966 SC 1631. 
96 Supra note 3. 
97 Sony Pictures Networks India Pvt. Ltd. & Anr. v. Home Cable Network Pvt. Ltd. & Ors., CS (COMM) 
239/2017. 
98 Supra note 92. 
99 Supra note 11.  
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unknown defendants whereas the latter enables the plaintiff to enter into the land of the 

known defendant and seize the infringed goods (if found).101 Pertinently, these orders 

surmise that they are impeccable in every case and cannot cause any unnecessary harm 

to the defendant. However, it does not stand true on the anvil of instances where a mere 

threat became an impetus to block certain websites or file-sharing websites such as 

Google Docs, Google’s URL shortened google, etc.102 Furthermore, there have been cases 

where innocent sites like Vimeo have been banned owing to the indomitable nature of 

John Doe Orders.103 

In such cases, these orders not only question the freedom of expression,104 of the entity 

owning such websites but also the public’s right to fair use enumerated under Section 

52 of the Copyright Act, 1957.105 

Although, it is true that freedom of expression which is enshrined under Article 19(1) of 

the Indian Constitution subsists however, the freedom is not absolute.106 Under Article 

19(2) an existing law or a law can be created even if it reasonably restricts the rights 

conferred under Article 19(1), if it is in the interests of the sovereignty and integrity of 

India, the security of the State, friendly relations with foreign States, public order, 

decency or morality or in relation to contempt of court, defamation or incitement to an 

offence.107 Interestingly, mere suspicion or threat of infringement of one’s right is not 

covered under these exceptions of Article 19(2). 

There is one obvious reason behind the disparity among the decisions of various High 

Courts i.e. the hierarchy of Courts because the guidelines laid down by the Bombay High 

Court to limit the scope of John Doe Orders are not binding on the High Courts of Delhi 

or Madras or others and vice versa.  

Undoubtedly, the advent of John Doe Orders in India was aimed to combat the piracy 

and counterfeiting unlike its global usage where it is not limited to IP wrong. With such 

pious objective it is expected to protect the right of IP holders in order to fulfil the 

cardinal of IP law. However, its improper implementation without identifying the right 

stakeholders has turned it into a less effective and efficient remedy than it was 

envisaged to be. Pertinently, it involve more cost than their desired benefits. The 

primary flaw in these orders is in its procedure and the way they is granted. Then, there 

are procedural flaws with respect to its implementation. Thus, it will not be a gaffe to 

assert that such are more focused on the giving relief to the plaintiff than punishing the 

 

100 David R. Barron, Roving Anton Piller Orders: Yet to be born, dead, or alive, 18(4) EIPR, 183-185 
(1996).  
101 Supra note 11. 
102 Multi Screen Media Pvt. Ltd. v. Sunit Singh & Ors., CS (OS) 1860/2014. 
103 Anti-piracy for FIFA: Delhi HC orders blocks 219 websites post Sony complaint, FirstPost (July 08, 
2014), 
https://www.firstpost.com/sports/anti-piracy-for-fifa-delhi-hc-orders-blocks-219-websites-post-sony-
complaint-1606671.html. 
104 INDIA CONST. art. 19(1)(a). 

105 Juhi Gupta, John Doe Copyright Injunctions in India, 18 JOURNAL OF INTELLECTUAL PROPERTY RIGHTS 354 
(2013). 
106 INDIAN CONST. art. 19, cl. 1. 
107 INDIAN CONST. art. 19, cl. 2. 
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actual wrongdoer; making it a pro plaintiff approach. Resultantly, innocent defendants 

become the victim of these pro-plaintiff approach. Hence, the need is to revamp the 

status quo by encumbering certain duty on plaintiff, ISPs and Court or its authorized 

agent to protect the rights of innocent defendants. 

XIII. DYNAMIC INJUNCTION: A STEP TOWARDS NEUTRALIZATION? 

It is indeed the task of the State to protect the rights of the copyright authors who invest 

their time and labour to bring something new in the market. In order to protect the 

copyright of authors, it is imperative to determine the pirates and determining the same 

is a mammoth task in this era of the Internet. Therefore, John Doe Orders are a defence 

mechanism developed by the Courts to protect the rights of the wronged individual and 

grant the apposite remedy.  

However, it becomes a cumbersome process to move to Courts every time a plaintiff 

comes across a rogue website infringing its copyright content and plead for an 

injunction against the miscreants in order to obtain an order to issue blocking orders to 

ISPs. Henceforth, the Delhi High Court in the case of UTV Software Communication Ltd. 

and ors. v. 1337X.TO and ors.,108 affirmed its obligation to protect the innocent victims 

of piracy. Consequently, the Delhi High Court formulated a new remedy of granting 

‘dynamic injunction’, Under this remedy, the plaintiffs can directly approach the Joint 

Registrar to extend an injunction already granted against a website, where the 

miscreants have subsequently come up with mirror/alphanumeric/redirect websites to 

circumvent the injunction orders. The Court asserted that ‘dynamic injunction’ is 

limited to “hydra-headed” websites that are being created for the sole purpose to 

bypass the injunction. 

Further, the Court mentioned that with regards to an application under Order 1 Rule 10 

for impleadment, the plaintiffs need to file an affidavit that the impleaded website is a 

mirror/redirect/alphanumeric website with adequate evidentiary proof. The registrar, 

on being satisfied that the website(s) is merely a mirror/redirect/alphanumeric 

website(s) of the injuncted website(s) erstwhile, would issue directions to the ISPs to 

remove access to such website(s).109 Thus, it is not like a John Doe Order wherein the 

plaintiff gets the blocking power merely by his/her Court appearance. 

Notably, the Delhi High Court cited the decision granted in the Singapore Court in the 

case of Disney Enterprise v. Ml Ltd.,110 in which the Court held that “the applicant was 

not obligated to return to Court for an order with respect to every single IP address of 

the infringing URLs already determined by the Court”.  

J. Manmohan aforesaid that “It is desirable that the Court is freed from constantly 

monitoring and adjudicating the issue of mirror/redirect/alphanumeric websites and 

also that the plaintiffs are not burdened with filing fresh suits”. 

 

108 Supra note 68. 
109 Supra note 68. 
110 Disney Enterprise v. Ml Ltd., (2018) SGHC 206. 
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It was observed by the Courts that although a John Doe Order is granted to the plaintiffs, 

- it was not sufficient to stop the mirror websites that can be created. Thus, the decision 

given by the Delhi High Court is undoubtedly a boon [more like a shield to pre-empt] for 

the wronged individual who can directly approach the Joint Registrar to extend the 

injunction granted against “hydra-headed” websites but a bane for innocent defendants 

who create new websites because of the prior removal of their websites as a result of a 

John Doe Order. 

It is pertinent to highlight that the Court did not pay heed to the previously granted 

injunctions nor did it ponder upon the issue of whether the blocked website is actually a 

rogue website. Thus, in a case where a party wrongly suffered from a John Doe Order, 

the Court would not take this fact into account while granting dynamic injunction; 

rather it would extend the order by further verification.  

Interestingly, this new Indian legal endeavor ensures that second time websites would 

not be blocked as per the whims of the plaintiff however, remains silent on the prior 

satisfaction of granting injunction. Thus, there exists a need to revamp the status quo.  

Notably, not every website alleged by the plaintiff is a rogue website. Appositely, rogue 

websites are those websites which are created for malicious or criminal purposes and 

includes counterfeit-selling sites, typosquatters and cybersquatters.111 For Copyrighted 

work, rogue website are those websites which primarily or predominantly share 

infringing content/illegal work.112  

These websites actively induce people to violate the copyright and commit an 

intentional infringement. There are certain factors that are to be taken into account 

while ascertaining a rogue website namely;113 

• whether the primary purpose of the website is to commit or facilitate copyright 

infringement; 

• the flagrancy of the infringement, or the flagrancy of the facilitation of the 

infringement; 

• Whether the detail of the registrant is masked and no personal or traceable 

detail is available either of the Registrant or of the user.  

• Whether there is silence or inaction by such website after receipt of take down 

notices pertaining to copyright infringement.  

• Whether the online location 

• makes available or contains directories, indexes or categories of the means to 

infringe, or facilitate 

• an infringement of, copyright; 

 

111  Ryan Williams, Rogue Websites and Cybersquatting, RED POINT (Jul 5, 2018), 
https://blog.redpoints.com/en/rogue-websites-and-cybersquatting. 
112 Id. 
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• Whether the owner or operator of the online location demonstrates a disregard 

for copyright generally; 

• Whether access to the online location has been disabled by orders from any 

court of another country or territory on the ground of or related to copyright 

infringement; 

• whether the website contains guides or instructions to circumvent measures, or 

any order of any court, that disables access to the website on the ground of or 

related to copyright infringement; and 

• the volume of traffic at or frequency of access to the website; etc. 

Hence, dynamic injunction would only be successful if granted after the satisfaction of 

the test of rogue website; otherwise it would worsen the situation by making 

defendants [innocent] more vulnerable. In Pre-UTV Software Cases, these factors were 

not necessarily taken into account while grating John Doe Orders, resultantly people 

suffered. 

XIV. REMODELLING THE STATUS QUO 

John Doe Orders are not problematic as far as they don’t impinge the rights of innocent 

parties. However, if the current trend of John Doe Orders continues, it will lead to two 

major problems namely;  

(i) Arbitrary blocking of websites, and, 

(ii) Victimization of innocent alleged defendants (infringers). 

In order to balance these competing rights, a remodelling of the existing mechanism is 

required. Copyright piracy has a direct nexus with John Doe Orders, thus, there can be 

two ways to overhaul the status quo. Firstly, to come up with a body which can revamp 

the mechanisms of John Doe Orders thereby improving the status quo and, secondly, to 

upgrade the content surveillance means by safeguarding the content itself. 

XV. CHECK AND VERIFICATION METHOD [CVM] 

The primary problem with John Doe Orders is the absence of a verification mechanism 

to verify the websites to be blocked. Hence, it is imperative to verify the names of the 

websites provided by the plaintiff in order to improve this situation. The authors 

propose the adoption of a ‘Check and Verification Method’ [CVM] which is also 

professed by Prof. Shamnad Basheer,114 and Kian Ganz.115 The same has also been 

 

114 Shamnad Basheer, Of Bollywood “Blocks” and John Does: Towards an IP Ombudsman?, SpicyIP (August 
24, 2016), https://spicyip.com/2016/08/of-bollywood-blocks-and-john-does-towards-a-neutral-
ombudsman.html. 
115  Kian Ganz, The messy battle against online piracy, Livemint (Aug. 12, 2016, 02:12AM), 
https://www.livemint.com/Consumer/YtbRN9fv6ZgZCZOexcsWMI/The-messy-battle-against-online-
piracy.html. 
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endorsed by the Bombay High Court in the case of Eros International Media Ltd. and 

Ors. v. Bharat Sanchar Nigam Ltd. and Ors. (Dishoom case).116  

In a CVM or Neutral Verification Agency and Ombudsman [NVAO],117 a list of the 

suspected websites/URLs provided by the plaintiff would be verified by a neutral party 

or ombudsman. The CVM would finally approve the list of websites and provide it to the 

ISPs for blocking. Even after the verification, if an innocent party’s rights get infringed, 

then both the plaintiff and neutral agency would owe a duty to compensate such a 

defendant. With respect to the plaintiff’s duty, the same was observed by the Supreme 

Court in Ramrameshwari Devi & Ors. v. Nirmala Devi &Ors.,118 wherein it said that “In 

an exceptional case where the Court has to grant an ex-parte injunction it must record 

in the order that if the suit is dismissed the petitioner will have to pay full restitution, 

actual or realistic costs, and mesne profits.” Such a penalty would encourage a plaintiff 

to remain cautious while noting the name of the alleged defendants.  

A similar liability can be traced under Section 512(f)119 of U.S. Code which states that 

“any person who materially misrepresents shall be liable to pay damages including 

costs and attorneys’ fees, by any copyright owner or copyright owner’s authorized 

licensee, or by a service provider, who is injured by such misrepresentation, as the 

result of the service provider relying upon such misrepresentation in removing or 

disabling access to the material or activity claimed to be infringing, or in replacing the 

removed material or ceasing to disable access to it.” 

Furthermore, a layer of check would also be placed on the intermediaries who are the 

proximate cause of curtailment of the websites or URL. There should be proper 

guidelines made in this regard which are necessary to be followed by the intermediary 

to curtail the websites or specific URLs. These guidelines may include the imposition of 

liability on the intermediaries if any innocent website gets blocked. This will impel the 

ISPs to re-verify the list given by CVM in order to avoid the liability. Thus, such a 

tripartite verification method would create a robust check-balance mechanism which 

would be helpful in protecting the rights of third party innocent websites. Furthermore, 

a time limit can be imposed within which the entire process has to be completed which 

would pre-empt the likelihood of the distortion of evidence. Under this mechanism, the 

ISPs would verify the websites after the verification by CVM and the plaintiff. Therefore, 

they are at the final stage of verification and are very less likely to be liable. However, it 

does not help them to escape the liability. 

The question as to how would the duty of the intermediaries would be ensured, can be 

resolved by submitting the final report of blocked websites/URLs to the CVM who 

would be empowered to punish them for their misfeasance. Pertinently, as per rule 3(9) 

of Draft Information Technology [Intermediary Guidelines (Amendment) Rules, 2018], 

the intermediaries are required to deploy technology based automated tools or 

appropriate mechanisms to identify and remove or disabling public access to unlawful 

 

116 Supra note 61. 
117 Supra note 114. 
118 Ramrameshwari Devi & Ors. v. Nirmala Devi, (2011) 8 SCC 249 (India). 
119 17 U.S.C. § 512(f) (2011). 
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information or content.120 Hence, they would be under a self technical check to ensure 

that no unlawful content exits on them. 

Thus, this mechanism will not only ensure the verification of impugned websites but 

also create deterrence against the plaintiffs who seek the blind application of such law. 

XVI. CONTENT SURVEILLANCE 

John Doe Orders are nothing but a mechanism to protect the exclusive right of the 

copyright holder. The underlying aim behind grating John Doe Orders is to stop the 

defendant from committing piracy thereby suggesting a relationship between piracy 

and John Doe Orders. Thus, considering this inexorable relationship between piracy and 

John Doe Orders, it can be asserted that the curtailment of piracy would eliminate or 

diminish the need for granting John Doe Orders. Therefore, in order to safeguard the 

interest of innocent websites, it is imperative to protect the work of producers.  

The authors propose a Blockchain based digitised distribution of the movie. The usage 

of Blockchain for the distribution of work would not only revolutionise the copyright 

industry but also fortify the copyright enforcement mechanism. A Blockchain is a time-

stamped series of an immutable record of data that is administered not merely by one 

unit but by a bundle of computers.121 Information is stored in blocks, which possess an 

exclusive code and is generated on the basis of older blocks and a timestamp.122 

Interestingly, when the new data is stored or recorded, a block is connected to the chain 

of older blocks.123  

Under this mechanism, the producer would deploy the private Blockchain 

technology,124 for the dissemination of his work and issue a private key to the legitimate 

user. This digitized distribution would enable the copyright holder to grant a restricted 

use to them. Any change made across the network (including the key which authorizes 

the legitimacy of the transfer) is recorded.125 Furthermore, if the content is infringed 

from any source, the genus can be traced back to that source by the original owner to 

find the perpetrator.126 Thus, it would not only ensure the protection of the work of the 

producer but also provide the producer with a track record of the people who 

attempted to interfere with the work.  
 

120 Rule 3(9), Information Technology [Intermediaries Guidelines (Amendment) Rules], 2018. 
121 Ameer Rosic, What is Blockchain Technology? A Step-by-Step Guide For Beginners, Blockgeeks (2016), 
https://blockgeeks.com/guides/what-is-Blockchain-technology/. 
122 Asis Panda, 99 Problems Of The Music Industry - Can Blockchain Technology Be A Panacea?, MONDAQ 

(Dec. 18, 2018), 
http://www.mondaq.com/india/x/765730/music+arts/99+Problems+Of+The+Music+Industry+Can
+Blockchain+Technology+Be+A+Panacea/. 
123 Dylan Yaga et al., NISTIR 8202 Blockchain Technology Overview, National Institute of Standards and 
Technology, https://nvlpubs.nist.gov/nistpubs/ir/2018/NIST.IR.8202.pdf.  
124  Dominique Guegan, Public Blockchain versus Private, HAL, blockhain https://halshs.archives-
ouvertes.fr/halshs-01524440/document. 
125 Michael Mcdonald, Lawyers And Bitcoin And Blockchain, ABOVE THE LAW (July 25, 2017, 6:59PM), 
https://abovethelaw.com/2017/07/lawyers-and-bitcoin/. 
126 Jaliz Maldonado, Blockchain Technology May Help Artists with Copyright Protection, PRACTICEPANTHER( 
Mar. 12, 2018), 
https://www.practicepanther.com/blog/Blockchain-technology-may-help-artists-with-copyright-
protection/. 
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Notably, movies are first communicated to the public via theatres and later on via online 

streaming and other mediums, therefore requiring a contract between the producer and 

authorized users. The proposed mechanism would also create an impetus to adhere to 

the contract owing to the ability of the producer to trace the leak. Thus, it would 

disincentivize and deter middlemen and other authorised users [party other than the 

producer] to satiate their profiteering motives by derogating the contractual 

relationship.  

Additionally, the Blockchain can also be used to release movies and facilitate automatic 

payment of royalties through ‘smart contracts’.127 Pertinently, a smart contract on a 

Blockchain can register and enforce distribution and release agreements between 

producers and distribution partners. This would help the producers in combating piracy 

by enabling them to know the market presence of the movie. Furthermore, the 

deployment of Blockchain for purchase and sale of tickets would enable the producer in 

monitoring the distribution of the work in the market and keeping a record of legitimate 

audience. 

There are many Blockchain run software companies such as SingularDTV, OPUS, Custos 

Media, MovieCoin, White Rabbit, Cinezen, Vevue, Ara Blocks, FilmChain, BINGE, 

LiveTree ADEPT, and StreamSpace etc., which are becoming prevalent in the movie 

industry.128 Illustratively, in the year 2015, British singer Imogen Heap’s released her 

song “Tiny Human” on a Blockchain-powered site called Ujo Music which allowed users 

to purchase the song, as well as the key, tempo, and stem of the track using the Ether 

cryptocurrency.129 A similar instance was observed in the year 2018, when a Hollywood 

movie named ‘No Postage Necessary’ was released via peer-to-peer video network app 

Vevue, running on Qtum which is a Blockchain platform.130 Similarly, a company named 

Custos Media Technologies, allows media owners to trace a leak to its source in a 

decentralised way using cryptocurrency thereby providing a globally effective way to 

combat media.131 Furthermore, this start-up identifies people responsible for uploading 

a media file to a piracy network after the content owners entrusted them with that file. 

Although the proposed mechanism would not completely eradicate the piracy, yet it 

would certainly dilute the need of John Doe Orders. Hence, such better measures to 

diminish piracy would immediately reduce the need for granting John Doe Orders. 

 

127 Prasad Joshi, How Blockchain can revolutionise the music and media industries, YOURSTORY(Oct. 23, 
2017), https://yourstory.com/2017/10/how-Blockchain-can-revolutionise-the-music-and-media-
industries/. 
128 Oakley Anderson Moore, Want to Distribute Your Film on the Blockchain? Here are 9 Companies That 
Can Make It Happen, No Film School (November 26, 2018), 
https://nofilmschool.com/2018/11/want-distribute-your-film-Blockchain-here-are-9-companies-can-
make-it-happen. 
129  Middlesex University London, Music on The Blockchain, (Report No 1, July 2016), 
https://www.mdx.ac.uk/__data/assets/pdf_file/0026/230696/Music-On-The-Blockchain.pdf. 
130 AFP Relaxnews, Hollywood’s First Blockchain Movie Hopes to Produce End to Piracy, NEWS18 (Apr. 3, 
2018, 10:48 PM), https://www.news18.com/news/movies/hollywoods-first-Blockchain-movie-hopes-
to-produce-end-to-piracy-1706315.html. 
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prevent-it/. 
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XVII. CONCLUSION 

Indian film industry produces 1,500-2,000 films every year in more than 20 languages 

and is the largest in the world in terms of number of films produced.132 However, it fails 

to marvel the list of countries in terms of revenue generation.133 As per the Deloitte 

Indywood Indian Film Industry Report, the gross box office realisations of Indian film 

industry are expected to reach $3.7 billion by 2020, which is substantially less than box 

office realisation of the US and Canada which stand at $11 billion with significantly 

lower number of films.134 Every year Indian film industry incurs a loss of INR 190 

billion. 135  Furthermore, India is among the top five countries in peer-to-peer 

downloading.136 This data not only highlights the deleterious ramifications of online 

piracy but also underscores the need to have a robust IP infrastructure. Pertinently, 

there can be umpteen reasons behind this scenario such as high ticket prices, low 

income levels and cheap net infrastructure; however, awareness and enforcement are 

two broad reasons behind the normalization of online piracy in India. 

Appositely, John Doe Order is one such judicial mechanism to protect the rights of IP 

holders. The arrival of John Doe Orders was not envisaged as a tool to curb online 

piracy. Howbeit, the evolution of internet wrongs especially online piracy broadened its 

applicability to film industry. The present article presents a cogent understanding of 

John Doe Orders and evinces their likely future jurisprudence in India. The authors have 

argued that the terms ‘plaintiff’ and ‘defendant’ are merely legal nomenclatures without 

any attribution of final liability. Hence, it is incumbent on the Court to ascertain the 

liability before giving any decision [temporary or permanent]. Conversely, the Court 

grants John Doe Orders by merely relying on the claims of the plaintiff, thereby 

jeopardising the rights of innocent websites like Induna. This action of the Court is often 

justified by the argument that the actual defendant is likely to distort the evidence or 

circumvent the liability if a prior communication is made to the defendant. However, 

this argument fails to take the potential loss to the innocent defendants into account. It 

is to be observed by the Court that the spate of granting John Doe Orders in last few 

years not only indicates the pro-plaintiff approach of the Court but also questions the 

notions of justice and equality by legitimizing the arbitrary shut down of websites 

which form the fundamental ethos of the Indian Constitution.  

In furtherance of the same, the authors have deliberated upon the understanding of 

copyright enforcement which is not only limited to the protection of the rights of a 

 

132 Indian film industry realisations may reach $3.7 billion by 2020: report, LiveMint (September 25, 
2016), 
https://www.livemint.com/Consumer/O1rnlOwjF8cAn5w7k8CzBK/Indian-film-industry-realisations-
may-reach-37-billion-by.html. 
133  Film Industry in India: New Horizons, Ernst & Young, 
http://producersguildindia.com/Pdf/Film%20Industry%20In%20India%20New%20Horizons.pdf. 
134  Indian Film Industry, Indywood,Deloitte, September 2016, 
https://www2.deloitte.com/content/dam/Deloitte/in/Documents/technology-media-
telecommunications/in-tmt-indywood-film-festival-noexp.pdf. 
135 Id. 
136 Lata Jha, India among top five countries for peer-driven piracy, Livemint (August 21, 2018, 12:31 PM),  
https://www.livemint.com/Consumer/MuPSerb5XHOhFQVhoqI8JN/India-among-top-five-countries-for-
peerdriven-piracy.html. 
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copyright holder but also includes detection of actual wrongdoers. It is true that 

detection of pirates has become a herculean task in the Internet era, however, it does 

not authorise the Court to derogate the rights of an alleged defendant.    

On one hand, John Doe Orders are a judicial postulation of the protection of the rights of 

copyright holders. On the opposite side, they are an indication of failure of the state 

machinery to curb piracy. Thus, the authors argue that the normalization of copyright 

piracy has created a scenario wherein people have stopped considering it as a wrong, 

thereby a need to create IP awareness in India has arisen. Interestingly, John Doe Orders 

can be equated with a double-edged sword which on the one side protects the plaintiff’s 

rights but on the other side, it cuts the rights of innocent alleged defendants. Currently, 

John Doe Order is a sharp sword under the cloak of a shield which is meant to protect 

the plaintiffs against the anonymous pirates. However, its routinization by Indian 

Judiciary has made it a sword to trim the rights of innocent defendants. 

Thus, the article highlights the need to evangelize the current John Doe regime into a 

mechanism wherein competing rights can sustain without any tussle. The authors 

propose the creation of a Check and Verification Method [CVM] which will verify the list 

of unknown defendants given by the plaintiff. Furthermore, the liability of the 

intermediaries needs to be revisited considering the role of ISPs in blocking websites. 

Thus, the authors have proposed a tripartite verification mechanism wherein the list of 

the Ashok Kumar defendants will be first verified by the plaintiff himself, then by the 

CVM and final verification will be done by the ISPs. This would minimize the likelihood 

of infringement of the rights of innocent defendants. Secondly, the authors propose 

Content Surveillance through the deployment of Blockchain technology by the movie 

producers in distribution and dissemination of the work. Although the Blockchain does 

not present an end or full proof solution for eliminating piracy yet it certainly minimizes 

the needs of grating John Doe and ensures an effective implementation of John Doe 

Orders. Thus, it would not only ensure the protection of the copyrightable work but also 

the maintains the rights of both the plaintiffs and the defendants but also secure the 

copyright work.  
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TO APPOINT OR NOT TO APPOINT... THAT IS THE QUESTION! 

DR. MOHAN DEWAN* 

The answer to the problems of men lies in the law. The answer to the problems of law 

lies outside the law. The primary role of adjudicatory bodies is to adjudge disputes 

before them, within the prescribed framework of the law. As to what extent the 

judiciary is allowed to “interpret” the law to meet the ends of justice has been debated 

since time immemorial. 

BACKGROUND 

As our laws dwell deeper into regulating the practices, processes, disputes and crimes 

which were peculiar to various industrial and technical fields, it was inevitable that 

adjudicatory bodies were established separately from the traditional judicial setup to 

resolve industry-specific issues such as those related to company laws, consumer laws, 

IT and cyber laws, intellectual property laws and the like. The Intellectual Property 

Appellate Board (“IPAB”) was established in 2003 to adjudicate upon cases pertaining 

to intellectual property laws. The idea was for a Technical Member, who would ideally 

be an expert in that specific type of intellectual property to have a say in the 

adjudication, instead of the traditional method of having only a judicial expert to review 

and decide the matter. A balance was sought to be struck to ensure that the law and the 

technicalities of the subject, would both be correctly reviewed by the respective experts 

before deciding IP cases. 

STATUTORY STORY 

The establishment and operation of the IPAB is governed by the IPAB Rules, 2003, the 

laws related to Trademarks, Patents, Copyrights, and Plant Varieties Protection, etc. The 

IPAB was established in 2003 and commenced its function from November 15, 2003.1 

All appeals under various IP laws, pending at the High Courts were transferred to the 

IPAB. 2 

According to Section 84 (2) of the Trademarks Act, 1999, “Subject to the other 

provisions of this Act, a Bench shall consist of one Judicial Member and one Technical 

Member and shall sit at such place as the Central Government may, by notification in the 

Official Gazette, specify.” 3  It prescribes that for cases relating to the Patents, 

Trademarks, Copyright, Plant Varieties Protection, the Bench of the IPAB is to comprise 

a Judicial Member and a Technical Member (an expert in the field of that particular 

intellectual property). 

 

 

* PRINCIPAL, RK DEWAN & Co; ADVOCATE, PATENT & TRADEMARK ATTORNEY 
1 Gazette Notification S.O.1049(E) dated 15/09/2003. 
2 Gazette Notification S.O.1049(E) dated 01/10/2003. 
3 Section 84 (2), Trademarks Act, 1999, No. 47, Acts of Parliament, 1999. 
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AS ON DATE 

In the beginning, there was a proper execution of the statutory as well as regulatory 

provisions concerning the establishment and operation of the IPAB. However, for the 

last 2 years, there has been a vacuum with regards to the appointment of a Technical 

Member for Patents. Further, for the past 9 months, there has been no appointment of 

Technical Member for Trademarks. There has been no proper execution of the statutory 

provisions, in the sense that the positions of the Technical Member for all IPs have been 

vacant for a majority of the duration since the establishment of the IPAB. Since its 

inception, a bench to hear copyright matters could not be constituted since the post of 

Technical Member (Copyright) was not appointed.4 Current statistics show that the 

Intellectual Property Appellate Board (IPAB) has over 3000 cases pending adjudication 

(concerning trademarks, copyright and patents). 

Further, in cases related to patents, in case of revocation, at least the alternative remedy 

of filing a counterclaim in a patent infringement suit is available. However, in the case of 

trademarks, the statute places an express bar on the jurisdiction of the Courts in 

matters which are to be decided by the IPAB. 

MYLAN LABS CASE 

In the recent case of Mylan Laboratories v. Union of India & Ors, W.P.(C) 5571/2019 & 

C.M. Appln. 24540/2019 & 26833/2019,5 (“Mylan”) the petitioner challenged the order 

passed by the Deputy Controller of Patents and Designs dismissing a pre-grant 

opposition filed by the petitioner and granted a patent. The petitioner approached the 

Delhi High Court for an urgent hearing to stay the application as the IPAB was not 

functioning due to the vacancy of the position of the Technical Member (Patents) since 

04th May 2016. 

In the following paragraphs, two different aspects of the Mylan case are discussed: 

Firstly, the lack of adherence to the Patents Act and secondly, the issue of lack of 

complete quorum of the IPAB and the Delhi High Court’s decision in this regard.  

NON-ADHERENCE TO THE PATENTS ACT 

The legal fraternity seems to be taken aback by the decision of the Delhi High Court. 

First and foremost, the genesis of this petition itself is against the procedure established 

by the statute. The Patents Act, 1970, after being amended in 2007, clearly states that no 

appeal can lie to the IPAB against the rejection of a pre-grant opposition application.  

 

4 Aditi Singh, IPAB Chairman & Technical Member (Plant Varieties Protection) to hear IP matters till 
vacancies are filled up, BAR AND BENCH (Jul. 9, 2019), https://barandbench.com/ipab-technical-member-
vacancies-delhi-hc/. 
5 Mylan Laboratories v. Union of India and Ors, 2019, W.P.(C) 5571/2019 & C.M. Appln. 24540/2019 & 
26833/2019. 
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The same was also clarified by the Delhi High Court in the case of UCB Farchim SA v. 

Cipla Ltd. and Ors.6 In this case, the Court ruled upon a very important question of law 

concerning the maintainability of a writ petition under Article 226 of the Constitution to 

challenge an order passed by the Controller of Patents either allowing or rejecting a pre-

grant opposition filed under Section 25(1) of the Patents Act, 1970.7   

A pre-grant opposition is an opposition against the patent and can be filed at any time 

after the publication of the patent application. Pre grant oppositions are prescribed 

under Section 25(1) of the Patents Act. A post-grant opposition, on the other hand, has 

to be filed within one year from the date of the publication of the grant of patent.  

The Delhi High Court observed that, “A major difference between the pre-grant and the 

post-grant opposition is that while in terms of Section 117A an appeal to the IPAB is 

maintainable against the order of the Controller in a post-grant opposition under 

Section 25(4), an appeal has not been expressly made available against an order made 

under Section 25(1).”  

The Delhi High Court, in this case, declined to exercise its jurisdiction under Article 226 

to entertain this petition stating that the Applicant will have a remedy by way of an 

appeal to the IPAB if the grant of patent is refused by the Controller after accepting a 

pre-grant opposition.  

In the case of J. Mitra v. Asst. Controller,8 in 2000 J. Mitra filed an application for the 

grant of a patent. Span Diagnostics Ltd. filed a pre-grant opposition which was rejected 

by the Controller in 2006. At that time, before the amendments to the Patent Act, the 

remedy of appeal was available to Span before the High Court under Section 116. From 

the High Court’s order an appeal was filed to the Supreme Court. The Supreme Court 

observed that there was a legislative intent to have a dichotomy between “pre-grant 

opposition” and “post-grant opposition”. It stated how the legislature intended to 

obliterate the appeal from pre-grant proceedings which existed earlier.  It held that 

after the amendment in 2005, while Section 117A allows for an appeal to the IPAB 

against an order under Section 25(4), there does not lie any appeal against an order in a 

pre-grant opposition under the Act. Therefore, after the amendment in 2005, while 

Section 117A provides an appeal to the IPAB against an order under Section 25(4), it 

expressly does not provide an appeal against an order in a pre-grant opposition under 

Section 25(1) of the Patents Act.  

Both these orders are highly applauded in the concerned patent-legal fraternity. They 

bring out the dichotomy of the remedies available in cases of pre-grant oppositions and 

post-grant oppositions. The order in Mylan therefore, is rooted in the unabashed and 

brazen misconstruction of the laws and precedents as described in the above 

paragraphs.  

 

 

6 UCB Farchim SA v. Cipla Ltd. and Ors, (2010) 167 DLT 459. 
7 Id. 
8 J. Mitra and Co. Pvt. Ltd. v. Asst. Controller of Patents and Design and Ors, (2008) 10 SCC 368. 
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LACK OF COMPLETE QUORUM OF THE IPAB DUE TO VACANCIES OF THE POSITIONS OF TECHNICAL 

MEMBERS 

The Delhi High Court in the Mylan case had directed the Deputy Registrar of IPAB to 

present to it a status report with respect to the vacancy of the position of the Technical 

Members of IPAB. The Court observed the inconsistency or complete lack in 

maintaining the position of the Technical Member occupied at the IPAB.  

The Court had also appointed amicus curiae to put forth its submissions as to the status 

of the cases pending before the IPAB and provide its suggestions. At the outset, the 

submissions by the amicus curiae appointed in the Mylan case, state “Union of India has 

miserably failed to uphold the right to access to justice of the citizens of India with 

respect to the adjudication of Intellectual Property disputes in the country. Vacancies 

have not been filled up for several years and thus crippled the functioning of the IPAB.”  

This observation is apt and precise.  

However, the submission of the Amicus goes on to suggest a pragmatic solution for 

doing away with the pendency of cases due to vacancies in the IPAB posts. It suggests 

that the Trademarks Act itself should be amended so as to remove the compulsion of the 

presence of a Technical Member for completing quorum. This is similar to saying that in 

order to address the issues of the ‘effect of a system; it is advisable to do away with the 

system itself. The submissions state that the provision for the presence of a Technical 

Member in other statutes is not compulsory. This observation itself lays the canvas for 

painting the gravity and depth of technicalities involved in intellectual property matters 

and consequently, the dire need of a Technical Member to complete the quorum. It is 

but an absurd proposition to put forth that the law has stricter rules with respect to 

something and therefore is creating hindrance.  

Another proposition that the Amicus makes is the appointment of Ad-hoc members to 

fill in vacancies to avoid pendency, which is a suitable solution to resolve the pending 

cases.  

RATIO 

Ultimately, the Court noted that only the Technical Member for Plant Varieties was 

currently functioning. It therefore held that the Chairman, IPAB and the Technical 

Member (Plant Varieties Protection) were competent to hear urgent matters relating to 

the Patents, Trade Marks and Copyright till the vacancies of other Technical Members 

were filled up and the orders passed would not suffer invalidity on the ground of lack of 

quorum. 

The Delhi High Court single judge invoked the doctrine of necessity. It observed that the 

legislative intent is of the continuity of the IPAB and not its cessation because of a 

vacancy in its technical membership. The Court held, “If the post of the Technical 

Member is lying vacant, the IPAB can proceed to hear urgent matters and the orders 

passed would not suffer invalidity on the ground of lack of quorum.” 
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TO PONDER 

The legislative intent is not only that of adjudication, but that of correct adjudication 

supported by the necessary expertise. The provisions of all the intellectual property 

laws (trademarks, patents, GI, plant varieties) etc. very clearly mandate the 

requirement of a Technical Member for the IPAB. The legislative intent here is that of 

the need for technical expertise and efficient adjudication. Under the garb of furthering 

legislative intent, can we do away with the need of a well-qualified judge? The doctrine 

of necessity, which the Court applied in this case, is an exception to the rule of “Official 

Bias”. The doctrine essentially means that just because there is a possibility of bias by an 

official, does not mean there should not be any adjudication. In the case of Ashok Kumar 

Yadav v State of Haryana9, it was applied by the Supreme Court in order to retain the 

coram constituted for interviewing the candidates of a public service commission. The 

issue was that one of the members of the coram was a relative of one of the candidates. 

Here the doctrine was correctly applied as an exception against the rule of official bias, 

unlike in the present case. The doctrine of necessity is not a rule against the mandate of 

statutory qualification.  What is also fatal here is that till date, decisions are being 

passed by the Judicial Member alone. These decisions could at least be challenged for 

lack of quorum. The judgement, if adhered to, verbatim, does away with the right to 

challenge the same. 

The IPAB is a statutory body established to decide upon primary and substantive rights 

of parties in the cases concerning intellectual property. The jurisdiction of the IPAB is 

such that the conventional courts or the commercial courts have also been barred from 

deciding matters which fall under the jurisdiction of the IPAB. When the statutory and 

regulatory provisions have both vested the IPAB with exclusive powers to substantively 

decide the disputes related to intellectual property, the improper execution of such 

statutory provisions cannot be taken lightly and done away with. 

Ironically, one must also ponder upon the fact that the “necessity” in this scenario 

cannot be veiled. There is an urgent necessity of some able body to decide these 

innumerable pending cases and therefore the desperation noted by the Court cannot be 

ignored. Ideally, the Court should have directed the executive machinery to appoint the 

requisite technical members immediately, instead of directly stepping into the shoes of 

the executive.  

In the meantime, the functioning Chairman of the IPAB retired in September 2019. 

However, no new Chairman was appointed in his place for more than 3 months. Such 

retirement could have been easily foreseen and a new member should have been 

appointed at least within time if not well in advance. This is another case of inefficient 

and untimely appointments. On December 18, 2019, finally, the Supreme Court decided 

to reinstate the retired Chairman until a new one was appointed. Still, the Panel of IPAB 

remains incomplete as the position of the Technical Member is vacant as on date. The 

untimely vacancies, the lack of appointments, the make-shift appointments of Technical 

 

9 1987 AIR 454, 1985 SCR Supl. (1) 657 
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members who are experts in one field to adjudicate upon a completely different field 

clearly shows that the Board is not functioning as well as what was envisaged.  

However, on the meagre upside, maybe, such a drastic step (admittedly outside the 

purview of law) will prove to be instrumental in waking up the executive machinery for 

appointments of the required officials. Can we hope that the central executive will 

empathize with the drastic, adverse effects that this decision will have upon the 

functioning of the IPAB and proceed with the appointments? To appoint or not to 

appoint, that is the question. 
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THE RIGHT TO BE FORGOTTEN; INCORPORATION IN INDIA 

NAMAN KHATWANI 

ABSTRACT 

Social media is an important and essential tool for most people, where they place great 

emphasis on their image. This image is what makes them recognizable compared to 

other individuals and hence is an important aspect. While the right to create and 

present an individual’s own identity has acquired great importance, it does not include 

the right to hide aspects that an individual may not wish to associate with himself.1 

 

This paper shall firstly analyse the origins of the concept of ‘Right to be Forgotten’. It 

will trace the decision of the Court of Justice of the European Union (“CJEU”) on this 

matter and the jurisprudence that has hence evolved. The paper shall then focus on the 

Indian aspect of this right where the legislative policy and judicial decisions within India 

shall be analysed. The paper will then conclude with an analysis of the Data Protection 

Bill and the framework in which this right exists in India. 
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1Ángela Moreno Bobadilla and Fernando Gutiérrez Atala, Implementation of the Right to be Forgotten in 
Chile: The Right to One's Image as an Essential Part of All People, 346-361, Journal of Information Policy, 
Vol. 8 (2018). 
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I. INTRODUCTION 

Justice Brandies commented that the concept of Privacy can be encapsulated with the 

phrase “Right to be Left Alone”.2 This would suggest that the fundamental aspect of 

privacy is a person’s ability to keep himself away from any attention or highlight. This is 

in complete contrast with the concept of the Internet as a Global Information 

Infrastructure (“GII”).  The Internet is referred to as a GII due to its data intensive 

nature, where data includes information about individuals irrespective of them having 

shared it. As soon as information is released on the Internet, it becomes very hard to 

prevent it from spreading.3 Especially with the advent of social media, a free flow of 

information has developed. This information is often personal and cannot be retracted 

and is embedded in the Internet. 

A succinct analogy would be to compare data on the Internet to plastic in our oceans. It 

is rampantly increasing and present all over, and very easy to locate and add. However, 

it cannot be removed or erased simply. Hence, it is easy to feature on the Internet and 

be recognized, but it is very hard to erase this embedded data from the Internet. There 

have been various instances in the past where the uploading and sharing of 

photographs or other information about an individual’s personal life on the Internet, 

either through social media or through blogs/news articles, has affected their 

professional careers.  

Information on the Internet may be uploaded by any person at any time and becomes 

hard to delete. A person may easily record such information uploaded on the Internet 

by way of downloads and re-upload them, with the original author not having much 

recourse.  This may even be uploaded without the knowledge of the individual involved 

and hence, keeping track of it becomes even harder. To give an instance, an incident 

where a kindergarten teacher in her moments of indiscretion uploaded a photograph in 

an intoxicated state and was let go from her job.4 

Social media is an important and an essential tool for most people, where they place 

great emphasis on their image. This image is what makes them recognizable compared 

to other individuals and hence is an important aspect. While the right to create and 

present an individual’s own identity has acquired great importance, it does not include 

the right to hide aspects that an individual may not wish to associate with himself.5 

 

2Warren & Brandeis, Right to Privacy, 4 HARV. L. REV. 193 (1890). 
3 House of Lords, European Union Committee, EU Data Protection law: a ’Right to be Forgotten’, HL 40 
(July 30 2014). 
4  The "Drunk Teacher" saga is a cautionary tale for the social media age, CBC 
https://www.cbc.ca/radio/day6/the-drunk-teacher-saga-is-a-cautionary-tale-for-the-social-media-age-
1.3826428(March 15, 2019).  
5Ángela Moreno Bobadilla and Fernando Gutiérrez Atala, Implementation of the Right to be Forgotten in 
Chile: The Right to One's Image as an Essential Part of All People, 236-361, JOURNAL OF INFORMATION POLICY, 
VOL. 8 (2018). 

https://www.cbc.ca/radio/day6/the-drunk-teacher-saga-is-a-cautionary-tale-for-the-social-media-age-1.3826428
https://www.cbc.ca/radio/day6/the-drunk-teacher-saga-is-a-cautionary-tale-for-the-social-media-age-1.3826428
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This paper shall firstly analyse the origins of the concept of ‘Right to be Forgotten’. It 

will trace the CJEU decision on this matter and the jurisprudence that has since evolved. 

The paper shall then focus on the Indian development of this right where the legislative 

policy and judicial decisions within India shall be analysed. The paper will then 

conclude with an analysis of the Data Protection Bill and the framework in which this 

exists in India as if now.  

II. THE ADVENT OF THE RIGHT TO BE FORGOTTEN 

The Right to be Forgotten has been historically applied as a right to oblivion whenever 

an individual who has been sentenced does not wish to be recognized for his criminal 

actions anymore. These are mostly exceptional cases where, over a passage of time, it 

becomes unfair to link the criminal to his past actions.6 The right would indicate an 

erasure of data made public which is almost impossible with the advent of the Internet. 

However, the Right to be Forgotten has been given serious thought by the European 

Union (“EU”) in the context of data protection. The EU General Data Protection 

Regulation (“GDPR”) was approved by the EU Parliament on April 14, 2016. It was 

enforced on May 25, 2018. It replaced the earlier data protection directives to provide 

consolidated regulations. 

A. General Data Protection Regulation 

The Right to be Forgotten was first discussed in the proposal titled Protection of 

Individuals with Regard to the Processing of Personal Data and on the Free Movement 

of Such Data.7 The proposal, in January 2012, highlighted this right, which became a hot 

point of contention, especially because of the American jurisprudence on it. The 

regulation intends to protect the personal data of individuals and hence, take up the 

hard task of monitoring and implementing blocks on the free movement of such data.  

The perils of the present age have been wittingly remarked as, “You are what Google 

says you are.”8 This is further expounded by opinions such as “We live naked on the 

Internet… in a brave new world where our data lives forever.”9These remarks stress 

that an individual’s information is available all over the Internet, and it is extremely 

convenient to profile someone based on such information. Further, an individual would 

not have the ability to alter such data about them that is present on the Internet. 

 

6 Meg Leta Ambrose and JefAusloos, The Right to be Forgotten Across the Pond, JOURNAL OF 
INFORMATION POLICY, 1-23 Vol. 3 (2013).  
7 European Commission, Proposal for a Regulation of the European Parliament and of the Council on the 
Protection of Individuals with Regard to the Processing of Personal Data and on the Free Movement of 
Such Data (General Data Protection Regulation), COM (2012) 11 final. 
8 Megan Angelo, You Are What Google Says You Are, Wired, Feb. 11, 2009, 
http://www.wired.com/business/2009/02/you-are-what-go/.  
9John Hendel, In Europe, a Right to be Forgotten Trumps the Memory of the Internet, The Atlantic (Feb. 3, 
2011),  http://www.theatlantic.com/technology/archive/2011/02/in-europe-a-right-to-be-
forgottentrumps-the-memory-of-the-Internet/70643/. 

http://www.wired.com/business/2009/02/you-are-what-go/
http://www.theatlantic.com/technology/archive/2011/02/in-europe-a-right-to-be-forgottentrumps-the-memory-of-the-internet/70643/
http://www.theatlantic.com/technology/archive/2011/02/in-europe-a-right-to-be-forgottentrumps-the-memory-of-the-internet/70643/
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The move to have a Right to be Forgotten can be explicitly found to have backing in 

Spain.10 Citizens had started filing complaints about personal information of victims or 

other sensitive information existing on the Internet and that negatively impacted these 

individuals who may be profiled. So the Spanish Data Protection Agency, i.e., Agencia 

Espanola de Proteccion de Datos (“AEPD”), took note of this and directed the 

information be taken down thus imposing the Right to be Forgotten.11 

The Right to be Forgotten was seen as a fundamental aspect of privacy when the GDPR 

was being redrafted.12 The first proposal envisaged the right to ensure that an 

individual has greater control over his personal information and data stored on the 

Internet. This also sought to provide legal backing to ensure that an individual does not 

have to face administrative hurdles to exercise this right. The Commission commented 

that “to ensure that when an individual no longer wants its [sic] personal data to be 

processed, and if there is no legitimate reason for an organization to keep it, it should be 

removed.”13 

Article 17 of the GDPR states that, “the data subject shall have the right to obtain from 

the controller the erasure of personal data concerning him or her without undue delay 

and the controller shall have the obligation to erase personal data without undue 

delay.”14 This means that any person has the right to request any website covered 

within the jurisdiction of the GDPR to delete any personal information concerning him. 

However, the right is subject to the following criteria:15 

i. The data is no longer necessary to fulfil its intended purpose; 

ii. The data subject withdraws consent; 

iii. The data subject raises a legitimate objection about how the data was processed; 

iv. The data is determined to have been collected or processed illegally; 

v. The laws of an EU Member State require the data to be erased; and 

vi. The data is subject to GDPR Article 8’s rules about personal data of children.  

 

B. Google Inc. v. AEPD  

 

10 Comments by Jose Luis Rodriguez, Director of the Spanish Data Protection Agency, at 33rd 
International Conference of Data Protection and Privacy Commissioners in Mexico City, Mexico, Nov. 2, 
2011. 
11Suzanne Daley, On Its Own, Europe Backs Web Privacy Fights, NEW YORK TIMES ( Aug. 9, 2011),  
http://www.nytimes.com/2011/08/10/world/europe/10spain.html. 
12 Viviane Reding, Why the EU Needs New Personal Data Protection Rules, speech at the European Data 
Protection and Privacy Conference, Brussels, Belgium, Nov. 30, 2010,https://europa.eu/rapid/press-
release_SPEECH-11-827_en.htm?locale=en.  
13 Viviane Reding, EU Data Protection Reform and Social Media: Encouraging Citizens’ Trust and Creating 
New Opportunities, speech at the New Frontiers for Social Media Marketing conference, Paris, France, 
Nov. 29, 2011,https://europa.eu/rapid/press-release_SPEECH-11-827_en.htm?locale=en.  
14 Regulation (EU) 2016/679 of the European Parliament and of the Council of 27 April 2016 on the 
protection of natural persons with regard to the processing of personal data and on the free movement of 
such data, and repealing Directive 95/46/EC (General Data Protection Regulation), (2011) 178 DLT 705. 
15Id. 

http://www.nytimes.com/2011/08/10/world/europe/10spain.html
https://europa.eu/rapid/press-release_SPEECH-11-827_en.htm?locale=en
https://europa.eu/rapid/press-release_SPEECH-11-827_en.htm?locale=en
https://europa.eu/rapid/press-release_SPEECH-11-827_en.htm?locale=en
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The European Court of Justice (“ECJ”) was approached by a Spanish national, Mario 

Costeja González16 against Google Spain for an article dated in 1998. This article which 

was 36 words long and specified an auction notice of his house implied that he had been 

in debt. Mario, who has rather unknowingly triggered a whole new arena of Privacy 

jurisprudence in the EU and across the world did not want the rest of the world to see 

this article and know about his debt. Mario filed a complaint with the AEPD to delete or 

alter this news report. The AEPD held that it cannot delete the report and respected the 

right of the newspaper to demonstrate such information. However, it ordered Google 

Spain and Google Inc. to not link the search to these particular reports. When Google 

appealed this matter to the Spanish High Court, it was referred to the CJEU for final 

determination. 

On May 13, 2014, the ECJ formulated a piece of modern history in a decision that would 

allow European nationals the “Right to be Forgotten”. The highest court of the European 

Union in its judgment dated 13th May 2014, held that nationals had the right to ask 

search engines such as Google to remove or disassociate links to webpages which 

contained out-dated, defamatory or prejudicial information about them.17 This led to 

thousands of Europeans exercising their new right within the week towards Google to 

disable specific links regarding them. 

The ECJ acknowledged the privacy of a person is remarkably affected by search engines 

since they make personal data of a person accessible to the public. On the other hand, 

the ECJ also recognized the need to safeguard the rights of collectors of data and other 

harbours which have legitimate interests, in displaying such information. While the 

Court clearly favoured the privacy rights of an individual over the right of these data 

purveyors, it also found the need for creating a balance between the two.18 

The ruling in question gave foremost importance to the sensitivity of certain 

information and an individual’s right to keep that hidden from the public. It can be 

understood that this explanation is based on the manner in which information can flow 

on the Internet, and how it can provide others with crucial insight about the individual. 

A simple ‘Like’ on any social media platform can be interpreted to mean an inclination 

towards a political stance or otherwise and hence, have a ripple effect. In this context, 

an individual’s right to privacy must supersede the public interest of availability of 

knowledge and information at their disposal.  

 

16 James Ball, Costeja González and a memorable fight for the 'Right to be Forgotten', THE GUARDIAN (May 
14, 2014), https://www.theguardian.com/world/blog/2014/may/14/mario-costeja-gonzalez-fight-
right-forgotten. 
17  Google Spain SL and Google Inc. v AEPD and Mario Costeja González Case, C-131/12, 
ECLI:EU:C:2014:317, ILEC 060 (CJEU, 2014). 
18 Ashish S. Joshi, Leave Me Alone! Europe's "Right to be Forgotten” Litigation, 15-17(Vol. 41, No. 2, 
Regrets) (Winter 2015).  

https://www.theguardian.com/world/blog/2014/may/14/mario-costeja-gonzalez-fight-right-forgotten
https://www.theguardian.com/world/blog/2014/may/14/mario-costeja-gonzalez-fight-right-forgotten
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The ECJ also noted that data protection laws within the EU might not apply to all 

publication agencies and data purveyors. Hence, it becomes exponentially harder for an 

individual to protect himself from the publication of embarrassing or otherwise 

prejudicial data about him when this right cannot be absolutely claimed. This is the 

reason that the ECJ found an acceptable solution in directing search engine operators to 

remove the hyperlinks to webpages that an individual may object to. Hence, using this 

mechanism, data published by a website outside the jurisdiction of the EU may still be 

subject to the removal of accessibility via search engines.   

The ECJ held that an individual’s fundamental right to privacy includes the “Right to be 

Forgotten”. If search engines provide information that appears to be inadequate, 

irrelevant, or excessive and does not serve any public interest, then there appears no 

reason to still have the data easily available. Hence, if the existing data serves no 

purpose or is not relevant for the reason it was collected, then it must be removed. One 

major problem currently is that this regulation only applies to the EU. In a decision in 

January 2019, Google’s stance that the Right to be Forgotten is limited within the EU 

was accepted by the ECJ. 19 

III. THE RIGHT TO BE FORGOTTEN IN INDIA 

Presently, the only statutory provisions which protect the identity of an individual is 

Section 228 of the Indian Penal Code (“IPC”)20 and Section 23 of the Protection of 

Children from Sexual Offences Act, 2012 (“POSCO”).21 These provisions criminalize any 

of the acts of publishing or making public the identity of any person who has been the 

victim of a sexual assault. The provision in IPC covers any woman while the provision in 

POCSO covers any child. However, aside from this, there exists no law which embodies 

the Right to be Forgotten in India. 

Sections 499 and 500 of the IPC criminalize defamation in India.22 These provisions 

were challenged constitutionally because of their impediment to free speech in India. 

The right to freedom of speech and expression is guaranteed by the Constitution23 but is 

subject to reasonable restrictions. In this regard, the Supreme Court has held that 

“reputations cannot be allowed to be sullied on the anvils of free speech as free speech 

is not absolute. Right to life and freedom of speech have to be mutually respected.”24 

 

19 Owen Bowcott, Right to be Forgotten by Google should apply only in EU, says court opinion, THE 

GUARDIAN(Jan. 10, 2019), https://www.theguardian.com/technology/2019/jan/10/right-to-be-forgotten-
by-google-should-apply-only-in-eu-says-court.  
20Indian Penal Code, Act No. 45 of 1860, §228 (1860). 
21Protection of Children from Sexual Offences Act, 2012, §23 (2012). 
22 Indian Penal Code, Act No. 45 of 1860, § 499, 500 (1860). 
23Constitution of India, Article 19, (1950). 
24 Subramanian Swamy v. Union of India, (2016) 7 SCC 221. 

https://www.theguardian.com/technology/2019/jan/10/right-to-be-forgotten-by-google-should-apply-only-in-eu-says-court
https://www.theguardian.com/technology/2019/jan/10/right-to-be-forgotten-by-google-should-apply-only-in-eu-says-court
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The Information Technology Act, 2000 sought to require intermediaries to remove 

defamatory or vexatious content from its websites.25 The statute, read in consonance 

with Information Technology (Intermediary Guidelines) Rules, 2011 required 

intermediaries to conduct due diligence on the content uploaded on the Internet. 

However, these provisions were read down by the Supreme Court in Shreya 

Singhal26and Myspace27with the imposition of the safe harbour doctrine. The safe 

harbour doctrine was specified in these cases with respect to the liability of an 

intermediary. It was held that if an intermediary conducts due diligence on the 

information uploaded and acts appropriately in case they are informed about any 

breaches, then they will be protected under the safe harbour doctrine. 

Further, the Delhi High Court has recognized the difficulty in removing information 

from the Internet on various occasions. In Maulana Mahmood,28the Delhi HC referred to 

the technical difficulty in removing online content and directing the same. Further, in 

Tata Sons,29the question before the Court was regarding the game ‘Turtle v. Tata’. This 

game showed the massive impact that mining industries have on the ecology. The Court 

in this instant gave high regard to the right to initiate a public debate over Tata’s 

reputation. Hence, the Court refused to condemn the game initiated by Greenpeace 

since it was done in a manner to spark public debate and create awareness about an 

important environmental issue. While these judgments refer to the general right of 

removing content online, it becomes imperative to analyse a few judgements in the 

context of the Right to be Forgotten. One of the first cases which refer to this right, 

though not explicitly, was regarding a restraint on a public exhibition of the judgement 

and order of a Court. The Petitioner argued that though he was acquitted by the 

Sessions Court and the High Court and the judgement having been classified as 

unreportable, it was still published by online repositories of judgements and indexed by 

Google. However, the Gujarat High Court dismissed this petition on the fact that such a 

request by the Petitioner is not based on any constitutional or statutory right that he 

may exercise.30 

 

However, in another case in the Karnataka High Court, the Court ruled in favour of the 

petitioner who had instituted a case on similar grounds. The facts of the case were that 

after an institution of criminal and civil proceedings against a person, the parties had 

settled. One of the grounds of the settlement was that all initiated proceedings would be 

revoked. However, the petitioner’s daughter’s name was still available in the cause title 

 

24Information Technology Act, Act No. 21 of 2000, § 79 (2000). 
26Shreya Singhal v. Union of India, AIR 2015 SC 1523. 
27Myspace Inc. v. Super Cassettes Industries Ltd, (2017) 236 DLT 478 (DB). 
28Maulana Mahmood Asad Madani v. Union of India, W.P (C) 7545/2012, (24 January, 2013). 
29 Tata Sons Limited v. Greenpeace International,(2011) 178 DLT 705. 
30Dharamraj Bhanushankar Dave v. State of Gujarat, Special Civil Application No. 1854 of 2015, 19 Jan. 
2017. 
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and the Petitioner had raised a dispute regarding this. The Court made reference to the 

rule of Right to be Forgotten and its applicability in sensitive cases involving women 

and ordered to redact the name from the cause title and the body of the judgement 

before it was reported.31 

 

However, it must be noted that both the above decisions were given before the Right to 

Privacy was recognized as a fundamental right in India.32 The Privacy judgement only 

refers to the Right to be Forgotten based on the European Context. The Delhi High court 

is presently hearing a matter where the petitioner has requested the removal of a 

judgement from an online database. The petitioner’s argument is premised on the Right 

to be Forgotten under the fundamental right to Privacy in India. In this context, the high 

court in its order had posed the question of whether the right to privacy included the 

right to delink the irrelevant information from the Internet.33 

While these case laws show a favourable trend in recognizing the Right to be Forgotten, 

statutory intervention is required to properly encapsulate the Right to be Forgotten in 

India. 

IV. REGULATORY MECHANISMS TO IMPLEMENT THE RIGHT TO BE FORGOTTEN 

The Data Protection Bill (“the Bill”) has inserted a separate provision for the Right to be 

Forgotten which allows an individual to restrict or prevent disclosure of their data. The 

procedure for this is that the individual needs to approach the Data Protection 

Authority with a written request. The Adjudicating Officer then determines whether the 

removal of such data would violate the exercise of someone’s right to freedom and 

speech.34 

Section 27 of the Bill35 states that the data principal shall have this right to prevent 

disclosure on the following instances: 

a) The data in question has served the purpose for which it was made publicly 

available and is now irrelevant. 

b) The information was made available based on consent given under Section 12 of 

the Bill36, and this consent is further withdrawn. 

c) The information was made contrary to provisions of any other law. 

 

31 Arunima Bhattacharya, In A First An Indian Court Upholds The ‘Right to be Forgotten, Livelaw (Feb. 3, 
2017),https://www.livelaw.in/first-indian-court-upholds-right-forgotten-read-order/. 
32 Justice K. S. Puttaswamy (Retd.) and Anr. vs Union of India And Ors., (2017) 10 SCC 1. 
33Apoorva Mandhani, Delhi HC Hearing NRI’s Plea For ‘Right to be Forgotten’, Livelaw (Feb. 5, 2017), 
https://www.livelaw.in/delhi-hc-hearing-nris-plea-right-forgotten-read-petition/. 
34Draft Personal Data Protection Bill, 2018, PRS INDIA, https://www.prsindia.org/billtrack/draft-
personal-data-protection-bill-2018.  
35The Personal Data Protection Bill, 2018, Section 27 (2018). 
36Id., § 12, refers to the processing of personal information given on consent.  

https://www.livelaw.in/first-indian-court-upholds-right-forgotten-read-order/
https://www.prsindia.org/billtrack/draft-personal-data-protection-bill-2018
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In determining the above conditions, the Adjudicating Officer shall give due regard to 

the 

a) The sensitivity of the personal data 

b) The scale of disclosure already made available as well as the degree accessibility 

that is sought to be restricted.  

c) The role of the data principle and how it impacts him. 

d) The relevance of the personal data to the public. 

e) The nature of the disclosure made; and  

f) Whether the data owner facilitating access to personal data and restriction 

would lead to a significant impact on their activities.  

While the provision has advanced leaps and bounds into the array of Privacy, one of the 

major issues is the discretion afforded to the Adjudicating Officer while making a 

determination in this regard. An adjudicating officer is required to have knowledge and 

expertise in constitutional law, cyber law and privacy laws.37 While this is relevant 

while making a determination, the discretion provided to the Adjudicating Officer may 

be problematic since decisions on the balance between the right to freedom of speech 

and expression38 and its restrictions are often made by a Court of Law and the 

Adjudicating Officer may not have the same expertise to make such determinations. 

The Committee Report on Draft Personal Data Protection Bill, 2018 (“Bill of 2018”)39 

while stating that the Right to be Forgotten must be an essential element of the Right to 

Privacy, also states that it must be balanced with the fundamental right of freedom of 

expression. Hence, it must be looked at whether continuing the disclosure is more 

beneficial than discontinuing it. 

The White Paper had recognized the need of the Right to be Forgotten based on the 

advertisement of it in the Privacy Judgement.40 The Paper suggested that any test that is 

laid down to inculcate this right must be objective and hence, clear parameters must be 

laid out.41However, the Paper had suggested that such an analysis would be carried out 

by the Data fiduciary. This was criticized by the commentators who stated that not only 

does this obligation put an unnecessary burden on the data fiduciary, but their decision-

making may be blinded by other interests.  

The Committee recognized the above aspect and also referred to the heavy burden 

imposed on the data fiduciaries in the EU when the Right to be Forgotten was adopted. 

 

37Id., §68. 
38Id., at note 22. 
39 Data Protection Bill, 2018, A Free and Fair Digital Economy and Protecting Privacy, Empowering 
Indians: Hearing on 17th July 2018 before the Committee of Experts (Statement of justice B.N Srikrishna, 
Chairman). 
40Id. at note 21. 
41 White Paper of the Committee of Experts on a Data Protection Framework for India, 
https://meity.gov.in/writereaddata/files/white_paper_on_data_protection_in_india_18122017_final_v2.1.
pdf p. 141. 
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Hence, the Committee found that such an obligation on the data fiduciary would not 

only lead to an unreasonable duty on these companies but also lead to poor analyses 

due to the lack of resources with these companies to analyse such requests.42Hence, the 

responsibility was imposed on an Adjudication officer. 

The Committee justified the criteria provided under Section 28 of the Bill of 2018 by 

stating that not only does it ensure a check on broad misuse of the Right to be Forgotten 

while referring to cases where some information may be essential to be made 

available.43They also make a reference to certain information which may subsequently 

be made relevant and hence, requires a put-back provision.44 However, a put-

back/review provision does not find its way in the Bill. 

 

The final problem that any such exercise of the right would be that it is almost 

impossible to erase data on the Internet. In this regard, the EU GDPR states that a data 

fiduciary who has been ordered to erase particular data will then inform other such 

fiduciaries of the request for deletion. This poses an administrative problem to the 

removal of such data. The Committee hence proposed that such a right is restricted to 

the fiduciaries that a data principal refers to, which the Adjudicating Authority may then 

propagate. 

India will have to be careful in taking from the GDPR while finalizing the Data Protection 

Bill. The GDPR has been drafted keeping in mind the EU’s progress in technology and 

data protection and it seeks to provide a higher degree of protection to copyright and 

conglomerates. India must keep in mind its population and their computer literacy and 

adopt a user-friendly legislation that aims to protect individuals. While the availability 

of the Internet has massively increased in India over the past few years the literacy and 

the manner in which people use it still requires improvement. This means that citizens 

will be more prone to the various problems of the Internet such as scams and data 

leakage and hence a robust legislation that protects individuals from such scams must 

be developed. 

The Bill is definitely a step forward to provide legislative backing to the fundamental 

right of Privacy. The Bill attempts to be contemporary and incorporate the Right to be 

Forgotten. However, there are still a few doubts on the manner in which it will be 

imposed and the manner of decisions taken across the board by the Adjudicating 

Officers. Hence, a proper critique of the Bill and its provisions can only be tabled after it 

is modified by the Parliament and finally put into force. 

 

42 Michael J. Kelly and David Satola, The Right to be Forgotten, 16 UNIVERSITY OF ILLINOIS LAW REV. (2017). 
43 Mr X v. Hospital Z 1998 (8) SCC 296. 
44 Rishabh Dara, Intermediary Liability in India: Chilling Effects on Free Expression on the Internet, THE 

CENTRE FOR INTERNET AND SOCIETY (2011), https://cis-india.org/Internet-governance/intermediary-
liability-in-india.pdf. 
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INTRODUCTION 

The standard setting process has its own pros and cons. Enhanced interoperability 

among the products and the sale of the standard-compliant devices are some of the 

benefits of the standardisation process. However, the establishment of standards gives 

immense market power in the hands of the Standard Essential Patents (“SEP”) holder, 

consequently, they acquire the character of  dominant firms in the marketplace. The 

process of standardisation has its own anti-competitive consequences as an SEP-holder 

is a dominant player in the market, he tries to regulate the market in his own ways with 

the concentrated market power in his hands. Thus, the process of standardisation is 

vulnerable to the SEP-holder’s abuse of dominant position. Some of the abuses in which 

the SEP holder indulges are the act of refusal to license either to all or to selective 

willing licensees, charging exorbitant royalties, linking the royalty to the net selling 

price of the end-product, by giving threat of seeking injunctive relief against the licensee, 

by compelling the licensee to take license for his other patents also etc.  

 

The present paper seeks to analyse the different modes used by the SEP-holder such as 

patent hold-up, patent ambush, the inclusion of price terms in the Non-disclosure 

Agreement (“NDA”) etc., in order to extract exorbitant royalties from the willing 

implementers thereby abusing his dominant position after the establishment of the 

standard. 

 

THREAT OF SEEKING INJUNCTIVE RELIEF 

The threat of injunction is a commonly used tool by the SEP-holder for imposing its 

terms and conditions on the willing implementers. The patentee has the right of 

enforcing his patents through the court of law by seeking a remedy of injunctive relief, 

but the problem arises in the cases of the essential patents. The right to seek an 

injunction in such cases creates a hurdle in the smooth implementation of standards. 

Since a single standard is made up of large number of patented technologies, the 

injunction granted with respect to one such SEP of the standard can bring the entire 

standard to a halt.  

 

There are two kinds of arguments that prevail in this regard. According to the first class 

of arguments, the remedy of seeking injunctive relief should not be available to the SEP-

holder at all, as the mere threat of seeking injunctive relief is sufficient to compel the 

implementers of the standard to agree to pay a higher amount of royalties. Thus, the 

SEP-holder tends to abuse his dominant position which is anti-competitive and thus, is 

actionable under competition law.1 On the other hand, the second class of arguments 

suggests that the holder of the standard-essential patent shall not be barred from 

seeking such relief, as it will encourage the potential infringers of the SEPs to not 

negotiate the terms and conditions for the payment of FRAND (“Fair, Reasonable and 
 

1 § 4, the Competition Act, 2002. 
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Non-Discriminatory”) royalties. If the infringer is aware of the fact that the SEP holder 

does not have the right of seeking injunctive relief then he might refuse to pay the 

FRAND royalty rate or  may choose to not pay at all. If there is no settlement regarding 

the rate of royalty, the court will fix the FRAND rate of royalty which will be in the 

infringer’s interest only, as it can continue to infringe and whenever he will be directed 

by the court, he will have to pay the FRAND rate of royalties. In other words, in the 

absence of the patentee’s right to seek injunctive relief, the implementers of the 

standard will intentionally forego the requirement of negotiating the licensing terms 

with the holder as in the worst case after the legal dispute arises, it will have to pay 

royalty calculated on the basis of FRAND only. 

 

The Four-factor test was laid down by the court in the case of eBay Inc. v. MercExchange 

LL.C.,2 for the grant of injunctions in patent infringement cases. According to this rule, 

injunctions can only be granted in the case of patent infringement if the patentee is able 

to establish that  the absence of such relief will cause irreparable injuryto him which the 

already available remedies cannot adequately compensate for.Thus, an equitable 

remedy is warranted to balance the hardships between the patentee and the infringer 

and to ensure that  public interest will not be affected by the grant of such injunctions. 

Further, in the case of Apple v. Motorola3 it was expressly stated by the court that there 

is no per se rule that injunctions will not be available in the cases involving SEPs. The 

injunction will only be granted if the SEP-holder can prove that the injury after the 

negotiations for the settlement of royalties between both the parties does not get 

materialized.  

 

The case of Huawei v. ZTE4 by the European Court of Justice laid down the conditions 

for the grant of injunctions. According to these conditions before seeking the grant of 

injunctions, the notice of infringement shall be given to the infringer along with 

specifically mentioning the infringed SEPs and the manner of infringement. Further  the 

case of Unwired Planet v. Huawei,5 laid down that the patentee before seeking the 

remedy of injunctive relief in such cases is required to offer its licensing terms that meet 

the requirements of FRAND conditions. In the case of failure to observe FRAND 

conditions, injunctions can be claimed as a remedy. 

 

PATENT HOLD-UP AND HOLD-OUT 

In an ideal standard-setting environment in the ICT sector, the interoperability among 

the different classes of products is ensured by the establishment of the standards. The 

numerous technologies that are covered by the patents are adopted in the standard in 

exchange for an undertaking from its holder that the access will be granted to such 

 

2 eBay, Inc. v. MercExchange, L.L.C., 547 U.S. 388, 389 (2006). 
3 Apple Inc. v. Motorola Inc., 757 F.3d 1286, 1331 (Fed. Cir. 2014). 
4 Case C-170/13, Huawei Techs. Co. Ltd. v. ZTE Corp., ECLI:EU:C:2014:2391. 
5 Unwired Planet International Ltd. v. Huawei Tech., [2017] EWHC (Pat) 711 (Eng.). 
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technology to the willing licensees on FRAND terms. The sole motive behind the 

undertaking of FRAND commitment is to control the anti-competitive behaviour of the 

SEP-holder ex-post. The SEP-holder possesses substantial leverage of negotiating and 

charging the royalties from the potential licensees, in the absence of any fixed 

yardsticks of calculating FRAND royalty.  

 

After the establishment of the standard, the willing implementers of such standards 

necessarily arrange for implementing the same, thereby getting locked-in with such 

standards and the patented technologies incorporated in it. The Patent hold-up is an act 

of the SEP-holder of holding back his patented technological invention incorporated in 

the technology by either refusing to licence or by giving the threat to seek injunctions 

against the implementer. The extraction of exorbitant royalties is the main reason 

because of which patent hold-up occurs. Now, the implementer has to choose between 

the two alternatives viz. either to continue to use such standard by paying the higher 

royalties demanded by the SEP-holder or switch to the next best available alternative by 

not only suffering the cost of switching but by paying the royalties that operates in that 

technological space. 

By getting its technology incorporated into the standard, the SEP-holder acquires 

excessive market power to capture a share of profit of another person. Additionally, the 

SEP-holder acquires the power of market regulation by being selective in granting a 

license of its patents. The act of patent hold-up creates a hurdle in the smooth 

implementation of the standard. Instead of incurring the cost of switching and delaying 

the manufacturing process of the product the implementer agrees to pay the 

unreasonable amount of royalty demanded by the patentee.6  

Patent hold-up occurs in two ways, first, when the patent-holder does not disclose the 

existence of its patents relevant to the technology being considered for adoption into a 

standard, and once such technology gets implemented and the standard is established, 

the patentee discloses the patents and asserts its rights thereto. This situation is known 

as patent ambush and has been discussed in the next part of the paper. Second, when 

the patentee discloses the existence of its patents and undertakes to license it on FRAND 

terms and then holds-back the licensing of the same after the establishment of a 

standard, abusing his dominant position. 

On the other hand, patent hold-out is an act of certain opportunistic implementers who 

indulge in practise of ignoring the licensing negotiations of the SEP-holder thereby 

holding-out from licensing the same as they are aware of the fact that the maximum 

penalty which can be imposed on them at a later stage of legal dispute will be same as 

that of the legal fees demanded by the licensor at the first place. 

The major drawback of the act of hold-up is that the patent holder seeks to reap undue 

leverage by locking-in the potential implementers, whereas, by the practice of holding-

out the implementer aims to achieve undue advantage by using the patents belonging to 

others without paying for them. There might be a possibility that the act of holding-up is 

being committed by the patentee because the licensing negotiations between the 
 

6 Colleen V. Chien, Holding Up and Holding Out, 21(1) MICH. TELECOMM. & TECH. L. REV., 1 (2014). 
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patentee and the potential implementer did not materialize or it might have been 

repeatedly rebuffed by the implementer. The instance like patent hold-out portrays the 

failure on the part of the implementer to pay for the patents incorporated in their 

products prior to their release as they are expected to know whether any patented 

technology is embedded in its product or not.  

The conflict between Broadcom and Qualcomm is a landmark case of patent hold-up, 

where Qualcomm failed to disclose the existence of its patents during the 

standardisation process. When the anti-trust suit was filed by Broadcom, the Court of 

Third Circuit specifically stated ‘although a patent confers a lawful monopoly over the 

claimed invention, its value is limited when alternative technologies exists. That value 

becomes significantly enhances, however, after the patent is incorporated in a standard. 

Firms may become locked into a standard requiring the use of a competitor’s patented 

technology. The patent holder if unconstrained may permit it to demand supra-

competitive royalties.’7 Thus, in the court’s view before incorporating the patented 

technology in question the Standard Setting Organisation (“SSO”) has the choice of 

including the next best available alternative but once the technology is incorporated and 

standard is established then the holding-up act of the patent holder will dissolve the 

purpose of the process of standardisation and FRAND. Additionally, it will have anti-

competitive repercussions. Thus, the patentee cannot be allowed to abuse his dominant 

position by holding-up the technology for the licensing of which an undertaking has 

been given to the concerned SSO. Subsequently, when the infringement suit was filed by 

Qualcomm against Broadcom, it was specifically held by the District Court that 

Qualcomm had a duty to disclose the patents relevant to the technology being 

incorporated into the standard.8  

 
In order to control the problem of patent hold-up, in Apple Inc. v. Motorola Inc.,9 the 

court specifically stated that the SEP-holder’s undertaking to the concerned SSO for 

granting the license to the willing licensees on FRAND terms operates as a legally 

binding contract that can be enforced by the willing licensee as a third party being a 

beneficiary of the contract. 

 
Similarly, in Microsoft v. Motorola10 while expressing its concern regarding the holding-

up act of the SEP-holder, the court held that FRAND obligations can be imposed by the 

implementer being a third-party beneficiary of the contract between the patentee and 

the SEP-holder. But refused to frame a per se rule regarding the non-availability of a 

remedy of injunctive relief to the SEP-holder, although, the threat of an injunction is 

used as a tool for holding-up the patent but the Court opined; completely barring the 

patentee to seek the remedy will encourage the practices like patent hold-out carried 

out by opportunistic licensees. 

 

 

7 Broadcom Corp. v. Qualcomm Inc., 501 F.3d 297, (3d Cir. 2007). 
8 Qualcomm Inc v. Broadcom Corp., 548 F.3d 1004 (Fed. Cir. 2008). 
9 Apple Inc. v. Motorola Inc., 757 F.3d 1286, 1331 (Fed. Cir. 2014). 
10 Microsoft Corp. v. Motorola Inc., No. C10-1823JLR U.S. Dist. LEXIS 60233 (W.D. Wash. 2013). 
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PATENT AMBUSH 

Patent ambush is a form of patent hold-up. The word ‘ambush’ in common parlance 

means an act of surprise attack by a person from a concealed position. Patent ambush 

occurs when during the standard-setting process patentee participates in the 

proceedings but fails to disclose the patents covering the technology under 

consideration for incorporation in the standard. The patentee asserts his patents after 

the establishment of the standard, thereby compelling the locked-in implementers of 

the standard to pay excessive royalties. For implementing an established standard, all 

the potential implementers of the standard make certain adjustments to manufacture 

the standard-compliant device(s). At this point, if the patent rights are asserted along 

with the demand of an exorbitant amount of royalty which is quite high in comparison 

to the amount that would have been negotiated if the patents were disclosed during the 

standard setting process, the implementer will have to pay such higher price, as the cost 

of switching to the alternative technology will be much higher in this case. Patent 

ambush is a perfect example of the abuse of standard-setting process by which 

manufacturers are forced to share the profit incurred from their own products.11 The 

concentration of the power to regulate the market is already in the hands of the SEP-

holder, but by acts like patent ambush, result in the abuse of such power, which is anti-

competitive and in violation of competition law.  

 

In re Dell Computer Corporation,12 Dell participated in the standard-setting process of 

Video Electronics Standard Association for the development of a certain standard. Dell 

owned a patent that corresponds to certain parts of the standard but failed to disclose 

the same. When the entire industrial sector became comfortable with the 

implementation of the standard, Dell began to enforce its patents, compelling the 

implementers to pay the royalty amount for such use. Thereafter, an action was brought 

against Dell by Federal Trade Commission Act (Prohibiting Unfair or Deceptive Methods 

of Competition) (“FTC”). It alleged that Dell acted in bad faith as its act of disclaiming 

the patents relevant to the standard misled the concerned SSO. For such an act of Dell, 

the term ‘patent ambush’ was coined by the FTC officials. Additionally, it expressed its 

concern that such an act causes hindrance in the smooth implementation of the 

standard.13 

 

Rambus’ case is a landmark case on this point. Rambus participated in the proceedings 

of Joint Electron Device Engineering Council (“JEDEC”) which was in process of 

designing a standard related to Dynamic Random-Access Memory. Rambus had some 

pending patent applications relevant to certain technologies included in the standard 

but did not disclose the same intentionally. In addition to this, its representative also 

evaded the question regarding the existence of the patent when asked for it. It was also 

alleged that it used the information acquired during the standard-setting process for 

 

11 Brian Dean Abramson, The Patent Ambush: Misuse or Caveat Emptor, 51 IDEA 71, 79 (2011).  
12 In re Dell Computer Corporation, 121 F.T.C. 616 (1996). 
13 Id. 

Brian%20Dean%20Abramson,%20The%20Patent%20Ambush:%20Misuse%20or%20Caveat%20Emptor,%2051(1)%20IDEA%2071,%2079%20(2011).%20http:/www.ipmall.info/sites/default/files/hosted_resources/IDEA/idea-vol51-no1-abramson.pdf
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amending its patent applications in order to directly corresponds to the technologies in 

the standard. Thereafter, after the establishment and the implementation of the 

standard it started filing infringement suit against the implementers.  

 

FTC challenged the conduct of Rambus under Section 5 of the FTC and Section 2 of the 

Sherman Act (Prohibiting Monopolisation). According to the decision of FTC, the 

conduct of Rambus was violative of the above-mentioned legal provisions as according 

to FTC if JEDEC had the knowledge of the existence of Rambus’s patents then it would 

have included the next best technology. On the other hand, the District Court was of the 

opinion that Rambus is a lawful monopolist as the holder of the patent is bound to gain 

excessive market power.14 Whereas, when the complaint was filed by two companies 

against Rambus against the anti-competitive conduct of Rambus, EC held Rambus liable 

for abusing his dominant position and thus imposed certain binding commitments on 

it.15 

 

ROYALTY STACKING 

The issue of royalty stacking comes up when the end product manufactured by the 

licensee includes a standard that comprises of a large number of patented technological 

inventions. In order to implement that standard, the willing licensee is required to pay 

the royalties for all the patented technologies included in the standard. In such a 

situation the individually paid royalty amount adds up to an unreasonably high amount 

that it becomes uneconomical for the licensee firm to even manufacture that product. 

This can happen irrespective of the fact that reasonable royalty was charged by all the 

individual patentees.  

  

In the absence of thresholds for the determination of ‘fair,’ ‘reasonable’ and ‘non-

discriminatory’ amount of royalty, the existence of a large number of patents in a 

standard further complicates the problem as it results into an accumulated amount of 

royalty. Even if a reasonable royalty is charged individually the accumulated amount 

will be unreasonably high, thereby making the end product too expensive for the 

consumers. 

 

In the opinion of some scholars, existence of the problem of patent hold-up at individual 

level results in the problem of royalty stacking. There are chances that only some of the 

patent-holders in the entire patent portfolios are charging higher amount of royalty in 

comparison to the intrinsic worth of the patent. In other words, in an entire standard 

 

14 Rambus Inc. v. F.T.C., 522 F.3d 456, 469 (D.C. Cir. 2008). 
15 Case COMP/38.636 — Rambus, Comm’n Decision, (Dec. 9, 2009) (Summary: 2010 O.J. (C 30) 17), 

https://ec.europa.eu/competition/antitrust/cases/dec_docs/38636/38636_1203_1.pdf 
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there are chances that only few licensors are charging unreasonably higher amount of 

royalties which is rendering the implementation of entire standard as uneconomical.16  

 

Generally, for the calculation of the royalties in such case the two approaches are used 

by the court. The first one is the entire market value rule (“EMVR”) where the price of 

the individual technology embedded in the standard is calculated on the basis of net 

selling price of the end product. The second one is smallest saleable patent pricing unit 

(“SSPPU”) where the price of the individual technology is calculated on the basis value 

added by it to the end product. 

 

In United States the calculation of the royalty is done on the basis of SSPPU. It was 

stated by the Federal Circuit in Laser Dynamics Inc. v. Quanta Computer Inc.,17 that the 

royalties shall be calculated on the basis smallest saleable patent pricing unit, instead of 

the prices of the end product. In the opinion of court when the infringement of the small 

element of the entire standard is alleged then calculating the royalty on the basis of the 

end value of the product is not justified. In addition to this, the court clarified that 

royalty can be calculated on the basis of the net selling price of the end product when it 

is established that the demand of the end product is due to the incorporation of the suit 

patent in it. In Ericsson v. D-Link,18 it was expressly stated by the Federal Circuit that 

when the suit patent corresponds to the nominal value of the end product the royalty 

for it should be determined on the basis of SSPPU.  

 

However, in India, no specific approach is followed by the adjudicating authorities till 

date. As in the dispute between Micromax and Motorola, on one hand, the Competition 

Commission of India (“CCI”) favoured SSPPU for the calculation of royalties, whereas 

Delhi High Court decided the interim royalties on the basis of the end price of the 

product. 

 

I. INCLUSION OF PRICE TERMS IN NON-DISCLOSURE AGREEMENTS 

Patent Licensing Agreements include the sharing up of sensitive information regarding 

the functioning of the subject-matter of the patent. Such information may appertain to 

certain technical specifications or data, trade secrets, technical know-how, testing 

methods, R&D activities, etc. The information contained in the licensing agreements is 

very critical and sensitive. The misappropriation of such information can adversely 

affect the rights granted to the patentee under the patent law. Therefore, such 

information is required to be kept confidential. During the negotiation process between 

the potential licensor and the licensee, the sharing up of certain patent-related 

information takes place. A situation may arise when the potential licensee is accused of 

misappropriating the information related to the subject-matter of the patent. Therefore, 

in order to shield the entire transactiontransaction, the patentee requires the 

 

16Damien Geradin, Anne Layne-Farrar & A. Jorge Padilla, The Complements Problem Within Standard 

Setting: Assessing the Evidence on Royalty Stacking, 14(2) B.U. J. SCI. & TECH. L., 144 (2008). 
17 Laser Dynamics, Inc. v. Quanta Computer, Inc., 694 F.3d 51, 67 (Fed. Cir. 2012). 
18 Ericsson, Inc. v. D-Link Sys., Inc., 773 F.3d 1201, 1225 (Fed. Cir. 2014). 



[Volume III] JOURNAL OF INTELLECTUAL PROPERTY STUDIES [Issue I] 
 

 75 

prospective implementers to sign a NDA so as to keep intact the sensitive information 

related to the patent. There are two parties involved in the NDA i.e. the disclosing party 

and the receiving party. After entering into an NDA, it is an obligation of the receiving 

party to keep the information disclosed by the disclosing party confidential. The breach 

of NDA is an actionable claim.19 The terms and the confidentiality clause of the NDAs are 

decided by the disclosing party. The standard-essential patents are also shared through 

the mode of NDA. Even some of the SSOs like the European Telecommunications 

Standards Institute advice the necessary adoption of such agreements. 

 

The inclusion of the price terms in the NDAs is majorly done with the motive of not 

disclosing the amount of royalty charged to the implementers. The price terms often 

form  part of the NDA to cover up the act of charging discriminatory prices from 

different implementers.  There are three prongs of FRAND ‘Fair’, ‘reasonable’ and ‘non-

discriminatory’. Up till now a vast amount of research has been carried out for the 

determination of the fair and the reasonable royalties. However, the first two objectives 

of FRAND are incomplete without the third one, i.e., the royalty which discriminates 

among the similarly placed licensees can never be fair and reasonable.  

 

In the year 2013, few licensees approached the CCI complaining about the act of 

Ericsson compelling them to enter into the NDA. Ericsson alleged infringement of its 

SEPs. NDA was imposed as a pre-condition, even for disclosing the SEPs for which the 

complainants were being alleged for infringement. It was claimed by the complainants 

that such pre-condition was imposed so as to restrict the licensees to compare their 

respective license fee thereby breaching the FRAND commitments. 20 

 

It is a well-settled principle of the ‘non-discriminatory’ prong of FRAND that similarly 

placed licensees shall not be discriminated against. If this is the case that patentee is 

required to charge the same royalty from similarly situated licensees, then there is no 

need to include the price terms in NDA. On the other hand, the price charged and the 

basis of which it is charged shall be made public.21 It is not always necessary that price 

terms are included in NDA by the SEP-holder only. There might be a possibility that the 

price terms are included in the NDA on the request of the licensee. When the initial 

licensee gets access to the SEP on a lower royalty rate, it might request the patentee to 

form the price terms part of NDA in order to gain a competitive advantage over the 

subsequent implementers. 

 

The inclusion of price clauses in NDA not only violates the SEP-holder undertaking as to 

FRAND but is anti-competitive as well. It is expressly stated in Article 102(c) Treaty on 

the Functioning of the European Union ‘applying dissimilar conditions to equivalent 

 

19 Vikas Kathuria & Jessica C. Lai, Validity of Non-Disclosure Agreements in SEP Licensing, 40(6), EUR. 

INTELL. PROP. REV., 358-367 (2018). 
20 Micromax Informatics Ltd. v. Telefonaktiebolaget LM Ericsson, Case No. 50/2013, Competition 

Commission of India (CCI) (2013). 
21 Kathuria & Lai, supra note 18, at 10. 
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transactions with other trading parties, thereby placing them at a competitive 

disadvantage’22 is anti-competitive and thus, amounts to an abuse of dominant position. 

In addition to the practise of discriminatory pricing as an aftereffect of inclusion of price 

terms in NDA, the NDA is also used as a tool for extracting unreasonably high royalties 

through other modes. For example, in the dispute between Ericsson and Intex before 

CCI, it was alleged by Intex that Ericsson is abusing its dominant position by imposing 

the requirement of NDA before even disclosing the patents it has been alleged for 

infringing. It further prevented Intex from cross-checking with the vendors who claimed 

themselves to be the licensed users of Ericsson’s SEPs. Thus, in addition to charging 

using NDA as a tool for charging exorbitant and discriminatory royalties it has also been 

used as a tool to obtain multiple licenses for single exploitation.23 

 

CONCLUSION 

Although the IPR policies of all the SSOs require its members to make disclosures of the 

patents relevant to the standard being established, but in the absence of any sanction 

the patentee takes sufficient leverage of disclosing the patents at a later stage and 

enforcing the same through the court of law, if the royalty demanded by them is not 

agreed upon by the willing licensee.  

 

The SEP-holder being the dominant player in the market possesses a superior 

bargaining position in his hands. But if a complete bar is put on his right of seeking 

injunctions then he will not have any bargaining power at all which will give alleged 

infringer leverage to ignore to negotiations for the settlement of royalties. Therefore, 

when the patent infringement case involves SEP, then the injunctions cannot be granted 

with the same frequency as any other case of patent infringement. The courts have been 

vigilant enough while granting injunctions in the cases relating to SEPs. 

 

Royalty stacking is an inevitable outcome of the FRAND licensing mechanism. For 

calculation of the royalties in such cases, it seems that the SSPPU approach is ideal for  

calculating the royalties of the individual patent of the entire standard. But even if the 

royalties are decided on the basis of EMVR mode of calculation if the apportionment 

value is sufficiently within the limits the cumulative royalties will not add-up to an 

unreasonably high amount. However, the adjudicating authorities are not titled towards 

the use of any particular mode of calculation of the royalties, but it is expected from the 

SEP-holder to assess the royalty for their patents accordingly.24  

NDA result in the violation of the non-discriminatory prong of FRAND as well as it has 

some anti-competitive repercussions. When the price terms are made part of such 

 

22 EC Treaty art. 82 (as in effect 1958) (now TFEU art. 102(c)). 
23 Intex Technologies (India) Ltd. v. Telefonaktiebolaget LM Ericsson, Case No. 76/2013, Competition 

Commission of India (CCI) (2013). 
24 Benjamin C. Li, The Global Convergence of FRAND Licensing Practices: Towards “Interoperable” Legal 

Standards, 31(2) BERKELEY TECH. L. J., 429 (2016). 
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agreements, the first assumption drawn is that it has been done for charging different 

prices from different implementers. Thus, it is suggested that even if the price terms are 

formed the part of the NDAs the considerations that form the basis of calculation as well 

the methods of calculation shall be made public. 

The whole mechanism establishing standards and licensing the patented technologies of 

FRAND terms aims to regulate the concentration of the power in the hands of the patent 

holder. The sharing up of technologies especially in the ICT sector is essential to ensure 

that the products belonging to the different classes can work together. Thus, the process 

of standardisation is designed to bring all the necessary technologies relating to a 

particular product at a single platform. The three prongs of FRAND ensure that on one 

hand the patentee is sufficiently incentivised for his technology and on the other hand 

the royalty thus charged from the willing implementers of the standard is not 

exorbitantly high. The mechanism of Standard-Setting Process and FRAND licenses thus, 

seems to be a well-crafted theoretical framework. But from the above analysis of its 

anti-competitive consequences, it is quite clear that to regulate the dominant behaviour 

of the patent holder the mechanism which has been designed has its own anti-

competitive repercussions. It is therefore suggested that, in order to mend the loopholes 

that exist ex-post the standardisation process the SSOs are required to play an active 

role in determining the yardsticks on the basis of which FRAND royalty rate can be 

calculated. 
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NANDHINI DELUXE V. KARNATAKA CO-OPERATIVE MILK PRODUCERS FEDERATION 

LTD. - A CASE COMMENTARY 

 

RITIK KUMAR RATH* 

 

ABSTRACT 
The present case of Nandhini Deluxe v. Karnataka Co-operative Milk Producer 

Federation Ltd.1 deals with the issue of registration of a trademark. A Karnataka 

cooperative milk company (“Respondent”) registered the mark “Nandini” under class 

29 and class 30 in the year 1985. The Respondent had been using the same to produce 

and sell milk. Nandhini Deluxe, (“Appellant”), is in the business of running a restaurant 

and adopted the mark of “Nandhini” for its restaurant in the year 1989. The Appellant  

has applied for registration of the said mark in respect of various foodstuff items sold by 

it in its restaurant. The registration was opposed by the Respondent on the grounds that 

the Appellant’s mark is very similar to his mark and may be deceptive in many 

situations. Therefore, it violates various sections of the Trade Marks Act, 1999 including 

section 9(2)(a) and 11(1)(b). This case took an ugly turn by revolving around many 

judicial bodies which included the Deputy Registrar of the Trade Marks, The IPAB 

(Intellectual Property Appellate Board), and The High court of Karnataka. The case was 

settled in the Supreme Court of India, which relied on the principle laid down in 

Vishnudas Trading Co. v. Vazir Sultan Tobacco Co. Ltd2 and  stated that, “the Court has 

observed that the monopoly under trademark extends only to the goods which are 

falling in a particular class and not the entire class of goods and the trademark which is 

identical or similar in nature, can be registered for the goods which are falling within 

the same class inasmuch as giving the monopoly to the entire class of goods and 

services to the registered proprietor and this will further result into trafficking in the 

trademark, which is not the object and the purpose of the Trademark Act.” 

 

* Ritik Kumar Rath, II Year, B.A. LL.B., National Law University, Bhopal 
1 Nandini Deluxe v. Karnataka Coop Milk Producers Fed. Ltd, (2018) 9 SCC 183 

2 Vishnudas Trading Co. v. Vazir Sultan Tobacco Co. Ltd, 1996 SCALE (5)267 
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I. INTRODUCTION  

This case is related to the registration of a trademark. The contention of the Respondent 

was that the Appellant ’s mark is very similar to his mark and may be deceptive in many 

situations. In this case, Karnataka cooperative milk adopted the mark of “Nandini” in the 

year 1985 and under this it has been producing and selling milk as it got this mark 

registered under class 29 and class 30. The Appellant  on the other hand is in the 

business of running a restaurant and adopted the mark of “Nandhini” for its restaurant 

in the year 1989 and has applied for registration of the said mark in respect of various 

foodstuff items sold by it in its restaurant. The registration was opposed by the 

Respondent under the various sections of the trademark act 1999 in section 9(2)(a), 

11(1)(b) of the Act.  

This case revolves around four judicial bodies i.e. Deputy Registrar of the Trademark, 

the IPAB (Intellectual Property Appellate Board), the High court of Karnataka and  the 

Supreme Court of India. Consequently, the case takes many twists and turns and many 

facts are highlighted at different stages of the case which makes the reader bewildered 

many times. There were many appeals made in different courts and judicial bodies 

which in turn changed the Respondent and Appellant sides frequently. The most 

astonishing part is that the judgments of Deputy Registrar of the Trademark and the 

Supreme Court were the same, thus the intervention of IPAB and the High Court could 

be seen as a wasteful process. Another thing in this case which will be seen in animosity 

is the manner in which the case was dealt by the High court and IPAB respectively, as 

their approach was obsolete in nature and many threads of law were missed out. The 

interpretation of law which is considered as the primary job of court and judicial bodies 

was done very vaguely and the same was questioned by the Supreme Court while 

hearing the case. The Supreme Court made a strong objection on the deviating nature of 

IPAB as it first dismissed the appeal of the Respondent on the issue, but later accepted 

the appeal of the Respondent on the same issue and didn’t even refer to the earlier 

order passed by it therefore the IPAB went  against the principle of the estoppel3. 

 

II. CRITICAL ANALYSIS OF THE CASE  
 

A. JUDGMENT UNDER THE DEPUTY REGISTRAR OF TRADE MARK 

In this case the first appeal was done under the Deputy Registrar of Trade Mark which 

raised many contentions that the Appellant’s mark may seem deceptive to the 

customers of the respondent. This is because the word ‘Nandini’ with the image of a cow 

is used by the Respondent extensively, not only in the state of Karnataka but other parts 

of the country since 1985. It was also considered  a clever move on the part of the 

Appellant  who wanted to trade upon and benefit from the reputation and goodwill 

acquired by the Respondent for the last so many years and, therefore, the Appellant 

could not claim any proprietary rights in the impugned mark under Section 18(1) of 

The Trade Marks Act, 1999. 

 

 

3 Hope Plantations Ltd. v. Taluk Land Board, Peermade and Anr, (1999) 5 SCC 590 
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 In the counter- statement, Appellant took the defense that the mark which was 

‘Nandhini’ with a particular design was honestly conceived and adopted for its 6 

restaurants in Bangalore. He has also obtained the registration of copyright of 

‘Nandhini’ under The Copyright Act, 1957. It further argued that as the artistic design 

was different so there was no question of deception in the minds of the customer. It was 

noted that the issue involved in these proceedings comes under sections 9(2)(a),  

11(1)(b), & 18. It was further noted that under section 9, generic words cannot be 

registered as trademark unless they have acquired distinctiveness. Accordingly, the 

word ‘NANDHINI’ is not an invented word and therefore, there was no question of 

copying trademark of the respondent. 

 

Coming to the other contention under section 11(2), the Registrar noted that that 

appellant and respondent’s logo were totally different in nature as the Appellant ’s mark 

had a lamp on it and the respondent’s mark had a cow on it. The Respondent was in the 

business  of dairy products whereas, the Appellant was in the business of many things, 

even though both fall in the same Class, i.e., Class 29 and 30. Highlighting this factual 

difference of the nature of goods in which the Appellant and Respondent are trading, the 

Deputy Registrar was of the view that the respondent’s objection under Section 11 was 

not tenable. And under Section 18, the Appellant  was told to delete the goods “milk and 

milk product” from his TM-16 list as this would remove all the deceptive means in this 

case and most importantly, the opponent had not produced any evidence to show that 

use of trademark “Nandhini” by Applicant is causing confusion or deception. As the 

Applicant was a continuous user of the trademark “Nandhini”, he was deemed to have 

become the proprietor of the same. 

 

B. JUDGMENT OF IPAB 

At this stage, the case did a roundabout as the IPAB didn’t remain stable with their own 

decision. In the first decision IPAB referred to the case of Vishnudas Kushandas v. The 

Vazir Sultan Tobacco Ltd,4 where the court explicitly said that “if a trader or 

manufacturer actually trades in or manufactures only one or some of the articles 

coming under a broad classification and such trader or manufacturer has no bona fide 

intention to trade in or manufacture other goods or articles which also fall under the 

said broad classification, such trader or manufacturers are required to get registration 

of separate and distinct goods which may also be grouped under the broad 

classification.” In short, the court said that if the person trades or manufactures one 

good under the broad classification, having no bona fide intention to trade in all other 

goods under that broad classification, he cannot be permitted to enjoy monopoly of 

certain goods which he didn’t even produce or manufacture. Therefore, the IPAB came 

to the same conclusion as the Deputy Registrar of Trade Mark. 

However, divergence arose when the IPAB accepted the Appeal of the Respondent. It 

was stated that ‘Nandini’ is a well-known brand in Karnataka and is also a household 

brand which has secured copyright registration as early in the year 1984 and 1985. It 

 

4 Supra Note 2 



[Volume III] JOURNAL OF INTELLECTUAL PROPERTY STUDIES [Issue I] 
 

 81 

further stated that the Appellant is running a restaurant which would come under  Class 

42, with which the Board was not concerned. Therefore, it was irrelevant that the 

Respondent had not raised any objection for 18 years. Furthermore, the IPAB was of the 

opinion that the Respondent had produced enough evidence that it was a household 

brand in Karnataka by producing magazine interview of people who claimed that 

“Nandini” ghee played significant role in their life. Thus, IPAB concluded that the words 

are  deceptive. The addition of the letter ‘H’ by the Respondent cannot make a difference. 

Whether it is ‘Nandini’ or ‘Nandhini’, it is pronounced identically. In Kannada, there is 

no difference in the spelling of the trademark of the Appellant and that of the 

Respondent. The addition of the word ‘Deluxe’ cannot improve the case of the 

Respondent since, as the words “Nandhini” and “Nandini” are  identical and it will 

definitely create a confusion in the minds of the consumers. This was also seen in the 

case of Cadila Healthcare Limited v. Cadila Pharmaceuticals Limited,5 where the court 

said that phonetically similar words are very difficult to distinguish by the Indian public 

and this was also proved in the present case.. The court gave three contentions: 

1) Mark “Nandini” as held by the Respondent has acquired a distinctive character and 

has become well known; 

2) The use of another mark is different only in one alphabet but with no difference in 

spelling or pronunciation in the local language and would very likely to confuse the 

minds of public if allowed to be registered for the commodities falling in the same 

class; 

3) Argument of the Appellant herein that, it has been running the business of 

restaurants since 1989 and the Respondent had started using mark ‘Nandini’ since 

the year 1985 only for milk and not for other products was rejected on the ground 

that there is no foundation in the facts of the aforesaid argument and no material 

was produced to substantiate the same. 

So, IPAB rejected both its previous orders and Deputy Registrar of Trade Mark and took 

the side of Respondent (Nandini). 

 

C. JUDGMENT OF HIGH COURT OF KARNATAKA 

In this stage, no addition was done by the High Court, it just upheld the decision of the 

IPAB and dismissed the writ petition of the Appellant (Nandhini)  

 

 

 

D. JUDGMENT OF SUPREME COURT 

At first instance, it was submitted by the learned counsel Mr. Sushant Singh that the 

High Court and IPAB both have erroneously interpreted section 11 of the Act, to mean 

that once a trademark has acquired a distinctive character, then the registration of the 

trademark is barred and is likely to cause confusion if it is allowed to be registered in 

the commodities within the same class. As the counsel said that there is no proposition 

of law to support this interpretation of section 11 and substantial weightage was not 

given to the fact that goods and service of the Appellant were totally different from that 
 

5 Cadila Healthcare Limited v. Cadila Pharmaceuticals Limited, (2001) 5 SCC  73 
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of the Respondent and therefore there was no likelihood of confusion or deception 

among the public. He also referred to the case of British Sugar Plc v. James Robertson & 

Sons Ltd,6 where the court took the example of Kodak by stating that “Kodak” for socks 

or bicycles might well cause confusion, yet these goods are plainly dissimilar from films 

or cameras. The judge in this case was of the  opinion  that the question of similarity of 

goods is wholly independent of the particular mark the subject of registration or the 

defendant’s sign. 

 

Another submission of Mr. Sushant Singh was the finding of the High Court that, the 

mark is prohibited from registration in respect of entire class or classes of goods which 

runs contrary to the principle of law laid down in Vishnudas Trading Co. v. Vazir Sultan 

Tobacco Co. Ltd,7. Wherein, the Court observed that the monopoly under Trademark 

only extends to the goods which are falling in a particular class and not the entire class 

of goods and the trademark. Identical or similar trademarks can be registered for the 

goods which are falling within the same class so that monopoly over the entire class of 

goods and services to the registered proprietor will not be given. Such a monopoly 

would lead to trafficking in the trade mark which is not the object and the purpose of 

The Trade Marks Act. Further, the fact that has to be examined was the nature of the 

mark “Nandhini” which is admittedly a common name, is also the name of a deity and 

has a level of distinctiveness and was an honest use of the mark since 1989. Respondent 

never filed any suit for an injunction against the Appellant and clearly acquiesced to the 

use of the Appellant. Therefore, Section 11(2) is not applicable. Advancing his argument, 

Mr. Singh  also said that section 12, is an inbuilt scheme which allows the registrar to 

register the same or similar trademark in respect of same or similar goods. More so, 

when the name “Nandhini” is a common name of the deity and common name of Hindu 

girl, with which IPAB is in agreement. In this context, he also referred to the order 

passed by the Registrar wherein a concurrent use of both the Appellant and the 

Respondent was accepted and submitted that there was no reason to upset the said 

finding. 

 

Mr. Singh further said that it is not that they are not negotiating, they are ready to give 

concession by not registration in milk and milk product as the Respondent was in the 

business of milk and milk product only with no intention to expand his business. Thus, it 

will be a biased option by not letting the Appellant to go further in its mark “Nandhini”. 

The other thing which was questioned by Mr. Singh was on the functioning of IPAB, as it 

did not take into consideration its own decision dated April 20, 20108, wherein it 

dismissed the appeal of the Respondent on the same issue. The appeal filed by the 

Respondent before the IPAB was even barred by the Principle of Issue Estoppel. As 

Issue Estoppel is a species of res judicata. It applies where an issue in a cause of action 

 

6 British Sugar Plc v. James Robertson & Sons Ltd, [1996] RPC 281 
7 Supra note 2 
8 M/s. Karnataka Cooperative Milk Producers Federation Ltd. Rep. by its Managing Director v. M/s. 
Nandhini Deluxe, OA/4/2008/TM/CH 
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was decided in a previous action . So basically IPAB gave contrary view on same issue 

which they cannot do as they are barred by Issue Estoppel.  

Now, the contention from the Respondent side by SS Naganand was that the IPAB had 

properly considered all contentions. He also said that there is no doubt that if goods 

under Class 29 and 30 bearing the Respondent’s (herein petitioner’s) trademark come 

out in the market, the average consumer would conclude that it belongs to the 

‘Karnataka Cooperative Milk Producers Federation’. The IPAB  also held that, “the work 

Nandhini itself has become associated with the Appellant’s (present respondent’s) 

products and therefore, though it might be a Hindu name or even a deity’s name, it has 

come to be recognized as a distinctive mark of the Appellant  by the Appellant ’s use of 

the same for nearly two decades. The conclusion of the Registrar that it is not likely to 

confuse, cannot be sustained.” These findings were expressly affirmed by the High Court 

in the impugned judgment. The other contention was that respondent’s trademark 

“Nandhini” is a household name in  entire South India, and more so in Karnataka. 

“Nandhini” is to Karnataka what “Amul” is to Gujarat. Therefore, there can be no doubt 

as to “Nandhini” being a well known mark. It is important to note that the Appellant is 

running restaurants only in the city of Bangalore in Karnataka and one town in Tamil 

Nadu. Outside the city of Bangalore, the people are not aware of the respondent’s 

restaurant and “Nandhini” all over Karnataka is related exclusively to the Respondent 

organization. The contention of the Appellant that Nandini is a god’s name and it cannot 

be trademarked is counterproductive and against the Appellant’s own interest. The 

argument will not render futile as the very registration the Appellant  has applied for 

and it is not that merely because the word “Nandhini” denotes a Hindu goddess’ name, it 

does not mean that it cannot be registered as the only provision contained in the Act on 

the subject matter of registration of trademarks that affect religious sentiments is 

contained in Section 9(2)(b) which states - “Any mark shall not be registered as a 

trademark if: it contains or comprises of any matter likely to hurt the religious 

susceptibilities of any class or section of the citizens of India”. In this case the name 

“Nandini” signifies a symbol of purity and a source of wholesome milk which is the 

reason for the adoption of the word. In view of the same, the registration of the 

trademarks of the Respondent in the present case, does not fall within the ambit of the 

provisions of Section 9(2)(b) of the Act. There is no prohibition in law to include the 

name of any God as a part of a trademark. It is settled law that if a mark has obtained a 

secondary distinctiveness in the minds of the consumer, then the same should be 

registered and protected. Also, he took the help of the case Nestle India Limited v. Mood 

Hospitality Pvt. Ltd,9 where the single judge bench didn’t allow, Nestle to use word “Yo” 

as it was the trademark of the respondent. And if we talk about section 12, which 

provides for registration in the case of honest and concurrent user does not arise as the 

very basis for the application of this section is the “honesty of the concurrent use”, 

which the Appellant was well aware that the widespread use of the mark Nandhini by 

the Respondent who has admitted purchasing Nandhini milk for their restaurant. 

 

9 Nestle India Limited v. Mood Hospitality Pvt. Ltd,  ILR 2010) 3 (Del.) 560 
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Therefore, the Appellant cannot claim to be an honest or concurrent user, as such claims 

would be contrary to the evidence placed on record and their own admissions. 

The court in its final order said that, the burden of proving that the trademark which a 

person seeks to register is not likely to deceive or to cause confusion, is upon the 

applicant. It is for him to satisfy the registrar that his trademark does not fall within the 

prohibition of Section 8 and therefore it should be registered. Moreover, in deciding 

whether a particular trademark is likely to deceive or cause confusion, that duty is not 

discharged by arriving at the result or by merely comparing it with the trademark 

which is already registered and whose proprietor is offering opposition to the 

registration of the mark. The real question to decide in such cases is to see as to how a 

purchaser, who must be looked upon as an average man of ordinary intelligence who 

would react to a particular trademark, what association would he form by looking at the 

trademark, and in what respect would he connect the trademark with the goods which 

he would be purchasing. 

Applying the aforesaid principles to the instant case, when we find that not only the 

visual appearances of the two marks are different but they also relate to different 

products. Further, the manner in which they are traded by the Appellant and 

Respondent respectively as highlighted above, it is difficult to imagine that an average 

man of ordinary intelligence would associate the goods of the Appellant  as that of the 

respondent. 

Also, another thing that the High Court and the IPAB missed is that the Appellant  is 

operating a restaurant under the trademark ‘Nandhini’ and it had applied for the 

trademark in respect of goods like coffee, tea, bill books, visiting cards which are used in 

the products/services of restaurant business. The aforesaid items do not belong to Class 

29 or 30. Likewise, stationery items used by the Appellant in the aid of its restaurant 

services are relatable to Class 16. In these circumstances, there was hardly any question 

of confusion or deception. 

The Supreme Court took the help of the case Vishnudas Kushandas v. The Vazir Sultan 

Tobacco Ltd10 for defending the contention of high court where it has said goods 

belonging to the Appellant and the Respondent (though the nature of goods is different) 

belong to the same class and therefore, it would be impermissible for the Appellant to 

have the registration of the concerned trademark in its favour, thus it would be 

meaningless. That apart, there is no such principle of law but in the aforementioned 

case the name ‘Charminar’ was in question as the Respondent was in the business of 

tobacco and the Appellant made an application for registration of quiwam and zarda 

under the same brand name ‘Charminar’, but by applying the section 1211 of The Trade 

Marks Act, 1999 he was allowed to register. The court also observed that use of 

‘Nandhini’ by Appellant in respect of its different goods would not be detrimental to the 

purported distinctive character or repute of the trademark of the respondent. It is to be 

 

10 Supra note 2 
10 Supra note 15 
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kept in mind that the Appellant had adopted the trademark in respect of items sold in 

its restaurants way back in the year 1989 which was soon after the Respondent had 

started using the trademark ‘Nandini’. There is no document or material produced by 

the Respondent to show that by the year 1989 the Respondent had acquired 

distinctiveness in respect of this trademark, i.e., within four years of the adoption 

thereof. It, therefore, appears to be a case of concurrent user of trademark by the 

Appellant. The court also questioned the IPAB for not standing with its previous 

decision and considered this against estoppel. As the result, the order of the IPAB and 

the High court was set aside, and the Appellant was allowed to take the name 

“Nandhini” with the modification that milk and milk product will be removed from TM-

16. 

III. CONCLUSION 
This case can be considered as a landmark case in the field of trademark as it cleared 

the way for free trade and in some way broke the rule of monopoly of the businesses 

who were not in the mood of expanding but wanted the trademark in the whole class 

and this will be against business ethics and these type of practices are totally prohibited 

by sec 4 of The Competition Act, 2002 which clearly prohibit use of dominant power . 

This case also highlighted the fact that Indian courts are not prudent enough when the 

case comes in the field of trademark as it can be easily seen that IPAB and the High 

Court made many blunders in their decision and many paramount pieces of facts were 

unseen, which was eventually examined by the Supreme Court. It also highlights that 

many sections of The Trade Marks Act are yet to be specified correctly as it has dual 

implication, as it happened in this case in the name of section 11 and section 12 which 

played a significant role in deciding the case. Another thing which will be questioned is 

the reason why IPAB was wrong as it was acting against the law of estoppel - first it 

observed that trademark of  “Nandhini” was within the ambit of law but later accepted 

the appeal against the same decision which was given by the IPAB itself and then it 

changes its order also in which it said that, “Nandhini” cannot be registered as it is 

against the existing trademark law this was even criticised by the Supreme Court in its 

final decision and stated that IPAB was not just against law by not respecting estoppel 

but was also against the judicial system due to its decision which moved the case from 

court to court . This was the prime reason why the decision of the case got delayed. 

 

The Supreme Court also opined that the case could have solved by  considering  just one 

past decision which was of Vishnudas Kushandas v. The Vazir Sultan Tobacco Ltd, 

where the court bluntly said that, if a trader or manufacturer actually trades in or 

manufactures only one or some of the articles coming under a broad classification, such 

trader or manufacturer having no bona fide intention to trade in or manufacture other 

goods or articles which also fall under the said broad classification, would get 

registration of separate and distinct goods which may also be grouped under the broad 

classification. By applying this rule  the present case could have been solved without 

any problem. 

 

A commendable job was done by the Deputy Registrar of Trade Mark, as it was in the 

right track from the inception. It stated that the mark of both, the Appellant and the 
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Respondent were totally different and thus, the question of deception was removed 

from here under section 11(2) of the Trademark Act. Further, both businesses are also 

different and in order to remove breach of trademark, it would be enough to exclude 

‘milk and milk product’ from TM-16 list of the Appellant. This mediation technique was 

also adopted by the Supreme Court . Hence, this shows that all steps taken by the 

Deputy Registrar of Trade Mark were up to the mark that’s why the Supreme Court’s 

decision was the replica of this decision. 

 

 One important aspect of the case is that it was moved back and forth within multiple 

courts, so every contention, fact, acquisition which was raised was checked multiple 

times which makes the surviving contention very precious and useful which would be 

used by court and counsel in future also in this type of cases. Hence,  it can be said that 

this case was  path-breaking  in the history of trademark in India as it solved all the 

contentions which were raised and which were considered ambiguous but at last all this 

was solved by the Supreme Court with proper reasoning which will be very useful when 

any other case related to trademark comes across to the same courts. 
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 REACH FOR GOLD: SPORTS AND INTELLECTUAL PROPERTY RIGHTS 

SUBHASH BHUTORIA 

I. INTRODUCTION 

Every premier league match witnesses a wave of fans wearing their favourite team 

merchandise. Amongst others, this fan base is an integral part of the global sports and 

gaming ecosystem, which accounts for over USD Three Hundred Billion- ten times that 

of the Indian GDP. Brands such as Nike, Adidas, and Nintendo make into the list of 

world’s top 100 brands, churning a cumulative brand value of around USD Forty-Six 

Billion.1 It would be worth noting that in 2017, the US National Football League (NFL) 

had generated revenue of around USD Fourteen Billion, a significant part of which 

accounted from commercializing their intellectual property rights. Quite apparently, the 

sports and gaming ecosystem grants immense opportunity for creation and innovations, 

which are leveraged for humungous commercial and personal gains. Intellectual 

Property Rights, in essence, are the real gold in the sports and gaming domain.  

This article provides a bird’s eye-view of the aspects which create intellectual property 

rights in sports and gaming and opportunities for stakeholders from these valuable 

exclusive rights.    

II. CREATION OF IPR IN SPORTS 

Broadly, the intellectual property rights in sports and gaming businesses are mined 

from 3 P’s – Player, Participation and Performance. During any sports or gaming event, 

several parties are engaged, who in turn are creators or exploiters of the resulting 

proprietary rights. To understand this lifecycle, it would be imperative to identify the 

intangible properties. Amongst others, following are certain exclusive and proprietary 

rights created and developed in the sports and gaming domain.  

A. Branding and Personality Rights:  

The name and logos of the league and the event, team and player’s name and even 

distinctive acronyms and jersey numbers develop into and are treated as invaluable 

brands and trademarks. Football clubs such as Liverpool, Chelsea and Arsenal have 

registered their club names and famous indicia as trademarks, to assert the exclusivity 

of the said names and brands.   

 

 Subhash Bhutoria, Partner and Practice head, IPR and art law, Krida Legal. 
1 Best Global Brands 2018 Rankings, INTERBRAND, https://www.interbrand.com/best-brands/best-global-
brands/2018/ranking/. 

https://www.interbrand.com/best-brands/best-global-brands/2018/ranking/
https://www.interbrand.com/best-brands/best-global-brands/2018/ranking/
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Players and athletes often function as brands and influencers. From common personal 

names, signatures and initials, to personal beliefs and entertaining antics,2 players and 

athletes use several indicia as trademarks. The brand value is subject to their career and 

performance, which more often than not depends on the organizers, sponsors and 

managers. It is therefore quintessential for players and athletes to identify their 

intellectual property rights at the earliest stage and strategize their protection and 

enforcement. Roger Federer faced a volley by the leading sportswear brand, Nike, which 

has refused to assign the famous  logo to the master of Central Court. This deuce 

may not have seen light of the day in case Federer had strategized his IPRs well and, 

consequently, he had negotiated favourable contractual terms with the sportswear giant. 

Similarly, Chelsea owns trademark rights for the personal name of legendary Team 

Manager, José Mourinho, who was appointed as the Manager of a rival team, Tottenham 

in November 2019. The club owns the trademark since 2006 and is part of a wide 

variety of merchandises, including teddy bears, aftershave, football boots and even 

computer games. Reports suggest that in 2016, Chelsea had sought a multi-million-

pound settlement with Manchester United for permitting use of its trademark, José 

Mourinho. 

It is heartening to see that sportsmen and athletes including Sachin Tendulkar, Novak 

Djokovic, Usain Bolt, Christiano Ronaldo et al. have obtained trademark registration for 

their personal names and popular indicia, in respect to inter alia sportswear, shoes, 

lifestyle products, hotels, and hospitality. Players also utilize their goodwill and 

notoriety to help other businesses as brand ambassadors and influencers and create co-

owned brands. In order to avoid passing off or dilution of their brand value, the players 

and athletes should sign on carefully worded marketing contracts. The player’s 

personality is also commercialized and protected under the ambit of publicity rights. 

Although Gautam Gambhir lost his case against a namesake restaurant owner, the 

judgment3 is a step towards the development of a jurisprudence of publicity rights in 

India. What also emerges from the said judgment is that unlike as in trademark 

infringement or even passing off, where even a “likelihood of confusion” is sufficient to 

give rise to legible cause of action, violation of publicity rights mandates substantial 

proof of impersonation or deception.  

To the extent that a photograph of a player’s performance or his/ her iconic style, forms 

prominent part of the logos,4 the intellectual property rights created or generated by 

performances are commercialized by the organizers, broadcasters and even sports and 

 

2 Usain Bolts’ Lightning Bolt is a registered trademark in several jurisdictions. The Indian multi-class 

trademark application bearing number 2761230 for the mark  stands opposed. 
3 Gautam Gambhir v. DAP & Co., AIR 1988 Bom 167. 
4 Adam Wells, Jerry West Says He Wishes NBA Would Change Logo, BLEACHER REPORT (April 8, 2017), 
https://bleacherreport.com/articles/2702436-jerry-west-says-he-wishes-nba-would-change-logo 
 

https://bleacherreport.com/articles/2702436-jerry-west-says-he-wishes-nba-would-change-logo
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gaming associations. Such adoption and adaptation of one form of IPR generated in a 

sports and gaming event into another has also been subject matter of disputes.5 

B. Copyrights and Broadcasting rights  

Proprietary, and even quasi-proprietary rights are generated during the performance of 

a sporting or gaming event. Every time a legendary goal is scored or a player or a too-

cool-for-school shot is captured by a photographer, sports and gaming generate 

invaluable original works, which become subject matter of copyrights. Photographs, 

videos, teams and players’ data et al. are hence valuable intellectual properties.    

‘Match scores’ is a hotly contested subject of proprietary rights. Whether match scores 

can qualify as intellectual property, is a question which is sub judice before the Hon’ble 

Supreme Court of India. This issue had arisen before the Division Bench of the Delhi 

High Court,6 and the Hon’ble Division Bench had observed that the rights claimed by the 

organizer/broadcaster to prevent others from publishing or sharing match information 

or facts, for irrespective of commercial or non-commercial use are precluded by Section 

16 of the Copyright Act, 1957. The court also discussed the applicability of the ‘Hot 

News’ doctrine, which was established in an old case of INS7 and has been discussed in a 

long line of case laws. In the context of sports, ‘hot news’ refers to time sensitive 

information such as scores and updates which are created as a result of sporting events. 

The dissemination of such information has enormous public value. The doctrine allows 

a plaintiff to injunct the publication of such time sensitive information by ‘direct 

competitors.’ The Bench rejected the applicability of ‘hot news’ doctrine in India, 

especially with respect to non-competing entities.   

C. Patents and design rights in sports technologies and equipment:  

Performance is subject to efficiency of the player, which immensely depends upon the 

quality of equipment, type of sportswear and even the technology used. Bio-sensing 

garments and articles of sports clothing,8 athletic performance user interface,9 and 

many such inventions from present times, which immensely impact upon the player’s 

efficiency and performance, are granted patents. Often, sportswear companies and 

teams maintain their research and development as highly confidential and treat the 

 

5 Rentmeester v. Nike, Inc., 883 F.3d 1111 (9th Cir. 2018); The Ninth Circuit affirmed the district court's 
dismissal of a copyright infringement action brought by renowned photographer Jacobus Rentmeester 
against Nike. Rentmeester alleged that Nike infringed a famous photograph he took of Michael Jordan 
when Nike commissioned its own photograph of Jordan and then used that photo to create the 
"Jumpman" logo. The panel held that, although Rentmeister plausibly alleged that he owned a valid 
copyright in his photo and a presumption that the Nike photo was the product of copying rather than 
independent creation, he failed to plausibly allege that Nike copied enough of the protected expression 
from his photo to establish unlawful appropriation. 
6 Akuate Internet Services Pvt. Ltd. and Ors. v. Star India Pvt. Ltd. and Ors., MIPR2013(3)1. 
7 International News Service v. Associated Press, 248 U.S. 215 (1918). 
8 Article of Sports Clothing, U.S. Patent No. 9,532,612 (filed May 29, 2012). 
9 Athletic Performance User Interface, U.S. Patent No. 9,224,291 (filed May 17, 2013). 
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outcome as trade secrets. To stay ahead in the race, the competition is ever inquisitive 

about others’ R&D and has even indulged in corporate espionage.10 

D. Commercialization of IP Rights: 

A large sum of revenue in sports and gaming business is generated via public 

engagement. Organizers, broadcasters, sponsors and other stakeholders spend 

enormously on promotion and marketing of their leagues and tournaments. Be it selling 

merchandizes,11 allowing the public to create their own dream team,12 or to speculate 

final scores, intellectual properties give way to a wide range of revenue streams through 

participation of stakeholders, players and public. In order to capitalize on this market 

potential, right-owners have created diligent commercial strategies such as global 

licensing, broadcasting arrangements and sponsorship. his would be further helped if 

such organizations and other right-owners ensure that their contracts clearly make out 

the nature of their IP assets, as it would help the courts in identifying infringements. 

The growing sports and gaming merchandise market attracts infringing goods, 

counterfeits, and knock-offs. During FIFA World Cup, 2018, the Chinese customs 

authority had seized over hundred thousand counterfeit footballs and jerseys. This is 

just the tip of the iceberg as the global counterfeiting economy is estimated to reach 

USD 2.3 Trillion by 2022. Besides counterfeits and knock-offs, trademark violation also 

takes place by unauthorized use of trademarks/names of the league,13team,14 or even 

the sponsor.15 Indian courts, particularly the High Courts at Delhi and Bombay have 

taken proactive steps against counterfeiting and piracy in general. The Courts have been 

readily granting Anton Piller 16  and John Doe 17  orders to nip the menace of 

counterfeiting and piracy in the bud, both in brick and mortar and virtual world. 

III. ON THE OTHER SIDE 

The law, as it stands today, does not recognize certain essential and commercially viable 

aspects of sports and gaming business. Lack of clear provisions relating to personality 

rights and proprietary rights in facts and data;lead to ambiguous, and even unfair and 

illegal contractual terms. While the Indian Courts18 have endeavoured to classify these 

rights, the precedents do not set a level playing field for all the stakeholders. Spain has 

 

10 Mark Meadows, Ferrari agree to make peace with McLaren over spy scandal, INDEPENDENT (July 12, 
2008), https://www.independent.co.uk/sport/motor-racing/ferrari-agree-to-make-peace-with-mclaren-
over-spy-scandal-865868.html. 
11 Sumesh Kumar & Roshan Deshmukh, Sports Apparel Market by End User (Children, Men, and Women) 
and Distribution Channel (E-Commerce, Supermarket/Hypermarket, Brand Outlets, and Discount Stores): 
Global Opportunity Analysis and Industry Forecast, 2019-2026, ALLIED MARKET RESEARCH, 
https://www.alliedmarketresearch.com/sports-apparel-market. 
12 Gurdeep Singh Sachar v. Union of India & Ors., (2019) 75 GST 258 (Bombay). 
13 Mustafa Plumber, Bombay High Court: Don't use any trademark resembling Pro Kabaddi League, DNA 

INDIA, https://www.dnaindia.com/mumbai/report-bombay-high-court-don-t-use-any-trademark-
resembling-pro-kabaddi-league-2640525. 
14 Arsenal Football Club v. Matthew Reed, [2003] EWCA Civ 96. 
15 MRF Ltd. v. Mr. Sathish, C.S.No.340 of 2017. 
16 Lacoste & Anr. v. Global Impex India, 2011 (46) PTC 502 (Del).  
17 Multi Screen Media Pvt. Ltd. v.. Sunit Singh & Ors., CS (OS) 1860/2014. 
18 ICC Development (International) Ltd. v. Arvee Enterprises, 2003 (26) PTC 245. 

https://www.independent.co.uk/sport/motor-racing/ferrari-agree-to-make-peace-with-mclaren-over-spy-scandal-865868.html
https://www.independent.co.uk/sport/motor-racing/ferrari-agree-to-make-peace-with-mclaren-over-spy-scandal-865868.html
https://www.alliedmarketresearch.com/sports-apparel-market
https://www.dnaindia.com/mumbai/report-bombay-high-court-don-t-use-any-trademark-resembling-pro-kabaddi-league-2640525
https://www.dnaindia.com/mumbai/report-bombay-high-court-don-t-use-any-trademark-resembling-pro-kabaddi-league-2640525
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classified the right to one’s own image, or personality right, as a fundamental right of 

the citizens. However, this approach can seriously impede the commercial aspect of 

personality rights and hence may not be favourable for sportspersons. Jamaica, on the 

other hand, has carved out a more specific approach for celebrities by bringing the 

personality rights of celebrities under the domain of commercial torts.19  

The technology has rendered quasi-proprietary rights in facts and scores non-est. 

However, since a significant part of revenue is generated from commercializing these 

facts and data, it is imperative to have laws which can fairly recognize the commercial 

rights in the said facts and data. These facts and data are raw feeds for statistics,20 which 

are extremely crucial. This important aspect mandates the need for a data protection 

regime to safeguard the interest of all stakeholders.  

IV. IN CONCLUSION 

The Sports and gaming industry profits immensely from its intellectual property rights. 

The stakeholders invest heavily in the creation, innovation, and protection of their 

intellectual property rights to reap due benefits. The interplay and overlap of 

intellectual property rights in the sports and gaming domain has added new paradigm 

to IP jurisprudence and has opened several revenue streams for the stakeholders. On 

the other hand, lack of proper understanding and knowledge of the intellectual property 

rights and related laws has led to a significant loss and dilution of valuable proprietary 

rights. Federer’s RF dispute is a warning sign for all budding players, who sign over the 

dotted lines, unconscionably. Several proprietary rights, existence and recognition of 

which is doubtful, also add immense value to the IPR pool in sports and gaming 

business. Hence, it is imperative that the law is shaped to consider all such rights for 

reasonable and equitable exploitation in the best interest of all.  

 

 

19 The Robert Marley Foundation v. Dino Michelle Ltd., JM 1994 SC 032. 
20 Sports Data Pty. Ltd. v. Prozone Sports Australia Pty. Ltd. [2014] FCA 595 (Austl.). 
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A DIFFERENT PERSPECTIVE ON THE ROLE OF DATA EXCLUSIVITY 

TREVOR COOK*  

This article traces the history of data exclusivity in the European Union for animal 

pharmaceuticals and outlines how it has diverged over time from the data exclusivity 

regime for human pharmaceuticals. This trend has continued with the enactment in 

2018 of a new system of data exclusivity for animal pharmaceuticals to take effect in 

2022, which is reviewed in detail.  The number and variety of different types of data 

exclusivity mandated by this latest revision of the regulatory data protection regime for 

animal pharmaceuticals shows how readily data exclusivity can be tailored to provide 

an incentive for securing regulatory approvals directed to various different ends which 

the legislation seeks to encourage - in this case either for certain otherwise neglected 

species of animal or for certain types of improvement, such as those resulting in a 

reduction in antimicrobial or anti-parasitic resistance. Whilst the inventions that 

underlie such regulatory approvals might also in some cases and in some jurisdictions 

be capable of being protected by patents, the “one size fits all” nature of the patent 

system precludes encouraging one type of invention over another. Moreover, even 

where patent protection may be available for such new applications, the effective patent 

term is significantly, and sometimes completely, attenuated by the time taken to secure 

such regulatory approvals.  Data exclusivity, in contrast, provides a simple and 

straightforward way of providing the incentive for, and thereby improving the prospect 

of achieving, the purposes which the legislation seeks to encourage. 

INTRODUCTION 

This writer is, and has been for a long time,1 an unabashed proponent of data exclusivity 

as a useful and beneficial intellectual property right, and of interpreting TRIPS Article 

39(3), which mandates it, as requiring that a third party not be able, for a reasonable 

period of time, to rely on the technical data, such as clinical trials or field trials, filed by 

an earlier applicant in support of its application to secure the first regulatory approval 

to market a new pharmaceutical or agrochemical. 

Data exclusivity, otherwise referred to as regulatory data protection, protects the 

investment made in generating the data, such as the results of clinical trials, required to 

prove to a regulatory authority that a product that has not previously been approved is 

adequately safe and efficacious. This is achieved by limiting, for a certain period of time, 

the extent to which potential competitors can rely on the existence of such data for their 

own commercial purposes. During such period these competitors cannot secure their 

own regulatory approval for their own version of such a product without independent 

 

* Trevor Cook, Partner, Wilmer Cutler Pickering Hale and Dorr LLP. 
1 See Trevor Cook, Regulatory data protection in pharmaceuticals and other sectors, INTELLECTUAL 

PROPERTY MANAGEMENT IN HEALTH AND AGRICULTURAL INNOVATION HANDBOOK 437 (Anatole F Krattiger et al. 
eds., 2007).  
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generation of such data. The cost of such repetition, at least for small molecules (where, 

for example, for a pharmaceutical with only bioequivalence, all that a generic applicant 

need otherwise in general show is bioequivalence), is generally disproportionate to the 

benefits to a generic applicant of securing an approval that is independent of that 

secured by the earlier applicant.  

Data exclusivity as an intellectual property right has evolved to the greatest degree, and 

has become of the greatest importance, in those highly regulated sectors in which 

demonstrating adequate product safety and efficacy is paramount, namely 

pharmaceuticals and agricultural chemicals. In these sectors the testing required to 

secure regulatory approvals for newly approved products has become ever more 

extensive, demanding and thus expensive. This is reflected by these two sectors being 

the subject of Article 39(3) of TRIPS.  

However, data exclusivity also has potential application in other regulated sectors in 

which one must also show adequate safety and/or efficacy to seek a regulatory approval. 

Thus, for example in the European Union (“EU”) one also finds data exclusivity for 

animal feed additives,2 biocidal products,3 chemicals,4 novel foods,5 and health claims 

for foods.6 However, in such cases, as with data exclusivity for plant protection 

products,7 third parties generally have a right of access to data as to trials on non-

human vertebrates before the end of the data exclusivity period in order to avoid 

repetitive animal testing, provided they pay for such access, so the relevant legislation 

will provide for mechanisms to determine this in the absence of agreement.   

Traditionally, patents have provided the means by which such new products are 

protected. Nevertheless, patents provide only indirect protection for such innovation by 

protecting, for example, the invention of a new compound, a new form or formulation of 

such compound (or, in some jurisdictions, a new use of an existing compound), rather 

than showing to the regulatory authority that a product containing such compound is 

sufficiently safe and effective to merit regulatory approval. Such invention will often 

occur a long time, and sometimes a very long time, before the product which is 

 

2 Reg. 1831/2003, of the European Parliament and of the Council of Sept. 22, 2003, on additives for use in 
animal nutrition, art. 20, 2003 O.J. (L 268) 29, 43. 
3 Reg. 528/2012, of the European Parliament and of the Council of May 22, 2012 concerning the making 
available on the market and use of biocidal products, art. 59 to 64, 2012 O.J. (L 167) 1, 123. 
4 Reg. 1907/2006, of the European Parliament and of the Council of Dec. 18, 2006 concerning the 
Registration, Evaluation, Authorization and Restriction of Chemicals (REACH), establishing a European 
Chemicals Agency, amending Directive 1999/45/EC and repealing Council Regulation (EEC) No 793/93 
and Commission Regulation (EC) No 1488/94 as well as Council Directive 76/769/EEC and Commission 
Directives 91/155/EEC, 93/67/EEC, 93/105/EC and 2000/21/EC, art. 25, 2006 O.J. (L 396) 31.   
5 Reg. 2015/2283, of the European Parliament and of the Council of Nov. 25, 2015 on novel foods, 
amending Regulation (EU) No 1169/2011 of the European Parliament and of the Council and repealing 
Regulation No 258/97 of the European Parliament and of the Council and Commission Regulation No 
1852/2001, art. 26, 2015 O.J (L 327) 1, 22. 
6 Reg. 1924/2006, of the European Parliament and of the Council of Dec. 26, 2006 on nutrition and health 
claims made on foods, art. 20, 2006 O.J. (L404) 9. 
7 Reg. 1107/2009, of the European Parliament and of the Council of Oct. 21, 2009 concerning the placing 
of plant protection products on the market and repealing Council Directives 79/117/EEC and 
91/414/EEC, art. 59 to 62, 2009 O.J. (L 309) 1, 50. 
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protected by the patent secures such approval, resulting frequently in significant or 

sometimes complete attenuation of the patent term, which is rarely fully or sometimes 

completely compensated for by patent extension schemes even in the countries which 

provide for it. Patents are also subject to the unpredictability of patent law, which 

provides for many grounds of attack on their validity, such as anticipation, obviousness, 

insufficiency and added matter. For such attacks on patent validity to succeed, these 

need not bear any relation to the qualities of the compound in question as a regulated 

product and so, for purely formal reasons for example the protection provided by 

patents can be wholly vitiated.8  

In contrast, data exclusivity is not subject to such vagaries and is instead linked directly 

to the very activity which it is sought to protect that of proving that a product is 

sufficiently safe and efficacious to merit regulatory approval. It is important for this 

purpose to decouple data exclusivity from the concept of the protection of confidential 

information as for example addressed in TRIPS Article 39(2). Otherwise the increasing 

trend internationally towards transparency of clinical trial and other data filed in 

support of applications for regulatory approvals could undermine it. 

This writer also recognizes that the issue of data exclusivity has become in some 

quarters a contentious one.  He suggests, however, that much of the discourse 

surrounding data exclusivity has been clouded when it has been addressed in the 

context of human pharmaceuticals as has usually been the case by the undeniably 

important issue of access to medicines.9  

It is hoped in this article to decouple the issue of data exclusivity from that controversy 

and to discuss how it has application in regulated areas other than medicinal products 

for human use. Accordingly, the article focuses, as a case study, on the recently enacted 

revision of the EU legal regime applicable to veterinary pharmaceuticals. What is 

especially interesting about this particular example is the demonstration it provides of 

how data exclusivity can be tailored to provide an incentive for certain trials to be 

undertaken. The trials in question are directed towards securing approvals for certain 

types of use which are regarded as desirable and deserving of encouragement, showing 

that data exclusivity has a flexibility which the “one size fits all” patent system cannot 

readily match. 

 

8 Such as, in Europe, the failure during the priority year adequately to perfect the title to the right to claim 
priority from the first patent application filed for an invention in favor of those who subsequently file a 
patent application internationally claiming priority from that first filing. This is an error which in Europe 
cannot be remedied after the event, but is often only discovered very much later, and so will often expose 
the resultant patent to attacks on validity based on anticipation and/or obviousness over references filed 
during the priority year which can then become damaging and sometimes fatal prior art. See for example 
- T 0577/11-EPO Technical Board of Appeal, Apr. 14, 2016; T 1201/14 - EPO Technical Board of Appeal, 
Feb. 9, 2017; and T 0725/14 - EPO Technical Board of Appeal, Jan. 21, 2019. 
9 See for example Srividhya Ragavan - The Significance of The Data Exclusivity Debate and Its Impact on 
Generic Drugs - Journal of Intellectual Property Studies Vol 1, p 131 (2017) 
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VETERINARY MEDICINAL PRODUCTS - THE CURRENT EU REGIME AND ITS HISTORY 

Although the EU data exclusivity regime for veterinary medicinal products, which dates 

back to 1990,10 corresponded initially to that for human medicinal products,11 the two 

regimes started to diverge in 2005 and will diverge further with effect from 2022 as a 

result of legislation specific to veterinary medicinal products that was enacted in 

2018.12   

Initially both data exclusivity regimes required EU Member States to confer either 6 or 

10 years of data exclusivity, other than for certain types of pharmaceutical, such as 

proteins produced by recombinant DNA technology, or ones authorized by the 

precursor to the centralized procedure, for which 10 years was mandatory in all EU 

Member States. 

The EU regulatory regimes for both veterinary medicinal products and medicinal 

products for human use, including their data exclusivity regimes were extensively 

revised with effect from late 2005, and such data exclusivity regimes remain in effect to 

the present day.13   

For medicinal products for human use, this revision introduced the “8+2+1” system of 

data exclusivity, which applied to all authorizations from such date granted by the 

Member States and to authorizations secured via the centralized route. Although this 

allowed an application for a generic marketing authorization for a medicinal product to 

be filed once 8 years had passed after the date of the first marketing authorization for 

the active in that medicinal product. A generic marketing authorization based on such 

application could not be granted less than 10 years after the date of the first marketing 

authorization for that active, hence providing the “8+2” aspect of the system.  The “+1” 

 

10  Council Directive 90/676/EEC, of Dec. 13, 1990, amending Directive 81/851/EEC on the 
approximation of the laws of the Member States relating to veterinary medicinal products, 1990 O.J. (L 
373) 15.  This amended Directive 81/851/EEC, inter alia, to introduce a data exclusivity regime by way of 
qualification to the requirements of Article 5(10), which was subsequently re-enacted as Article 
13(1)(a)(iii) of Directive 2001/82/EC of the European Parliament and of the Council of Nov. 6, 2001, on 
the Community code relating to veterinary medicinal products, art. 13(1)(a)(iii), 2001 O.J. (311) 1. 
11 Council Directive 87/21/EEC of Dec. 22, 1986 amending Directive 65/65/EEC on the approximation of 
provisions laid down by law, regulation or administrative action relating to proprietary medicinal 
products, 1987 O.J. (L 15) 36).  This amended Directive 65/65/EEC inter alia, to introduce a data 
exclusivity regime by way of a qualification to the requirements of Article 4(8) which was subsequently 
re-enacted as Article 10(1)(a)(iii) of Directive 2001/83/EC of the European Parliament and of the 
Council of Nov. 6, 2001, on the Community code relating to medicinal products for human use, 2001 O.J.(L 
311); as amended by Directive 2002/98/EC of the European Parliament and of the Council of 27 January 
2003 setting standards of quality and safety for the collection, testing, processing, storage and 
distribution of human blood and blood components and amending Directive 2001/83/EC, 2003 O.J. (L 
33) 6730, 40. 
12 Reg. 2019/6, of the European Parliament and of the Council of Dec. 11, 2018 on veterinary medicinal 
products and repealing Directive 2001/82/EC, 2019 O.J. (L 4) 43, 167 (EU). 
13 Directive 2001/82/EC of the European Parliament and of the Council of Nov. 6, 2001 on the community 
code relating to  veterinary medicinal products, 2001 O.J. (L 311) 1, was amended by the Directive 
2004/28/EC, of the European Parliament and of the council of March 31, 2004 O.J. (L 136) 1; and for 
medicinal products for human use Directive 2001/83/EC on the Community code relating to medicinal 
products for human use was amended by Directive 2004/27/EC, of the European Parliament and of the 
Council of March 31, 2004 amending Directive 2001/83/EC on the Community code relating to medicinal 
products for human use, 2004 O.J. (L 136) 34, 57.   
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aspect of the system added an extra year of protection, for all indications, beyond the 

standard 10, or “8+2” years, where, during the first 8 years of protection, the holder of 

the original marketing authorization secured an authorization for “one or more 

therapeutic indications which, during the scientific evaluation prior to their 

authorization are held to bring a significant clinical benefit in comparison with existing 

therapies.”14         

For veterinary medicinal products, the revisions resulted in a data exclusivity regime 

for such products which differed in three respects from that for human medicinal 

products, although in overall structure, the two regimes are almost identical.15 These 

differences, discussed below, can be seen as constituting an initial attempt to tailor the 

data exclusivity regime for veterinary medicinal products to provide extra incentives for 

studies undertaken in order to secure marketing authorizations applicable to specific 

species, or to further species.  

The first such tailored incentive is the provision of 13 years rather than 10 years of 

protection for veterinary medicinal products for fish or bees (or other species 

designated in accordance with a specific procedure, although this has never been 

invoked).16 

The second and third tailored incentives are specific to marketing authorizations for 

veterinary medicinal product for food-producing species. In these species, an applicant 

for a marketing authorization faces the additional burden of investigating the level of 

residues of the veterinary medicinal product in issue in food from such animal and its 

effect on humans who eat such food, and of establishing a maximum residue level for 

such products in such food. The second tailored incentive involves extending the term of 

protection for an existing authorization from 10 years by one-year increments to no 

more than 13 years, keyed to extending the scope of the marketing authorization to 

another food producing species.17 

 

14 Directive 201/83/EC of the European Parliament and of the Council of Nov. 6, 2001 on the community 
code relating to medicinal products for human use, 2001 O.J.(L 311); as amended by Directive 
2002/98/EC of the European Parliament and of the Council of 27 January 2003 setting standards of 
quality and safety for the collection, testing, processing, storage and distribution of human blood and 
blood components, fourth para of art. 10(1), 2003 O.J. (L 33) 30,40.  
15 Directive 2004/28/EC, of the European Parliament and of the Council of Mar. 31, 2004 amending 
Directive 2001/82/EC on the Community code relating to veterinary medicinal products, art. 5,13 & 
13(c) of Directive 2001/82/EC correspond closely to those for medicinal products for human use in 
Articles 6 and 10 to 10c of Directive 2001/83/EC, as amended by Directive 2004/27/EC of the European 
Parliament and of the Council of March 31, 2004 O.J. (L 136) 34, 54. There is also an Article 13d in 
Directive 2001/82/EC as amended by Directive 2004/28/EC, of the European Parliament and of the 
Council of Mar. 31, 2004 O.J. (L 136) which has no corresponding provision in Directive 2001/83/EC as 
amended by Directive 2004/27/EC which establishes a specific derogation from the need to provide full 
data when seeking a marketing authorization that is expressed to be only applicable in exceptional 
circumstances.  
16 Directive 2004/28/EC, of the European Parliament and of the Council of Mar. 31, 2004 amending 
Directive 2001/82/EC on the Community code relating to veterinary medicinal products, art. 13(1), 2004 
O.J. (L 136) 58, 84. 
17 Directive 2004/28/EC, of the European Parliament and of the Council of Mar. 31, 2004 amending 
Directive 2001/82/EC on the Community code relating to veterinary medicinal products, art. 13(5), 2004 
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The third tailored incentive concerns an exception to data exclusivity by which an 

application for a marketing authorization can be made that relies on published 

literature after ten years' well-established veterinary use of the product in the EU. The 

incentive applies to an applicant who plans to rely upon published literature in support 

of an application for marketing authorization for use on a food-producing animal but for 

which no maximum residue limit has been set. Such an applicant has therefore to 

conduct suitable trials in order to get a maximum residue limit determined. Further, 

such an applicant is entitled to three years' data exclusivity in respect of that trial data, 

running from the date the consequent marketing authorization is granted.18 

VETERINARY MEDICINAL PRODUCTS - THE NEW EU REGIME AND ITS BACKGROUND 

In 2014 the European Commission, which is responsible for initiating EU legislation, 

adopted a proposal for a new Regulation on veterinary medicinal products,19 and 

proposed as part of the reform extending various data exclusivity periods. It explains 

the thinking behind this proposal as follows: 

‘‘This part also regulates the “protection period” applying to technical 

documentation submitted in order to obtain or amend a marketing authorization. 

It addresses the characteristics and specificities of the veterinary sector. 

Experience has shown that the needs of the veterinary sector differ substantially 

from those of the human sector. Also, the drivers for investment differ for the 

human and veterinary medicines market, for example in animal health there is 

more than one species, creating a fragmented market and necessitating major 

investments to add other animal species. Therefore, the provisions in this 

proposal to stimulate innovation cannot be considered as a model for the human 

medicines market. The protection arrangements prevent applicants for a generic 

product from referring to the documentation submitted for the reference product. 

Data provided to extend the generic product to another animal species should also 

be protected according to the same principle.” 

“Extending the protection periods provided for in Directive 2001/82/EC should 

create incentives and stimulate innovation in the animal health sector. The current 

ten-year period would be maintained for the initial marketing authorization. In 

order to encourage industry to extend already authorised products to other 

species, a further one year would be added for any extension of the veterinary 

medicinal products to another species (up to a maximum of 18 years).” 
 

O.J. (L 136) 58, 84 (Such new authorization(s) must be granted within the five years of the grant of the 
initial marketing authorization, and the holder of the marketing authorization holder must also have 
applied for the determination of the maximum residue level to be established for the species covered by 
the authorization, and which determination must be made before a marketing authorization for a 
veterinary medicinal product for food-producing animals can be granted). 
18 Directive 2004/28/EC, of the European Parliament and of the Council of Mar. 31, 2004 amending 
Directive 2001/82/EC on the Community code relating to veterinary medicinal products, art. 13a, 2004 
O.J. (L 136) 58, 84.   
19 See pages 4 and 5 of the Explanatory Memorandum accompanying ‘Proposal for a Regulation of the 
European Parliament and of the Council on veterinary medicinal products, COM (2014) 558 final, (Sept. 1, 
2014) 4, 5; - Also for relevant aspects of the Proposal itself see art. 33 - 36. 
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“In order to encourage the animal health industry to develop products for minor 

species, increased protection will apply: 14 years for the initial marketing 

authorization for a minor species, and 4 additional years for an extension to a 

minor species.” 

“So as to secure data protection, any application for an extension must be 

submitted at least 3 years before expiry of the data protection period. This ensures 

that companies can place a generic product on the market immediately after 

expiry of the protection period for the reference product. Product developments 

for bee medicines will receive increased data protection because of the small size 

of the market for bee medicines and the lack of effective medicines to treat 

diseases in bees. The protection applying to environmental data would be the 

same as that for safety and efficacy data.’’ 

These proposals were enacted in December 2018, largely as originally proposed, in 

Regulation 2019/6 setting out the new legislation for veterinary medicinal products, 

and will take effect as from January 2022.20 Recital 33 to Regulation 2019/6 recognises 

the importance of data exclusivity:    

(33) Tests, pre-clinical studies and clinical trials represent a major investment for 

companies which they need to make in order to submit the necessary data with the 

application for a marketing authorization or to establish a maximum residue limit for 

pharmacologically active substances of the veterinary medicinal product. That 

investment should be protected in order to stimulate research and innovation, in 

particular on veterinary medicinal products for minor species and antimicrobials, so 

that it is ensured that the necessary veterinary medicinal products are available in 

the Union. For that reason, data submitted to a competent authority or the Agency 

should be protected against use by other applicants. That protection, however, 

should be limited in time in order to allow for competition. Similar protection of 

investments should be applied to studies supporting a new pharmaceutical form, 

administration route or dosage that reduces the antimicrobial or antiparasitic 

resistance or improves the benefit-risk balance. 

The periods of data exclusivity for veterinary medicinal products are set out in Articles 

39 and 40 of Regulation 2019/6: 

Article 39 - Periods of the protection of technical documentation 

1. The period of the protection of technical documentation shall be: 

(a) 10 years for veterinary medicinal products for cattle, sheep for meat 

production, pigs, chickens, dogs and cats; 

(b) 14 years for antimicrobial veterinary medicinal products for cattle, sheep for 

meat production, pigs, chickens, dogs and cats containing an antimicrobial active 

substance which has not been an active substance in a veterinary medicinal 

 

20 Reg. 2019/6, of the European Parliament and of the Council of Dec. 11, 2018 on veterinary medicinal 
products and repealing Directive 2001/82/EC, 2019 O.J. (L 4) 43, 167 (EU).  
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product authorised within the Union on the date of the submission of the 

application; 

(c) 18 years for veterinary medicinal products for bees; 

(d) 14 years for veterinary medicinal products for animal species other than those 

referred to in points (a) and (c). 

2. The protection of technical documentation shall apply from the day when the 

marketing authorization for the veterinary medicinal product was granted in 

accordance with Article 5(1). 

Article 40 - Prolongation and additional periods of the protection of technical 

documentation 

1. Where the first marketing authorization is granted for more than one animal 

species referred to in point (a) or (b) of Article 39(1) or a variation is approved in 

accordance with Article 67 extending the marketing authorization to another 

species referred to in point (a) or (b) of Article 39(1), the period of the protection 

provided for in Article 39 shall be prolonged by one year for each additional target 

species, provided that, in the case of a variation, the application has been 

submitted at least three years before the expiration of the protection period laid 

down in point (a) or (b) of Article 39(1). 

2. Where the first marketing authorization is granted for more than one animal 

species referred to in point (d) of Article 39(1), or a variation is approved in 

accordance with Article 67 extending the marketing authorization to another 

animal species not referred to in point (a) of Article 39(1), the period of the 

protection provided for in Article 39 shall be prolonged by four years, provided 

that, in the case of a variation, the application has been submitted at least three 

years before the expiration of the protection period laid down in point (d) of 

Article 39(1). 

3. The period of the protection of technical documentation provided for in Article 

39 of the first marketing authorization, prolonged by any additional periods of 

protection due to any variations or new authorizations belonging to the same 

marketing authorization, shall not exceed 18 years. 

4. Where an applicant for a marketing authorization for a veterinary medicinal 

product or for a variation to the terms of a marketing authorization submits an 

application in accordance with Regulation (EC) No 470/2009 for the 

establishment of a maximum residue limit, together with safety and residues tests 

and pre-clinical studies and clinical trials during the application procedure, other 

applicants shall not refer to results of those tests, studies and trials for a period of 

five years from the granting of the marketing authorization for which they were 

carried out. The prohibition on using those results shall not apply, insofar as the 

other applicants have obtained a letter of access with regard to those tests, studies 

and trials. 
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5. If a variation to the terms of the marketing authorization approved in 

accordance with Article 67 involves a change to the pharmaceutical form, 

administration route or dosage, which is assessed by the Agency or the competent 

authorities referred to in Article 66 to have demonstrated: 

(a) a reduction in the antimicrobial or antiparasitic resistance; or 

(b) an improvement of the benefit-risk balance of the veterinary medicinal 

product,  

the results of the concerned pre-clinical studies or clinical trials shall benefit from 

four years protection. 

The prohibition on using those results shall not apply, insofar as the other 

applicants have obtained a letter of access with regard to those studies and trials. 

A common feature of these new provisions is the generally longer term of protection 

than the existing system that these provide. One can also compare this large number of 

tailored provisions with the three tailored provisions in the existing system discussed 

above. Article 39(1)(c) extends the 13-year period of protection for veterinary 

medicinal products for bees to 18 years. Article 40(1) through (3) extends the term of 

protection for each further authorization secured in respect of new species, but this is 

no longer limited to veterinary medicinal products for food producing animals and the 

maximum such protection available is extended from 13 years 18 years. Finally, Article 

40(4) provides a simpler means, which is of much more general application of 

protecting studies involved in the establishment of a maximum residue limit, which 

protection is extended from 3 to 5 years.   

Although Article 39(1) provides at present for 10 years as the shortest period of 

protection, it has a larger number of longer periods of protection than at present, keyed 

to the species for which the veterinary medical product is authorized or, in Article 

39(1)(b) the type of product, in this case antimicrobial veterinary medicinal products 

containing an active not previously authorised for such products in the EU.  Article 

40(5) provides 4 years protection for variations resulting in two specific types of 

beneficial property which the legislation seeks to encourage where this arises as a 

result of a change to the pharmaceutical form, administration route or dosage of a 

previously authorized pharmaceutical. 

CONCLUSION 

The number and variety of different types of data exclusivity mandated by this latest 

revision of the regulatory data protection regime for veterinary pharmaceuticals in the 

EU shows how readily data exclusivity can be tailored to provide an incentive for 

securing regulatory approvals directed to various different ends but which the 

legislation seeks to encourage - in this case either for certain otherwise neglected 

species or for certain types of improvement, such as those resulting in a reduction in the 

antimicrobial or antiparasitic resistance. Whilst the inventions that underlie such 

regulatory approvals might also be capable of being protected by patents in some 
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jurisdictions, the “one size fits all” nature of the patent system precludes encouraging 

one type of invention over another. Data exclusivity, in contrast, provides a simple and 

straightforward way of achieving this purpose.   
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EXHAUSTION IN THE AREA OF PATENTS IN THE EUROPEAN UNION – CONTEMPORARY 

ISSUES 

VRINDA VINAYAK* 

The ‘exhaustion’ of intellectual property (“IP”) rights is a principle holding that once 

genuine goods have been put on the market by the IP holder or with her consent, such 

holder should not be able to control further distribution and use of the goods.1 

Specifically for patents, the doctrine finds justification in the argument that the patent 

holder who puts, or consents to the goods being put on the market has already availed 

of the advantages of the patent process by producing goods under the protected 

procedure, which must then be supplemented by free market principles.2 Hence, 

exhaustion seeks to balance the interests of the patentee in earning a reward for the 

publication of her invention, and of the general public with respect to legal certainty and 

the free movement of goods.3 In the European Union (“EU”), the free movement of 

goods in a common unified market which is not segmented or distorted by artificial 

barriers is a foundational principle embodied in the Treaty establishing the European 

Community.4 In a complex interplay between intellectual property rights (“IPRs”) and 

these free trade principles, the legal consequence of the ‘exhaustion’ doctrine essentially 

constitutes an exemption to patent infringement.  

There are three theories of exhaustion in practice, international, regional and national 

exhaustion,5 and this paper establishes that the regional exhaustion regime prevails in 

the EU. It has also been argued that while national exhaustion is prohibited, 

international exhaustion stands largely unregulated. Further, the contract between the 

patent holder and the first purchaser may embody post-sale restrictions, such as a 

prohibition on import, export, further sale, restrictions on means and methods of use. 

The author has argued that contractual restrictions seeking to limit the effect of 

exhaustion by preserving the patentee’s right to control post-sale import, export or use 

are not likely to be upheld in the European Union. For a clear understanding, the United 

Kingdom (“UK”) has been taken up as a case study for exhaustion, and the likely impact 

of Brexit on the exhaustion regime applicable in the UK has also been analysed. It has 

been argued that upon sale of the product embodying the patent with the consent of the 

holder of a UK patent within the EU, regional exhaustion reigns for the time being. 

However, upon sale of such a product by the patentee outside the EU, she can use her 

rights to impose post-sale restrictions.  

 

* Vrinda Vinayak, V Year, B.A. LL.B. (Hons.), National Law University Delhi. 
1 Friedrich-Karl Beier, Industrial property & the Free Movement of Goods in the Internal European 
market, 21 INT’L REV. INTELL. PROP. & COMP. L. 131 (1990). 

2 Id. 
3Wolfgang Von Meibom & Matthias Meyer, Licensing and Patent Exhaustion, BIRD & BIRD (2008), 
https://www.twobirds.com/en/news/articles/2008/licensing--andpatent-exhaustion. 
4 Manfred Schmiemann, Exhaustion of patent rights and the European Union, 20 WORLD PAT. INFO. 193, 
193 (1998). 

5 Id.  
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I. ELEMENTS AND THEORIES OF EXHAUSTION 

As mentioned earlier, there are three regimes of exhaustion, followed in different parts 

of the world – international, national and regional. The elements of the rule are similar 

across regimes – exhaustion occurs when goods are put on the market by the proprietor 

or with her consent.6 The main impact of exhaustion of patent rights is on parallel 

imports, i.e. genuine goods legally acquired from the right holder, and subsequently sold 

at differential prices in different markets, mostly through trade channels not authorised 

by the right holder.7 The regime of exhaustion applicable to such imports is often 

considered to be the regime prevailing in the country of import.8 

National exhaustion means that patent owners cannot control the exploitation of goods 

within the domestic market.9 A national exhaustion regime facilitates segmentation of 

markets, as it allows producers to set different prices in different jurisdictions across 

the world.10 For example – ‘A’ puts her goods on the market in country X, and ‘B’ tries to 

import them into country Y. Assuming Y follows a model of national exhaustion, ‘A’ can 

take recourse to courts there to prevent imports of goods put on the market in X to Y. 

Under the international exhaustion theory, once the patentee, or another person with 

her consent, puts the goods on the market anywhere in the world, the patentee’s rights 

stand exhausted worldwide i.e. she cannot prevent the resale, import, export or use of 

goods in any other country.11 This model benefits consumers, as countries can import 

from the cheapest suppliers worldwide.12 

Regional exhaustion occurs where the patent holder exhausts her rights over the 

product when the patented product is sold in a particular region.13 Exhaustion occurs 

only in that specified region, which makes this model a hybrid between national and 

international exhaustion. If ‘A’, ‘B’ and ‘C’ countries form a particular region and a 

proprietor puts a product based on a patent registered in ‘B’ on the market in ‘B’, her 

 

6 Michelle Lindgren, Post-sale Restrictions & Exhaustion of Intellectual Property Rights - An Analysis of 
Post-Sale Restrictions in the EU (2014) (unpublished graduate thesis, Lund University) (on file with the 
Lund University Library system). 
7  Shrabani Rout, Parallel Imports And International Exhaustion MONDAQ (May 21, 2018), 
http://www.mondaq.com/india/x/703104/international+trade+investment/Parallel+Imports+And+I
nternational+Exhaustion. 
8 Shamnad Basheer & Mrinalini Kochupillai, TRIPS, Patents and Parallel Imports: A Proposal for 
Amendment, 2 INDIAN J. IP L. 66 (2009); International Exhaustion and Parallel Importation, World 
Intellectual Property Organisation (WIPO), 
https://www.wipo.int/sme/en/ip_business/export/international_exhaustion.htm. 
9See World Intellectual Property Organization, supra note 8. 
10 Mark Halle, The Exhaustion of Intellectual Property Rights- Should countries favour consumers or 
private interests, INT’L. INST. SUSTAINABLE DEV. COMMENT.  (June 2007), 
https://www.iisd.org/sites/default/files/publications/com_exhaustion.pdf. 
11 World Intellectual Property Organization, supra note 8.  Supra note. 

12 Halle, Supra Note 10. 
13See World Intellectual Property Organization, supra note 8. 
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rights stand exhausted in the entire region comprising the three countries. The 

European Union has adopted this regime, the mechanics and justifications of which 

have been analysed below. 

 

II. REGIME OF PATENT EXHAUSTION FOLLOWED IN THE EUROPEAN UNION 

The European Union was established on the cornerstone of free movement of goods, 

with the aim of establishing a single, un-fragmented internal market.14 The primary 

feature of such a market is that it would be an economic area without national barriers, 

allowing for the unrestricted movement and exchange of goods, services, persons and 

capital, promoting competition.15 Such a unified market is the foundation for integration 

and sustainable growth in Europe, and a vital strategic objective.16 

These rules of free movement are enshrined in Articles 28, 30 and 34 of the Treaty on 

the Functioning of the European Union17. Article 28 provides for the establishment of a 

customs union between Member States, while Article 30 prohibits imposition of 

customs duties on imports and exports (and other measures of equivalent effect) which 

would discriminate between Member States, for goods originating in such States, and 

also for those from third counties in free circulation between the States. Article 34 and 

35 disallow import and export quotas respectively, but these are subject to Article 36 

which allows these restrictions for reasons of, inter alia, public policy, protection of 

health and life of humans, plants and animals, protection of national treasures, or the 

protection of industrial and commercial property. Similar obligations are found in 

Articles 11, 12 and 13 of the Agreement on the European Economic Area (EEA 

Agreement). 18  Rules regarding free movement are supplemented by those on 

competition embodied in Title VII Chapter I Section 1. Article 101 bans certain activities 

distorting competition between Member States while Article 102 lays down the 

incompatibility of any abuse of dominant position by any undertaking in a Member 

State with the principle of internal market outlined above.  

In light of these foundational objectives adopted by the EU, the doctrine of regional 

exhaustion is followed in that area, wherein once a particular good is put on the market 

of a Member State with the patentee’s consent, her distribution rights stand exhausted 

 

14 Lindgren, Supra Note 6 at 2. 
15 Consolidated version of the Treaty on European Union -Protocol (No. 27) on the Internal Market and 
Competition, 2008 O.J. (C115) 309 (It is annexed to the Treaty of Lisbon amending the Treaty on 
European Union and the Treaty establishing the European Community,). 
16 Mario Monti, A New Strategy for The Single Market: At the service of Europe’s Economy and Society, 
Report to the President of European Commission (May 9, 2010), 
http://ec.europa.eu/internal_market/strategy/do cs/monti_report_final_10_05_2010_en.pdf. 
17 Consolidated Version of The Treaty on the Functioning of the European Union, Oct. 26, 2012, 2012 O.J. 
(C 326) 47. [hereinafter Treaty on the Functioning of the European Union].  
18  Agreement on the European Economic Area Jan. 3, 1994, 1994 O.J. (L 1) 3. 
https://www.efta.int/sites/default/files/documents/legal-texts/eea/the-eea-
agreement/Main%20Text%20of%20the%20Agreement/EEAagreement.pdf. [hereinafter EEA 
Agreement] 

https://www.efta.int/sites/default/files/documents/legal-texts/eea/the-eea-agreement/Main%20Text%20of%20the%20Agreement/EEAagreement.pdf


[Volume III] JOURNAL OF INTELLECTUAL PROPERTY STUDIES [Issue I] 
 

 105 

in the entirety of the Union. The 1988 (updated in 2015) Trademark Directive,19 and 

2001 Copyright Directive,20 each harmonise the law across Member States, and create a 

common standard for the internal market by prescribing regional exhaustion for these 

IPRs. In the author’s opinion, despite the lack of such a harmonising directive in the area 

of patents, such a regime is justifiable on several grounds.21 Firstly, a regime of national 

exhaustion, under which goods embodying a patent once put on the market in one 

Member State would be freely tradeable only in that State, would stand in square 

opposition to the concept of a single, unified market.22 The doctrine of regional 

exhaustion aims to prevent segmentation of the common market into smaller national 

markets. Moreover, if the holder of a patent in a Member State were allowed to restrict 

import and export of the good from the Member State where it has been put on the 

market to other States, it would lead to a violation of Article 28 of the TFEU.23 The 

validity of contractual post-sale restrictions on import, export, use etc. have been 

examined later in this paper. Secondly, a regime of international exhaustion is likely to 

distort competition in the common internal market as well – there would be 

competition within Member States between products put on the market in the EU and 

those put on other global markets. This argument will be considered in more detail in 

the following paragraphs. Such limited patent protection could also disincentivise 

innovation and discourage patent holders from making their “first sale” in the EU.  

The principle that exhaustion in the European Union cannot be limited to the sole 

jurisdiction of the Member State where the first sale is made, but must extend to all the 

other States forming part of the Union was first recognised in the Deutsche 

Grammophon case,24 albeit in the context of copyrights. This stance has been reiterated 

by the Court of Justice of the European Union (CJEU) in several cases in patent-specific 

contexts. Following the Deutsche Grammophon case, the Centrafarm BV & Adriaan De 

Peijper v. Sterling Drug Inc.25 judgement summarised the importance of a regional 

exhaustion regime for patents in fostering a unified market in the following words – 

“derogation from the principle of the free movement of goods is not, however, justified 

where the product has been put onto the market in a legal manner, by the patentee 
 

19 Directive 2015/2436, of the European Parliament and of the Council of 16 December 2015 to 
approximate the laws of the Member States relating to trade marks, art. 15, 2015 O.J. (L 336) 1. 
20 Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the 
harmonisation of certain aspects of copyright and related rights in the information society, art. 4, O.J. (L 
167) 10. 
21 Shubha Ghosh, The Implementation of Exhaustion Policies: Lessons from national experiences, 40 INT’L 

CEN. TRADE & SUNST. DEV.  PROG. INNOVATION, TECH. &INTELL. PROP. 36 (2013), 
http://www.ictsd.org/sites/default/files/downloads/2014/01/the-implementation-of-exhaustion-
policies.pdf. 
22 Treaty on the Functioning of the European Union, supra note 17, at art.2. ]; Treaty of Lisbon Amending 
the Treaty on European Union and the Treaty Establishing the European Community art. 2(3), Dec. 13, 
2007, 2007 O.J. (C 306) 1[hereinafter Treaty of Lisbon]. 
23 See World Intellectual Property Organization, supra note 8, at 17. 
. 
24 Case 78/70, Deutsche Grammophon Gesellschaft Mbh v. Metro-SB-Grossmarkte Gmbh and Co., [1971] 
E.C.R. 487 ; Darren E. Donnelly, Parallel Trade and International Harmonization of the Exhaustion of 
Rights Doctrine, 13 SANTA CLARA HIGH TECH. L.J. 445, 470 
(1997),http://digitalcommons.law.scu.edu/chtlj/vol13/iss2/4. 
25 Case 15/74, Centrafarm BV and Adriaan de Peijper v. Sterling Drug Inc., [1974] ECR 1147. 
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himself or with his consent, in the member state from which it has been imported, in 

particular in the case of a proprietor of parallel patents. In fact, if a patentee could 

prevent the import of protected products marketed by him or with his consent in 

another member state, he would be able to partition off national markets and thereby 

restrict trade between member states, in a situation where no such restriction was 

necessary to guarantee the essence of the exclusive rights flowing from the parallel 

patents.”26 It also held that deviations from the free movement principle are permissible 

only in so far as they safeguard rights comprising ‘specific subject matter’ of the 

patent.27 

The implication of the entirety of the EU being treated as a single market is that patent 

exhaustion should essentially be governed by the same considerations applying to 

exhaustion in a domestic market.28 Conditions for exhaustion remain the same, i.e. when 

the good is put on the market by or with the consent of the patentee, where ‘putting on 

the market’ implies the sale of goods for consideration only,29 while the relevant market 

would be anywhere in the entire EU.  

It is vital to note that the patent regime in the European Union has not been harmonised 

like the trademark and copyright regimes. Article 7 of the 1988 Trademark Directive30 

provided for a regional exhaustion regime for trademarks (and the same language has 

been adopted verbatim in Article 15 of the 2015 Directive31 in force now), but it was 

unclear from its wording whether this was simply a minimum standard, leaving 

Member States free to apply rules even less or more restrictive to free trade like 

international exhaustion.32 However, the landmark judgement of the CJEU in Silhouette 

International Schmied GmbH & Co. KG v Hartlauer Handelsgesellschaft mbH, 33 

(“Silhouette case”) expressly excludes the application of an international exhaustion 

regime, unless it is negotiated through an international agreement.34 A similar ratio was 

also seen in Laserdisken v Kulturministeriet,35 in the context of Article 4 of the 

Copyright Directive,36 reinforcing the wording of recital 28, “The first sale in the 
 

26 Id. at 11, 12. 
27 Centrafarm at 11. 
28 WIPO, Supra Note 24 at 17. 
29 Case C- 324/09, L’Oréal SA v eBay International AG, [2011] ECR I-6011. 
30 First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member 
States relating to trade marks. 

31 Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to 
approximate the laws of the Member States relating to trade marks 
32 Irene Calboli, Trademark Exhaustion in the European Union: Community-Wide Or International? The 
Saga Continues, 6 Marq. Intellectual Property L. Rev. 47, 50 (2002). Available at: 
https://scholarship.law.marquette.edu/cgi/viewcontent.cgi?referer=https://www.google.com/&httpsre
dir=1&article=1034&context=iplr.   
33 Case C-355/96, Silhouette International Schmied GmbH & Co. KG v Hartlauer Handelsgesellschaft mbH, 
[1998] ECR I-4799. 

34 Case C-355/96, Silhouette International Schmied GmbH & Co. KG v Hartlauer Handelsgesellschaft mbH, 
[1998] ECR I-4799, para 30. 
35 C-479/04, Laserdisken ApS v. Kulturministeriat, [2006] ECR I-8089, para 26. 
36 DIRECTIVE 2001/29/EC OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 22 May 2001 on 
the harmonisation of certain aspects of copyright and related rights in the information society 

https://scholarship.law.marquette.edu/cgi/viewcontent.cgi?referer=https://www.google.com/&httpsredir=1&article=1034&context=iplr
https://scholarship.law.marquette.edu/cgi/viewcontent.cgi?referer=https://www.google.com/&httpsredir=1&article=1034&context=iplr
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Community of the original of a work or copies thereof by the rightholder or with his 

consent exhausts the right to control resale of that object in the Community. This right 

should not be exhausted in respect of the original or of copies thereof sold by the 

rightholder or with his consent outside the Community”. Both cases based their ruling 

on the need to protect competition in the internal market.  

 

A limitation arising from the lack of harmonising law and comparable case law for 

patents is that there is a theoretical possibility that Member States may adopt 

international exhaustion in the arena of patents. However, there is no reason to believe 

that the exhaustion doctrine would be construed differently for different IPRs,37 since 

the foundational principles of the EU discussed previously remain the same. 

Interestingly, all proposals for harmonisation of patents in the European Union have 

prohibited international exhaustion, but none have been adopted so far.38 

Another potential limitation is that the principles of free movement are limited to 

governing situations which actually impact the free movement of goods. As explained 

above, these principles will forbid discriminatory limitations on the exhaustion of a 

patent, or those extending beyond the ‘specific subject matter’ of the patent. However, 

in other matters, Member States have the discretion to determine which regime of 

exhaustion they wish to apply. Generics v. Smith Kline & French,39 decided by the CJEU 

is a case in point. This case concerned a rule promulgated by the United Kingdom which 

permitted patentees to object to imports only when they manufactured the product 

within the UK. However, for products manufactured outside the UK, the rule granted 

compulsory licenses for import under this patent, even if the manufacturing took place 

in another Member State of the EU. This was a form of international exhaustion. The 

Court held that this rule violated Article 30 of the TFEU as it was a measure of 

equivalent effect discriminating between Member States by favouring production in the 

UK.40 However, the Court also opined that it was the national government’s prerogative 

to either grant compulsory licences in all such cases, or to refuse them where 

manufacture took place in the UK or anywhere else within the EU. This case stands for 

the proposition that since national legislations on patents have not been approximated, 

national law defines the contours of protection granted under the patent, subject to 

Articles 28 and 30 of the TFEU.41 

 

37  Ole-Andreas Rognstad, Spredningavverkseksemplar: om 
konsumpsjonavrettigheterieksemplaravvernedeåndsverk, Cappelenakademisk, (1999). 
38 Patents Working Group, Proposals of the Benelux Delegations on Article 21 of the Preliminary Draft of 
the Convention relating to a European Patent Right, Doc IV/6365/61-F at 2 ,5-6; Convention for the 
European Patent for the Common Market, Luxembourg arts.32, 81(1), Dec. 15, 1975, 1975O.J.(L17) 
1[hereinafter Community Patent Convention]. 

39 Case C-191/90, Generics (UK) Ltd. & Harris Pharms Ltd. V. Smith Kline & French Labs Ltd., 1992 ECR I-
5335.  
40 Case C-191/90, Generics (UK) Ltd. & Harris Pharms Ltd. V. Smith Kline & French Labs Ltd., 1992 ECR I-
5335, paras 24, 25. 
41 Case C-191/90, Generics (UK) Ltd. & Harris Pharms Ltd. V. Smith Kline & French Labs Ltd., 1992 ECR I-
5335, para 39; Christopher Stothers, Patent Exhaustion: the UK perspective, 16th Annual Conference on 
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In the author’s view, a regime of regional exhaustion is ideal to balance the EU’s 

competing considerations of maintaining a unified market, advancing consumer 

preferences and fostering innovation and development. While national exhaustion 

undermines the free trade principle and limits consumer choice, international 

exhaustion lessens incentive for innovation due to limited scope of protection and 

interference after the first authorised sale. Under regional exhaustion, since commercial 

rights are exhausted (only) within the EU once goods are put on the market in any 

Member State, free trade and consumer preference is protected, and patentees retain 

the autonomy of commercialising their products outside the EU.  

III. THE VALIDITY OF POST-SALE RESTRICTIONS VIS-À-VIS PATENT EXHAUSTION IN THE EUROPEAN 

UNION 

The contract between the patentee and initial purchaser may embody certain post-sale 

restrictions on import, export, further sale or use, which reflects the patentee’s 

intention to not have her rights exhausted. There are two ways to perceive the effect of 

post-sale restrictions on exhaustion of patent rights. First, that consent of the proprietor 

is the primary condition for exhaustion to occur, and contract restrictions could be 

proof of the scope of consent. Second, that the essence and objective of exhaustion i.e. 

free trade within the European Union would be defeated if the patentee were to be 

allowed to impose such contractual restrictions.  

The second approach seems to prevail in the EU. The rationale is that of reinforcing 

regional exhaustion – once a patentee has put the goods on the market in a Member 

State, she cannot prohibit parallel importation from that country into other Member 

States or further sale by restrictive contractual terms, in accordance with the principles 

of free movement and competition. In this regard, the validity of restrictions on sales by 

a licensee outside the country in which the said licensee has been allowed to 

manufacture (including bans on exporting to other parts of the European Union) is also 

contested.42 While scholars such as Hurley, Devinsky and Hill believe that such 

restrictions would be upheld, the CJEU has adopted a contrary position,43 which shall be 

examined shortly. 

The CJEU has been suspicious of contractual post-sale restrictions, and has expressed its 

opinion against them in several cases. In the case of Dansk Supermarked, A/S v. A/S 

Imerico,44 there was an agreement for manufacture and delivery of china services 

between a Danish company and an English manufacturer. A limb of the agreement was 

that some average pieces not delivered to the former could be sold in the UK, but could 

 

Intellectual Property Law and Policy of Fordham University School of Law, (Mar. 27-28, 2008), 
https://perma.cc/7XMN-Q5ZP. 
42 Michael Hurley, Paul Devinsky & Justin Hill, The Supreme Court decides Quanta v. LGE - US versus 
European Perspectives, McDermott Will & Emery LLP (2008), http://www.ipo.org/wp-
content/uploads/2013/03/Supremecourtdecidesquantavlge.pdf. 
43 Case 193/83, Windsurfing International Inc. v Commission of the European Communities, [1986] ECR 
611. 
44 Case 58/80, Dansk Supermarked A/S v A/S Imerco, [1981] ECR 181. 
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not be exported to Denmark or even to other Scandinavian countries. Another Danish 

enterprise bought such china services in the UK and then marketed them in Denmark, 

which formed the cause of action for this case. The CJEU relied on the free movement 

principle and regional exhaustion to say that trademark and copyrights in the average 

china stood exhausted when they were put on the UK market with the consent of the 

Danish company.45 The restrictive contract term prohibiting export to Scandinavian 

countries was found to be contrary to free movement rules and could not be relied 

upon.  This case also interpreted the “protection of industrial and commercial property” 

exception to free trade in Article 36 of TFEU as only applying to measures necessary 

(and least restrictive) to prevent unfair competition, and clarified that the exception 

cannot be used to impose arbitrary restrictions on free trade.46 

In the more recent case of Peak Holding v. Axolin-Elinor AB,47 the CJEU refuted the 

position that contract restrictions demonstrate a lack of the patentee’s consent, which is 

essential for exhaustion to occur. The Court opined that a sale made by the patentee is 

not subject to the additional condition of consent, and triggers exhaustion per se.48 This 

case restrained conditions such as territorial restrictions on the right to resell as a mere 

arrangement between the parties with no impact on exhaustion, which took place 

regardless.49 

Even though these cases have been decided in the context of trademarks, in the author’s 

opinion, the same rationale can be extended to cases of patents for mainly two reasons. 

First, the previous part has clarified the applicability of at least a regional exhaustion 

regime by all the Member States in the area of patent, similar to trademark. The official 

European Commission Guideline on Interpretation of Article 101 of the TFEU itself has 

recently clarified that once regional exhaustion occurs, “…the right holder has no right 

under (all) intellectual property laws to prevent sales by licensees or buyers of such 

products incorporating the licensed technology”.50 There is no reason why the sanctity 

accorded to the regional exhaustion doctrine and the impact of post-sale restrictions for 

both these IPRs should be any different. Secondly, these cases, though decided in the 

context of trademarks, have ratios applicable to all kinds of IPRs since they are based on 

the overarching regional principles of free trade in a unified market. 

In 1986, a landmark judgement on licensing of patent rights was passed by the CJEU in 

Windsurfing International v. European Community Commission.51 The plaintiff had 

concluded license agreements with several European Companies in Member States for 

development and distribution of its patented products, but reserved the right to cancel 

 

45 Dansk judgement, page 186, para (b); page 187, para (c). 
46 Dansk judgement, page 188, para (d). 
47 Case C-16/03, Peak Holding AB v Axolin-Elinor AB, [2004] ECR I-11313). 
48 Id. at 52, 53. 
49 Peak Holdings at 54, 55. 
50 Communication from the Commission — Guidelines on the application of Article 101 of the Treaty on 
the Functioning of the European Union to technology transfer agreements, 2014 O.J. (C. 89) 3. 

51 Windsurfing International, Supra Note 48. 
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them if the licensees produced or distributed goods (other than in a bundle of the 

patented and an unpatented product) in countries where the plaintiff did not hold valid 

patents. The Court opined that restrictive terms preventing the manufacture in or 

export of goods to any Member State where patent protection is not available are 

prohibited under Article 85 of the EEC Treaty, as they distort and restrict competition in 

the common market and hamper free trade between Member States52.  

Admittedly, this case does not address exhaustion. However, there is an argument to be 

made, that if such strict standards have been applied with respect to non-enforceability 

of restrictive contract terms in licensing arrangements, the same (if not more stringent) 

standards should logically apply for an authorised first sale made within a Member 

State.53 This decision is also relevant in light of the fact that the CJEU has assumed 

exhaustion even in cases where goods were sold by the patentee in EU countries in 

which no patent protection exists.54 

IV. THE UNITED KINGDOM – A CASE STUDY 

A. Exhaustion Regime Applicable in the UK 

Although the UK Patents Act, 1977 does not explicitly provide for exhaustion of patent 

rights, regional exhaustion within the European Union applies under the TFEU and the 

European Communities Act, 1972.55 This principle is also applied by virtue of Article 10 

of the European Commission's Council Regulation on the Community Patent, which 

endorses regional exhaustion as a consequence of marketing by consent. In the UK, 

exhaustion of patent rights applies through a combination of the common law doctrine 

of implied licensing (for sales made outside the EU) and the doctrine of regional 

exhaustion (for sales made within the EU).56 This distinction has implications while 

gauging the validity of post-sale restrictions, which will be examined shortly. 

B. Impact of Brexit on the Exhaustion Regime 

It is interesting to study what the scope of exhaustion of patent rights would be once the 

United Kingdom exits from the European Union. Two sets of agreements must be 

considered here – one between the United Kingdom and the European Union, and 

another between the former and the European Economic Area. If the former agreement 

is reached, United Kingdom will remain part of the single market with the present 

regime of regional exhaustion of patents continuing. However, outside of this single 

 

52 Windsurfing judgement, para 53, 59. 
53 Michael Gold, European Patent Law and the Exhaustion Principle, 1 U. CHICAGO LEGAL FORUM441 (1992), 
http://chicagounbound.uchicago.edu/cgi/viewcontent.cgi?article=1124&context=uclf. 
54 Case 187/80, Merck & Co. Inc. v. Stephar BV and Petrus Stephanus Exler, [1981] ECR 2063. 

55 STOTHERS, Supra Note 25 at 4. 
56 Ben Allgrove, Ruth Burstall & Baker McKenzie, Intellectual property rights: why exhaustion matters, 
THOMSON REUTERS PRACTICAL LAW (July 27, 2017), https://uk.practicallaw.thomsonreuters.com/w-009-
1126?transitionType=Default&contextData=(sc.Default)&firstPage=true&bhcp=1. 



[Volume III] JOURNAL OF INTELLECTUAL PROPERTY STUDIES [Issue I] 
 

 111 

market, UK would not be bound by the doctrine of regional exhaustion vis-à-vis the rest 

of the European Economic Area unless the latter agreement is also negotiated. In such a 

situation, placing of goods within the UK market would not exhaust the patentee’s rights 

in those countries of the European Economic Area which are not part of the European 

Union. Currently, the intention of the UK seems to be to maintain status quo with the 

EEA. Outside of the single market of the European Union, the United Kingdom can 

continue to decide what regime of patent exhaustion to apply, either through legislation 

or case law.  

There have been several rounds of discussion and guidance from the UK regarding its 

relations with the EU and EEA after Brexit in the matter of IPR, beginning with the 

position paper on Brexit and IPR released by The European Commission Brexit Task 

Force in September 2017.57 The paper recommended that if exhaustion of patents has 

already occurred in the European Union before Brexit, these rights should remain 

exhausted after Brexit too, in both, the European Union and the UK. This proposal has 

also found favour with the Chartered Institute of Patent Attorneys.58 However, the 

paper did not address how negotiations on exhaustion would be approached, which 

rules would likely be applied and what exemptions would be carved out to tackle this 

issue.59 

In 2018, the UK Government released the draft Intellectual Property (Exhaustion of 

Rights) (EU Exit) Regulations60 The explanatory note to the regulations clarifies that 

the after the UK withdraws from the European Union, there need to be regulations in 

place to curb a situation where “goods that have been legitimately put on the market in 

the EEA would no longer be able to be legitimately re-distributed or resold in the UK”. 

The aim of the regulations was to amend primary legislation such as the Registered 

Designs Act 1949, Copyright, Designs and Patents Act 1988 and the Trade Marks Act 

1994 and subordinate legislation to specifically add references to the UK along with the 

EEA, “to ensure that the question of whether an article has been lawfully placed on the 

market for the purposes of the exhaustion of intellectual property rights, continues to 

be assessed in relation to an area which includes the UK.” These regulations have been 

made into law on 14 February 2019, and will come into effect on exit day, 31 October 

2019.61 

 

 

57 Position paper transmitted to EU27 on Intellectual property rights, at 1.3, COM (2017) 11 final (Sept 6, 
2017). 
58 The impact of Brexit on Intellectual Property, THE CHARTERED INSTITUTE OF PATENT ATTORNEYS (October 
11, 2017), http://www.cipa.org.uk/policy-and-news/briefing-papers/the-impact-of-brexit-on-
intellectual-property/. 

59 Id.  
60 Draft Statutory Instruments - The Intellectual Property (Exhaustion of Rights) (EU Exit) Regulations 
2018, http://www.legislation.gov.uk/ukdsi/2018/9780111175255/pdfs/ukdsi_9780111175255_en.pdf. 
61 2019 No. 265 - The Intellectual Property (Exhaustion of Rights) (EU Exit) Regulations 2019, 
http://www.legislation.gov.uk/uksi/2019/265/made. 

http://www.legislation.gov.uk/ukdsi/2018/9780111175255/pdfs/ukdsi_9780111175255_en.pdf
http://www.legislation.gov.uk/uksi/2019/265/made
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A Guidance Note on the exhaustion of intellectual property rights in case of a no-deal 

Brexit was also published in September 2018,62 which clarified that the UK would 

continue to recognise regional exhaustion once goods were put on the market with the 

right holder’s consent anywhere in the EEA. These goods can be legitimately imported 

into the UK without the right holder’s permission. However, since there was no similar 

offer from the EEAs end in the draft Withdrawal Agreement63, the note acknowledged 

that the EEA may not recognise exhaustion of IP rights for goods placed on the UK 

market with the right holder’s consent, and that exporters and importers of such goods 

may require the right holder’s authorisation. This note was replaced by an updated 

guidance on 11 September 201964, which seems to indicate that the UK will recognise 

the EEA regional exhaustion regime after the exit day only for a temporary period. No 

details of this period, or what happens after it, have been provided.  

 

Since the UK is now free to introduce its own exhaustion regime, several arguments 

have been in favour of international exhaustion. Before the concept of regional 

exhaustion was introduced in the EU, UK courts ruled in favour of such a regime, at least 

in the area of trademarks.65 As mentioned previously, a system of international 

exhaustion favours consumers by allowing them the benefit of price arbitrage arising 

out of competition between the patent holder and importers. This is especially 

important in industries such as pharmaceuticals. However, there are also concerns 

surrounding counterfeiting and lower quality product being imported into countries 

with higher quality standards for domestic manufacturing 66 , although this can 

presumably be resolved through import regulation and spot inspections, which can co-

exist with the concept that the patentee herself should not be allowed to restrict such 

imports. Other concerns pertain to lesser incentive to innovate due to narrower scope 

of IP protection, parallel importers being allowed to free-ride on the investment of IP 

owners, reputation of the product, traceability of products to ensure quality etc., which 

have prompted stakeholders such as the International Trademark Association to 

advocate for a regime of national exhaustion.67 

 

62 Dept. for Business, Energy & Industrial Strategy, Intellectual Property Office, Guidance - Exhaustion of 
intellectual property rights if there’s no Brexit deal (2018), 
https://www.gov.uk/government/publications/exhaustion-of-intellectual-property-rights-if-theres-no-
brexit-deal/exhaustion-of-intellectual-property-rights-if-theres-no-brexit-deal. 
63 Draft Agreement on the withdrawal of the United Kingdom of Great Britain and Northern Ireland from 
the European Union and the European Atomic Energy Community, as agreed at negotiators' level on 14 
November 2018,  https://ec.europa.eu/commission/publications/draft-agreement-withdrawal-united-
kingdom-great-britain-and-northern-ireland-european-union-and-european-atomic-energy-community-
agreed-negotiators-level-14-november-2018_en. 
64 Dept. for Business, Energy & Industrial Strategy, Intellectual Property Office, Guidance - Exhaustion of 
intellectual property rights if there’s no Brexit deal (2019) 
https://www.gov.uk/government/publications/exhaustion-of-intellectual-property-rights/exhaustion-
of-intellectual-property-rights. 
65 Revlon Inc. v. Cripps & Lee Ltd (1980) FSR 85 (1980) 11 I.I.C. 372, Colgate Palmolive v. Markwell 
Finance Ltd. (1989) R.C.P. 497. 
66 Patrick Cantrill, Rose Smalley & Tim Barber, Brexit and exhaustion of rights - an update Lexology.com 
(2019), https://www.lexology.com/library/detail.aspx?g=cfdea6e5-bb0b-4f60-95dc-ab47e7619fea. 
67  International Trademark Association, Exhaustion of Trademark Rights after Brexit, (2018), 
https://www.inta.org/TopicPortal/Documents/INTA%20letter%20on%20exhaustion%20principle%20i
n%20Brexit%20(002).pdf, pages 9-11. 

https://www.gov.uk/government/publications/exhaustion-of-intellectual-property-rights-if-theres-no-brexit-deal/exhaustion-of-intellectual-property-rights-if-theres-no-brexit-deal
https://www.gov.uk/government/publications/exhaustion-of-intellectual-property-rights-if-theres-no-brexit-deal/exhaustion-of-intellectual-property-rights-if-theres-no-brexit-deal
https://ec.europa.eu/commission/publications/draft-agreement-withdrawal-united-kingdom-great-britain-and-northern-ireland-european-union-and-european-atomic-energy-community-agreed-negotiators-level-14-november-2018_en
https://ec.europa.eu/commission/publications/draft-agreement-withdrawal-united-kingdom-great-britain-and-northern-ireland-european-union-and-european-atomic-energy-community-agreed-negotiators-level-14-november-2018_en
https://ec.europa.eu/commission/publications/draft-agreement-withdrawal-united-kingdom-great-britain-and-northern-ireland-european-union-and-european-atomic-energy-community-agreed-negotiators-level-14-november-2018_en
https://www.gov.uk/government/publications/exhaustion-of-intellectual-property-rights/exhaustion-of-intellectual-property-rights
https://www.gov.uk/government/publications/exhaustion-of-intellectual-property-rights/exhaustion-of-intellectual-property-rights


[Volume III] JOURNAL OF INTELLECTUAL PROPERTY STUDIES [Issue I] 
 

 113 

 

In the context of international exhaustion, it is interesting to note that the Silhouette 

judgement constitutes a ‘retained EU case law’ in the UK under Section 6 of the 

European Union (Withdrawal) Act 2018,68  but sub-section 4 also states that the 

Supreme Court is not bound by any retained EU case law. Further, the case prohibited 

international exhaustion in domestic regimes of Member States to protect the internal 

EU market and competition within it.69 This does not apply to the UK any longer, and 

will definitively cease to be a consideration after the expiry of the Brexit transition 

period.  

 

 

 

C. Validity of Post-Sale Restrictions vis-à-vis Patent Exhaustion in the UK 

At the outset, it is vital to clarify that the operation of the doctrine of regional 

exhaustion cannot be contracted out of the UK. The UK has clarified its stance in this 

regard, categorically stating that if the patented products are put on the market inside 

its jurisdiction, contract terms restricting further sale, use, import by or export to other 

Member States will not be upheld, in line with Article 28 of the TFEU, which the 

patentee cannot override.70 In this context of regional exhaustion, any restrictions 

beyond basic subject matter of patents (like competition restrictions, import, export, 

price restrictions, limitations on trade) do not hinder the effects of exhaustion, as 

discussed in previous parts. However, exhaustion does not occur if the restrictions are 

about subject matter – if the content has been changed and the product has been 

reconstructed.71 

Within the UK, the patent exhaustion regime materialises by operation of the doctrine of 

implied licence. The applicability of the doctrine of international exhaustion, though 

theoretically permitted, may not stand if the patent regime were to be harmonised. In 

the area of trademarks, as explored previously, the Silhouette judgement held that 

regimes of international exhaustion adopted by Member States violate the Trademark 

Directive, and it seems likely that a potential patent harmonisation directive will adopt 

the same approach. 

 

68 Katharine Stephens, Exhaustion of Intellectual Property rights post Brexit Lexology.com (2019), 
https://www.lexology.com/library/detail.aspx?g=0dd1dde6-68cf-4452-bdd5-f0e599fff563 (last visited 
Sep 25, 2019). 

69 Case C-355/96, Silhouette International Schmied GmbH & Co. KG v Hartlauer Handelsgesellschaft mbH, 
[1998] ECR I-4799, para 24, 27. 
70 World Intellectual Property Organisation [WIPO], Exceptions and Limitations to Patent Rights: 
Exhaustion of Patent Rights, WIPO Doc.SCP/21/7 (October 11, 2014), 
http://www.wipo.int/edocs/mdocs/scp/en/scp_21/scp_21_7.pdf. 

71 Id.  
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A number of cases have considered whether third parties would be bound by restrictive 

terms,72 which suggest that there is a distinction between sales by the patentee (where 

any restrictions would have to have been brought to the attention of the alleged 

infringer to prove infringement) and sales by a licensee (where the alleged infringer’s 

knowledge is irrelevant).73 The rule regarding the latter case of express licenses is that a 

licensee cannot transfer better rights than she herself has, and hence, the patent is 

deemed to be infringed even if the subsequent purchaser does not have notice of the 

restrictive conditions.74 However, this part of the paper shall deal with the former case, 

since exhaustion occurs as a consequence of consensual sale.   

Betts v. Willmott,75 is the leading judgement on the doctrine of implied license outlined 

hereinbefore. In this case, patented metallic capsules were sold by the English patent 

holder in France, and they were then retailed in England. The retailer was not held 

liable for infringement, but the Court did not rely on the doctrine of exhaustion. It used 

the doctrine of implied license to say that the patentee could not prevent further import 

or sale, since with the goods, the patentee had also transferred the rights to use the 

product in any way whatsoever. However, in tune with the concept of a license, it was 

also held that such parallel importation could be prevented by express contractual 

terms made known to the purchaser. This case established the current position which 

can be best summarised as follows - The patentee is free to make a sub modo sale with 

restrictive conditions which would not apply in cases other than those of the patented 

product. These conditions are not assumed, but have to be made express. The ordinary 

presumption is that the purchaser has acquired all rights in the product, along with 

those of use, resale and export, unless such conditions are brought to her notice at the 

time of conclusion of the contract.76 

In another case where the patent holder (manufacturer) had sold the goods to a 

wholesale chemist on conditions prohibiting export, it was held that a prima facie case 

of infringement of the patent is contingent on whether adequate notice of restrictive 

conditions was given to the defendant.77 In this case, the patentee had sent the 

defendant a letter detailing these terms, and the chemist had issued an invoice clarifying 

that the manufacturer’s terms would apply. These indicators were taken as sufficient 

proof of notice. A similar principle was upheld in Roussel Uclaf v. Hockley 

 

72 Gillette Industries v. Bernstein [1942] Ch. 45 (Eng.); Dunlop Rubber v Longlife Battery Depot [1958] 1 
WLR 1033 (Eng.).  
73 Badische Anilin und Soda Fabrik v. Isler (1906) 1 L.R. Ch 605 (Eng.), Beecham Group v International 
Products [1968] RPC 129 (Eng.). 

74 Société Anonyme des Manufactures de Glaces v. Tilghman’s Patent Sand Blast Company (1884) LR 25 
Ch D 1 (Eng.). 
75 Betts v. Wilmott (1871) LR 6 Ch App. 239 (Eng.). 
76 National Phonograph Company of Australia Ltd. v. Menck (1911) 28 RPC229 (PC) 248 (appeal taken 

from Austl.). 

77 Sterling Drug v CH Beck [1972] FSR 529 (Eng.). 
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International,78 where merely affixing labels to the goods was not considered as 

conclusive proof of notice.  

In the 2001 judgement of Zino Davidoff v A&G Imports,79 the High Court considered the 

scope of Betts v Wilmott in the context of sale by the right holder. The plaintiff had 

requested a summary judgment on infringement of trademark of its perfumes which 

had been parallel imported from Singapore. The question was whether the plaintiff 

could prevent import into the EEA of a good placed on the market outside the EEA, and 

Justice Laddie found that in the absence of any terms restricting the same, consent to 

importation into the EEA can be presumed in light of Betts v. Willmott. Later, the CJEU 

overturned this ruling for conflicting with the harmonising Trademark Directive, but the 

decision can be applied to patents where no such harmonising law exists.80 

Though delivered in 1870, the judgement in Betts v. Willmott has recently been upheld 

once again as currently binding precedent in HTC v. Nokia.81 It is interesting to note that 

Betts v. Willmott was delivered before the formation of the European Union and applied 

the doctrine of implied license even as between two current Member States. In the 

author’s opinion, the case forms binding precedent only as to the scope and application 

of the doctrine, since regional exhaustion in the EU and non-restriction of its scope 

through contracts has since been adopted by the UK.  

CONCLUSION 

This paper has established that out of the three theories of patent exhaustion examined 

in Part II, the doctrine of regional exhaustion applies in the EU. This fundamentally 

stems from the idea of a single, unified, un-fragmented market allowing for free 

movement of and trade in goods, as detailed in the Centrafarm judgement. Further, it 

can be concluded that the CJEU leans towards disallowing contractual post-sale 

restrictions from undermining the effects of regional exhaustion, on the premise that 

such restrictive terms are incompatible with free movement of goods and competition 

(as held in Dansk Supermarket). Peak Holding also held that once the patentee has put 

the goods on the market or consented to such as act, consent for further use and 

distribution is assumed for the purpose of exhaustion. The Windsurfing case also 

indicated the CJEU’s tendency to disallow contractual terms seeking to extend patent 

rights where none exist. The position in the United Kingdom is more relaxed whereby 

the patentee can protect her rights by bringing such contract terms to the purchaser’s 

attention when selling her goods in a non-EU country. 

The limited scope of patent protection in the EU becomes evident on a combined 

reading of Centrafarm and Windsurfing. While the former has crystallised the principle 

of regional exhaustion, the latter prevents patentees from restoring to restrictive 

 

78 Roussel Uclaf v. Hockley International [1996] RPC 441 (Eng.). 

79 Zino Davidoff v. A&G Imports [2000] Ch 127 (Eng.). 

80 W. Meibom & M. Meyer, Supra Note 3. 
81 HTC Corporation v. Nokia Corporation [2013] EWHC 3778 (Pat), [2014] RPC 30 (Eng.). 
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contractual terms to give extraterritorial effect to its patented manufacturing rights.82 

However, it is important to note that such restrictive IP protection risks deterring 

innovation in the long run.  

The position in the UK on post-sale restrictions may be summed up as follows – 

currently, upon sale of the product embodying the patent by or with the consent of the 

holder of a UK patent within the EU, regional exhaustion applies and she cannot save 

her rights through contractual restrictions and stipulations. However, upon sale of such 

a product by the patentee outside the EU, she can use her rights to prevent re-sale and 

impose other restrictions under the contract, which will of course be subject to national 

and EU competition law, and must be brought to the purchaser’s attention. This stems 

not from a rule of international exhaustion, but from the doctrine of implied license 

under contract law.83 Further, in the UK, exhaustion will not occur if the sale is made by 

a (express) licensee in breach of a legally enforceable contractual condition.84  

While the UK has chosen to continue applying a regional exhaustion model at least till 

the end of the transition period, this decision is expected to create hurdles for parallel 

imports into the UK due to lack of reciprocity from the EEA. The UK has a myriad of 

options after this period – it may choose to continue with regional exhaustion (with or 

without reciprocity from the EU), apply national exhaustion, adopt international 

exhaustion or cast the net of the doctrine of implied license wide to include EU 

countries. The implications of each of these models will make for an interesting study.  
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